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Sec. No. Sec. No.
A OF @PPEAL......eviveeeeeeeeeeeeeeeeee et 1210
A4 size paper (See also: Paper size) . 608.01, 608.02, Of invention..................... 706.02(d), 2134, 2138.03
1825 Papers received after.............o.oovvevereereerenens 508.02
A.l. series of patents (See also: _Patent) ............ 901.04 Petition to revive... 711.03(c), 711.04(c), 1002.02(b),
Abandoned application (See also: __Abandonment) 1002.02(f), 1002.02(p)
Accessibility to public...........ccccccoeiiiee. 103, 711.04 Petition to withdraw holding of examiner’s statement.....
Counting, when processed..............c.cceuev... 711.04(a) 711.03(c). 711.03(d)
DEfiNItION. ........vececeeeeeeeeceeceee s 203.05 Prior application............c.ccoeinininns -201.06(c)
Failure to provide timely notice of foreign filing when Provisional application.................. 201.04, 211.01(a)
nonpublication requested...........cccceeieiiiiiienenn. 1124 PUIING. . 711.04(a)
Fee on petition to revive..........cccccveeeieeeeee 711.03(c) Reconsideration.............ccoecvveeeee. 711.03, 711.03(c)
Issue fee, failure to pay.......cccoceveeveeeiiieeenns 711.03(c) Failure to respond.........cccccceviveeniecennnnn. 711.03(b)
Ordering.....ccocceveeeeeeenieee e 711.04(b), 905.03 Insufficiency of response............cccccoeveee. 711.03(a)
Papers received, handling............ccccccovveeinnenn. 508.02 Reissue
Provisional application.................. 201.04, 211.01(a) Return of surrendered patent..............ccccceveee 1416
Reference use...........c......... 901.02, 2127, 2136.02 Revival........ccoooiiiiee e 711.03, 711.03(c)
Referred to in issued patent............cccoveeeniieennnen. 103 Shortened statutory period expired............. 710.02(d),
REVIVAL ... 711.03(c). 1893.02 711.04(a)

Provisional application.................ccc......... 711.03(c) Special Situations.............ccoooviiiiiinnn. 711.02(b)
SEOTAGE. ..t 711.04(b) Termination of proceedings...... 211.01(a). 211.01(b).
When open to the publiC..............cccoovvrrerrrrerrean, 103 711.02(c)

Abandoned file (See also: _Abandoned application) Undelivered action..........cccocceeiiieeeiiiieeinieeene 707.13
Abandonment) Unintentional (See also: Petition) .... 711.03(c), 1124
Abandoned files repository.......... 711.04(b), 901.01(a) Withdrawal of holding..........cccccceooviiiirncne. 711.03(c)
Abandonment (See also: Abandoned application) ......... Abbreviation, periodical citation..................... 707.05(e)
711 Abbreviature and abstract publication................. 711.06
After allowancCe. ..........ccoovveeirieeenee e 711.05 CIALION...eeiiiec e 711.06(a)
After payment of issue fee..........ccovveveeniinenn. 711.01 Abstract for defensive publication....................... 711.06
Amendment late..........ccoceveeiiinnenennn. 711.02, 714.17 Abstract of international application...................... 1826
Appeal dismissal...........cccceeviiiiiiiie e 1215.04 Abstract of the disclosure............... 608.01(b). _1302.04
Appeal withdrawal....................... 1215.01to 1215.03 Abstract publication............ccccovveeiiiie e 711.06
Assignee must consent 711 Accelerated examination 708.02
Change of address...........ccccoviiiiieieiiiiinennnn. 711.03(c) Access (See also: _Inspection) _Power of attorney)
Counted as a disposal..........cccccveeeeiiiiienieeiiinenn. 1705 Attorney not of record............cccccveeeiiiiienennn. 402, 405
Date Of...oeeeeeiiiiiiiee e 711.04(a) Authority to grant access to an application............ 104
Destroys continuity...........ccccccuve.... 211.01, 211.01(b) Authorized by Dir€Ctor...........coceviveeiniiienieee e 104
EXPresSS...cooiiiiiieiee it 711, 711.01 Continued Prosecution Application (CPA)............. 103

Continued prosecution application (CPA).................. Ex parte reexamination file............c.ccccoevvieeeens 2232

201.06(d) Excluded attorney or agent............cooveevevevreeenn. 105

Issue fee not paid..............ccoooviiinn 711.03(c) Inter partes reexamination file........... 2609, 2632.01

Issue fee paid..........cocooovinininnnns 711.01, 711.05 Image file wrapper application...................c.co....... 103
Failure to file property rights statement................. 150 International application..............cocooveveeevereennn. 110
Failure to pay issue fee........ccccoieeiiinninnenn. 711.03(c) Pending application.. 101, 103, 104, 106, 724.04,
Failure t0 ProSECULE........cccevveerieeiiee e 711.02 724.04(a), 1128, 1132
Failure to provide timely notice of foreign filing after PetitioN......vviee e 103
non-publication request...........ccoovieininn, 1124 Protested application..................... 1901.05, 1901.07
Formal.......ccoeeiiii, 711, 711.01 Provisional application..............ccccoceeeee.... 103, 104
Forwarding.........ccocoeveeiiiiicniccee 711.04(a) Published application......... 103, 1128, 1130, 1132
Incomplete reply.......occceeviiniiiniieenieee 711.03(a) Reissue application................ 103, 724.04(b). 1430
NO reply....cccneiniiiiiin, 711, 711.02 Supplemental examination..................c.......... 2803.02
Notification of............cccocoiiiiiienn 711.02, 711.04(c) Suspended attorney or agent............coevveveeeeennns 103
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Access — Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1...

Sec. No.
Unpublished, Abandoned, and pending applications.....

105

Accounts, Deposit (See also: Deposit _account)
Acknowledgment of protest..........ccccceeevveeennne 1901.05
Act (See also: Statutes)
Action (See also: Letter, Examiner’s)
AdVisory action...........cccevvveeenneennn 706.07(f), 714.13
After another examiner’s action..............c........ 706.04
After Board decision... 1214.01, 1214.03to 1214.07
After Board decision reversing examiner........ 1214.04
After Board decision sustaining examiner...... 1214.06
After interference........cccoovevvie e 2308

Amendment after final rejection..... 706.07(f), 714.12,
714.13

Citation of references

707.05, 710.06

Claim SUMMArY........coeieiiiiiiiee e 707.07(i)
Claims in excess of number of claims previously paid
L0 F PRSPPI 714.10

Closing prosecution in inter partes reexamination (See

also: _Reexamination, Inter partes: Action closing
prosecution)

Completeness.........cceeveeveereennnne. 707.07, 707.07(a)
Copy to applicant...........ccceevvveerieieiiiee e 707.12
Copies of references.........ccccceeeveiveeeeeiiinns 707.05(a)
Correctness, Period for reply.........cccocveerinneen. 710.06
Counted.........ccceveveeeennnnen.

Crosses amendment

ENtry .o
EXQMINEI'S. .. .oeiiiiiiiiiiee e 707
Final rejection............... 706.07 to _706.07(f), 713.09
In reissue applications..............c..ccoe. 1444, 1453
Foreign priority determination......... 210, 213to 217
Formal matter........ 707.07(a), _707.07(e), 707.07()).
714.02
FOrmMS USEd.......covviiiiiiiiiicc e 707
Incorrect citation of references............cccccceeee. 710.06
Informal application.............ccccovveiniieeniinene, 702.01
MailiNG....vvieieeiiiie s

Original in image file wrapper
Patentability report...........ccoceeevveeennns

Piecemeal examination..............cccoccveveeninen.

Primary examiner’s personal attention.. 707.01, 1004
Priority determination, foreign........ 210, 213to 217

Sec. No.
Suspension of (See also: _Suspension) ................ 709
Suspension of, primary examiner’s attention....... 1004
Suspension of, second or subsequent....... 1002.02(c)
Suspension of, TC Director’s attention................ 1003
Third, SPE reViEWS........cccuoiieiiviieieiiieeeeeve e 707.02
Time limit.......ccoccoeveieeieececeeeeee, 710.02, 710.02(c)
Address, Change of correspondence............. 601.03(a),
601.03(b), 711.03(c)
After Allowance...........cooocveeiieiiiiiiieeennes 2501, 2542
Address, Correspondence (See also: Mail Stop) ... 403,
403.01(a), 403.01(b) 2542
AdAress, FEE.....ueiiiiiiieieeeeee e 2540
Address of applicant............cccooieiiniineen e, 605.01
Address of U.S. Patent and Trademark Office......... 501,
502
Address of patent owner................ 2222, 2622, 2805
Address of unavailable inventor 409.03(e)
Administration, Letters of...........cccccceveeviinnnnn. 409.01(b)
Administrative instructions, PCT.......cccoceeeevveeeeriiiinnnnn. Al
Administrative Patent Judges (See also: Patent Trial and
Appeal Board (PTAB))
Administrator or eXeCULOr..........ccuvvereesiiiiireeeeeins 409.01
Allowance and iSSUE..........ccccevviinieiiieenenns 409.01(b)
Application by, After discharge.............. ... 409.01(b)
Assigned application, Inventor dies.............. 409.01(b)
AUThOTILY...eeei i 409.01(b)
Consular certificate.........ccceeviiiieieeeiiiiieenn. 409.01(b)
Foreign Country........ccoccvvevieee e 409.01(b)
Heir ..o 409.01, 409.01(a), 409.01(b)
Prosecution by............cc........ 409.01(a), 409.01(b)
Intervention not required.............ccceevevvvennne. 409.01(b)
Refuses to sign.......... 409.03, 409.03(b), _409.03(c)
Admissions by applicant..................... 706.02(c), 2129,
2133.03(c), 2145 2152.03
JEPSON ClaiM...ceiiiiiiiiiiee e 2129
Admissions in reexamination
EXPArte ....coooovieiiiiis 2217, 2258
Advantages over prior art.........ccoceeevveeeenieeenns 707.07(f)
Adverse recommendation under 37 CFR 1.312...............
714.16(d), 714.16(e) 714.19
AdVisOry action.........ccccceevuveiiueeninennn 706.07(f), 714.13
Affidavit (See also: Oath) Declaration)

Affidavit, disqualifying commonly owned patent or patent
application publication as prior art to overcome a pre-AlA
35 U.S.C. 102 or 103 rejection (37 CFR 1.131)........ 718

Affidavit of attribution or prior disclosure to overcome a

Reply time computation................. 710.01(a), 710.05 M
Restricti . t 800 35 U.S.C. 102 or 103 rejection (37 CFR 1.130..... 717.01
estriction requiremMent.........ccocccveveeeeiieeeniiee e to 717.01() 2155
REWIME. . oovvvrssvvveees s oy 2155.04
zgcé”e”ed Statrtory period........... 710.02. 71%’72(5’2) Evaluation of.. 717.01(a)(1). 717.01(b)(1), 717.01(e)
's personal attention............ccceeveeeerieeennns . Formal requi
QUIrEMENTS......coeeiiiiieiiieee 717.01(c)
Supplemental..........cccoeeeviiieiiieeie. 710.06, 714.05
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Affidavit of attribution or prior disclosure to overcome a 35 U.S.C. 1... — Affidavits, traversing rejections (37 CFR 1.132)

Sec. No.

Showing Disclosure was made by inventor.. 717.01(a)
2155.01

Showing Prior disclosure was subject matter by

[19177=101 o] SRS 717.01(b), 2155.02
Showing disclosure was subject matter obtained from
INVENTOT....uvviieiiiiiiie e, 717.01(b)(2), 2155.03
Timely presentation...........ccccccceevieeeiieeeennnen. 717.01(f)
When available..........c.ccocooeiinnnns 717.01, 2155.06
When not required...........coceeviveeeniiecniece e 717.01
When unavailable...............ccccoeee. 717.01, 2155.06
Who may file.......cccoeeveiiiiiieies 717.01(c), 2155.05

Affidavit of prior invention to overcome a pre-AIA 35 U.S.C.
102 or 103 rejection (37 CFR 1.131(a)).. 715, 2132.01
2136.05

Acts relied upon, NAFTA/WTO/U.S......... 706.02(c)(2)
715.07(c)
Best mode, failure to disclose...........cccoeeeevunnnee. 715.10
Co-authorship.......ccccvevvieiic 715.01(c)
Common assignee, reference and application..............
715.01(b),
Compared to Rule 1.132 affidavit
Completion of iNnvention..........cccccovviiniieeiiieeene
Conception (See also: Conception)
Continuing application............... 201.06(c), _201.06(d)
Copies from prior applications...................... 201.06(c)
Dedication to publiC.........ccccceevviiiiiiiii e, 715
Derivation...........ccueieeeiiiiiieee e 715.07(c)
Diligence (See also: Diligence)
Effective filing date..........cccccoovieiiiiiiie e, 715
Exhibit, DiSPOSItION.........cccuveeeeeiiiiiiiiee e 715.07(d)
Formal requirements..........cccccvveeeiiieeenineenne 715.04
Facts and documentary evidence................ 715.07
Timely presented..........occcveveiiiiiiieieenniieenn. 715.09
GENUS-SPECIES. ....eveiiiieiiiee it 715.03
GENErIC ClaM.....cociiiiiiicce e 715.02
Interference testimony used.................c....... 715.07(b)
Overcome patent or publication..............cccccceueeeee. 715
Petition regarding sufficiency..................... 1002.02(c)
Prior public use/sale..........cccccoooviiiiiiiinens 715.10
Priority time charts.........cccccveeeiiiciniee e 2138.01
Proper use of.......ccccveviiiiiiiiiie e 715
Reduction to practice (See also: Reduction to practice)
Reexamination,, eX parte .........ccccceccvveeeeeencvnennn.
Reexamination, inter partes
Reference date to be overcome............ccccceeeeennnee 715
Reference is
Common assignee.......... 715.01(b), 717.02, 718
Joint patent or published application to applicant and
ANOLNET ..o 715.01(a)
Patent or application publication claiming same
INVENLION.......ccoiieeeerece e, 715.05, 2138.01

Publication of applicant’s own invention.... 715.01(c)
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Sec. No.
Sufficiency of.......ccccovviiiiiiiiiee, 715.08, 2136.05
When used............. 706.02(b)(2), _706.02(1)(3), 715,
2132.01
Who may make affidavit................ 706.02(b), 715.04
Withdrawn rejection..........cocceeeiiieeniiee e 715
Affidavits, traversing rejections (37 CFR 1.132)...... 716,
2136.05 2137
Attorney arguments..........ccccvvvveeiieieininnnennnn. 716.01(c)
Inoperability of references................ 716.07, 2145
Reference attributed to applicant................. 716.10
Attribution, of reference to applicant................. 716.10
Commercial success, evidence........................ 716.03
Commensurate in scope with claimed invention.......
716.03(a)
Derived from claimed invention................ 716.03(b)
Design applications 716.03(b), 1504.03
Sales figuresS......oooveevieiiie e 716.03(b)
Commonly owned patent..........ccccceeevvveeriineeininenn. 718
Commonly owned patent application publication.... 718
Comparison with closest prior art................. 716.02(e)
Computer programming Cases................... 2164.06(c)
Continuing application............... 201.06(c), 201.06(d)
Copying, evidence..........ccccoecuveeennn. 716.06, 1504.03
Disclosure, sufficiency.......ccccccvveveeeiiiiiiieeeninnns 716.09
Disclosure, utility and operability..................... 716.08
Enablement rejections...........ccccceeeiiiiiieeeeennes 2164.05
Evidence
Consideration Of..........cccocvevieiriiiniiiieene 716.01
Publications............ccooeeeeiniiiieeeeens 716.02(q)
Obijective 716.01(a)
Compared to opinion evidence........... 716.01(c)
Probative value.............cccccoiiiiiennns 716.01(c)
Weighing against prima facie case... 716.01(d),
716.05
SECONAANY....ceceiiiiieeie et
TIMelNeSS. ..o
Indefiniteness rejection
Long-felt need.........ccceeeeviiiiiiic e,
Means/Step plus function...........cccccooeieiieninnnnen. 2184
Petition regarding sufficiency...................... 1002.02(c)
Reexamination, ex parte ........cccccoecveeeeeiicvnnnennn. 2258
Reexamination, inter partes ..........cccccceevvivveeennn. 2658
Reference attributed to applicant...................... 716.10
Sufficiency Of ... 716.09
SYNEIGISM.eiiiiiiiiiiii et 716.02(a)
Skepticism of eXperts.........coccevveeiiiiieniineenne. 716.05
TIMeliNeSS.....cccvviiiiiie e 716.01
Unexpected results, allegations........................ 716.02
Unexpected results, evidence...................... 716.02(a)
Advantages not disclosed or inherent....... 716.02(f)
Burden on applicant...........ccccooviieiieennns 716.02(b)
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Affidavits, traversing rejections (37 CFR 1.132) — Allowance and issue

Sec. No.
Commensurate in scope with claimed invention.......

716.02(d)

GENUS OF SPECIES......ecevviieriiieiiieeeiiieenns 716.02(d)
Range, claimed..........ccccooovveiieniniieenn. 716.02(d)
Weighing evidence of...........cccccceeiiinenen. 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented files........ccccoviiiiiiii i 2205
Affirmation (See also: Oath) Declaration)
After final practice........ccooooieiiiiiiieee, 706.07(f)
In transitional application............c.cccccveevnen. 706.07(q)
In ex parte reexamination...........cccecceevieeeenneennn 2272
Agent (See also: _Attorney or agent) Power of attorney)
Agent for international application......... 1807, 1864.04
Agregation.........ccocvveeieee e 2173.05(k)
Agriculture, Department of, Plant patents... 1608, 1609
Agricultural Research Service.................... 1608, 1609
Algorithms... 2106, 2106.04, 2106.04(a)(2), 2161.01,
2164.06(c), 2181
Alien Property Custodian (A.P.C.) publications (See also:
Citation of prior art) ......ccccceveveeveeriveeneenieeenene. 901.06(c)

Allowance and issue (See also: Allowed application) .....
1300

Abandonment after............cccocveiiniiinicneen, 711.05
All claims allowed, shortened statutory period..............

710.02(b)

Amendment, EXaminer's.........cccccoeeeeeeeeeeeneennns 1302.04
Amendment, Examiner’s, Rule 1.312.................. 1305
Amendment after (See also: _ Amendment: After
allowance)

Amendment after allowance of all claims........ 714.14
1303.01

Amendment after D-10 NotiCe.........cccceeviueeeiineennnne 130
Amendment at time of..........cocciiiiiiiins 714.15
Amendment crossing in mail..............ccceveeene 714.15
Assignment Division.............ccoceveeeeeviiiineennn. 409.01(b)
Cancellation of claims after appeal................ 1214.05
1214.06 1215.03
Cancellation of nonelected claim by examiner's
amendment.............. ... 821.01, 821.02
Citation of prior art........cccccoevvvvieeee i 1302.12
Claim for Official Gazette ..........ccccoovuveeeeennne 1302.09

Claim renumbering... 608.01(j), 1302.01, 1302.04(q)

Claim renumbering, dependent claim......... 608.01(n)
1302.01

Classification...........cueeeee i 903.07
Classification change after allowance.............. 903.07
Cooperative Patent Classification Notation...... 905.01
Copending application

File wrapper/history notations.......... 202, 1302.09

Parent application data..............c.ccceecvveeen.. 1302.04
Correction of error after allowance................... 714.16
Cross-reference.........cccvveeeeiiiciiieneeeciieen. 903.07(a)
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Sec. No.
D-10 NOLICE.....ueeeeeeeiiiieiee e 130
Deceased inventor, notice of allowance......... 1303.03
Drawing correction..... 608.02(z), 1302.04, 1303.01
Drawing in patented file............ccccovvviverneenn. 901.01(a)
Examiner's amendment (See also: Examiner’s
amendment)

File wrapper notation
Final review..........ccccceveveneciineenn

Formal matters.........coccvveeeeeniinnnnn.

Formal matters, examiner's amendment and changes...

714.16 1302.04
Formal matters, specification rewritten........... 1302.02
General reVIBW...........coviuiieeiiiiiiee e 1302.01
INterference........cceeeeeiiiee e 2303.01
Interference search 1302.08, 2304.01(a)
International classification..............ccccccviiineeennns 906
Intervention by eXecutor...........cccoceeevvneennne 409.01(b)
Issue classification notations...........c...cccceneee. 1302.10
Issue to applicant..........cccooi i 308
Issue to a non-applicant assignee...........cccceeenee. 307
Jurisdiction of application...........c.ccceeevevneeeenineen. 1305
Listing of references...........ccoocoiieiiiiienennnn. 1302.12
Locarno classification designations....................... 907
Non-compliant amendment, treatment of............. 714,
1302.04

Nonelected claims canceled by examiner's
amendment........ccocceeeiiiiiiee e 821.01, 821.02
Nonelected claims eligible for rejoinder............. 821 to
821.02

Notice of Allowability............ccccoeeiviiiiieeeniinnn, 1302.03

Notice of allowance (See also: Form letters and forms:

Notice of allowance)
Patentability report, print disposal................ 608.02(n)
Plant application...........cccccoovviiiieee i, 1611
Printer RUSH........coiiii e 1309.02
Pro S€ oo 707.07())
Protest against iSSUE...........ccccvveveeeiiiiiieree e, 1901
Reasons for allowance (See also: _Reasons for
allowance)

Record room.......cccceeveeeiiiiieee e 901.01(a)
Reference listing.......ccccocevveveeiiiiiieec e, 1302.12
Reissue application...........cccceeeiviiiieceieniiieeeeee 1455
Rejection after allowance.. 706.04, 706.05, 1308.01
Rejoinder of claims...........c...c....... 821.04, 1302.04(h)
Related applications, file wrapper/history notations......
202 1302.09
Reopening prosecution...........ccceeeeeevveereeeenens 1308.01

Review by examiner............occvvveeeeiiiiieneeenenns

Review by primary examiner.............ccccccoeevee
Rewritten specification requirement
Secret application............ccccvveeeeeeiinnnn. 130, 1304.01
Signing file wrapper..........cooooeiiniee 1302.13
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Allowance and issue — Amendment

Sec. No.
Special.......ccoveerviiiiennnnn, 708.01, 710.02(b), 1301
Specification, clean copy required.................. 1302.02
Statement of iINVention............ccoccevevieeerinees 1302.01
Supplemental oath after...........cccceceeviinennnen. 603.01
Terminology correspondence of specification and
ClAIMS. ..o 1302.01
Title of INVENtION........ccocviriiii e 1302.01
Title change by examiner............cccccceevieennnen. 606.01
Title search, continuing application....................... 306
TraNSTer ..o 903.08
Undelivered notice of allowance..................... 1303.02

Withdrawal from issue (See also: Withdrawal from issue)
Withholding from issue, secrecy order application........

130, 1304.01
Allowance, Reasons for (See also: Reasons for
allowance)

Allowed application (See also: _Allowance and issue)
DefinitioN.......ccvviiee e 203.04
Express abandonment of...........ccccoveeeiiieenne 711.01
File wrapper data.........ccccooeiiiiieeiiiiiiieee e 1302.09
REJECHON. ....eeiiiiiie e 1308.01

Allowed claim, rejection..........cccceeeeevicivieree i, 706.04
By Patent Trial and Appeal Board................... 1213.02

Alpha SUDCIASS........coocvieiiiieiie e 903.07

Alteration of application...........cccccceieviiiiiiiiine e, 506
After execution prohibited...............c.ccoeceee. 608.01
Before execution of oath or declaration....... 601.01(a)
602, 714.21

Sec. No.
Secrecy order application................. 130, 1304.01
After examiner's anSWer.............vveeeeeeeeeereeeveennnn. 1210
After appeal, before examiner's answer..... 714, 1206
After Board decision................. 1002.02(d), 1214.01,
1214.06 1214.07
After death of attorney or agent............ccccevvveennee. 406
After final rejection.......... 706.07(f), 714.12, 714.13
Examiner determines compliance with.......... 1.121
714.18
Non-compliant amendment, treatment of.......... 714
After final rejection, entered in part.................. 714.20
Applicants must SigN..........ccccceeeeriiiieneenins 714.01(a)
At @lloOWaNCE.......cccvvieee e 714.15
Attorney not of record..... 402, 405, 408, 714.01(c)
Basis in disclosure............ 608, 706.03(c), 2163.03,
2163.07
Before first action...................... 608.04(b), 714.01(e)
Board rejection avoided.............ccccveveeeininnen. 1214.01
By replacement paragraph or section.................... 714
By substitute specification..........ccccccoevvveeeeeniinnnnn. 714
Canceled matter restored................... 608.01(s), 714
Canceling all claims....... 706.07(h), 711.01, 714.19
Canceling appealed claims......... 1215.01to 1215.03

Claim added, terminology basis.. 608.01(0), 2163.03,
2163.07

Claim numbering..... 608.01(j), 1302.01, 1302.04(g)
Claims
Added in excess of number of claims previously paid

Alternative phrase in claim (See also: _Indefinite claim) (0] ST 607, 714.10, 714.16(c)
..................... 2117, 2173.01, 2173.05(h), 2173.05(i) Clean version.................... 714, 714.13, 714.16
Amended application............cccceeeeeeniiiienie e 203.03 Marked-Up VEISION..........c.ovveeeeeeeeseeeeeeeenn. 714
Amended application, inspection for transfer... 903.08(c) Status 1dentifiers..........ocooveveienieieieresneinns 714
Amendment (See also: _Reply) .....ccccevvvveiriiieiinennne 714 Complete reply required 714.02, 714.04
Accidental entry.........cccoocieeeiiiniiieneenee . 114.21 Consolidating pending claims... 714, 714.13, 714.16
Adding excess claims............c.ooovinn, 714.10 COPIEr COPIES.....veveevereeiceeeeere s enenen 714.07
After abandonment............ccocoeeinnenn. 711.02, 714.17 Copying patent claim (See also: _Claim presented
After all claims allowed............ccccoociirineiinenn. 714.14 corresponding to claim of patent)
After allowance Crossing mailing of allowance 714.15
APProval..........ccceeeeviieeeiieeens 714.16, 1002.02(d) D-10 notice preceding..........ccceeeiiveeinieeeriieeesninennn 130
Canceling claiMm........ccccceiiiiieiiiiiieees 714.16 Date of receipt............ocuueeee. 505, 710.01(a), 714.18
Entry in part........cccooveeniecnieecen 714.16(e) Date of receipt stamp
Examiner’s action... 714.16, 714.16(d), 714.16(e) Office date........ccccvenenne. 505, 710.01(a), 714.18
EXxcess claims.........cccoooviiiiiinniieiee 714.16(c) Declaration............eeveeiiiiiiie e 602
Formal matters...........cccoeeeerneene 714.16, 714.16(d) Defective, directions for entry.............cccceeeueenne. 714.20
Handling.......cccoeevviiiiieie e 714.16(d) Discharged attorney or agent.............ccccveeeeenns 714.19
Mailed before allowance...............ccoeveeenns 714.15 Disapproval of preliminary amendment....... 714.01(e),

Motion under Rule 41.208(c)(2) (formerly under Rule 1002.02(d)
1.633(C)(2))veeinreerieeeiienireeiie e _714.16(b) Disapproval of second or subsequent reply.. 714.03(a)
Patentability pointed out................cccceeeennee. 714.16 Discourteous................ 714.19, 714.25, 1002.02(b)
Reason for adverse action........ 714.16, 714.16(d) Drawing.......cceceveervvens 608.02(p), 1302.05, 1303.01
Renumbering claims.........cccccovevieieinnenn. 714.16(e) In reissue application.............cccceeenee. 1413, 1453
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Amendment — Amendment

Sec. No.
Drawing, diSposition...........ccccoovuiieeeeiiiinnenn. 608.02(x)
Drawing, new matter..................... 608.04(a), 714.19
Easily erasable paper forbidden....................... 714.07
Entered in part........cccooeeeiiieeniiee e 714.20
Entered in part, after allowance, 37 CFR 1.312............
714.16(e)
ENHY.oviiiiieece e 714.18, 719.01(a)
Entry denied...........ccccoe.... 714.17, 714.19, 714.21
Appeal case.......ccccceeeiiiiiiieeniie, 1206, 1214.07
Drawing COrrection..........coccvveviiveeenineennne 608.02(x)
Drawing New Matter..........cccoeeeeirveeervneennne 608.04
LISE ettt 714.19
Paper NUMDEr ... 714.21
Period for reply expired...........cccccovveeeninnene 714.17
Preliminary amendment...............ccccce.... 714.01(e)
Second (or subsequent) supplemental reply.............
714.03(a)
Substitute specification unnecessary.......... 714.19
714.20
Unduly interferes with preparation of Office action.....
714.03(a)
Entry direCtions.........oooviiiiiiiieeiiiee e
DefeCtiVe....c.vviiveei e
Entry inadvertent
Entry in ex parte reexamination................ccc....... 2234
Entry in inter partes reexamination..................... 2670
Examiner's (See also: Examiner's amendment)
Excess claims added..................... 714.10, 714.16(c)
Facsimile......c.cvoiiiiiiiiiiciee e 502.01
Fees, additional.............cooeviiiviiiiiiiiiieeieieis 710.02(c)
File wrapper endorsement............ccccceeevvveennnen. 714.21
Filed with application.............cccccoevvieneenins 601.01(a)
Formal matters, compliance with...................... 714.02
FUlly reSpONSIVe. .......coovieieiiieeiec e 714.02
Heading........cooviiiiiie e 502
Immediate iINSPection............ccccceeeiiiieeeee i, 714.05
Improper signature. 714.01(a), 714.01(c), 714.01(d)
Ratification.........cccccevviiiiieniinicrcee 714.01(a)
INACCUNALe. ... 707.07(h)
Incomplete reply..... 711.02(a), 711.03(a), 714.02 to
714.04 2266.01, 2666.30, 2671

Time for completing.. 710.02(c), 714.03, 2266.01,
2666.30

Increasing claims in excess of number of claims

previously paid for..............ccuen..e. 714.10, 714.16(c)
INk, Not permanent...........ccccoeeuviereeeiiciieee e 714.07
Inspection by examiner...........cccccovvvveveeeeiinenn. 714.05

Inventorship (See also: _Correction of inventorship)
Jurisdiction of application not with examiner.... 714.16,

714.19 1305
Late.....ovvviiiiiiiiiiiiiiiiein 710.02(d), 711, 714.17
Literature citation in specification................. 608.01(p)

Sec. No.
Manner of Making.........cccocouiiriiiniiiie e 714
Motion under 37 CFR 41.208(c)(2), Application in
ISSUR. ..ttt e ettt e et 714.16(b)
New matter................... 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of............. 714,
1302.04
Nonentry (See also: Amendment: Entry denied) .........
714.19
Not entered.......ccooeeeevviiieviiiiiiieeeeeees 714.19, 714.21
Not fully responsive...... 714.02to 714.04, 2266.01,
2666.30 2671
Not fully responsive, time to perfect reply..... 710.02(c),
714.03 2266.01 2666.30
Oath, Original........cccccoveiiiiieeiiiee e, 602
Objectionable remarks............ccc........ 714.19, 714.25
Of ClaiMS. ... 714
Of specification.........ccuevieiiiciiiiee e 714
Office date stamp................ 505, 710.01(a), 714.18
Paper NUMDEer..........oooii e 714.18
Patentability pointed out.................... 714.02, 714.04
Period for reply ends Sunday or holiday..... 505, 513,
710.01(a), 710.05
Permanent ink required...........ccccceeeiiiiinieeenne 714.07
Petition NON-eNtry........cccocvveeviveeniieeeineeens 1002.02(c)
Plant application...........cccccoovviiiieee i, 1610
Post Office address, Applicant..................... 602.08(a)
Preliminary........ccccoceiviiieeee e, 506, 714.01(e)
Canceling all claims.................. 601.01(e), 711.01
Denial of entry.........cccceeeeeiiienieeiiieeee, 714.01(e)
Excess claims......cccoeeeeeeeiiiiiiiiiiiennnnn. 506, 714.10
Filed with application.............c.ccccecvveeeenn. 714.01(e)
Manner of making...........cccceevivieieeeiinnnen. 714.01(e)
New matter added.. 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of.......... 714
PG-Pub application.............ccceveeiiiiiiieeenine. 1121
To lessen filing fee.......oooviieeiiiiiie e, 607
Ratification
Signature defective............cccooceieniinnnnne. 714.01(a)
Receipt........cocovveviieiiiiieee 501to 505, 511, 512
Received after allowance................. 714.15, 1303.01
Reexamination 2250, 2666.01, 2672
REISSUE....uueeiiiiiieieeeecee e 714, 1453
Requirements of........ccccceeeeiiiiiiiie e 714.02
Residence change..........occooeeeiiiiiiiiei e 719
RESPONSIVE.....coiiieiiiiieeic e 714.02, 714.04
Return, after entry in file wrapper..................... 719.01
Rule 1.312 (See also: _Amendment: After allowance)
Second (or subsequent) supplemental reply.................
714.03(a)
Several filed on same day...........cccceveeeviivinnennn. 714.18
Signature improper.................. 714.01(a), 714.01(c).
714.01(d)
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Amendment — Appeal

Sec. No.

Signature mMisSiNg.......c..ceevvviiviiereiniiieeeens 714.01(a)
Signature required...........cccoeiiiiieiiiiiiieee s 714.01(a)
Signed by applicant, not by attorney or agent of
[(=Tol0] o PP PR PPPTI 714.01(d)
Signed by attorney or agent not of record............ 402,
402.03 714.01(c)
Statement of allowability by Board.................. 1213.01
Supervisory primary examiner.......... 714.13, 714.16
714.16(e)

Supplemental..........coooeeeriiiiiiiie e 714.03(a)
Support by claims present on the filing date.. 608.01(l)
Telephone NUMDBEr..........coceiiiiiiiee 714.01

Unduly interferes with preparation of Office action........

714.03(a)

UNSIGNEQ. .. .eeiiieiiiiiiee e 714.01(a)
Ratification of............cccccuvunes 710.02(c), 714.01(a)

America Invents Act (AIP) (See also: Statutes: Public Law

112-129)

American Inventors Protection Act (AIPA) (See also:
Statutes: Public Law 106-113)

American National Standards Institute (ANSI)..... 608.02
Amino acid sequence (See also: _ Biotechnology)

Nucleotide sequences)
Analogous Art.............. 904.01(c), 1302.14, 1504.02,
1504.03, 2131.05, 2141.01(a), 2143
Analysis of Claims.........cooooveiiiiiii 904.01
Answer, Examiner's (See also: _Examiner’'s answer)
Answer all matters traversed...............cccccvvnees 707.07(f)

Antecedent lacking (See also: _Indefinite claim) ..............

706.03(d), 1302.01, 2173.03, 2173.05(e)
Anticipation rejection......... 706.02(a), 1504.02, 2131,
2132, 2133, 2136, 2152, 2154
Affidavit to overcome a pre-AlA 35 U.S.C. 102(a) or (e)
rejection.........occvveeeeenininennn. 715, 2132.01, 2136.05
Analogous art..........ccecvveeriniennnnen. 1504.03, 2131.05
Definition Of.........ccoociiiiiiiici 2131, 2152
EXCeptions t0........ccceeviiieieieiiiiiiieaeens 2153, 2154.02
GENUS-SPECIES. ....eeeiiiieiiiie et 2131.02
Generic chemical formula............c.cccovvneneenne. 2131.02
Grace Period.........cccccevvuueeennn. 2133, 2153, 2153.01
Meaning of
“By Others”.........ccoveeeiiiiiiieee e 2132, 2154.02
“IN this COUNTIY” ... 2132
“Known or used”............cceeveenne. 2132, 2133.03(a)
“Patented in this or a foreign country”............ 2132
2152.02(a)
Multiple references, when permitted............... 2131.01
On sale (See also: On sale)
Ranges claimed..........cccccovvivieiieiiiiieiee e, 2131.03
Rejections based on publications and patents..............
2133.02 2152.02(a), 2152.02(b)
Prima facie case........ccccceevviiiienennns 2132.01, 2152
Public use (See  also: Public use)

Index-7

Sec. No.
Secondary considerations, evidence of.......... 2131.04
A.P.C. publications (See also: _Alien Property Custodian
(A.RPC.) publications)
Apostille (See also: Oath) Declaration) ................ 301,
409.01(b), 409.03(a), 409.03(d), 602.04
Apparatus, Process or product and............. 806.05(e) to
806.05(g)
Actions subsequent to examiner’s answer........... 1210
Administrative handling............ccccccoi i, 1203
Affidavit after appeal............... 1206, 1208, 1211.03
Amendment after examiner’s answer.. 1210, 1211.01
Amendment before examiner’s answer................ 1206
Amendment for purpose of................ 714.12, 714.13
Amendment makes application allowable............ 1206
Answer, Examiner's (See also: _Examiner's answer)
Appealable iSSue........c.cccocciivieiiiiie e 1201
BrIEf e 1206
In ex parte reexamination.............cccccceeeeuvneen. 2274
In inter partes reexamination......... 2675, 2675.01
IN TEISSUE....coviiiiiiiii e 1454
By patent OWNer...........ooooiiiiiiiiiiiieieeeeeeee e 1204
Cancellation of withdrawn claims................... 1214.05
Civil litigation........ccceeeeeiiiiiiee e 1216.02
Claims copied from patent, time limit........... 710.02(c)
Claims included...................... 1204, 1205, 1205.02
Claims not appealed... 711.02(b), 1215.01, 1215.02
Partial.......ccccoeeveeiieeiiiee e 1214.05, 1215.03
Composition of the Board...........ccccoeevviiveeiinnneen. 1202
Concurrently with interference...........ccccccccoeunee. 1210
Concurrently with prosecution before examiner... 1210
Conference........ccccoeeveveeeiiciinnennn. 1207.01, 1302.14
In inter partes reexamination.............. 2676, 2677
Correspondence address for litigation... 501, 1216.01
(@1 ] U1 5 OO UPPRRRTPPPR 1216
Court, Federal CirCuit............cccceervienicrcnnennn. 1216.01
Of an inter partes reexamination........ 2682, 2683
Decision by Board..........ccccoveiviiieeeiiiiienee e 1213
Of an inter partes reexamination........ 2681, 2682
DIiSMISSALl.....coiiiiiiiiiiiiiiie e

Examiner reversed.......cccooveeeevivieviiiiiiieeeeeeee,
Examiner sustained
EXaminer's anSWer.........cccceeeeeeeeeieeevviiiiieieeeeeeenens

Failure to prosecute appeal...........ccccoevvrennen. 1215.04

Fee (See also: Fee) ............. 1204, 1204.01, 1205,

1208.01

Forwarding fee.........ccccooiiiiiiiiiii e, 1208.01

From Board decision............cccc....... 1216to 1216.02

Inter partes Reexamination................. 2674 to 2680
Flowcharts........ccueveiiiiieece e 2601.01
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Appeal — Application

Sec. No.
Interview after appeal..........ccccooviiieiiinniinnnen. 1204.03
INtrodUCHiON. ... 1201
N [UTg S0 [To3 110 P 1205.03, 1210
Matter subject t0........ccccovveeeviirennee. . 706.01, 1201
Multiplicity rejection............... 2173.05(h), 2173.05(n)
New ground of rejection by Board.................. 1214.01

New ground of rejection by examiner in examiner’s
answer..... 1207.01, 1207.02, 1207.03, 1207.03(a),

1207.03(b) 1207.03(c) 1208
New matter affecting claim........................... 608.04(c)
[N [0) ({70 | S 1204
Oral hearing.......cccceveeeiiie e 1209

Reexamination, ex parte ..........cccccceeeeeiinnenn. 2276

Reexamination, inter partes .........cccccceeevnneee. 2680
Order for compliance........... 1205.03, 1210
Patentability report case.........ccccoccvveeeeeniines 705.01(a)
Pre-appeal brief conference pilot program..... 1204.02
Primary examiner’s attention................ccceeveuveenne 1004
Procedure after Board decision......... 1214, 1214.01
1214.03 to 1214.07
Protestor participation...........ccccevevrveeeiiineenns 1901.07
Publication of Board decision..............c.ccc...... 1213.03
Real party in interest..................... 1205.02, 1207.02
Record on appeal........c.ccoccveiiiiieiniieenieeee 1204.04
Rehearing by Board....................... 1214.01, 1214.03
Reexamination, ex parte .........cccccoevveeeeeeeiieeeenn. 2273
Reexamination, inter partes ................ 2674 to 2680

Remand by Board...... 1208, 1210, 1211, 1211.01,
1211.02, 1211.03, 1212, 1213, 1213.02, 1214.01,

Sec. No.
Administrator or eXecutor............ccceeeeeeeeeennns 409.01(b)
Age, special Status.........ccoocveeeieeniiieeee e 708.02

Citizenship... 601, 601.05(b), 602.08(a). 602.08(b).
608.01

Common, at least one............... 211.01, 706.02(H)(2).
706.02(k) to 706.02(N)(3)

Comments on statement of reasons for allowance........
1302.14

DisSCOUresY.......ccevvvernveeerineen.

Health, special status

Heir..ooie e 409.01(a). 409.01(b)
International application.............. 1806, 1820, 1821
JOINE. i 201.02, 2137.01, 2151
Mailing address......... 601.01, 601.01(a), 601.03(a).
601.03(b), 601.05(a), 601.05(b), 602.01(b),
602.01(c)(1), 602.08(b), 603, 604
Micro Entity Status.........cccecvveeiieeeiiiieenineene 509.04
Name change.........cccceevveiineeenenns 602.01(c), 605.01
Other than inventor................... 409.01(b), 409.03(b)
Post Office address 602.08(a)
Power to inspect...........ccc..... 104, 106
Reply (See also: Amendment) Reply)
Requirements.........ccccvveveeeiiciiieeeeens 2137.01, 2151
Self-prosecuted application............ 707.07(j), 713.01
SIGNAtUIe......eeiieei e 602.08(b)
Small entity Status........cccoeveeeeeiiieeeiiieenee e 509.02
SOlE. it 201.02

Application

Abandoned (See also: Abandoned application)

1302.14, 2143.03, 2274, 2275, 2681, 2682 Abstract of the disclosure.............ccccoecveennne 608.01(b)
Remand by Federal Circuit..............cccceeueene. 1216.01 Acceptance of 37 CFR 1.47....... 409.03(h), 409.03(j)
Remanded application made special................ 708.01 Acknowledgment...........ccoccveiiieeiiiieenns 502.05, 503
Reopening of prosecution.. 1207.05, 1208, 1214.07, Address MiSSING......cccuveeeeiiiiiiiiee e 403
1211.01, 1213, 1213.02, 1214.01, 1214.04, Allowable except as to form............... 706, 710.02(b)
1214.07 Allowed
Reply brief to examiner's answer......................... 1208 DEfINItION. ....eevieiiieeciie e 203.04
Requirement by board to address matter............ dz212 File wrapper data..........ccccovvvieiiiiniiiinnennn. 1302.09
Secrecy order application.................... 130, 1304.01 REJECHON. ..o eeeereeeeeeseeneee 706.05, 1308.01
Statement of allowability by Board.................. 1213.01 Amended definition.............c..coceveevrveereeenen. 203.03
Substitute appeal brief..........cccoceieiiiis -1207.02 AITANGEMENt.........errreeeeeeeeeeeeeere 601, 608.01(a)
Substitute examiner’s answer............ 1207.05, 1211 Design application........ 1503, 1503.01. 1503.02
1211.01 . . .
. . . . L Assigned (See also: Assignee) Assignment)
_Suspensmn pending civil action or federal circuit appeal AACCESS. o enteeiiitecteeeteesteesteesteesae e e steeesteesnaeees 106
in related Case........ccccceeeiiiiiiiii e 1213 -
TIMe fOr filiNG DHEf.........coveereeecceeersseseseree 1205.01 Allowance
Withdrawal of final rejection..............cccceevervevennen. 1207 (Non.-Appllcant """""""""""""""""""""""""""" 807
Withdrawal, partial......................... 1214.05, 1215.03 APPHCANT...ovvvvveressssssssssssrsssss 308
Appealable matter not petitionable............. 1002, 1201 Conflicting subject matter 822, 2304.05
Appendix, computer program listing....... 608.05, 1121 Ir.1ventor deceased...... 409, 409.01(a), 409.01_(b)
Appendix, multiple claim sets.........cccocciiiiiiiinenen. 1121 ASS|ghment ) f‘?r ] examination
Applicant (See also: Inventor) _Pro se applicant) .... 605 che of Patent Appllcatlon Prolces.smg) """""" =04

Abandonment notification...............ccccceeeenne 711.04(c) Assignment to examiner for examination..... 903.08(b)
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Application — Application

Sec. No.
Assignment to Technology Center for examination........
504 903.08 903.08(e)
Background of the invention................c........ 608.01(c)
Best mode........ccccoeviiiniiieninnenn, 608.01(h), 706.03(c)
Brief description of the drawings................... 608.01(f)
Brief summary of the invention.................... 608.01(d)
British English spellings............ccocvieeenineennee. 608.01
Certified COPY...cciiveeeeriiieiiee e 608.01
Claim omitted.................. 601.01(a), 601.01(e), 702
Claim terminology..........cccevveeeiiieeiniieenne. 608.01(0)
Claims......cccceeue.. 608.01(i) to 608.01(n), _706.03(k)
Clarity and completeness, examiner’s action.... 707.07
Classification in Technology Center............. 903.08(b)
Common ownership............. 324, 325, 706.02(f)(2),
706.02(k), 706.02(1) to 706.02(1)(3). 709.01, 822
Completeness................. 201.06(c), 506, 601.01 to
608.01(p)
Conflicting, same applicant........... 709.01, 804, 822
CONENT....coiiiiiiiiie e 600
Continuation (See also: Continuation) ............ 201.07
Continuation-in-part (See also: _Continuation-in-part)
.......................................................................... 201.08
DESIgN...ciiii e 1504.20
Continued prosecution (CPA) (See also: _Continued
prosecution application (CPA))
(DI o o R 201.06(d), 1502.01
Continuity between applications................... 211.01(b)
Control of acCesS.......ceevevivvieeeeiiinns 101, 103, 106
COPENTENCY.....evveiiiieeeiite e 211.01(b)
Copending, DeSIgN.........coccvvvieveeeiiiiieree e, 1504.20
Correction of inventorship..........ccocccceeeniine 602.01(c)
Cross-noting
Data of parent application in file wrapper or PALM
bib-data sheet or PALM database..... 202, 1302.09
Data of related application, updating....... 211.02(a)
Foreign application, file wrapper/history notation......
202
Foreign application, oath.................... 202, 214.03
Description of the related art........................ 608.01(c)
Design (See also: Design __application)
Detailed description...........cccceveeevicivieeeeninns 608.01(q)
DIStribution..........coooiiiiiii e 508
Divisional (See also: Divisional application) .... 201.06
DESIGN..cciiiiiiiiie e 1504.20
Drawings.......cceeeeervesrveernnens 601.01(f), 608.02, 702
Missing figures.......ccoocveviiee i 601.01(q)
Effective filing date....... 706.02, 706.02(a), 2152.01
Electronic submission of (EFS-Web)............... 502.05
2422.03(a)
English l[anguage.........cccocvveiiieeeniiiiee e, 608.01
EXamination...........ccccvviiiiiiiiienii e 700
EXaMPIES.....coiiiiiiiiiece e 707.07(1)

Index-9

Sec. No
Facsimile transmission..........ccccocvvveeiiniineenn. 608.01
Fee, filing (See also: Fee) .....ccccvviiiieiiiiiiiieeeee 607
Field of the invention............cccccoeevviiiieeenins 608.01(c)
File wrapper continuing (FWC).................... 201.06(b)
Filing date.........ccccceevveenen. 211.02, 503, 505, 511
EFS-WED.....coiiiieeieeee e, 502.05
Filing receipt (See also: Postcard, self-addressed) .....
503
Filing requirements............cccccceeeennnnee 601.01(a), 702
Five year pendency.........cccccceevcuneenns 707.02, 708.01
FON. . e 608.01
Foreign (See also: Foreign application) ... 210to 217
FOIM. e 600
Government-owned
SPeCial..cciiiiiiiiiie e 708.01
Incomplete...... 203.06, 506, 601.01(d), 601.01(e),
601.01(f), 601.01(q)
Definition.......ccooeeeiiiieiiiiee e 203.06, 506
Informal.........cooeiiiiieiii e 506, 702.01
D 1Y {11 (o] o N 506
SPECIAL..cciiiiii it 708.01
INSPECHION. ...t 103
International (See also: _ International application)
International Convention (35 U.S.C. 119).............. 213
Invalid 0ath..........cooociiiiiii 602.03
Issue fee not paid (abandoned).................... 711.03(c)
Issue simultaneously with another application..............
1306.02
JURSAICHION. ...eeeiee e 1305
Mode of operation...........ccccvevveiiieeiniiieenne. 608.01(h)
National application.............cccveeeeiiiiieeeee e, 201
National stage application..............cccocvieiiiiinnenn. 201
New, definition..........cccceeeeeiiiiiiiiiiiieee e 203.01
Nonprovisional......... 506, 601, 601.01, 601.01(a).
601.01(c)
NUMDBET.....oviiiiiie e 502, 503, 506
Status of application using...................... 101, 102
Omitted items................. 217, 601.01(d), 601.01(f).
601.01(g)
Ordered examination...............ceeeeeevvnnnnns 708, 708.01
Overlapping
Common ownership......... 706.02(f)(2). _706.02(K),
706.02() to  _706.02([)(3), _709.01, 715.01(b),
804.03 822
Same applicant..............ccceee.... 709.01, 804, 822
Subject to joint research agreement..... 706.02(1)(1)
to 706.02(1)(3), 804, 804.02, 804.03, 2136.01,
2141.01 2146 2156
Pages missing......ccccceeevvieeeeeiiiiiiie e 601.01(d)
Parent........cueeiiiiiiieeeiee e 904
PAITS. .. ettt 600
Pending five years........cccccccceeiviieve e 707.02
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Application — Assignee

Sec. No.

Plant (See also: Plant patent) ...........cccccocvveeenen. _1600
Prior art............. 2121 to 2129, 2152, 2154, 2158
Prior art effect of international publication.....................
706.02(a)(1), 706.02(a)(2), 2136, 2136.03,
2154.01(a)
Priority

Foreign application.... 213, 214, 214.01, 706.02,

706.02(b)(1)., _706.02(b)(2). 1402, _1504.02,

1504.10
PrOtESt. . e 1901

Provisional (See also: _Provisional application) ............
201.04, 601, 601.01, 601.01(b), 601.01(c), 602,

Sec. No.

Utility (See also: _Patent) ........ccccoovuveeeeeinniiieeeeenn. 201
Application Data Sheet (ADS).................. 211.02, 601
601.01(a), 601.01(b), 601.03(a), 601.03(b), 601.05,
602.01, 605.01, 606, 608.01, 608.01(a).
706.02(b)(1). _706.02(b)(2). 1130, 1417, 1451,
1481.03, 1490, 2214, 2266, 2666
Supplemental ADS.........ccocoveiiieeeniee e 601.05

Application Division (See also: _Office of Initial Patent
Examination (Office of Patent Application Processing))

Application publication............cccccceeeiiiieieeriiinenn. 901.03
Citation Of.....coovvviiii 707.05(e)

Disqualifying as prior art, commonly owned..... 717.02

702, 706.02 to 717.02(c), 718, 2146, 2154.02(c), 2156
Public INSPeCction...........ccoooiiiiiiici e 103 Prior art effect.. 706.02(a), 901.03, 2136, 2136.03,
Publication (See also: Pre-Grant Publication (PG-Pub)) 2152.02(b).. 2154.01
Publication of abstract................. 711.06. 711.06(a) Arbitration awards NotiCe...........ccocvveveiriienienineen, 311
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Amendment of (See also: _ Amendment) ............ 714 File v’vrapF;))er nota;t'i.(.).r.1 """"""""""""""""""" 4(413'02 09
ANAIYSIS...cuiiiiiece e 904.01 T e o
. - o Forei iori Iso: _Forei lication) ........
Antecedent basis (See also: _Indefinite claim) ........... 2%e|gn priority (See a52013 tgrelqn applhication) 217
2173.03 2173.05(e) gn - 608 Olim
Basis in description....................... 608.01(0), 2171 Functlonofmachme """"""""""""""""""" 4(—)2173; 05y
Basis in disclosure...........cccccevveeveennen. 608, 2163.03 LT -2173.05(v)
Breadth. 2163.05. 2164.08. 2173.04 Functlgnal ........................ .2103., 2114, 2173.05(q)
Broadening in reissue application 1412 02 Generic (See also: _Generic claim) ......... 806.04(d),
............... . 2173.05(h)
1412.03
Dependent claim 1412.03 lllustrated by drawing........... 608.02(d), 2173.05(s)
Cancellation by examiner after appeal........ 1214.05 :nm;:::rear:eem (-8, Jepson Claim).........c..ee. 2'177231(2)2
Cancellation results in change of inventorship........... Incompleté """"""""""""""""""""""""""""""""" 72172'01
602'01(0) DEIETR .
Change after Board statement of allowability............. Indefinite........oeeeiiiie 706.03(d), 2173
1213.01 Independent.........cccocuvveeeeiiiiieee e 608.01(n)
Combination, old........coeeeeeeeeeeeeeeeranns 2173.05()) [0 [ St 719.04
Combination and subcombination............. 80605(3_) INformal......coooeeiiiiieeeee e 702.01
Combination Sets.........cccocveeeeeeeeeeenenens 905.03 International application..............cccevniiininnins 1824
COMPFISING.....cceverererererernnn. 2111.03, 2173.05(h) Interpretation.. 2111, 2111.01, 2111.02, 2111.03
Considered in deciding reexamination request ___________ Jepson .............................................................. 2129
2243 2643
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Claim — Classification

Sec. No. Sec. No.
Linking.............. 806.04, 806.05(c), 809, 809.03, Single sentence..........cccovveeeiiiiiencincnne, 608.01(m)
821.04(a) Species, how recognized........ 806.04(e), 806.04(f)
Linking, Generic........cccccceeeeunneee. 806.04, 821.04(a) Species (plural) added..............ccceevenne. 818.02(b)
Markush.......... _706.03(y), 2117 Statutory requirement................cocoeveeeen... 608.01(k)
GENEIIC....cce i -803.02 Subgenus (Markush type) _______________________ 217305“’])
IMPIOPET ...ttt 706.03(y) Subject matter eligibility............ 706.03(a), 2106 to
Indefinite.......cccovveviennenne 2111.03, 2173.05(h) 2106.07(c)
SUDGENUS....cvvieiieriie e 2173.05(h) Suggested for interference... 2304.03 to _2304.04(b)
{0 o] oo o SRR 608.01(p) Failure to make.........cccooveeiiiiiienns 706.03(u)
Means (See also: Means) ................ 2181 to 2185 Time limit......oooviieeieee e 710.02(c)
MISSING. et 601.01(e) Summary of invention, consistent............. 608.01(d)

Multiple dependent 608.01(n) Terminology basis in description ... 608.01(0),
MUIEPLCIEY ..o 2173.05(n) 2163.02, 2163.05, 2173.01, 2173.05(a)
Negative limitation...........c...cccceveerrunnee. 2173.05(i) Unsupported............occeiiniinns 2163.01, 2173.03
New matter.............. 608.04, 706.03(0), 2163.06 USe ClaimsS......coooviiiiiiieiieeeee e, 2173.05
Reissue application..............cccovevevevennnen. 1411.02 Vague (See also: _Indefinite claim) .... 706.03. 2171
Nonelected invention.. 706.03(m), 821.01, 821.02, o 2173
821.04(a) Varying SCOPE.....ccovveveriirieiiiiieniiee e 608.01(m)
Nonelected invention, Added........................ 821.03 “Whereby” clauses in...... 2103, 2111.04, 2143.03
Nonstatutory.................. 706.03(a), 2104 to 2107 “Wherein” clauses in....... 2103, 2111.04, 2143.03
NUMDEING...... oo 608.01()) With motion granted in part..............c.c........ 714.20
Objection contrasted with rejection................ 706.01 Withdrawal of appealed claim by cancellation............
Official GAzette(O.G.).rvv.erreeereerrreerrersreenn, 1302.09 1214.05 1215.03
Omnibus claim 2173.05(r Claim presented corresponding to claim of patent (See
. e .05(r) . tetference) .- . .
Ordinary and customary meaning.... 2106, 2111.01 alio —)ér:Ie;fferrz_r;:ion 710.04(a 23041‘;(061())
Patentably distinCt..........cccccoceveiiiieeiiieenns 706.03(k) D?silaimer rtJe'ectior.1 """""""""""""""""""""" 706E
Plain meaning of claim term........................ 2111.01 Late amendrrient """"""""""""""""""" 4(47'14 19
Plant application.............cccccvevveveernenne, 1605, 1610 Not a renlv t Off.i """"" tln """""""""""""" 71m
Present on Filing Date................. 608.01(1), 1410 P;’te"’r‘]t ?npc)j/'ffc;rent(‘:l'eec?lfn;o.”“.C.:.;e;i(.e; """" m(g)
Priority (See also: Foreign application) .... 210, 213 ) ind gy ~enter..... -2304.01(b)
to 217 Period for reply........ccccccceeenne 710.02(c), _710.04(a)
Product, Functional.............coccoeiiiniiees 2114 Prosecution Closed........coo..vvnivvviiiinnnnne £14.19
Product by process..................... 2113, 2173.05(p) Rejectio_n...................... ...................................... 2303
Prolix (See also: _Indefinite claim) ......... 2173.05(m) TC Plrectqrs AUENUON. . rvvvvveerreeeee -1003
Ranges..... 2131.01. 2131.03. 2144.05, 2163.05, Rejection, Failure to reply to..........ccccveennee 706.03(u)
2173.05(c) SpeCial...c.ccoiiiiiiiiic 708.01
Reference numerals included.................. 608.01(m) Claiming same invention....... 706.02(f)(2). _706.02(K).
2173.05(s) 706.02(l) to 706.02(1)(3), 715, 715.05
Reissue application Class, SCOPE......ccoiiiieiiiiiicree e 903.02(b)
NUMDBEING. ... 1453. 1455 Class, transfer..........cccccovviviei i 903.05
Origina| claim subjec’[ to examination........... 1440 Class definitions........cooocevveeiiiiiiieeeeiee e 902.02
Printed in Official Gazette .....ovvvveeeeeeooeeein, 1455 Classification (See also: Patent classification) ..... 900
Same invention as original patent........... 1412.01 Application (See also: _Classification of application)
Underlining and bracketing............... 1453, 1455 BaSIS. . i 903.02
REJECHION. ... 706, 2121to 2186 Cooperative Patent Classification System (See also:
Relative terminology..........cccccoeeeeiiiinnnen. 2173.05(b) Cooperative Patent Classification) ...... 902, 905.02
Renumbering at iSsUe............... 608.01(j). 1302.01 Definitions
Renumbering dependent.......... 608.01(n), 1302.01 FOr CPC.o 905.02
Single means......... 2164.08(a). 2173.05(q). 2181 For USPC.......ovvvvvveiiiennnn. 902.02, 902.02(a)
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Classification — Communication via Internet e-mail

Sec. No.

DeSigN...ccoiiiiieiiee e 907, 1503.01
Examiner (See also: Classification _examiner)
Foreign patents.........cccvcvveiiiee e 903.03
Harmonized subclasses............cccccoeuvvenennn. 903.06
Index to U.S. Patent Classification...................... 906

Classification, International
INAICES....uviiiiiieee e 902.03
Information........ccccceeee 902.03(a)
International..............ooovvviiieiiiiiieeee e 906

Issue classification form/sheet/slip..... 903.07, 907

1302.09 1302.10 1302.13
Locarno International.................ooooeecininininnnnns 907
MaNAALOrY........covveeeiiiieeriie e 903.07
Manual for USPC...........ccccoovviivieeeiiiiieee e, 902.01

Patent classification Home Page on the Internet........

902.03(a)

Nonpatent literature...........cccoeeeveiiieeenineennn 901.06
Patent, Change of.........ccccceviieiiiie e, 903.05
Patent Classification Home Page on the USPT
INtranet.........ooeiiee e 902.03(b)
PrinCiples. ... 903.02
REVISION......oiiiiiiiiiiiicicee e 903.02(b)
Rules governing applications.................... 903.08(e)
Statutory authority........cccocveerieieiiieeenieeene 903.01
Classification examiner
Decision on classification..... 903.08(d) to _903.08(e)
Patentability report..........ccccocviiiiieiiieen. 705.01(a)
Classification of application............cccccccovcvieeeeenns 900
Allowed application........... 903.07, 1004, 1302.10
Amendment affecting.........ccccocveeieeennnen. 903.08(c)
Borderline..........coocvevcieniiiieneseee 903.08(a)
By applicant..........cccueeiieiiiiiieee e 601
Cross-referenCing........cccceveeveiiveeeniee e, 903.07(a)
Disputed.........cooevvvieeiieieinnns 903.08(a), 903.08(d)
File wrapper data..........ccccoeviiiieiieiiiiiieees 719.03
Improperly classified............ccccooveiiinenns 903.08(a)

In another Technology Center at allowance...........
903.08(a)
New application, by Office of Patent Application

Sec. No.

Closed prosecution except for formal matters...............

707.07()). 710.02(b) 714.14
Prosecution not closed...........ccccoeeeeeevennnnn. 707.07())

Closing of U.S. Patent and Trademark Office.... 213.03
510

Code of Federal Regulations (CFR) (See also: _Rules

Patent (Code of Federal Regulations))
Coinventor, Power of attorney............ccccceeeveee. 402.10
Collateral estoppel (See also: _Estoppel) ....... 2012.01
Ex-parte reexamination..............cccccveveeerinnnnnn. 2259
Inter partes reexamination...............ccceeveueeenee 2659
Combination and aggregation.................... 2173.05()),
2173.05(k)
Combination and subcombination............... 806.05(a),
806.05(c), 903.02(b)
Comments on tests or examples................... 707.07(1)

Commercial activity as on sale (See also: On sale) .....
706.02(c), 2133.03to _2133.03(e)(7), _2152.02(d)
Commercial exploitation as on sale (See also: On sale)
...................... 706.02(c), 2133.03(e)(1). 2152.02(d)
Commercial success of invention, affidavit alleging (See
also: _Affidavits, traversing rejections (37 CFR 1.132))
......................................................... 716.03, 1504.03

Commissioner for Patents (See also: _Office of the
Commissioner for Patents) 409.03, 708.01

Duty of Disclosure to......... ... 2001.03
Mailing address.........ccccccevvivieeieiiiiieeee e 501
Statutory basis.........cceeiiiiiiiei 1001
Commissioner initiated reexamination (See also:
Director initiated Reexamination)
Commissioner for Trademarks
Petitions decided by..........ccccoceiiiiiinnen. 1002.02(i)
Commodity Control List (CCL).......cccceevvvieriireennnne. 120
Common applicants.............. 715.01(a), _706.02(f)(2),
706.02(k), 706.02(]) to 706.02(I)(3), 709.01, 717.02
to. 717.02(d) 2137
Common knowledge, use in rejections............... 2143,
2144.03
Common ownership............... 706.02(k), _706.02(I) to

706.02(1)(3), 717.02to 717.02(d), 717.02, 2136.01,
2137, 2144.01, 2146, 2154.02(c), 2156
Conflicting claims..... 303, 706.02(f)(2), 706.03(K),
709.01, 804, 822, 2304.05

Processing)......c.ccceeveevvenen. 903.08(a). 903.08(e)
New application, by SPE...........cc.ccccvnee. 903.08(h)
Post classifier.........ccccovieeeiiinenne 903.08(e), 903.10
Preliminary.........coo e 601
Rules governing 903.08(e)
Transfer to another Technology Center..... 903.08(a)
903.08(d)

Classifier, POSt..........ccooeevveviiiiiiinns 903.08(e), 903.10
Clean copy of specification......... 608.01(qg). 1302.02
Clearance for new law interpretation... 1003, 1207.02

Index-17

Requirements to establish.. 706.02(1)(2), 717.02(a),
717.02(b)

Common representative for international application.....

402.09 1807
Communication with suspended or excluded attorney
(o 1= Vo =] 0| SO OO PP PP TRPRUPPNE 105
Communications, official mailing address for........ 501
Communication via Internet e-mail................... 502.03
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Comparative tests — Continuation

Sec. No.

Comparative tests (See also: _Affidavits, traversing

Sec. No.

Conflicting applications, same assignee... 706.02(f)(2),

rejections (37 CFR 1.132)) ..ccocvevvvenieerineans 716.02(b) 706.02(k), _709.01, 715.01(b), 804.03, 822
Complete application........ 506, 601.01to 601.01(qg) Conflicting oaths or declarations.................. 602.01(c)
Complete British specification..............c........... 214.03 Congress, Inquiry on status of application by member
“Comprising” as transitional phrase................ 2111.03 Of e 203.08(a)
“Comprising” in Markush claim... 2111.03, 2173.05(h) Conservator, unavailable joint inventor............. 409.02
Compact disc submissions............. 608.05, 2422.03. “Consisting essentially of” as transitional phrase..........
2422.03(a) 2425 2111.03
Amendments t0........cccevveerieeieenineens 608.05, 2426 “Consisting of” as transitional phrase............. 2111.03
Computer programs..................... 608.05(a), 2425 “Consisting of” in Markush claim................... 2111.03,
ReqUIremMents. ........ooocveeiieiiiiiiee e 608.05 2173.05()
Sequence Listings.............c....... 2422.03. 2424.01 Constitutional basis for patents...........cccceeeeviieeinennn.
TADIES. .cvvooveveiceieieriens 608.05(h). 2424.01 Constructive election (See a'SO:Sgeggg; OfSigegize(g
Computer generated iCONS............cccvveeeennn. 1504.01(a) Constructive notice to patent owner of request for
Computer programs or software reexamination..........ccceeevevveveeesiciiieeee e 2230, 2654
Adequate diSCIOSUTE............ooovvrrrssssennen -2164.06(c) Constructive reduction to practice.................... 715.07
L e -2164.06(c) Consular certificate.........ceeeviiiiiieiiiiieeees 602.04
BESE MOUE.......ovvvvvrsssvsnrrss s -2161.01 Consular certificate, Foreign executor or administrator..
Deposit of listings..............c........ 608.05, 608.05(a) 409.01(b)
Enablement...............ooooe 2161.01. 2164.06(c) Consular certificate, Omission of..................... 602.04
Patentable subject matter...... 2106, 2106.04(a)(1). Consular OffiCer............ovuieeiereieieseeeeeenens 602.04
21_06'04.(60(2)‘ 2106.05to 2106.05(h) Content of ex-parte reexamination request........ 2214
PN IN PG-PUD.coooooo e 1121 continuation........... 201.06(c). 201.07. 601.01(a)
Undue experimentaion.......................... -2164.06(c) Abandonment of prior nonprovisional application ......
Written description.............ccooooviiiiiiiinnn, 2161.01 201.06(c)
Concealment.............. 608.01(h). 2138.03, 2165.04 Affidavits, cOpies Of.........ccccevrcrccniane. 201.06(c)
Conception...... 715.07, 2136.03t0 2137.01, 2138 Assignment carried from parent................c........ 306
o 2138.06 2163 Change of attorney/correspondence address............
Concordance, International and United States 201.06(c)
Classification.......cocoeeeiiiiieeiiee e 906

Concurrent Office proceedings....... 2282 to _2286.01,
2820

Conduct in public information facilities................... 510
Conduct of ex parte reexamination proceedings.........
2254
Conduct of inter partes reexamination proceedings.....
2654

Confidential material.................. 121, 724to 724.05
Confidential material submission............ 121, 724.02
Confidential party of interest.................... 2202, 2203

Confidential status of application..... 101, 706.02(f)(2)
Same applicant...... 706.02, 706.02(c), 706.03(k),

709.01 804, 822

Rule 1.53(d)..cccvveeiiiieiiiieeiiiee e 201.06(d)
Confidential submission of prior art and section 301
written statements.........ccccceeeeviiieeeenns 2202, 2203
Confidentiality, pending applications...................... 100
Confidentiality of international applications........... 110
Confirmation NUMDETr ... 503
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Continued prosecution application (CPA)... 201.06(d)

CopeNdeNnCY.......cceevivurieieeeiiiiieee e 211.01(b)
Cross-reference to prior application.......... 202, 211
Definition........cveeie e 201.07
DESIGN...cc e 1504.20
Effective filing date..........ccccoooiiiiiiiiiiis 211.02
EXamination..........cccoceeeiiieniiii e 201.06(c)
Extension of time........ccccoooveieiniiinecnnnns 201.06(c)
File wrapper continuing (FWC).................. 201.06(b)
File wrapper/history notation...............cccceeeveenns 202
Final rejection on first action.................... 706.07(b)
Incorporation by reference......................... 201.06(c)
Identification on letter of transmittal.................... 506

Inspection of parent...........ccccceeeeeiiiiieee e,
International application

International application as parent........... 211.01(c),
1895

Inventor, at least one in common.................. 211.01
INVENEOrShIP. ... 201.06(c)



INDEX

Continuation — Converting nonprovisional and provisional applications

Sec. No.
New matter..........ccceeeeeeerreeneenne. 201.07, 608.04(b)
Oath.....cccccovvvnens 201.06(c), 602.05(a), 602.05(b)
Parent application data noted in file history/wrapper...
202, 1302.04
Reference to parent application................ 202, 211
Reference to parent application inadvertently
(0] 10111 (=Y o [T 1302.04
Reissue............ 1414, 1441, 1451, 1455, 1460,
1481.03
RESHICHON. ..ot 819
Rule 1.53(D)...ccovieiieiiieniieiieesee e 201.06(c)
Rule 1.53(d)..cccveeeriieeiiiieeiieee e 201.06(d)
Rule 1.60 application, Former................... 201.06(a)
Rule 1.62 application, Former................... 201.06(b)
Small or micro entity status....................... 201.06(c)
Specification and drawings...........ccccceeene 201.06(c)
Substitute statement under 37 CFR 1.64... 201.06(c)
Terminal disclaimer, effect in.......cccceeeeeiiiiiinne. 1490
Time for filing.....ccooveeeiiii e, 211.03
When patented, opens parent application to public
INSPECHION......euiiiieiiie e 103
Written description requirement..................... 211.05
Continuation-in-part..................... 201.08, 601.01(a)
Assignment from parent does not apply............. 306
COPENTENCY.....eveeeiiiee it 211.01(b)
Cross reference to parent application....... 202, 211
DefinitioN.......ccuveeiee e 201.08

Design application 1504.20
Effective filing date........ 211.02, 706.02, 2133.01,

2151 2152.01
File wrapper continuing procedure............ 201.06(b)
File wrapper/history notation..............ccccceevvneenne 202
Filed by assignee.........cccoeveeeiiiiiieec e 324
Identification on letter of transmittal.................... 506
Inspection of parent..........ccccceeviieeeiiiienniee e, 103

International application used as mechanism to file....
1828.02

International application as parent............ 211.01(c)
Inventor, at least one in common................... 211.01
OWNEIShIP.....uiiiiee e 306
Reference to parent application..................... 211.02

Rejection over publication of parent application.........
2133.01 2154.01(b)
Rejection over published priority document................

2154.01(b)

Sec. No.

When patented, opens parent application to public

INSPECLION. ...t 103
Continued Prosecution Application (CPA)....... 201.01
201.06 201.06(d)

Amendments before first Office action...... 714.01(e)

Application nUMbBEr...........ccce i 503

Assignee right to take action..................... 324, 325

Certificate of mailing or transmission.................. 512

Complete non-provisional application........... 601.01,

601.01(a)

Continuation-in-part not permitted................. 201.08

Continuity with parent...........cccccccovcveennnen. 211.01(b)

Correspondence........ccceevveeeviueeeeineenns 502, 502.01

Cross reference to previous application.............. 202

Design application.................... 201.06(d), 1502.01

Eliminated for utility and plant applications.................

201.06(d)

Express abandonment of prior application.... 711.01,

711.02(b)

Extension of time.........c.ccceevviieiiiee e 201.06(d)
Fees

Reissue application...........ccccooviiieeieiniinnenn. 1415
Filing date........coveviieeeiie e 201.06(d)

Improper CPA treated as RCE... 201.6(d), _706.07(h)

Information disclosure statement in parent.... 609.02,
707.05

INVENLOrSNIP....ooiiiiiiieee e 201.06(d)
Patent term........ccocooveiiiiiiiii s 1303, 2701
Plant application, no longer available........ 201.06(d)
Public acCeSS t0......cocvveiiiiieiiiicieece, 201.06(d)

Published as PG-Pub.........cccccvvvvviiiiiieeeiiinnnn,
REISSUE....uueeiii et
Reference to domestic benefit claims

Restriction requirement in prior application........ 819
Signature Requirements............cccceevuveee. 201.06(d)
Small or micro entity status....................... 201.06(d)
Suspension of action...........cccccvveveeeiiciiieee e 709
Terminal disclaimer, effect in............ccoeevvivvnnnnnes 1490
Utility application, no longer available....... 201.06(d)
Continuing application............... 210, 211, 1302.12,
1302.04
Specific reference..........ccccvviiiiiniiienn. 202, 211
Continuing data (See also: _Cross-noting) ............ 202
Continuity between applications................... 211.01(b)
Control of inspection by assignee................ 104, 106

Convention, International (See also: _Treaties) .............
213.03

RUIE 1.53()....eoveveeeeeeeeeeeeeeeeeeseeeereeenean 201.06(c)
Rule 1.62, FOrMEer.........ocovvieeeeiiiiieeeeeeene 201.06(b)
Time for filing......ccoovveeiiii e, 211.03

Index-19

Converting nonprovisional and provisional
applicationS..........ccceeveeveereecreennenn, 201.04, 601.01(c)
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Cooperative Patent Classification System (CPC) — Court decision

Sec. No.
Cooperative Patent Classification System (CPC)..........
902, 905
Classification in............ccccceeeunens 905.03, 905.04(b)
Combination SetS.........oocceeeeiiiiiiiee e 905.03
DefinitioN......cccvviieeiciee e 905.02
References in Definitions 905.01(a)(1)
SCREME...ciiiiiei e 905.01
Warnings in Definitions............cccoceeene. 905.01(a)(3)
COPENAENCY.....eveieiiieeeiiie e 211.01(b)
Copending uU.s. application
Common ownership........... 706.02(k), _706.02(1)(2),
717.02(a)
Design application...........ccceeveveeiiieeenieeenne 1504.20
Different inventive entities... _706.02(f)(2), 706.02(k),
706.02(1)(3), 717.02(a)
Duty of disclosure in.........cccccceeevveennnenn. 2001.06(b)
Terminal disclaimer practice............cccceeevueene 1490
Copied patent claim (See also: _Claim presented
corresponding to claim of patent)
COPIEN COPIES...ccvvieeiiiieiiiee ettt 714.07
Copies of prior art with reexamination request
EX Parte ..o 2218
Copies of published applications...............cc.ue..... 1128
Copy of foreign application, certified..................... 215
Copy of printed patent in reexamination
EX Parte ...ooooieeiie e 2219
Copying ex-parte reexamination file by public..... 2232
Copying inter partes reexamination file by public.........
2632
COPYHGNES...ceeiiiiieeeceee e 608.01(v)
Relationship to design patents.............cc........ 1512
Correction of drawing 1302.05
Annotated sheets.........ccocceeviiieiiiiccineenn. 608.02(v)
Approval by examiner.............cccceeeeeiennneen. 608.02(x)
Deferrable...........cccceeueevenenne. 608.02(b), 608.02(p)
Marked-up COPY......cocveerirreeriiiei e 608.02(v)
NEW MALLET.......ccvviiiiiiiiiiie e 608.04
NOt @PPIOVEd. ....cceiiiiiiiiieiiiiieee e 608.02(x)
Order fOr. ..o 608.02(x)
Replacement sheets...................... 1302.05, 1303.01
Correction of inventorship
Application...... 601.01(d) to _601.01(g), _602.01(c),
605.04(g)
Consent of assignee..........ccccvvvveeiiiivenennn. 602.01(c)
Continuing application............ccccceeevivneeen. 602.01(c)
During ex parte reexamination.................... 2250.02
During inter partes reexamination... 2658, 2666.03
In a patent
Rev. 08.2017, January 2018
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Sec. No.
By a certificate of correction..... 602.01(c), 1402,
1481 1481.02
By filing a reissue application..... 1402, 1412.04,
1412.05
MISJOINAEN......eeiiiieiiiee e 1412.04
Correction of name................... 602.01(c), 602.08(b)
Correction of patent...........c.occvvveeeeiiciieeee e, 1400
By reexamination (See also: Reexamination, Ex parte
) Reexamination, Inter partes )
By reissue (See also: Reissue application) ..... 1401
to 1470
By supplemental examination (See also: Supplemental
eXaMiNAtION) ...vvveveeeiiiieree e e eiiiee e 2809.01
Certificate of correction...................... 1480 to 1485
Statutory disclaimer (See also: Disclaimer) Terminal
AISCIAIMEN) ...vviiieiieee e 1490
Correction of PG-Pub
Correction of reference citation..... 707.05(g). 710.06
Correspondence  (See  also: Mail _ stop)
Address of PTO.....ccoooiiiiiiiiiiiiiieeieeeeeeees 501, 502
Address in secrecy order applications................ 120
Address of patent owner....................... 2622, 2805
Address, official mailing.........ccccooeeevveiiiiiiinenne 501
Address of an attorney.. 403, 403.01(a), 403.01(b)
Boxes (See also: Mail stop)
Continuing application............cccccocvveinineen. 201.06(c)
Crossing in mMail..........cocovveeeiiiiiinc e, 714.05
Duplicate filings.. 402.10, 403, 502.04, 714.01(a)
Electronic mail....... 502.03, 713, 713.01, 713.04
Facsimile transmission........... 502.01, 2510, 2515
Identifying with issue batch number (no longer
(=70 U1 =To ) F TP 1303.01
Maintenance fee............ccceenee. 2510, 2515, 2542
Plural attorneys..........ccccceeeevevvnnennn. 402.10, 403.02
Post Allowance...........cccoeevevivviiiiiiineneennn, 502, 1306
Published application...........cccccceeeviiiiineeninneen. 1134
Receipt and handling...........cccccceeeviiiieee e, 500
Reexamination, ex parte .........ccccccoviieeeeennnnns 2224
Reexamination, inter partes ...........ccccceeveeeennns 2624
Signature requirements...........cccocveeeeeevennnnen. 502.02
Third party, application published 1134
With whom held........c.coooiiiiiiiee e 403
Counter-terrorism inventions, special status..... 708.02
Counting aCtioNS........cc.vveiieeiiiiiee e 1705
Countries for foreign priority
CoUNtry COUES.....uvviiieiiiiiiie et 1851
COUPONS. ... e e e e e e e e e
Court decision
Citation Of......cccveriiiici 707.06



INDEX

Court decision — Deceptive intent

Sec. No.

Dissemination Of..........cccccooviiiiiiiiiiiieie e, 1720
Entry in patent file
Treatment Of.........ooveiiiiii
Unpublished decisions

Court of Appeals for the Federal Circuit (CAFC)...........

711.02(b), _1002.02(k)(1). _1002.02(k)(3). _1214.06,

1216 1216.01
Appeal to, from an ex parte reexamination...... 2279
Appeal to, in an inter partes reexamination..... 2682
2683

Court ordered inter partes reexamination...... 2686.04
Court papers, service on Director............cc..c.ouee. 1216
Cover sheet — provisional application............. 201.04

CREATE Act (See also: _Joint Research Agreement)

Credit Card Payment Form PTO-2038 reproduced.......
509

Criteria for deciding ex parte reexamination request.....
2242

Criteria for deciding inter partes reexamination

FEOUEST. ...ttt 2642
Cross appeal to the Patent Trial and Appeal Board in
inter partes reexamination............ccccceeeevcvvereenn. 2674
Cross appeal to the Federal Circuit in inter partes
reeXamiNAtioN........ccuviiiiiie e 2683

Cross-noting

Data of parent application on file wrapper/history......
202, 1302.09

Data of provisional application in specification...........
1302.04

Data of provisional application on file
WIaPPEer/NISIOrY. ... 202

Data of related application in application data sheet...
211.02 1302.04

Foreign application cited in an application oath..........

202, 214.03
Foreign application, file wrapper/history............. 202
In original patent file of reissue application......... 202
Reissue applications............ 1451, 1455, 1481.03
Specific reference.........cccoooviiiiniiinen. 202, 211
Cross-reference
Another application (See also: _Cross-noting) ...........
608.01(p), 1302.04
At allowance..........ccccceeviiiieeennns 903.07, 1302.04
CItING. e 707.05(e)
Noted during examination..............c.......... 903.07(a)
Required for all claimed disclosure........... 903.07(a)
Crossed MailingsS.......ccccovvvieeeiiiee e 714.05
Current Employee Restrictions.............ccccecvvveee... 1702
Customary meaning of claim term..... 2111, 2111.01
2173.01

Index-21

Sec. No.

Customer Numbers..... 402, 403, 711.04(c), 1807,

2515, 2540
Change of address.........ccccoviiiieiiiiiiieeeenns 601.03
Correspondence relating to........cccccoecveeeeerinnneee. 403

Customer Service Center....... 104, 508.04, 714.13,
1730

Customer Service Window..... 101, 103, 501, 502,

505, 710.02(e), 714.13, 2422.09
D

D-10 NOLICE....eeiveeieeeeiiesieee e 130, 1304.01

Damage, Proof of irreparable....................... 409.03(g)

Databases (See also: Electronic _databases)

Date

Amendment.. 505, 511, 512, 710.01(a), 710.05,
714.18

Citation of foreign patent........ 901.05(a), 901.05(b)
(070] 0177=T01 1 o] o FO PR 213.01
Filing...... 211.02, 502, 503, 505, 506, 506.02,
1002.02(b)

of EFS-Web transmissions........................ 502.05
Filing, Refusal to accord..........ccccooovieeieeninnns 506.02
Foreign application (priority)........ 210, 213to 217
INVENEION. ...c.coiiiiiiee e 2137, 2138
Maintenance fees du€.......cccccvvvevereieeeeeeennnnnnnn. 2506
Office action...........cooeeiiiiicieeeeee e 707.11
Office stamp.......... 502, 505, 506, 512, 714.18
Reference......... 706.02, 707.05(e), 715, 715.01,
715.01(c)

Date of execution of oath............cccveeveeiinnenn. 602.03
Death of attorney.........ccccvvevieiiiiiiiee e 406

Death of inventor (See also: Administrator or executor)
........................................ 409, 409.01(a), 409.01(b)

Deceased inventor
Allowance not withdrawn.............c.cccceeenne 1303.03
Legal representative as applicant ... 409.01(a),
409.01(b), 1806

Proof of authority Of...........cccceeeviinennn 409.01(b)
Legal representative refuses to sign.......... 409.03(c)

Deceptive intent (See also: Fraud) Inequitable conduct)
Foreign filing liceNSES........cooviviiiiiiiiiieccn 140
INVENOrShip.....ccveveeeiiiiiiee e 602.01(c)
Reissue......... 1401, 1412.02, 1412.03, 1412.04,
1414, 1414.02, 1414.03, 1444, 1448, 1451,
1457, 1481.02 1490, 2012
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Decision — Deposit rules

Sec. No. Sec. No.
Decision Defects, correction of, in request for ex parte
By Patent Trial and Appeal Board..... 1213, 1302.14 reexamination..........ccoccvveveeeeiiieeeniee e 2227, 2231
DiSSEMINAtION OF ..., 1720 Defense, applications affecting......... 115, 120, 130,
Ex-parte reexamination.............cccceeeevuvnenn.. 2277 140
Inter partesreexamination................ 2681, 2682 Defensive publication citation....................... 711.06(a)
RecoNnSideration Of..........c.coceeeeeeeeeeenne. 1214.03 Defensive publication program.............c........ 11.06
TrEAtMENt OF..vvveveeeeeeeeeeeeeeee e 1721 Deferral of examination
oLt 1 O 707.06 Definition of Class..........ooovvvveiiiniiiiienns
Denying ex parte reexamination request......... 2247 ?Oecl)ezgggon of Director's authority....... 1001.01, 1002,
Ex-parte reexamination review petition............ 2240 e ) .
Governs examiner's action..........ccceeeeeveeeeeeeeeeveeneennnn. Demonstraﬂon at mterwew... """ e 713.08
(IS (=T IO USSP URRRUPPPUPTRONt 1l Denial of request for reexamination.... 2247, 2247.0
) T - 2647 2647.01
Ordering ex-parte reexamination..................... 2246 Department of Energy (DOE).. 115, 140, 150, 151,

Ordering inter partes reexamination (See also: 706.03(b)
Reexamination, Inter partes: Decision on the request

for reexamination) Depgndent claim.......cccoees s 608.01(n)
Public availability.............ccoceeiiriniie e 103 géaéeg;e:gz to when base claim is canceled....%.é%.é%.{_.;.
Publicalltion Of e 707.06 Reissue... ... 1402, 1412.03, 1415, 1453. 1455
Declaration (See also:_Qath) .........ccceeweeernsinisinss 602 Treatment in inter partes reexamination..... 2660.03
Amendment.... ..o 602.01 Dependent claim, objected to when improper............
Attached to specification................. 602, 602.08(c) 608.01(n) 706.01
Change of inventorship...............oooovvvevnnne. £602.01(c) DEepOSit ACCOUNL.......c..vueveeiieireeieeeiei e 509.01
Copies, filiNg Of...........ooovviiiiiiiiii, 602 AUNOMZAtIONS. ......oo.vvvoveciene 509.01, 1302.04
Copies from prior application.................... 201.06(c) EXtENSIONS Of tMe.......c.rverrerrerereeieenns 706.07(f)
Date of eXeCution..........ccceeevvcviereeeiiiiiieee s 602.03 International applications................. 1850. 1875.01
DefeCtIVE. ..., 602.03 ISSUE T 1303, 1306, 1308.01
Delayed filing........ccooevvnieiiieieniieenn 506, 601.01(a) Maintenance fee.........ccovvviiiiio, 2510, 2515, 2522
Executed before alterations made............. £602.08(b) OVEIArAWN. ... 509.01
Facsimile ransmission....................... 502.01. 602 Petition fee..........cccooviviiciiiciccs 711.03(c)
Foreign priority applications listed............ 202, 214 REfUNS. ...vvoovooeeeoe 509, 509.01, 607.02
Instggngtional applicztgi)?gnd ----------------- 182:93 3893-021 Replenishment............ccocvrnrenreneen. 509.01, 1730
1893.01(a), 1893.01(a)(1), 1893.01(a)(2), o
1893.01551;(3), 1893.01(e)(. )1(8)93.03(a), 1893.(032§b;, Mfaullng addres_s_.... ........................................... 501
1893.03(q) 1895 Deposit Account DIVISION.............eveeeeeeeeeieieeenn. 509.01
Inventor refuses to sign or cannot be found................ Deposit of microorganisms (See also: Biotechnology)
602.08(h) e 1605, 1823.01, 2402to 2411.05
MINOK, DYoot 409 Deposit of COIrespoNdence..............ccoowvivniieniieess 202
NON-ENGISN.......cvoveeeeeeeeeeeeeeeeeeeeee e 602.06 Depositions
Plant patent application..............cccceeeeiiiiineenn. 1604 EVIdENCe....oovvvs 1901.02, 2013
Refers to preliminary amendment............ 601.01(a) Of @XamINEr.......coveivieiiiiiieseeee e 1701.01
602.01(b) Deposit rules (See also: Biotechnology) ............ 2400
Reissue application..... 706.03(x), 1410.01, 1414, Acceptable depository..........cccccerviiiieiinninnnne 2405
1414.01 to 1414.03, 1444, 1451, 1455 Biological material, definition................ 2402, 2403
Signed before alteration..............cccccceeeiiinnen. 602.08 Biological material, made or isolated without undue
SUDSHLULE. ... 602.02 experimentation............ooee, 2404.02
Declarations, conflicting..........c.cccvvevvvrenns 602.01(c) Budapest Treaty (See also: _Treaties) .............. 2402
Dedication to the public............cccccocovev...... 715, 1490 Budapest Treaty depositories............ccoooveeene. 2405
Defective 0ath...........ccceviiiiiiniiiiic e 602.03 Depositories, Current list of Budapest Treaty..... 2405
In reissue application.................... 1414to 1414.03 Examination procedures.................. 2411, 2411.01
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Deposit rules — Design application

Sec. No.
After grant.........cceeeeeiiieeeee e 2407.02
Application in condition for allowance except for
AEPOSILt....eveiiieeeiiie e 2411.03
Certificate of correction...........c.cccceennee. 2407.02
Content of application regarding deposited
Material..........coooeiiiiiie e 2411.05
Need for 37 CFR 1.312 amendment....... 2411.03
REISSUE......eveieiiiieeciie et 2407.02
Rejections based on deposit issue.......... 2411.01
Responses from applicant....................... 2411.02
Furnishing of samples...........cccccceviiiininnnnn. 2410
Access to deposits.... ... 2410.01
Certification of availability of deposit....... 2410.02
Conditions of deposit.........cccccvvveeeriverennns 2410.01
Exception to removal of restrictions........ 2410.01
Restrictions removed upon grant............. 2410.01
Known and readily available biological material.........
2404.01
Budapest Treaty deposit...........cccceeeuuneeee. 2404.01
Continuity of access........cccccvevvvveeeiiiinnen. 2404.01
Deposits certified as available................ 2404.01
2410.02
Health, safety restrictions........................ 2404.01
Indicia of “known and readily available”.... 2404.01
Material capable of self-replication.............. 2403.01
Direct self-replication.............ccccceeeennnee. 2403.01
Indirect self-replication............c.cccccvvernee 2403.01
Need for a deposit.............c.... 2402, 2403, 2404
Non-Budapest Treaty deposit...............c..e.... 2404.01
Plant material.........ccooveeiiiieiiiecieee e 2403.02
Plant Patent Act, Relation to............c.ccc.c..... 2403.02
Reference to deposit in application... 2404, 2404.03
Implication, presumption............. 2404, 2404.03
Requirements of 35 U.S.C. 112................... 2163
2164.06(a) 2404 2404.03
Replacement or supplement of deposit............ 2407
After a patent has issued.............cc.ecuee 2407.02
Exemption from replacement.................. 2407.05
Failure to replace.........cccoeeeiiiiiciiennis 2407.03
In a pending application.............c.cccocue.n. 2407.01
Reason for replacement................ccoo..... 2407.04
Replacement not recognized................... 2407.06
Request for certificate of correction......... 2407.02
Treatment of replacement, presumption of
HAENTILY....ocvieiee e 2407.04
SEEAS. et 2403.02
Term of depoSit.......ccoccviiriiiiiieeere e 2408
Budapest Treaty term........cccccceeeeeviiveneeennnns 2408
Enforceable life of patent............ccccoicieeen. 2408

Sec. No.
Time for making original deposit............c.......... 2406
Assurance regarding deposit before payment of
issue fee.....coocoeiiiii 2406, 2411.03
Corroboration.........ccccccevveie e 2406.02
Description in application specification..... 2406.01
During application pendency.............ccc.o..... 2406
Loss of U.S. filing date in other countries..... 2406
2406.03
NeW matter.........ocvvveviiieiiie e 2406.01
Patent Cooperation Treaty applications.... 1823.01
Post-issuance deposits..........ccccvvveeeivivieeennn. 2406
Viability of deposit.........ccccceeviiiiiieeeniieene 2409
Viability statement...........ccccooviiiiiiiinenee 2409
35 U.S.C. 112 requirements...... 2402, 2403, 2404
Deputy Director of Patents and Trademarks..................
1002.02(0), 1202
Derivation proceedings. .......cccooecuveeeeeeiniiieeeeenennnne 2310
Action once instituted...........cccoeeeeiiiiiiiiiiiinnn. 2313
Action after decision..........ccccocvvvveeniiiiicnenene, 2315
Board action...........occueieeeiiniiiiee e 2314
Certificate.......vviriieiieeee e 901.04
DefiNItioN.....ccciiiiiiieiit e 2310.02
JURSAICHION. ... 2312
Statutory basis........ccovcveeiiiiieniec e 2310.01
Technology Center practice specialist... 2311, 2315
Derogatory remark regarding prior art.......... 608.01(r)
Description
Basis for claim........... 608.01(0), _706.03(c), 2161,
2163
Computer programming..........cccecveereesieeeens
Detailed.........coceeiieeiiiiee e
International application............ccccccoovcvvereeennns
Design application..........c.ccoccueeeeeiiiiiiieneeeiee.
Analogous art.........cccoceeeerierenne
ANticipation.........ccccvveeeieciiieee e,
Application, elements of
Articles, design comprising multiple........ 1504.01(b)
“Average observer’ test........ccccceeeeeiiiinneenn. 1504.02

Benefit under 35 U.S.C. 120.. 211.01(a), 211.01(b),
1504.20

Benelux Designs Convention (See also: Treaties) .....
213.01 1504.10
Characteristic feature............. 1503.01, 1504.01(a)
ClaiM...ccoiiiiie e 1503, 1503.01
Combining references.........ccccccvevvvicnneennn 1504.03
Commercial SUCCESS.........cceevvvvririervenireenin, 1504.03
Computer generated icons...................... 1504.01(a)
Continuation application.............cccecevverinneen. 1504.20
Continuation-in-part (CIP) application......... 1504.20
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Design application — Design application

Sec. No.

Continued Prosecution Application (CPA).... 1502.01

Convention, International.............. 213.01, 1504.10
Copending applications.............. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness...............
1504.03
Copyright, Relationship to...........cccceeeieiiiinneee. 1512
DefiNitioN......ccoeiieeeeee e, 1502
DesCription........ccccveviieeeiiiee e 1503, 1503.01
Disclaimer.................. 1503.01, 1503.02, 1504.04
Disclosure.................. 1503.01, 1503.02, 1504.04
Divisional application................... 201.06, 1504.20
Double patenting...........ccccceeevecvieeennn. 804, 1504.06
Drawing.......... 1503, 1503.01, 1503.02, 1504.04
Broken lines........... 1503.01, 1503.02, 1504.04
COlOr e 1503.02
Trademarks..........ooovvviieiiiiiieiieeeee e 1512
EFS-Web......coooviiiiiiieee e 502.05, 1730
Embodiments, alternate or multiple............ 1503.01
1504.01(b) 1504.05
Enablement.........ccccccoviiiieeennns 1503.02, 1504.04
European Community Design treaty............ 1504.10

Examination... 1504, 1504.01, 1504.02, 1504.03,
1504.04

Expedited Examination............ 501, 1002.02(c)(3),
1504.30

REISSUE.....vviiiiiiiie e 1457
Expert teStimony........cccueeveeeiniiiieee e 1504.03
Feature emphasized ... 1503.01
Fee, filing.....ccccoooviiiiie e 607

REISSUE.....oiiiiiiiiii e 1457
FEe, ISSUL.....ovvvieeeie e 1306
FONt, tYPe..vveieieieiiiiiiieeeeee s 1504.01(a)
Foreign priority.............. 210, 213, 215, 1504.02,
1504.10

More than six months before U.S. filing.... 1504.02
Functionality..........ccocceeeiiiiiiieeie e, 1504.01(c)

Obviousness and.........cccoocuveeeeeeiiiieeeenn. 1504.03
Hague Agreement (See also: Treaties) ....... 213.01,
1504.10 2901
Hidden end USe........cccovveveviiiiiniieenen, 1504.01(c)
Hidden feature........... 1504.02, 1504.03, 1504.04
Icon, computer generated....................... 1504.01(a)

International Design

International (See also:

Application)

Publication............cooeeiiii 1120
Status Information for...........ccccoovieeeniieennen. 1128
Indefiniteness............ 1503.01, 1503.02, 1504.04
Library collections relating to..................... 901.06(a)
Modification, description...........cccccecvveriuneen. 1503.01

Index-24

Sec. No.
Multiple embodiments............ccccceeeeiiiieeeen. 1504.05
Multiple parts of article..........c.cccoecveeeeenn. 1504.01(b)
New matter........... 1503.01, 1503.02, 1504.01(a),
1504.04
Object, Design for........ccoevveiiiieeiiee e 1502
ODVIOUSNESS....cci it 1504.03
Obviousness-type (nonstatutory) double patenting
(0] ] TR 1504.06
Offensive subject matter.............c.cccee.e. 1504.01(e)
Ornamentality lacking...........cccoeveciieeeennn. 1504.01(c)
Patent Cooperation Treaty............... 1501, 1502.01
Patentability... 1504.01, 1504.01(a) to 1504.01(e),
1504.02 1504.03 1504.04
Petition, Special Status................. 708.02, 1504.30
Petition to accept color drawings or photographs.......
608.02 1503.02
Photographs........ccccceevviieeininenn. 1503.02, 1504.04
Preamble.........cooiii e 1503.01

Priority under 35 U.S.C. 119.... 210, 215, 1504.02,
1504.10

References supplied.............c........ 707.05(a), 1513
Quayle action...........ceeeiiiiiiiiiee e 1504
Registration abroad.................... 1504.02, 1504.10
REISSUE......eeeiiiiiiieiiie e 1457, 1509
Request for Continued Examination (RCE).. 1502.01
Request for Expedited Examination............ 1504.30
RESHICHON. ...ceiiiiiieciee e 1504.05
REISSUE.....c it 1457
Rules applicable..........ccccoeiiiiiiiiiiiiiee 1501
Scope of claim.......... 1503.01, 1504.04, 1504.05,
1504.06
Search......ccccooeveeeviinens 1504, 1504.02, 1504.03
Secondary considerations.............ccccuveeeennn. 1504.03
SIMUIALION. ... 1504.01(d)
Specification.........cceeveiiii 1503.01
Use of CopyrightS in........cccoveeiiieeiiiicne 1512
Use of Trademarks in.........ccccovcvieiiieninienenns 1512
Statutory subject matter................... 1502, 1504.01

Surface ornamentation... 1502, 1502.01, 1503.02,

1504.01, 1504.01(a), 1504.01(c), 1504.03
Surface treatment or indicia......................... 1503.02
Term of.eeeeeiiiiiieecceieee, 1457, 1502.01, 1505
Title. oo 1503.01, 1504.01(a)

Amendment of........cccceeiiiiiiee e 1503.01

Use of Trademarks in...........cccccvvveveveeeenenenn. 1512
Trademark, relationship t0.........ccccceeevviiiienenn. 1512
TYPE fONtS..oiiiiiiiiiiiie e 1504.01(a)
Utility patent, relationship to............cccccee.. 1502.01
Visual characteristiCs........cccvvvvvvvieieieeieeeeeeeeennn, 1502



INDEX

Design application — Disclosure

Sec. No.
Written description lacking......... 1503.01, 1503.02,
1504.01(a) 1504.04
Design patent series (See also: Patent) ......... 901.04
Designated office............... 1801, 1803, 1893.01(a)
Designation of states..........ccccvvveevieveiiienenineee 1821

Detailed description (See also: Specification)

Determination of public use or on sale........ 706.02(c)
2133.03to 2133.03(e)(7). 2152.02(c), 2152.02(d)

Determining if a Reexamination Was Filed for a

Patent........cvviiiiiiiii 2632.01
Determining whether an application is subject to first to
invent provisions of AlA..........cccciiiiieniieee, 2159

Digest (See also: _Cross-reference: Art collection)
Dictionary as a source for the ordinary and customary

meaning of a claim term............... 2111.01, 2173.02,
2173.05(a)
Diligence
Charts for priofity........cccceevveineeeniiee e 2138.01
Filing application............cccoveeeeiiieniniieennee, 2138.06
Filing reiSSUe......cooviiiiiiiieeee e 1403
Interference practice..........ccccevviiivinceiiinenn. 2138.01
Of actions during regulatory review............. 2757.01
Reasonable..........cccccoviieenns 2138.03, 2138.06
Shown in 37 CFR 1.131 affidavit.................. 715.07
715.07(a)
To overcome a rejection.........ccceeeevcvveeeeeens 2136.05
Director of Technology Center.......... 714.13, 714.14
714.16, 714.25, 715.08, 804.04, 1002.02,

1002.02(c), 1207.01, 1207.02, 1207.03, 1207.05,
1208, 1214.04, 1308, 1308.01, 1901.06, 2242,
2258.01, 2265, 2267, 2274, 2284to 2286, 2648,

Sec. No.

Disciplinary proceedings.............ccceevvveennne 402, 41
Mailing address...........cccoeviiiieiiiiiiiiiee e 501
Disclaimer (See also: Terminal disclaimer)
Co-author of publication.............cccceevnee. 715.01(c)
Copy required in reexamination
EX PArte oo 2214
Correction or withdrawal of............ccccoecveernneen. 1490

EffECT. i
FOIMS ..o
Processing
Rejection........cocceeevvveeeiineenne
REqUIrEMENTS.......iiviiiiiiiiee e 1490
SEAIULOIY . 1490
Terminal................ 706.02(k), 804, 804.02, 1490
Disclosure (See also: Duty of disclosure) Specification)
ADSEFACE. ... 608.01(b)
Amendment.........coocceeeiiieeeniieenns 608.04, 1302.02
Amendment, Preliminary............ccccceeeovnne 608.04(b)
Best Mode (See also: Best Mode) .......... 608.01(h),
2165
Chemical compound..........ccccveeriieeenninenn. 608.01(p)

Claim Present on Filing Date......... 608.01(l), 1410,
2163.01

(1= 111 ¢ [=To SRR 901.03

Common, parent and continuing applications.............
211.05

Completeness..........c........ 608.01(p), 2163, 2164
Computer programming cases............... 2164.06(c),
2161.01

Correspondence with claims..... 2163.05, 2163.07,
2173.03

2667, 2682 2686.01
Functions..............cooeeiiiiiininnns 1002.02(c), 1003
TC 1600........cciiiieeeeiiiiieee e ee e 1002.02(c)(2)
TC 2900.......ccciiiieeeeiiiiee e 1002.02(c)(3)
TC 3640 710, 1002.02(c)(1)

Director of the USPTO

Authority and functions..... 706.03(b), 708.01, 709,
711.02, 714, 719.01, 1001, 1002, 2209, 2212,

2239, 2240, 2242, 2244, 2246, 2258.01,
2258.02, 2265, 2266, 2284, 2286.01
Publication of confidential decisions............... 103
Withdrawal from issue..........cccccevvvvieeeeninns 1308
DECISIONS.....cceeeeeee e
Mailing address........ccccovvveeiiiiiiniee e 501
Notices (See also: Publication) ................ . _707.06
Orders (See also: Publication) ................. . 707.06
Director initiated reexamination............... 2212, 2239
Disbarred attorney (See also: _Attorney or agent:
Suspended or excluded)

Index-25

Design application.............cccvveeenn. 1503, 1503.01
Detailed description...........coccveeeeeinnunnenen. 608.01(g)
DULY Of i 2000
Enablement (See also: _Enablement) .............. 2164
Foreign application...........cccocceeieeiiiiinienennne 211.05
IMPLCIE. e 2144.01
Incomplete... 608.01(p), 706.03(d), 2161to 2165
Incomprehensible..........cccooiiiinis 702.01
Incorporation by reference (See also: _Incorporation
by reference) ......ccccccovviiiiiiiiiinnnn. 217, 608.01(p)
Insufficient............... 608.01(p), 702.01, 706.03(d)
Later filed application.............c.cccceeeeeinnnne 608.01(p)
Operability..........cccervererriennnne. 716.07, 2164.08(b)
Preliminary amendment.............c.cccceuvveee.. 608.04(b)
Related applications................. 608.01(p). 1302.04
Requirements for..........ccoovviiieeniiic e 2161

Rev. 08.2017, January 2018



MANUAL OF PATENT EXAMINING PROCEDURE

Disclosure — Domestic representative

Sec. No. Sec. No.
Reservation clause............cccocouveeeiinninnnnn. 608.01(e) Rule 1.53(d)..cceeeiiiiiiiieeiiiiiiee e 201.06(d)
Secrecy order, Material subject t0...........cc......... 120 Rule 1.60, Former 201.06(a)
Specification (See also: _Specification) ......... 608.01 Rule 1.62, Former 201.06(b)
Sufficiency for continuity..........cccocceeereeennnee. 211.05 SIGNALUTE....eeeiiiee e 201.06(d)
Sufficiency Of.....coveiiiii 716, 716.09 Small or micro entity status...............c....... 201.06(c)
Support for claims........ccccoveeiiiiiciiee e, 2163.01 Specification and drawings............cccecueeene 201.06(c)
Trade NAME......coeevieiiieeeee e 608.01(v) Substitute statement under 37 CFR 1.64... 201.06(c)
Trademark.........ooooeeiieiiiiiee e 608.01(v) Time for filing.......ccoevveiii e 211.03
ULIlIEY. .o, 608.01(p), _706.03(a) Written description requirement..................... 211.05
Written (See also: _Written description) ........... 2163 DNA (See also: Biotechnology) Nucleotide sequences)
DISCOUMESY.....eeeeeeeeeeeeeeeeeeeereeeas TL1A.19. TLA.25  ceeeerreeeeeeaaaiieeeea e st ea e e e e et e e e e atb b e e e e e nbbreeeeeaaees 2400
Dismissal of appeal............ccccoveveveveererennnns 1215.04 Enablement...........cooooiiiii 2164.08
DiSPOoSals COUNLEM............ccrererrreieeesiieerereeieenes 1705 SEArChiNg.....oovvirieries 901.06(a)
Distinct, definition..........ooveveveveveeeeeerereeseeenenns 802.01 Sequence listing............c.cc.o..... 2422, 2424, 2431
Distinct inventions........... 802, 802.01, 803, 806.05 DoCKet repPOrt.......ceeeeieiiiieee e 1704
Apparatus and product made.................... 806.05(q) Doctrine of collateral estoppel (See also: _Estoppel)
DiStNCt PrOCESSES.......vveeeeeeeeeeeeeeseeenn 806.05(j) Doctrine of dedication to the public....................... 715
DiStiNGt ProduCtS...........covvveveveveceeeerereeenenn, 806.05(j) Doctrine of equivalents... 2138.05, 2173.05(b). 2186
Process and apparatus for its practice...... 806.05(e) Doctrine of segregable parts.......................... 1504.05
Process and product made....................... 806.05(f) Doctrine of unclean hands...........cccocovevnieennnenn. 2010
Divisional application..................... 201.06, 601.01(a) Document, DiSClIOSUre..........coeeiiiiiiiiieaiiiiieee e 1706
Abandonment of prior nonprovisional application....... Electronic (See also: Electronic publications) ...........
201.06(c) 707.05(e)
Assignment carried from parent application....... 306 DoD Directive 5230.25........ccccceeviieeriiiennieee i 120
Change of attorney/correspondence address............ DoD Security AGreement...............ooccnnnnicnnns 120
201.06(c) Domestic benefit
Continued prosecution application (CPA)... 201.06(d) Claiming in continued prosecution application............
COPENAENCY........cvveceereeeeeeeeeeeeeeeeeereeena 211.01(b) 201.06(d). 1302.04
Design application........................ 201.06, 1504.20 Claiming in ex parte reexamination............ 2258.02
Drawing, Transfer of..........coeovevevveeeennnn. 608.02(i) Claiming in inter partes reexamination............ 2658
EffeCtive date.........cooveeeeeeeeeeeeeeeeeeeeeeeeeen 211 Claiming in reissue application............. 1402, 1405
EXAMINAtON. oo 201.06(c) Entitlement t0.....ceevvveeeiee s 211.05
Extensions of ime..............cccoeveveverernnnnn 201.06(c) Formal requirements..... 210, 211.05, 706.02(f)(1)
Filed by aSSIgNEE..........ovveeeeeeeeeeeeen 324, 325 Incorporation by reference to earlier application.........
File wrapper continuation (FWC)............... 201.06(b) 201.06(c).. 217, 608.01(p)
File wrapper/history notation............. 202, 1302.04 International application......... 211.01(c), 211.01(d)
Incorporation by reference............ccccceeen. 201.06(c) Corrected by certificate of correction............ 1481
Inspection of parent application.......................... 103 Patent printing...........ccoceeveeenieee e 1302.09
Inventor, at least one in COMMON.................. 211.01 Pe_tition for uni_nter_ltionally delayed claim to benefit of
INVENEOISNIP...cvieiiie e 201.06(c) prior U.S. @pplication..........cc..eee. 21104, 214.02
NEW MALET....vvvieeiiiiiiiiiiieeeeeeeeee e 201.06 Prior to U.S. applicat'ign """""""""" ,& -211.05
Oath....cccociiiiiiicriecee — 201.96(0), _602.05 isrrlected by Certificate of Correction... 211.02(a).
i’g;ented, Opens parent application to inspection...... Design application..............oovvvvooo..
Reference to parent application..... 211.02, 1302.04 In _eX parte reexammayon.
Reissue....... 1402. 1414, 1441, 1450. 1451, In |n.te.r partes rgexgmlnatlon ....................... 2658
1460 1481.03 Provisional application........... 211.01(a), 706.02
RUIE 1.53(D)..eevveeereeeereseeeeeeeseeseeeseesee 201.06(c) Time for filing.......ccoeveiiiei e 211.03
Domestic representative...........cccceeeeeecvnieeeeenns 302.04
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Double correspondence — Drawings

Sec. No. Sec. No.

Double correspondence...........cccocceveeieiieiceinnnene 403 Amendment support by claim present on filing date....

Double inclusion in claim...........c.ccccveveennee. 2173.05(0) 608.04(a)

Double patenting.........ccooceeeeeeiniiiiee e 800 Annotated sheets 608.02(w)
Avoiding rejection.. _706.02(k), 706.02(1)(3), 804.02 Brief description........ 608.01(f)
BaSIS. . ei ittt 804 Canceled figure........ccooveeviie e, 608.02(t)
Between one or more applications and a published Canceled sheet..........ccooiiiiiiiiiiiiee 608.02(t)
application that has not been abandoned........... 804 Canceled sheet, patent..........c.ccooceveeeen.. 608.02(t)
Claimed subject matter...........c.ccooeeininininns 806.01 Canceled sheet, transfer..........cocoevevevevenn. 608.02(i)
Commonly owned cases, treatment......... 717.02(c). COlON...oiriiene. 608.01(f), 608.02, 1503.02
804.03 Colored plant..........ccccveeeiiiiiiieeiiiieeee e, 1606
Copending applications................... 106.02(k). 804 Complete illuStration................coceeeveeeen. 608.02(d)
DefinitioN.......coovieieiiieeee e 804 Completeness 608.02(e)
Design applications/patents............... 804, 1504.06 COMPULET lISES......cveveeeeeeeeeeeee e, 608.05
Different inventive entities........... 706.02(k). 804.03 CONSISEENCY.......voeeveeeeeeeeereereeeeeeeeeeeean. 608.02(e)
Distinct and independent inventions............... 804.01 Content Of......coceeiiiieee 608.02(d)
DOMINALION. .....eeiiiiiieiiiie et 804 Correction (See also: Correction of drawing) ...........
International applications.............ccccevevrernnernnne 804 608.02(p) 1302.05
Obviousness type (ODP).........ccocovniniiniininnnns 804 Incorporated into PG-Pub................ 1120, 1121

Design application..............ccccocennine, 1504.06 Reversed figure numbers....................... 1302.04
Plant applications...........ccccooiiieiieeiiniiiieee e 1601 Design application......... 1503, 1503.01, 1503.02,
Reexamination 804, 2217, 2258 1504.04
REJECHION.....coiiiiiie e 804 DISCIOSUIE......coiiiiiee e 608

NONSEALULOIY....co e 804 Divisional application................... 608.02, 608.02(i)

ODBVIOUS.....cvvvieiiieeeeeeeeee e 804 EFS-WED.......ooveviiiiiieee e, 502.05

Prohibition, 35 U.S.C. 121...... 804.01, 821.04(b) Examiner determines completeness......... 608.02(e)

Provisional............ 706.02(k), _706.02()(3), 804 lllustrates claim.........ccccoooeeerieeniee e 608.02(e)

Specification, use of........ccccoiciiiie i 804 INfOrmMaAl......eeeeiiiiiiiiee e 507

Statutory......cccveeee e 804, 804.03 International application.............cccccoovcvveveeennns 1825
Rejection nullification.............ccccoeciieeernnne. 804.01 Kept in application............cccooeiieeeiiniinnnen. 608.02(c)
Restriction previously required.......... 804.04, 1003 LOCAtION. ... 608.02(c)
Same assignee................. 706.02(k), 804.03, 822 Modification illustrated..............ccceeevveennnen. 608.02(f)
Same inventor......... 806.04(h), 806.04(i), 806.05, Marked-up copy.. 608.02(b), 608.02(v), _608.02(w)
822 Necessary for filing date............ 506, 608.02, 702
Species and genus.................. 806.04(h), 806.04(i) New drawings required... .... 608.02(a)
Subject matter not patentably distinct................. 804 New, handling..........cooveeeeeeeeeeeeeeren. 608.02(a)
Subject to joint research agreement.... 804, 804.02 NEW MAtter.........covurverrrerrerenen. 608.04, 706.03(0)
804.03 New, when required............ccccovvvveeeesiinnnen. 608.02(a)
Submissions to TC direCtor.........cccccveeeiveeens 804.04 Not received. ... ... 608.02(h). 1825
;g;mégal disclaimer effech.s.i ........ 706.02(K), % NOt FEQUIFEU. .....evoveceeceeeeeee e 608.02

Ir'1 a reissue application..... ... E NOt returned..........cooevvenieiinieie e 608.02(y)

. — Objection................ 608.02, 608.02(a), 608.02(b),

Drawings........ccoooveeiiiiiiiiiiiiniiiieeeeeeees 507, 608.02 608.02(d) to 608.02(f). 706.03(0). 1503.02,
Amendment.................... 608.02(p), 714, 1302.04 1504.04

In ex parte reexamination....................... 2250.01 Official Gazette figure.........c.coeveveevevevevenne. 1302.09

In inter partes reexamination.................. 2666.02 Omitted drawings........ccceevveeerieeerieeesnine. 601.01(q)

In reissue application................c..... 1413, 1453 Patented file..........oocovveeoiieeeeeeeen, 901.01(a)

Prior to publication of PG-Pub...................... 1121 Petition to transfer from another application...............
Amendment, Disposition of orders for....... 608.02(x) 608.02(i)
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Drawings — Effective filing date

Sec. No. Sec. No.
Photographs...... 502.05, 507, 608.01(f), 608.02, BY WhOM.....ooiiiiiiiiiiicc e 2002, 2002.01
1503.02 ChECKIISt........cvveeeeeeeeeeeeeeeeeeeeeeeeeee e 2004
Plant application..............ccccocvvinnn. 1603. 1606 Compared to requirement for information. 704.12(a),
Prior art 2005
Provisional application...........ccccccceeviviinieeenneen. 601 Compliance With.........ccccovviiiiieee e 2004
Reference characters................. 608.02, 608.02(¢e) Continuing applications.................... 2001.04, 2004
Reference characters, change.................. 608.02(w) Copending applications............... 2001.06(b), 2004
Reissue application...........ccccceceeevnnennn 1411, 1413 Copied claims.......cccoovvieeiiieeniiee e 2001.06(d)
No longer transferred from original patent..... 1413 Duration of........ccccoeiiiiiis 2001.04, 2003.01
Replacement drawings for publication in PG-Pub...... Foreign applications...........cccccceevvveennen. 2001.06(a)
1121 Information material to patentability............ 2001.04
Replacement...........ccccceveeennene 608.02(h), 1302.05 2001.05
Reversed figure numbers............ccccceeveneee. 1302.04 Litigation information and/or Trial Proceedings...........
Review by Office of Patent Application Processing 2001.06(c)
(OPAP)....ce ettt 507 Materiality........ccccoeeernins 2000, _2001.04, 2001.05
Required by examiner..........coccceevvieenineenne. 608.02 QUESHIONNAIN.....c.eveeeiiiee e 2004
ReqUIremMents. ..o 608.02 Reexamination
REtUMN....oviiiiee e, 608.02(y) EX parte ...cccooceeeeiiiiiiiies 2014, 2280
Section liNes.......cccoovveeeviieeennen. 608.01, 608.02(w) Inter partes ........cocevviieeiiiiens 2003.01, 2684
Security markings........ccccooeiiiiiiiie 121 Reissue application................. 1406, 1418, 1448,
SUDSHIULE. ... 502, 608.02, 608.02(h) 2001.06(c). 2003
Sufficiency, determined by examiner......... 608.02(e) Related application
SYMDBOIS......ceeeeeeeeeeeeeeeeeeeeeee e 608.02 Foreign 2001.06(a)
TrAAEMAIKS. ...vee ettt eee e eeeeeeeeeeeeenes 1512 USe 2001.06(b)
Unacceptable for publication...... 608.02, _608.02(b) Sources of information............cccovvvninns 2001.06
Drawing Correction.............cccoeveee.... 507, _608.02(p) TIMING...veviiiieci s 2003, 2003.01
Annotated sheets................. 608.02(v), 608.02(w) TO WROM OWEd....oovoiiiiiis 2001.03
Approval by eXaminer.........ococeceeeeevevesens 608.02(x) Violation oOf..........ccoeeinii. 2010
Marked-up copy.. 608.02(b), 608.02(v), 608.02(w) Claims invalidated 2016
NEW MALET.......cvoveveeererereeereee e 608.04 Protest. ..o 2013
OFdET O ..o 608.02(x) Reexamination...........c..cooeriniiisiinin, 2014
PG-PUD. oo 1120, 1121 REISSUE......eeiiiiiiieeiiiie e 2012
Replacement sheets...... 502, 608.02(h), 1302.05 Rejection of claims in reissue application..... 1448
Required.......c.ccocv...... 507, _707.07(a) WhO hasS....ccoooiiiiiiiiiicee e 2001.01
Dual correspondence............ccoccuvveeeenee 402.10, 403
Due Care ShoWINg......cccceeeeiiiiiieeeesiiiieee e 2734
Duplicate claims........ccccovviveeeeiiiiiiiee e, 706.03(k)
Duplicate foreign patents............ccccceeeviiieneeen. 903.03
Duplicate papers for plant applications.... 1603, 1605,
1606 1609
Duty of candor and good faith........... 2001, 2001.03 E
2733, 2762 Easily erasable paper.............c.......... 608.01, 714.07
Compared to duty to disclose material information..... Effective date of reference patent. .706.02, 706.02(a).
2001.04 707.05(e), 715 901.05(b)
Information diSClOSUIe........cccoeeeiieiiiiiiiiiiiieeeeeees 609 Effective filing date
Reexamination................coeviiiiiiinics 2280 Claimed iNVention..............cccoeerersieeennnens 2152.01
Duty of diSCIOSUre.........coviiiieiiiiiiiiieeeeeee e 2000 Continuing application.......... 211.02, 706.02, 708
After patent grant..........ccccovceeeviieeniiee e 2003.01 Continuation-in-part.... 2133.01, 2135.01, 2159.02
Aids to complianCe............coevviiiiiiiiiniiee, 2004 Foreign priority effect............cccvevvvveeveveveerenn. 706.02
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Effective filing date — Electronic publications

Sec. No.

International convention (See also: Foreign

application) Treaties) ..........cccvvveervrrveeneennne. 213.01
Provisional application...........c.cccoccieeeininnn. 706.02
Publication............ccocovviiiiiieen e 715.01(c)
Eighteen-month publication (See also: _ Pre-Grant
Publication (PG-Pub))

Election (See also: Restriction) Election of species) ...
800

Action on nonelected claims..............ccovvvvvvvnnnnnn. 819
After multiplicity rejection............ccccccueee. 2173.05(n)
After restriction..........cueeeeeiiiiiiiee e 818
Between applications, Conflicting claims... 804, 822
Constructive..........cccvcuveveanen. 818.02(a), _818.02(c)

In reissue application............ 1440, 1450, 1457
Fixed by action on merits........... 818.01, 818.02(a)
Implied.......cccoooveiiiiiie 818.02(a), 818.02(c)
InterferencCe..... .o 819
Optional cancellation..............ccccceeeeviinene. 818.02(c)
Original presentation............cccocveevvveennne. 818.02(a)
Shifeee e 819
Treatment of nonelected claims...... 706.03(m), 821
to 821.03

In reissue application
With traverse........cccceeeeeeeeeeeieveeiiennn.
Without traverse......cccoovveeeeiiveevviiieee e,

species

Sec. No.
LEXIS-NEXIS...ceieeiiieeeeiiiciee et 719.05
Official Gazette NOtICES .........cceeeeeeeieeeieeieennn, 1703
Patent Grants Database 1703, 1730

Questel-Orbit........ccceeeeeiiiieeeeeiinns 719.05, 901.07

TESS (Trademark Electronic Search System).. 1703,
1730

WEST ..oiiiiiiiiii, 719.05, 902.03(e)
Electronic Business Center (EBC)..........cccccc....... 1730
Electronic document............ccccoeeviiiieneennnis 707.05(e)
Electronic filing system-Web (EFS-Web)......... 502.05,
503

Actions permitted by registered users........... 502.05

Actions permitted by unregistered users....... 502.05

Alternatives to using EFS-Web..................... 502.05

During  unscheduled outages (EFS-Web
Contingency OptioN)........c.cccvverveeneennrenne 502.05

Certificate of TransSmMISSION..........cccceevieiiiiiieneenn. 512

Document description codes............cccccveeennee 502.05

Document formats.........ccoccvevveviiinieiieennnns 502.05

Electronic Acknowledgement Receipt........... 502.05

Ex parte reexamination request and follow-on

PAPEIS. ..o 502.05, 2224

Inter partesreexamination request and follow-on

PAPEIS. . .eiiiririiiireieierererreeraaaaee e e e e 502.05, 2624

Petition to accept unintentionally delayed payment of

maintenance fee..........ccoocceeriiiennn. 502.05, 2590

Pre-grant (eighteen month) publication submissions
via...... 502.05, 1121, 1129, 1130, 1132, 1133
Reissue application and follow-on papers..... 502.05
1410
Sequence listing submissions via............... 2421.01
2422.03, 2422.03(a), 2422.04, 2422.07
Electronic funds transfer to replenish deposit account...
509.01
Electronic Information Disclosure Statement (e-IDS).....
609.07

Election of
Allowable generic claim lacking................. 809.02(a)
BaSiS...cueiveieieieee e 806.04, 808.01(a)
Canceling species claims.......... 818.02(c), 821.01,
821.02
Design application...........cccceeriiiiereeiniineenn. 1504.05
Implied.......ccoooeviiiiiiniene 818.02(a), 818.02(c)
Reissue application.............cccvveeeiiiiiieeneeeinnns 1450
Requirement...........cccceeevveeveennenn, 806.01, 809.02(a)
Requirement, prior to search..................... 808.01(a)
Species claims lacking............... 806.01, 818.02(b)
Electronic access to published applications........ 1128

Electronic databases (See also: PALM) PAIR) ...........

707.05(e), _719.05, 901.06(a), _902.03(e), _1730
Chemical abstracts services........... 901.05, 901.07
Derwent's World Patents Index (WPI)........... 901.05
901.07

Full-text and full-page images of U.S. patent related
databases..........ccvvvveiiiiiiieeee e 1730
International Patent Documentation Center
(INPADOC).......c.cooeeeeeeeeeeeen 901.05, 901.07

Index-29

Electronic mail......... 502.03, 713, 713.01, 713.04,
713.05
to notify customer of Office communications (e-Office
Action Program)........ccccceeveueeeninnennn 502.05, 710.06

Electronic patent assignment system (EPAS).. 302.10
502.01 502.05

Electronic Priority Document Exchange (See also: PDX)
...................................................... 215.01, 215.02(a)

Electronic Processing of Information Disclosure

StatemMent........oooo i 609.08
Electronic publications
Availability as prior art..........coccveeeeeiiiiiiieeennns 2128
Citation Of.....cevveiieii e 707.05(e)
Hyperlinks to..........ccccecovveeereennnn. 608.01, 608.01(p)
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Electronic publications — Examiner

Sec. No.
Search for.....ccooi 904.02(c)
Employee number..................... 711.04(b). 901.01(a)

Employees of U.S. Patent and Trademark Office,

Sec. No.
REISSUE....ccvviviiiiiieieieececis 1401 to 1470
Title documents.................. 323
Withdrawal from issue 1308
Essential material............cccccoeeeviiiieeeceiinnen. 608.01(p)
Establishing right of assignee to take action in
application..........cccooiiiiiii e 324, 325
Estoppel
Abandonment..........cccovceeeviie e 711.03(c)
Collateral.......ouvveeieeeeieie s 2012.01
In ex parte reexamination...............ccccvveeennne 2259
In inter partes reexamination....................... 2659
Defensive publications..........c.ccccceieiniinnnen. 711.06
Different inventive entities and commonly owned
apPlicationS........occveviiiiieii e 804.03
INterferenCe.......ccoeeeeviviiiiiiieeeieees 715, 2138.01
Reasons for allowance..........cccccccceeeeeenennnnn. 1302.14
Reissue proceedings........cccevevvveiiieeinneeenns 2012.01
Terminal disclaimer........cc.ccccoevveiennnen. 804, 804.02

European Community Design treaty (See also: Treaties)
European Patent Convention (See also: _Treaties)

European Patent Office (EPO)..... 120, 609, 901.05,
901.07, 1801, 1840, 1840.01, 1850, 1860, 1865,

property interest in patent...........c.cccevviieiniieenneen. 309
Enablement.........ccccoeviiiiieeiiiieee 706.03(c), 2164
Burden on the examiner..............occceeeeeennee 2164.04
Commensurate in scope with claims........... 2164.08
Critical feature not claimed.................. 2164.08(c)
Inoperative subject matter................... 2164.08(b)
Single means claim..........ccccoocevevnnenn. 2164.08(a)
Compared to Utility........cccevvveeriiiiiieeiien, 2164.07
Design patent application........... 1503.02, 1504.04
Duty or disclosure of information relevant to...............
2001.04
Evidence Of........cccoocveiiiiicnc e 2164.05
Examples of enablement issues.............. 2164.06 to
2164.06(c)
Form paragraphs used to reject................ 706.03(c)
Reduction to practice..........cccccvevvveeineeeennne 2164.02
Relationship of predictability........................ 2164.03
Specification must be enabling
As of the filing date..........c..coeevvevrennnns 2164.05(a)
To persons of ordinary skill................. 2164.05(b)
Test of enablement............ccocoeeiieeiiinns 2164.01
35 U.S.C. 112(f) or pre-AlA 35 U.S.C. 112, sixth
paragraph limitations............ccccceeeeeunne 2181, 2185
Energy, Department of...................... 115, 706.03(b)

Energy, related applications, special status...... 708.02
English language faulty, new specification.... 608.01(q)

English language required................. 302.02, 608.01
Enrollment and Discipline, Office of (See also: _Office
of Enrollment and Discipline)

Entity, micro, claiming status as (See also: Micro entity
status)
Entity, small, claiming status as (See also: _Small entity
status)

Entry of amendment (See also: Amendment) . 714.18

Environmental Quality Program........................ 708.02
Equity (civil action)
Under 35 U.S.C. 145.......ccccevernnene 1216, 1216.02
Under 35 U.S.C. 146.......ccccerviiiieeniiiiieseeene 1216
Equivalents in art............. 904.01(b), 2144, 2144.06
Erasable (specially coated) paper.................... 608.01
Erasure in specification, before execution........ 608.01
Errors (See also: Correction _of _ patent)
Correction of patents.........ccccceevceeeiiieennieeenne 1400
Deceptive intent............. 1401, 1412.02, 1412.03,

1412.04, 1414, 1414.02, 1414.03, 1444, 1448,
1451, 1457, 1481.02, 1490, 2022.05

2422.04

As a PCT Chapter | international searching authority.
1840.01

Evidence, of public use or on sale.............. 2133.03 to
2133.03(b), 2152.02(c), 2152.02(d)
Evidence submitted with protest..................... 1901.02
Examination guidelines for AIA 35 U.S.C. 102 and
0 1 TS 2150
Examination guidelines for applying reference under
pre-AlA 35 U.S.C. 102(E)......cccvveeevveernnnnn. 706.02(f)(1)
Examination of application.............ccccceeeevviinennenn. 700
Accelerated Examination................cccceeee... 708.02(a)
Confidentiality during.........ccocccveeriieeiiiiieneeee 101
Deferral of 709, _1002.02(d)
Order Of...ccooviiiiiieiiiiiee e 708 to _708.03
Piecemeal........cccocceeieiiiii e, 707.07(q)
PUIMPOSE. ...ttt 701
REISSUE......eveeeiieeeiiie e 1440, 1443, 1445
Secrecy order application 130
Statutory authority.........c.ocevvveeiiiiiiieec e, 701
SUSPENSION Of ... 709
Examiner
ACHION. ..ttt 707
ACtion COUNted..........eeviiiiiiiiiie e 1705
AffIdAVIL. .o 2144.03

Assignment of application for examination.................
903.08(b)
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Examiner — Examiner’s letter

Sec. No. Sec. No.
Assignment of ex-parte reexamination............ 2236 Extension of time required for................... 706.07(f)
Assignment of inter partes reexamination....... 2636 Formal matters............occceveeennns 1302.01, 1302.04
ASSIStaNT. ....eeeiice 707.01, 707.02 IFW applications.........ccccovvveeiiiieniiee i 1302.04
Citing prior art in an issued patent inappropriate........ Informalities corrected..........ccccooveeeiiirennnee. 1302.04
2203 Non-compliant amendment, treatment of.......... 714,
Classification (See also: Classification examiner) ..... 1302.04
903 NO NEW MALLET.......cvevivereeeeerceeeeeereeeeeeeeeeenns 608.01(0)
DiSPOSAIS.....ccoiiiiiiiiie i 1705 Plant patent application practice....................... 1610
Duty of candor and good faith to.................. 2001.03 Reexamination
Employee number..... 711.04(b). 901.01(a). 905.05 EX PAME oo 2281, 2287
Expressing opinion of validity............cccccceenee. 1701 Inter-partes
Name.......coovviieiiieiiieeen 502, 707.09, 1302.13 Canceling rejected claims........... 2671, 2687
New action indicated by primary.................... 707.01 Correcting formal matters...... 2687, 2687.01
Previous  action by  another  examiner In merged reissue/reexamination...... 2686.03
Allowed Claims.........ccoceeiiiieiiiiieiieee e _706.04 Not permitted if approval required..... 2687.01
INEEIVIEW. ...eoiiiiiiiiiie e 713.01 To the Title............ 2660.02, 2686.03, 2687
Search.....coiii 704.10 Reference citation corrected..................... 707.05(g)
Primary Title of apPliCAtioN. ...........cooveeeeeeeeeeereeeens 606.01
Actions requiring personal attention......... _707.01, Examiner's Answer
714.16 715.08 1004 Appeal conference not held............. 1003, 1207.01
Name on file WIapper............................. 1302.13 Counted as a disposal........cccccoeiuiieeiiiiiiiineenn. 1705
Pursuit of bounties prohibited.......................... 1701 New ground of rejection.............cc.cocrueen... 1207.03
Reasons for allowance..................cooneeens 1302.14 New interpretation of [aw.............cocovvee.... 1207.02
Resigns, old cases special........................... 08.03 TC Director’s attention required.................... 1003
Suggestion of allowable claims.................. _707.07(j)) Reexamination
Supervisory (See also:_Supervisory patent examiner) EX PArte .oocviiiiccieeeeeeeec e 2275
Telephoning attorney................c........ 408, 1302.14 INEEI-PAIES ..o, 2677
Testimony as patent expert......................... 1701.01 Reply brief.......ccie e 1208
Time and Activity RepOrt.................... 1704, 1705 SPECIAl SEALUS. ... 708.01
Time reporting for ex parte reexamination....... 2238 Examiner’s letter (See also: Action) ..................... 707
Time reporting for inter partes reexamination... 2638 AbandonmeNt..........ccoocvevieiiieniene e 711.02
Treatment Of Protest............ovoviviiiniien -1901.06 AdVISOrY action............ccovevevveeen.. 706.07(f), 714.13
E;(gg“ner docket, time, and activity recording..... 1704, Amendment after final rejection..................... 714.13
. . . . Arguments answered..........cccceeevcviereennnns _707.07(f)
S e o i Crelbonot ol ... 2101, 5212
............................................................................... 707 Glaim allowable except a5 10 form....... 707.07(a).
Examiner's amendment -1302.04 Claim SUMMArY......cccceeviiiiriiieiee e 707.07(i)
Abstract changed by............... 1302.01. Complete and clear............ccceeevveeeciieecnnenen. 707.07
1302.04 ) -
BY NIHAIING. .o 1302.04 COPpies Of IEfereNnCes..........ccoovvrrrsssssssen 107.05(a)
Claim, antecedent basis in description...... 608.01(0) Copy t? appllca.mt """""""""""""""""""""""""" L0212
Claim lost in interference...........ccccoovviienennnen. 2308 Correctfon, per!od_for reply......... £07.05(g).. 710.06
Claim, numbers identifying..... 1302.01. 1302.04(q) Correction of citation............ccccceeeeenueneeen. _707.05(9)
Claims, nonelected invention, canceled........ 821.01 Date SAMPE.......oovvvveveineee s 107.11
821.02 Decisions, Cited...........cccceevieiiiiiiiiic 707.06
Defensive publication...........c.ccccoeviiiiinninins 711.06 Election of species required, concluding paragraph....
Deposit account charge 1302.04, 1730 M@ ]
Drawing Correction................... 608.02(w). 1302.04 Examiner signature at end of letter................ 707.09
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Examiner’s letter — Expiration date of patent

Sec. No. Sec. No.
Examiner's amendments........... 706.07(f), 1302.04 Excess number of claims for fee, after notice of
File Wrapper entry.............coooovvvcoe. 707.10. 719.01 AlloWwaNCe.........ooceeeeiiiiee e 714.16(c)
Final rejection, clearly stated........................ 706.07 Excess number of claims over number of claims
Final rejection, concluding statement............ 706.07 Ere\?oduscljy Ft)tald 0T t """""" 12:;4'05(2?' 771134'0150
Final rejection, patentability report............ 705.01(a) 71(2_296 atiorney or agent.......... * ' =
ngr%azl Matters..... 707.07(a). 707.07(e). 707.07(). Execution of oath.........ccccoeeiveiiiiiiiiinie s 602.08(b)
Informal application...........ccccooeveeeiiieeinieeens 702.01 ET\TSUQZ; Order
Initialed by eXaminer..........ccccceeveeiieeseesnens 707.08 No. 0a2d 00 30206 -
Language in rejecting.......cccoceevveeiveeninene 707.07(d) ’
MRIING. e eceereeeeese e 707.12 Eg 11%(;95% """"""""""""""""""""""""""""""""
Memorandum Cited..........ccevveervreerireirieerinene 707.06 T T T
New drawing required.............c..cccevveernneen. 608.02(b) NO. 12,598 vvsssvrrssvvrsss v
New examiner, primary examiner indicates.... 707.01 No. 13’292"""'_"] """"""""""""""""""""""
Notices Cited..........cccceciviriiiiiiiiieieeee e, 707.06 Executor or administrator 409.01(b)
Numbering of paragraphs.............cccceenu... 707.07(k) :g?)\ﬁlj:t?:na;: :f?:redlscharge """""""""" 4(*);18281 E
S ores  Assioned appicaton, nientr des....... 40901()
Outstanding requirements............cccccueeennee 707.07(e) Authority........ Smmmmmmmmm—eee e 409.01(h)
Personal matter excluded................cceeene. 707.07(d) Con§ular COrUfICALE. o vvsvvsvveo -409.01(b). 410
Piecemeal prosecution.............cccccceevvenne. 707.07(q) Ec;ri(relgn country.........A.l.(.).é..(.).i """ 40901(a) 4(428281(;
Power of attorney invalid or lacking.................... 402 T e - ’ ' :
Preliminary amendment in new case................. 709, Intgryentlon not_requ|red... """""""""""""
714.01(e) Joint inventors, inventor dies
Primary examiner's attention required, list........ 1004 EXNIDIt. ...
References, citation.. 707.05to 707.05(q), 901.04, Exhibit, Affidavit under 37 CFR 1.131............. 715.07,
901.05(a) 715.07(d)
Refusing entry of amendment after Board decision.... Exhibit at interview..............c.oo oo 713.08
1214.07 Exhibit, handling.........ccccooieiiiiiieeeee 608.03(a)
Rejection of claim corresponding to claim of patent.... EX parte questions.........c.cccoecvvveeeeeiiiiiee e 713.06
2302 Expedited Right of Appeal Notice....... 2671, 2673.02
Remailing........cocooeviieeiiiiiciiiee 707.13, 710.06 Experimental use (See also: Public use) ..... 2133.03,
Requirement for information....... 704.10, 706.02(c) 2133.03(e). 2152.02(c). 2152.02(d)
Restriction requirement...............c.c.co....... 803, 817 Commercial exploitation................... 2133.03(e)(1).
REIUME. ..o eeesseeeeeeeene 707.13 2152.02(c).. -2152.02(d)
Reviewed by eXamiNer..........cocoveevevrvvenne. 707.08 Completeness of the invention............ -2133.03(€)(3)
Shortened time for reply.........ccocceiiiiieen. 710.02 Factors indicative of... 2133.03(e)(4). 2133.03(e)(5)
SigGNatUre. .ovvveereree. 707.09, 707.10, 1302.13 INtent 10 eXperiment...............c........ 2133.03(e)(2)
Statement of rejection............covevvevereen... 707.07(d) Reduction t0 practice......................... -2133.03(€)(3)
Status letter reply......cccoeeeiiiiiiieeee e, 203.08 Testing by third party.. 2133.03(e)(5).. 2133.03(e)(7)
Statutory basis..........c.ccoovevrverversrsrennens 707.07(d) Testing, developmental....................... -2133.03(e)(6)
SUMMAIY...ecveieieiieeie et 707.07(i) When experimental use ends............. -2133.03(e)(3)
Supplemental . 710.06 EXpert testimony..........coccevvveeriiee e 1504.03
Undelivered........couvvvveieeeeiiiiiiiieeeeeeeeeececeeee, 707.13 Expiration date of patent (See also: _Term. Patent)
Examiner's search facilities, use regulations......... 510 ';‘%%Stmem under 35 US.C. 154......... 2710. 2720
Example, COMMENIS ON.....o...covsvvsvvco 107.07( %gn ............................................. 1502.01, 1505
Example, Operative..........c.......... 608.01(p). 2164.02 ) e
Example, Prophetic, simulated or predicted.. 608.01(p) Eﬁﬁssmn under 35 U.S.C. 186......... M%
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Expiration date of patent — Fee

Sec. No. Sec. No.
UIIEY ..o 2701 Prohibited types of correspondence.............. 502.01
Export control of patent applications 120 Reexamination
Exposure of papers during interviews..... 101, 713.07 EX Parte ..o 2224
Expounding patent law...........ccccoeviiveniinennnnenn. 713.02 INtEr PArteS ..oovveeeeeie e 2624
Express abandonment...................ccuueee. 711, 711.01 Secrecy order application, not permitted........... 120,
To avoid publication of application..... 711.01, 1125 502.01
Express Mail service (See also: _Priority Express Mail Supplemental examination..............c.oceieenes 2806
service) Federal Circuit (See also: _Court of Appeals for the
Expunge information in application file............ 724.05 Federal Circuit (CAEC))
724.06, 1002.02(b), _1002.02(c), _1002.02(c)(4), Federal holiday
2267 2269 Abandonment date............c.cccevvevrerrenenan. 711.03(c)
Extension of shortened reply period............ _710.02(e) Appeal brief.........cccoiiinien 1205.01, 2274
Extension of time... 706.07(f). 710.02(e). _1002.02(c) CiVil ACHON..-veeeeeriieee e 1216
For filing brief.......... 1203, 1205.01. 1206. 1208, Continuity between applications................ 211.01(b)
1215.04 Effect on Mail Express Service...........ccccovcueeennee. 513
For filing continuing application................. -201.06(c) Effect on reference...........ccccceoiiiiiennis 706.02(a)
General fee authorization.............c.ccccvve.s 710.02(e) Filing date........ 502. 502.01. 502.05. 505. 512.
Reexamination 513
EXparte ..o, 1002.02(c). 2265 Foreign application copendency........................ 213
Inter partes .......... 1002.02(c)(4). 2648, 2665, FOreign patent............oocoeveeeeeeeeenn. 2135, 2135.01
2672, 2682 Maintenance fees.........ccoeeeeeeieeeriivinnnnn. 2504, 2506
REQUESL.......ecvecieeiecieecieeis 710.02(e), _1002.02(c) PapPErs NOt rECEIVED. .........ovveeeerrveresrreenns 502, 503
Extension, patent term (See also: _Term. Patent) Period for reply ending on.................... 505, 710.05
Extraordinary situations Prior art effective date...............ccocoorune... 706.02(a)
Abandonment, revival...................coooeee 711.03(c) Provisional application copendency............... 201.04
DEferming ISSUe............ooovivvvviiiinniniii, 1306.01 PTO business hours..........ccccoeeviiieiiee i 510
INTErVIEW after ISSUE........ooovvviiriinininns 713.10 ReplY PEO.......c.veeeeeeeeeeeereeeeeeeeeeereeen 710.05
Reexamination, ex parte........ 2227, 2265, 2274, Statutory bar............ 2133, 2152.02, 2153.01to
2283 2153.02
Reply period reset.........ccoooovvvvvviiiniininicinns 710.06 Statutory period..........oocceeeeeiiiiieieen e, 710.01(a)
SUSPENSION Of FUIES...cvvvvveii 1002 Unscheduled cloSINGS..........c.covevereererernene. 213.03
TIMe 10 file....oooiiiiiiis 1205.01 Federal license MghtS.........cooveeveeveeeeeeereneeeeeen, 310
Withdrawal from iSSUe..........cccoeeeviiieiinieennne 711.01 Federal Rules of Civil Procedure
Rule 8(D) Cited........covveiiiieriieiie e 410
Rule 11(b)
Cited..ceviiiieee e 402.03, 410
Reproduced..........cccceveeeiiiiiiiee e 410
Fee (See also: Refunds)
F AAAIESS. .. 2540
o o APPEAL......ciiii 1204
Facsmﬂe transmission Appeal forwarding fee.........ccccceeeiiiiieieeninns 1208.01
Assignment documents.................. 302.09, 502.01 Assignment recording...........ceeeeviiveeeeenininenn. 302.06
Central NUMber.........cccovvieriiieiiiene 502, 502.01 Credit card payment of ................... 500, 706.07(f)
COrresSPONAENCE........occvveireiirienienre e 502.01 Current amounts available on USPTO Web site.........
Declaration or oath...........ccccccoeviiiiiiininnn. 502.01 509, 1730
PCT international application.......... 1805, 1834.01 DOCUMEN SIZE......vveveneirrereeseeeeeeeeseneens 2810.01
186.5 -1893.01(a)(1) Electronic copy of sequence listing................... 2435
Maintenance fees.........cccovvviiiieeniienecneene, 2510 Examiner's amendment. ... 706.07(f
Permitted types of correspondence............... -202.01 Extensions of time...........coccooeiiiiiiinens 706.07(f)
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Fee — Filing fee

Sec. No.
FiliNG...eeeeieiee e 509, 607
Claims in excess Of........cccceiiiiieiieiiiiiiiee e 607
Dependent claims..........ccccveviieeinineens 608.01(n)
Deposit aCCOUNL.......ccccveeiiiieeiiiee e 509.01
Inadequate.........cccooveeiieii i 509
International application....... 1805, 1810, 1827
Basic national fee for national stage entry........
502.01, 502.05, 509.03, 512, 1834.01,
1893.01(a), 1893.01(a)(1). 1893.01(c),
1893.02
Micro entity Status..........oocceeeeeeiiiiiieneennn. 509.04
NON-ElECIIONIC......cceeeieeeeveieee e, 607
Nonprovisional application.................... 601.01(a)
Provisional application...............ccc....... 601.01(b)
Reduction for micro entities....................... 509.04
Reduction for small entities..............c....... 509.02
Reexamination
EX parte ..o 2215
REISSUE. ...ttt 1415
Return Postcard Receipt................. 503, 607.02
Small entity.......coccveriiiiiiie e 509.03
Issue (See also: Issue fee)
Maintenance (See also: Maintenance fees)
Payment.. ..o 509
by EFS-Web........cooooiiiiii e 502.05
Petition to revive..........ccceeeeieiiiiee e, 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306,
1306.03
Reduction for micro entities..........c.ccceeerneenn. 509.04
Reduction for small entities..............c.occueeeee.. 509.02
Supplemental examination.......................... 2810.01
Field of search......... 904, 904.02, 904.02(a), 1701
Notation in file........ccoovieiiii, 719.05, 904
Field of search, notation by examiner......... 705.01(a)
719.05, 904 904.02(a)
Figures (See also: Drawings)
File Information Unit (Record Room).......... 102, 103,
711.03(d), 711.06 1730
File wrapper/history (See also: _Image File Wrapper
IEW)) oottt 719
Action entered........cccoeveeeiiiee e 707.10
Allowed case data entered..............c.cc...... 1302.09
Amendment endorsed...........ccccceeeeiiiiiieneenn. 710.05
Assignment endorsement...........cccceeeeeiiiiveneeenn. 303
Civil action dispoSsition............cccceeeevivieeeenn. 1216.02
Classification data..........ccccceeeiiivieieeeiiiiieenn.
Classification history
CompIetenesSs.......ccoovviiiiiiieieiieee e .
Continuation, Former  Rule 1.62 (FWC)
Rev. 08.2017, January 2018

Sec. No.

Public access......cvvvveveiiii, 103
RESHHCHON. ..o, 819
Data entered on..........ccccccvvvvvinnnns 710.05, 1302.09
Field of search............ccoooovciiiiiiiiiieeeeee e, 719.05
Field of search, patentability report........... 705.01(a)

Foreign application cross-noting.... 202, 1893.03(c),
1895.01

Foreign filing date entered on....... 719.06, 1302.06
Index of ClaiMmS........coccviiiiiiiiii e 719.04
Licensing and Review stamp................... 140
Notes to application of another party 101
PaPErsS iN....ccveiiriiee e 719.01
Parent application notation on........... 202, 1302.09
Printout of search history...........cccccovieen. 719.05
Relation of application noted on
Residence changed............ccccovviiiniiieinieenns
Return of paper entered on...............cccoueee.
“Searched” box entries..........ccceevveriiveenneenn.
“Searched notes” box entries............cccceeeenne.
Signing by primary examiner.......................
Statutory period ends on nonworking day..... 710.05
Files RepOSItOry.......cccovvveeinieeiniiie e 711.04(b)
Filing date............ 201.06(c), 502, 503, 505, 506,
506.02
Continued prosecution application (CPA)... 201.06(d)
Effective, prior application.............. 211.02, 706.02
2133.01 2152.01 2154.01(b)
EFS-WeDb.....ooiiiiiiie e 502.05
Foreign application, Convention date (See also:
Foreign application) ..........ccceevevveernieeenienennns 214.03
International application............ccccccoovcvveeeeeinns 1810
Later filed application as disclosure.......... 608.01(p)
Patent Cooperation Treaty (PCT).......ccccceevveenee 1810
Petition......... 506.02, 513, 601.01(b), 601.01(c),
601.01(f). 1601.01(g)
Priority Express Mailing date............... 506.02, 513
Refusal to accord..........ccccceeviieeiiiiiiniicenee, 506.02
Review of refusal to accord..............ccceeueenne. 506.02
Subsequent publication as disclosure....... 608.01(p)
Filing date of reexamination request
EX parte .....ocoooviviiviiiiiiiiiiieiecenee e 2214, 2215
Filing date of request for supplemental examination.....
2812.01
Filing fee (See also: Fee) Refunds) .................... 607
Continued prosecution application (CPA)... 201.06(d)
Deposit aCCOUNL.........ccviiiiiiiiie e 509.01
INAEQUALE.........eeeeiiiieeciee e 509
Reduction for micro entity.............ccccvvveeeiinns 509.04
Reduction for small entities..............coccuveeeennn. 509.02
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Filing fee — Flowchart for

Sec. No.
Reexamination
EX PArte ..o 2215
Reissue application..........cccccoeevivieiiieneniieens 1415
Return.........cccoooi i, 503, 607.02

Filing receipt (See also: _Postcard, self-addressed) .....
503

Final action (See also: Final _rejection)
Final Board decision in inter partes reexamination.......
2681 2682
Final data capture...........ccooooeieiiiniiiiieeieee 1309
Final rejection.........cccvveiieeiiiii e 706.07
Amendment after............coceveeeenen, 714.12, 714.13
Amendment after, entered in part.................. 714.20
First action.......cccccceeeivciiiieeee e 706.07(b)
INEEIVIEW.......iiiiiei e 713.09
Leter e 706.07
Patentability report..........cccccocveeiiiiinneen. 705.01(a)
Petition to vacate...........cccoceerviiieennnene, 1002.02(c)
Premature........cccoovvieiiiiiieie 706.07(c)
Premature, Withdrawal of..................ee..... 706.07(d)
Primary examiner’s attention required.............. 1004

Request for continued examination (RCE).................

706.07(h)

Reexamination, ex parte .........ccccceeevvivvveeennnns 2271
Reexamination, inter partes (See also: Action: Closing

Sec. No.

Showing prior disclosure of subject matter by

INVENLOr......ceeiveeiiieciee i, 717.01(b), 2155.02
Showing disclosure was subject matter obtained
from inventor.................... 717.01(b)(2), 2155.03
When available......................... 717.01, 2155.06
When not required.........c.ccooecveeiieiiiiinnenn. 717.01
When unavailable..................... 717.01, 2155.06
Who may file........cccoeeeveennnns 717.01(c), 2155.05
Determining whether application is subject to first
inventor to file provisions

Applications filed before March 16, 2013...............
2159.01
Applications filed on or after March 16, 2013.........
2159.02
Applications subject to both pre-AlA 35 U.S.C.
102(g) and AIA 35 U.S.C. 102 and 103.... 2159.03

Transition application...........ccccocveeeiineene 2159.04
Effective filing date of claimed invention...... 2152.01
Improper naming of inventors.............cccccccueee.. 2157
Joint research agreements..........cccccceevvcvvnnnnn. 2156
Prior art

Under AIA 35 U.S.C. 102(a)(1)............ 2152.02 to

2152.04

Under AIA 35 U.S.C. 102(a)(2)........ccervre-. 2154 to

2154.01(c)

Under AIA 35 U.S.C. 102(d)................ 2154.01(b)

Under AIA 35 U.S.C. 103......ccccevvienirrieenen 2158

Prior art exceptions under AIA 35 U.S.C. 102..... 717
to 717.02(d), 2153, 2154.02 to 2154.02(c), 2156

Commonly owned or under obligation of

assignment......... 717to 717.02(d), 2154.02(c)
Grace period inventor or inventor-originated
disclosure................ 717to 717.01(f), 2153.01,
2153.02 2154.02 to 2154.02(b)
Joint Research Agreements..........ccccceevueee 2156
OVEIVIEW. ..ottt 2151
First Office action form..........cccccceiiiniiiniie. 707

First action on the merits (FAOM) (See also: _Letter,

Examiner’s)
Five year pendency..........ccccceeeeennene. 707.02, 708.01
Flowchart for

Effective date under pre-AlA 35 U.S.C. 102(e)...........
706.02(f)(1)

Prosecution in _inter partes reexamination)
Secrecy order application...........cccccoeecieeeeiniine 130
SPECIAL ...ttt 708.01
Time for reply...ccceiviiiieeieeceee e, 706.07(f)
Transitional procedure.............cccceeeeiinnnee. 706.07(q)
When proper........... 706.07, 706.07(a), 706.07(b)
Withdrawal...........coooveviiniinicieceeee, 706.07(e)
Withdrawal, Primary examiner’s attention........ 1004
1005
Withdrawal of premature..............ccceovunee. 706.07(d)
First action final rejection...............cccecvveee... 706.07(b)
Inan RCE........ccocvvivieniinnnns 706.07(b). _706.07(h)
First inventor to file provisions of the Leahy Smith
America Invents Act (AIA)
Affidavits or declarations under 37 CFR 1.130...........
717.01to 717.01(f) 2155
Claiming same invention....................... 717.01(d)
Enablement.........ccccoeiiiiiine e 2155.04
Evaluation of............ 717.01(a)(1), 717.01(b)(1),
717.01(e)
Formal requirements...........ccocceeeeennnns 717.01(c)

Showing disclosure was made by inventor.............

717.01(a). 2155.01

Index-35

Examination of computer-related inventions..... 2106

Reexamination provisions, ex parte ................ 2201
Reexamination provisions, inter partes ...... 2601.01
Reformed PCT System.........ccocveeeeiiiiieeeeeeiins 1842
Supplemental examination............cccccoocvveeeenn. 2801
Transitional after-final procedures (37 CFR
1.129(8))ccuveernreerireeiee e 706.07(g)

Rev. 08.2017, January 2018



MANUAL OF PATENT EXAMINING PROCEDURE

Flowchart for — Foreign priority

Sec. No.

Treatment of applications having conflicting claims.....
804

FIoW Sheet........uviiiii e 608.02
FOIA (See also: _Freedom of Information Act (FOIA))
FONt, tYPe....ooveeveeveeiecieevciecieeenna 608.01, 1504.01(a)
Foreclosure (See also: Assignment: Security interests)
Foreign application (See also: International application)

PAXS3'0) (o] =1 o SO 706.02, 2127
Certificate of correction to perfect priority..... 216.01
1402 1481 1481.03
Certified copy to avoid reference....................... 213,
706.02(b)(1) 706.02(b)(2)
Certified copy not filed..........cccocoeeennienns 214.03(VI)
Cross-noting on file wrapper/history................... 202
Date entitled t0..........ooovvvviiiieeiee e 213
Design patents..........cccceeveeeninen. 1504.02, 1504.10
Determination of priority............ccccceeueeeee. 213, 216
DISCIOSUIE.....cevvveiee e 216
Duty of disclosure of information cited..... 2001.06(a)
English language translation for benefit of date..........

213, 213.06, 216, _706.02(b)(1), _706.02(b)(2)
Ex parte reexamination to perfect priority.... 2258.02

Filed more than a year before U.S. application... 213
214.03

First. e

Great Britain

Identification

Incorporation by reference in U.S. application..... 217
Inter partes reexamination to perfect priority.... 2658
License to file.......ccuueeiviiieieiiiieees 140, _706.03(s)
Listed on oath/declaration.................... 213.02, 214
No claim for priority........cccceeeeviiieriee e, 214.02
No reference made in declaration.................. 214.03
Notice to Office after nonpublication request..... 1124
Noting earliest date in file history/wrapper.......... 202
Ordering COPIES......ccceviuvieeieeiiiiieiee e 901.05(c)
Overcoming reference which is................ 216, 715
Prior art cited in related.......................... 2001.06(a)
PO ... 213
Papers not filed.........c.ccoceeeiiieciiiecc e, 214.03

Petition for unintentionally delayed claim for priority....
214.02, 215.02, 1002.02(b), 1402, 1417,

1481.03, 2258.02, 2658
Priority document in parent application........ 214.03
215

Reissue application claiming foreign priority..... 1402
1417

Ribboned..........ccooiiiiiiiiie 608.01
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Sec. No.
Same INVENTION. ........oocveiiieiiiiieee e 213
SAL .. 602
Statutory bar........ccccvevieiiieene 706.02(e), 2135.01
Time limits to submission..................... 213.06, 214
Certificate of correction...........cccccoeeveueneeee. 216.01
REISSUE......vveeeeiieieeiiieiiiiinn, 214, 215, 216.01
Translation required.... 213, 213.04, 213.06, 214,
215.03, 216, 217
Foreign countries recognized for priority.......... 213.01
Foreign executed oath............cccceveeiiiiiiieeennnns 602.04
Foreign filing, Proving priority... 213.02, 214, 706.02
Foreign filing date
Entitled t0.......ooveeeeeee e, 216
On file wrapper/history........ccccooceeeiiiieinieeenneennn 202
Foreign filing license...........ccccooiiiininnenn. 115, 140
FOr PCT oot 115, 1832
Foreign language
Application.........c.cccceeeiecieinnnne. 608.01, 609.04(a)
Oath or declaration............cccoecvveieeiiiciiieeennn 602.06
Foreign patent
Art colleCtion..........ueeiieiiiiec e 901.07
Citation.......ccceeveeeeviiee s 707.05(e), 901.05(a)
Citation dates and information.................. 901.05(a),
901.05(b), 1851
Classification...........cccveeeeeeiiiieeeeennins
COUNLIY COUBS....ciiiiiiiiiieriiie et
Database search
Document citation, in PCT........coooeviiviieeiiiieees 1851
DUPIICALES. ... .eeeeiiiiie e 903.03
Effective date.........ccoceeviiiviieiiieeeee 901.05(b)
Family of (INPADOQC)........cccccveviieeeiineenns 901.06(a)
In prior art statement 609, 609.01
Individual country overview................cccuuo..... 901.05
JOUrNAlS. ... 901.06(a)
LaW OVEIVIEW.....cceeeeieeee i 901.05
Library....cccccoeeiei 901.06(a)
Listing at allowance...........cccccoviiieieeiinnnnnn. 1302.12
OPPOSItIONS.....oviiiieeeiiie e 901.05
Ordering COPIES......ucveeeieiiiieeeeeeiiieeeee e 901.05(c)
Print of, where obtained...............c.ccccceon.... 901.05(c)
Reference........coccveveeiiiiiieiieeens 706.02, 901.05
TranSTer....cooviiie 903.05
Translation of...........ccccceevevieennens 706.02, 901.05(d)
Unlicensed, same applicant...................... 706.03(s)
Foreign priority (See also: Foreign application) .... 210
to 217
Design patent applications............... 213, 1504.02
1504.10



INDEX

Foreign priority — Form letters and forms

Sec. No. Sec. No.

U.S. effective filing date computed................ 213.01 DD FOrM 441....ccooiiiiiiiiiiiiiee e 120

706.02,  2136.03,  2154.01(a). _2154.01(b) Death of Attorney, Application ready for allowance.....

Formal matter 406

Allowance and issue... 1302.01, 1302.02, 1302.04 Declaration for Plant Patent Application PTO/AIA/09..
Amendment of application in issue................ 714.16 1604

Claim allowable except for................ 706, 707.07()) Declaration for Reissue Application by the Assignee

PTO/AIA/OB. ....ccoeveeeieeeeeeeeeeeee e 1414.01

Review of action inVoIVINg..........cccccvivviiiiiiee i

Right of benefit to prior domestic application..... 210 Declaration for Reissue Application by the Assignee
211 1405 1481.03 PTOISB/52.....cooeeeeeeeeeeeeeeeeeeiiee e 1414.02

Declaration for Reissue Application by the Inventor

Right of priority to prior foreign application........ 210

213 to 217, 1402, 1417, 1481.03 PTO/AIA/OS. ..o 1414.01
Specification format.............c.coccocvvevrverennnns, 608.01 Declaration for Reissue Application by the Inventor
When taken up.... 707.07(a). 707.07(e). 707.07(i). PTO/AIA/Sl ........... R s 11.114._02
714.02 Declaration for Utility or Design Patent Application
Former employee restrictions....................... 1702 PTO/SB/_Ol ............ o s 60?.01_(b)
Form letters and forms Declaration for Utility or Design Patent Application
PTO/SBIOLA. ...t 602.01(b)
Abgndonmgnt................: """""""""""""" £11.04(c EFS-Web.....cooiiii 502.05
g‘gggn Closing Prosecution PTOL-2065..... 2671.02 Election of species.........cccccveiiiiieeieeniine 809.02(a
o . Examiner Checklist — Reexamination PTOL-1516......
23v!sory A(:AtlonE ....... 706}.?07(f), 714:13 2087, 2095, 2296, 2687, 2696
visory Action - X-parte eexamination L : _
PTOL-467 ... 2950, 2265. 2266.01. 2266.02. Examfner’s action PTOL-326.........cccccoevuvvieeenns 707
2266.03 2272 2206 EXaminer's anSWer...........ccoouvviiiiiiiiiciiiiiiineeees 1207
Allowability 1302.03 Examiner’s Biweekly Time Worksheet PTO-690E......
.......... . 5
Amendment received after allowance....... 608.02(2) 2638 o
714.16(d) 714.16(e) Fee Address Indication PTO/SB/A7
Amendment after Board decision, refused entry........ (011 Yo [ SST 2540, 2595
1214.07 Reproduced...........cccoooiiiiiiiiiiiee 2595
Amendment not fully responsive................... 714.03 Final rejection..........cccccevvveeiiiiiiiec e 706.07
Amendment unsigned............c..ccccovueuernne. 714.01(a) For Design Applications Only: Continued Prosecution
Certification of Micro Entity Status (Gross Income Application (CPA) Request Transmittal PTO/SB/29.....
Basis) PTO/SB/15A .................ooovrrrrsrrrre. 509.04(a) 201.06(d o _ o
Certification of Micro Entity Status (Institution of Higher For De§|gn Applications Only: Receipt For Facsimile
Education BasiS) .........coccvveeieiiiiiiiiiaennis 509.04(b) Transmitted CPA PTO/SB/29A................ 201.06(d
Certlflcate Of COrreCtIOn form PTO/SB/44 Or PTO 45-day Letter ....................................................... 1750
1050 ... ceeieeeieieieieee e 1480, 1485 General Office Action, Ex Parte Reexamination
Certificate under 37 CFR 3.73(b) PTO/SB/96..... 324 PTOL-466.......ccccceveiieeeiieeeeiee e .2262 2296
Certificate under 37 CFR 3.73(b) PTO/AIA/96.... 325 General(Ex-Parte)ReexamCommunicationPTOL-473
Change of Correspondence Address, Application (with SSP)....... ....................... 2250, 22.66.03, 2296
PTO/SB/122. oo 403. 2542 Incorrect citation of references, Correction.................
707.05(q)
Change of Correspondence Address, Patent ~ .
PTO/SBI123....cciiiiiiiieiee e 403, 2542 Information disclosure statement (IDS) PTO/SB/08
Cover sheet, assignment document.............. 302.07 ggg%S(a) """ 6?8565?8)9-02’60%08.533 6028;%’2'
Cover  sheet, provisional application 609.07, 609.08. 1893.03(g). 1901.03, 2001.04,
Cited.....ooeeieie s 201.04, 601 2003. 2004, 2214. 2246. 2256. 2257.
Reproduced.........coocuvieiiiiiiiiiieieeeieeee 201.04 2258.01 2287
Credit Card Payment Form PTO-2038 Reproduced........cocoeeviiiiiiiiiiiiee e 609
Cited......oocvveiiene 509, 1302.04, 1306, 2510 Interference Initial Memorandum..... 2302, 2304.02
ReProduCEU........cc.eoveeeieeeeeeeeeeee e 509 2304.04(a
D-10. it 130, 1304.01
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Form letters and forms — Form letters and forms

Sec. No.

Interfering  Subject  Matter, Secrecy order
apPliCatiONS.........vveiieiiiieiee e 2306

International application transmittal (PTO-1382)........
1830

InterPartesReexaminationCommunication(WithSSP)
PTOL-2071...ccooeiiiieiei e 2696

Inter PartesReexamination Communication (Without
SSP) PTOL-2072....cuiiiiiiieeiieeeeeee e 2696

Inter PartesReexamination Notification Re Appeal
PTOL-2067.....cccevvieiiiiaieeninens 2662, 2674, 2696

Inter PartesReexamination Transmittal PTOL-2070....
2646, 2647, 2647.02, 2670, 2677, 2696

Interview Request, Applicant Initiated PTOL-413A.....

713.01 713.04 713.05
Interview Summary, Examiner Initiated PTOL-413B...
713.04 714.13
Interview Summary PTOL-474, Reexamination.........
2281 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270

(03] (=T o IO PUR 1611

Issue Classification, Designs PTO-328........ 903.07
907

Issue Classification Form/Sheet/Slip... 903.07, 907
1302.09, 1302.10, 1302.13, 2287

DT[] (PR 903.07
Issue Fee Transmittal PTOL-85B.... 307, 308, 324,

Sec. No.

Notice of Appeal from the Examiner to the Patent Trial

and Appeal Board PTO/SB/31.........cccccovvunneeen. 1204
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273 2295 2296
Notice of Defective Paper - Inter Partes
Reexamination PTOL-2069............ 2666, 2666.01

2666.04, 2666.06, 2666.50, _2666.60, 2696
Notice of Failure to Comply with Ex  Partes
Reexamination Request Filing Requirements
PTOL-2077....ccviiieeiiieieenree e 2218, 2227
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8,1995 PTO-2011

Reproduced..........ccceeeieiiiiiiiiieeiiieeeeeee 201.06(d)
Notice of Improper CPA For Design Applications
PTO-2012 Reproduced...........cccocvvvervnenne 201.06(d)
Notice of Improper Request for Continued Examination
(RCE) PTO-2051.........cceene.. 201.06(d), _706.07(h)

Notice of Incomplete Nonprovisional Application........
506, 601.01(d), 601.01(e), 601.01(f). 601.01(q).
2731 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced......... 201.06(d)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469............... 2234, 2250
2250.01, 2256, 2262, 2266, 2273, 2274, 2283,

325, 512, 605.01, 1306.01, 1306.02, 1309,
1481.01

Maintenance Fee

PTO/SB/45

Transmittal

Reproduced

Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

Cited.....oeiiiiieiee e 1121, 1122, 1135

Reproduced..........oocvveieeiiiiiiiee e 1135
Notice of Abandonment PTOL-1432............. 711.02
711.04(c)
Notice of Abandonment under 37 CFR 1.53(f) (CPA)
For Design Applications PTO-2019........... 201.06(d)
Notice of Allowability PTOL-37... 601.01(a), 602.03,
608.02(b). _608.02(z). _609.05(b)., _710.02(e),

714.13, 812.01, 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85.....
115, 203.08, 509.03, 605.01, 710.02(e), 711.01,
711.03(c), 714.15, 714.16, 714.16(a), 714.16(d),

2285, 2287, 2287.01, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068.............. 2687, 2696
Notice of Non-Acceptance of Patent Maintenance Fee,
PTO 2142, 2531
Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140................ 2531, 2550
Notice of Non-Compliant Amendment............... 714,
714.01(e), 714.03
Notice of Non-Compliant Supplemental Examination
REQUEST.....cciiiiiiiiie e 2812.01
Notice of Non-Recordation..............cccccueeenee. 302.09
Notice of Omitted Items in a Nonprovisional Application
PTO-1669.......... 201.06(c), 601.01(d), 601.01(q),
2731, 2732
Notice of Overpayment of Patent Maintenance Fee,
PTO-211 ittt 2550
Notice of Recordation...........cccecceeevuieeinieenns 302.09
Notice of References Cited PTO-892........... 608.01,

609.02, 609.03, 609.04(a), 609.05(a), 609.05(c).

1126, 1303, 1303.03, 1304.01, 1305, 1306,

609.06, 707, _707.05(a), _707.05(c), _707.05(d).

1306.02, _1306.03. 1308.01, 1308.03, 1309,

707.05(e), 2246, 2257, 2646, 2657, 2687

1512, 2001.04, 2406, 2411, 2411.03, 2575

undelivered........ccovvveeveieiiiiieeieeieieeiee, 1303.02
Notice of allowance, Secrecy order applications
D-210..iic e 130, 1304, 1304.01

Index-38

Notice of Special Acceptance of Patent Maintenance

Fee, PTO-2143.......oeeeieeeeeieeeeeiee e 2530
Notice of Withdrawal from Issue under 37 CFR
1.313(B) e 1308
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Form letters and forms — Form letters and forms

Sec. No.

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468........ 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence
Disclosures.........cccccuveennee 2421.03, 2731, 2732
Notice To File Missing Parts of Application.................
601.01(a), 601.01(c), 602.05(b), 607, 710.02(d),

2731 2732
CPA for Design Applications PTO-2021
Reproduced..........oocveeeiiiiiiiiiieeee. 201.06(d)

Notice Requiring Inventor's Oath or Declaration,

PTOL-2306........cciiiiieeiiieiieeniecieesee i 710.02(e)

Notification of Non-Compliant Brief (use of PTOL-462

discontinued).........ccoviueeeiiiiiiniie e 1205.03

Office Action — Ex Parte Reexamination PTOL-466...

2262 2296

Office Action - Inter Partes Reexamination PTOL-2064
Cited........c...... 2647.02, 2660, 2671.01, 2696
Reproduced.........ooooueeiieiiiiiiie e 2660

Office Action Summary PTOL-326............ 608.02(h)

Order Granting/Denying Request for  Ex-parte

Reexamination PTOL-471.................... 2247, 2296
Reproduced..........ocoueieeeiiiiiiiiieeiieee 2247.01

Order Granting/Denying Request for Inter Partes

Reexamination PTOL 2063
Cited.....oovieerieee e 2646, 2647.02
Reproduced..........occveieeiiiiiiiiiieeieee 2647.01

PCT forms (See also: _Patent Cooperation Treaty

(PCT))

Petition for express abandonment to Avoid Publication

under 37 CFR 1.138(c) Reproduced................ 1135

Petition  for Revival of an  Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing
PTO/SB/64a

Cited......coovvvveein 711.03(c), 1124, 1135
Reproduced...........cccuveeeennne 711.03(c), 1135

For Application international application abandoned
Unintentionally PTO/SB/64/PCT........... 711.03(c)
For Application Abandoned Unintentionally
PTO/SBIBA.........ccveeeiiiiiiiiiceceiee 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration
(37 CFR 1.63) PTO/SB/03........ccooeiriienieenieenn 1604
Power of Attorney

For applications filed before 09/16/2012
Power of Attorney or Revocation of Power of

Attorney With a New Power of Attorney and
ChangeofCorrespondence AddressPTO/SB/81

........................................................ 402.05(b)

Index-39

Sec. No.

Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80............ 402.07

For  applications filed after  09/16/2012
Power of Attorney to Prosecute Applications
before the USPTO PTO/SB/80........ 402.02(a)
Transmittal for Power of Attorney to One or More
Registered Practitioners PTO/AIA/82 ..............
402.02(a)

Provisional application for patent Cover sheet

PTO/SB/L6.....cccviieiiiieeie et 201.04
PTO-211...eeeee e 2550
PTO-270 (BIUE SHP)...vvevveceerererieeeeereeeerena, 903.07
PTO-303....ciiiiiiieiieie et 1453
PTO-328.....oeiiiiiiiiiiieeeeeeeeeee e 903.07
PTO-447A........... 903.08(a), 903.08(d), 903.08(e)
PTO-690E........ccotiiiiiiineeesiee e 903.03, 2638
PTO-850

Cited.. 1002.02(d), 2302, 2304.02, 2304.04(a)

Reproduced.........ccovvevieeeiiiiieeniiee e 2302
PTO-892

Cited........ 608.01, 609.02, 609.03, 609.04(a).
609.05(a). 609.05(c), 609.06, 707, _707.05,
707.05(a). _707.05(c). _707.05(d). _707.05(e).
707.05(g), 901.06, 1302.04, 1302.12, 1406,
1455, 1901.06, 2246, 2257, 2646, 2657,
2687

Reproduced..........ccocveeeiiciiiiiee i, 707.05(a)
PTO-1050.......cccovvviiiiieeeeens 1480, 1480.01, 1485
PTO-1382.....ccceeeeiiieeeeeeeeeeeiee e 1830, 1832
PTO-1516......ccccveiieiiianiieaieenns 2287, 2295, 2296
[ O T ) A 2287, 2295, 2296
PTO-1595......c i 302.07
PTO-2011....cciiiiiiieiieeiee e 201.06(d)
PTO-2038

(011 Yo R 509, 1302.04, 1306, 2510

Reproduced..........ccocevieiiiiiiiiiec e, 509
PTO-2051....ccoiieeeeiiie e 706.07(h)
PTO-2142.....oeeeeei et 2531
PTO-2143. ..ot 2530
PTO-2293... .o 2296
PTO-2302.....ccoeeeieie e 2818.01
PTO-2311.......... 2250.03, 2266.02, 2272, 2273,
2295, 2296
PTO-2293... .o 2296
PTO/SB/O8A and 08B.......... 608.01, 609, 609.02,

609.03, 609.04(a). 609.05(a), 609.05(b),
609.05(c), _609.06. 609.07, 609.08, _707.05(d),
1406, _1901.03. 1901.06, 2214, 2246, 2256,
2257, 2258.01, 2287, 2646, 2657, 2687

Reproduced..........ccovveeiiiiiiiiee e 609
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Form letters and forms — PTO/SB/01 Reproduced

Sec. No.

PTOL-37

Cited.......coeeuene 203.08, 601.01(a), 608.02(b),

608.02(z), _609.05(b). _707.05(g). _710.02(e),

714.13, 812.01, 1302.03, 1302.04, 1302.12,

1302.14 1455

Reproduced...........coceviiiiiiiiiiniiie e 1302.03
PTOL-85

Cited..... 203.08, 1303, 1306, 1306.02, 1308,

1308.03

Reproduced..........coocvvvvieeiiiiiieie e 1303
PTOL-85B

Cited....... 307, 308, 324, 325, 509.03, 512,

605.01, 1303, 1306, 1306.01, 1306.02, 1309,

1481.01

Reproduced..........oocvvviieeiiiiiiiice e 1303
PTOL-85C Reproduced...........ccceevvveeniineennnne 1303
PTOL-90...... 608.02, 608.02(b), 609.04(b), 707,
714.16, 1207.05, 1208, 1209, 1210
PTO-271...cciiiiiiiiieiene e 714, 714.16(d)
PTOL-303......c.ceenee. 706.07(f), 711.03(c), 714.13
PTOL-324.....ciiiiiiieeeeeeee e 714
PTOL-326

Cited.... 214.03, 215, 608.02(h), 706.07, 707,

710.02(b). 812.01

Reproduced..........oooveieiiiiiiiiiee e 707
PTOL-360......ccctiiiiiiieeniieiieenie e 1481.02
PTOL-404......cccoiiiiiiiiiiec e 1485
PTOL-413A. ..ot 713.01, 713.04
PTOL-413B....ccceiiiieiieiiienieesieee 713.04, 714.13
PTOL-461.....ccoiiiiiiiieeiit e 1215.04
PTOL-462 (discontinued)..........ccccceeevveeeennn. 1205.03
PTOL-462R (discontinued)..........cccceeevivreneennn. 2274
PTOL-465.......cccccecneenn. 2246, 2262, 2264, 2296
PTOL-466......ccccvervieiiieniecniieeniee s 2262, 2296
PTOL-467.......... 2250, 2265, 2266.01, 2266.02,
2266.03 2272, 2296
PTOL-467A.......ccccevrennee. 2266.02, 2266.03, 2296
PTOL-468.......cccevvieriiiiieeniiens 2273, 2274, 2296

PTOL-469.... 2234, 2250, 2250.01, 2256, 2262,
2273, 2274, 2283, 2285, 2287, 2288, 2296

PTOL-471D.....ccociiiiiiiieiiiie e 2247.01, 2296
PTOL-471G.....cooiiiiiiiiiiiees 2247.01, 2296
PTOL-473....c.coiiieeeiin. 2250, 2266.03, 2296
PTOL-474.....ccoiiiiiiiiiiiiii e 2281, 2296
PTOL-475.......... 2250, 2266.02, 2266.03, 2272,
2273 2295, 2296
PTOL-476..........ccvvee.. 2287, 2296, 2687, 2696
PTOL-1432.......cocciiiiiiiiiiiiee 711.02, 711.04(c)
PTOL-1516....... 2287, 2296, 2687, 2695, 2696
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Index-40

Sec. No.
PTOL-1517....... 2287, 2295, 2296, 2687, 2696
PTOL-2057....ccutiiieiiieiee st 2227
PTOL-2063
Cited....coovvviieereen, 2646, 2647.01, 2647.02
Reproduced..........ccocveeeiiiiiieiiieiiieeeee 2647.01
PTOL-2064
Cited............... 2647.02, 2660, 2671.01, 2696
Reproduced..........cccuueeeieiiiiiiiieeeieee e 2660
PTOL-2065.......ccocvieriirieeniieeieenienn 2671.02, 2696
PTOL-2066........c.c0eeneenrierireaieeninnnn 2673.02, 2696
PTOL-2067......ccceieeivieniienieens 2662, 2674, 2696
PTOL-2068........ccoeeiiiieiieiiienineeiee i 2687, 2696
PTOL-2069
Cited......... 2666, 2666.01, 2666.04, 2666.06,
2666.50 2666.60 2696
Reproduced........c.cocveivveiiviiiinieccieeee 2666.50
PTOL 2070.. 2647, 2647.02, 2664, 2670, 2677,
2686.01 2696
PTOL-2071...ccciiiiieiiieiee e 2666.06, 2696
PTOL-2072...ccciiiieiiiieiee st 2696
PTOL-2073...cctiiiiieieerireeieesee e 2674, 2696
PTOL-2077 ...cctiiiiieeieeeiie et 2227
PTOL-2079...ccuiiiiieiee ittt 2227
PTOL-2079...ccuiiiiieieeriteee et 2249
PTOL-2306.......cciuieiiiiieeniieeiee e 710.02(e)
PTOL-2311, reproduced..........ccccevvvreniinrennnne 2266.02
PTO/AIA/05
Cited....oovieiiiiieee, 1410.01, 1414, 1414.01
Reproduced.........ccovvvieieiniieeiice e 1414.01
PTO/AIA/06
Cited....ooveeieiiieee, 1410.01, 1414, 1414.01
PTO/AIA/07
Reproduced..........ccooeveeeiiiiiieee e 1414.01
Reproduced..........ccoevieiiiiiieiieiiieeee e 1414.01
PTO/AIA/14................ 402.02(a), 601.05, 601.05(a)
PTO/AIA/25. ...t 1490
PTO/AIA/25@.........ccooiiiiiiiiieiic e 1490
PTO/AIA/Z2B......ccieiiiiiiii it 1490
PTO/AIA/I26@.........ccciiiiiiiiiiii e 1490
PTO/AIA/50
Cited....coooveiieeie 1410, 1410.02, 1415, 1451
Reproduced..........ccovvveeiiiiiiieeee e 1410
PTO/AIA/BO......ccviiiieiieieeeee e 402.02(a)
PTO/AIA/81B (reproduced).......... 2222, 2622, 2805
PTO/AIA/BZ......cooviiieiiieee e 402.02(a)
PTO/AIA/BS......coiviiiieeeee e 402.06, 2223
PTO/AIA/G......coivieiiiieeii e 325, 402.02(a)
PTO/SB/01 Reproduced..........c.ccoovvveveeennns 602.01(b)



INDEX

PTO/SB/01A Reproduced — PTO/SB/01A Reproduced

Sec. No.
PTO/SB/01A Reproduced...........ccccevvveennnee. 602.01(b)
PTO/SB/O3......eeeeeeeeeee e 1604

PTO/SB/08... 608.01, 609.02, 609.03, 609.04(a),
609.05(a), 609.05(b), 609.06, 609.08, 707.05(d),

1302.12 1406
PTO/SB/O8SA
Cited........ 609, 609.03, 609.04(a), 609.05(a),

609.05(b), 609.05(c), 609.06, 609.07, 2214,
2246, 2256, 2257, 2258.01, 2287, 2646,

2657 2687

Reproduced..........oooeeieiiiiiiieieee e 609
PTO/SB/08B

Cited........ 609, 609.03, 609.04(a), 609.05(a),

609.05(b), 609.05(c), 609.06, 609.07, 2214,
2246, 2256, 2257, 2258.01, 2287, 2290,

2646, 2657, 2687

Reproduced..........oocveieiiiiiiiiieeee e 609
PTO/SB/LA....coiiiiiieeie et 601.05
PTO/SBIL5A. .....iiiiiiiieiii e 509.04(a)
PTO/SB/15B.......cciiiieeiieiieene e 509.04(b)
PTO/SBIL6...ccuiiiiiiiiieeiie e 201.04
PTO/SB/24 reproduced..........ccceevvveernieeannnen. 711.01
PTO/SB/24A

Cited.....oovieiieieiee, 711.01, 1125, 1135

Reproduced..........ccocvvveeeeiiiiieneenn, 711.01, 1135
PTO/SB/24B reproduced...........cccveveeenninnnen. 711.01
PTO/SBI25....cuiiiiiiiiiiitese e 1490
PTO/SBI26.......coiiiiiiiiiiesecee e 1490
PTO/SBI27 ..o 1504.30
PTO/SB/29

Cited.....ooieiiiei e 201.06(d), 709
PTO/SB/29A Reproduced................c........ 201.06(d)
PTO/SB/30 Reproduced...........c.cceevniveenne 706.07(h)
PTO/SBI31....cuiiiiiiiiiiiiesc e 1204
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AUthOrity tO grant..........ccceeeeeiiiiiiene e 104
Authorization..............cccceeeeeeeeeeeeniinnnn, 402, 409.03(i)
By assignee.........cccccceeevvvieneenn. 104, 106, 106.01
By excluded or suspended attorney or agent..... 105
BY INVENTOT......cviiiieieiiiiicc e 106
By liCENSEE.....ccovveieeeeeee e 106.01
Control of, By aSSIgNee.........cccccovcvveeeeeiiiiiiieaeene 106
File Information Unit (Record room)................... 103
International application............ccccceeeeviiivieeeenins 110
Patent file........cueeeiii 103
PetitioN.......eeeeieee e 103
ReCOrd roOM.......c.covviiiiiiiicec e 103
Reissue application............cccueeeeeiiiiiieneenniieeen. 103
Right Of ..o 103, 104, 106
Insufficient disclosure..... 608.01(p), 706.03(c), 2161
Insufficient reply..... 710.02(c), 711.02(a), 711.03(a).
714.03 2266.01, 2666.30, 2671
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Sec. No.
Int Cl (International Patent Classification)............. 906
Intellectual property compared...........cccveeeeennnnne 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273)..................
706.02(a)
INtENt O ClaiM..uueeiiiiiiiieeee e 706
INtErfEreNCe......cocvvviiiie e 2300

Abandonment, suppression or concealment, notice....
2138

Access to files........cocveviinnns 104, 2306, 2307.02
ACHON after......cccviiiiiiiie e 2308
Action after ex-parte reexamination................. 2284
Action after inter partes reexamination....... 2686.02
Action suggesting claims..........cccccoceeeinineen. 2304.04
Administrative patent judge handles................. 2301
Allowance of losing party’s application (Estoppel)......
2308.03
Applicant suggests interference with patent...............
2304.02
Applications in different Technology Centers..............
2304.01(b)
Basis of practice............cccveenee. 2138.01, 2301.03
Between application and patent................... 2301.03
Between applications............ccccceeeeniiiienenn. 2301.03
Cancellation of losing party’s claims....... 2308.03(a)
Claim of foreign priority..........ccccceveeeiinnnes 2304.01(c)
Claim interpretation............ccccoeeeriiieeeeeninnns 2301.03
Claim presented corresponding to patent claim.........
2301.03 to 2304.05
Claims, added or amended.............ccccerunene 2308.02
Claims, overlapping in two applications of same
PAITY.ceeiieeee e 2304.05
Claims, suggesting..........cccccuvene 1003, 2304.04(b)
Claims corresponding to count support in
SPECIfication...........cccvevieiiiiiiee e 2163.03
Common OWNership........ccceveeeiiiieeeeesiieene. 2304.05
Conception........cceevveeerinienineennn 2138.01, 2138.04
Concurrent with appeal..........c.ccccceveeeeeninns 2307.05
Copending ex parte reexamination.................. 2284
Copending inter partes reexamination............ 2686,
2686.02
Copying claims, information relating to.... 2001.06(d)
Count, defined....... 2301.02, 2301.03, 2304.02(b)
Counts, formulation of............ 2301.01, 2304.02(b)
Dates, difference in effective filing.................... 2303
TC Director’s attention required.................... 1003
Declaration.........ccueeeeeiiiiiiiee e 2301
DefiNitioNS.......ccoeviiiiieiee e 2301.02
Determining priority................ 2138.01, 2304.02(c)




INDEX

Interference — Intermediate-final product

Sec. No.
Diligence, reasonable................. 2138.01, 2138.06
Disclaimer, statutory.............. 706.03(u), 710.02(d)
Disposal credit..........coocvveriiieiiiieeiiee e 1705
Election of invention not affected........................ 819

Entry of amendment filed in connection with motion...
2308.02

Estoppel......ccccovvieeniniennne 715, 2138.01, 2308.03
Evidence........ccccoviiiienicnnnne 2138.04to 2138.06
Examination, Completion of............. 2303, 2303.02
Examiner suggestion..........ccceevveiiieeeiieenn. 2304.04
Final disposal of claims........c.ccccccevieeinnnenn. 2308.01
Fraud.........coeiii e 2010
Generic ClaiMmsS......c.coocveveeeiiciiieee e, 2304.04(b)
Identification of patent, corresponding claims
Presented........coovveeeviieenieie e 2304.02(a)
Inequitable conduct............ccccooiiiiiiiiie 2010
Inter partes questions not to be discussed ex parte
..................................................................... 2307.01
Interference Practice Specialist........... 2301, 2302

2303, 2304, 2304.04(a), 2304.04(b), 2307.04,
2308.03

Interference-in fact, NO...........covvvvrviinnnnens 2308.03(b)
Interfering Subject Matter..............cccceevneee. 2301.03
Judicial review.........ccccevvvveiiieeenneen. 1216, 1216.01
Jurisdiction over interference................ 2307, 2308
Limited applicability...........cccoeeeviieeiniiiinnen. 2301.04
Losing party, may obtain copy of opponent's
application..........ccccoecveveeeiiciieee e, 2308.03(a)
Losing party, treatment of....................... 2308.03(a)
LOSt COUNES......ovviiiiiiiieeice e 715
Motions

Decision 2308.02

SEAY ettt 2686.02

SUSPENd....ccoiiiiiieee e 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership.................... 2309
Order to ShOW CaUSE.........ccccvvirieeeiiiieesiie e 2305
Patent in different Technology Center...... 2304.01(b)
Patent term adjustment................... 2303, 2303.01
2304.01(d)
Patentee sUgQestion..........ccceevvererieeeinineens 2304.03
Petition refusal to initiate.................c....... 1002.02(c)
Power of attorney filed...........ccccccooiiiinnnins 402.08
Preparation of papers by examiner................... 2302
Priority time charts...........cccccooviiie e, 2138.01
Provoking

In ex parte reexamination..............ccoccvveeene. 2284

In inter partes reexamination.................. 2686.02
Public use proceeding..........cccvveeeeinuinenn. 706.03(v)
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Sec. No.

Reduction to practice.................. 2138.01, 2138.05
Reexamination

Ex parte, copending with interference......... 2284

Inter partes, copending with interference.... 2686
2686.02

References pertinent to motions, made of record.......
1302.12
Referring an Interference to the Board, Preliminaries
(o TSRS 2304.01
Reissue application.................... 1449.02, 2303.02
Reissue application copending with interference on
original patent...........cccceeiiiiiieie e 1449.01
Related involved files..........c.ccccovviiinneen. 2304.01(b)
ACCESS T0....cviiiiriiiiiiie e 2307.02
Board action in ... .2307.05
SUSPENSION IN..eeeiiiiiiiiiiierieee e 2307.03
Translation of.........ccccceveeiiiiniicnecnnen 2304.01(c)
Reply to suggestion for claims.................. 710.02(c),
2304.04(b)
Requirements for interference.............cccceeen. 2302
Requiring a claim.........cccccceevieeniiiennn 2304.04(b)
Requiring a priority showing...........ccccccceeuveee.. 2305
Revocation of power of attorney.................... 402.08
Search.......ccocceviiiicnccei, 1302.08, 2304.01(a)
Second Interference, NO.........cceeevvvvennnene. 2308.03(c)
Secrecy order application...................... 130, 2306
Sorting claims........ccocceeeieiiiiiee e, 2304.01(d)
Special dispatch.........cccccoviiieiinnns 708.01, 2301
Statutory basis.......ccccceeerieieninnenn. 708.01, 2301.01
Suggestion of interference, general.................. 2304
By eXaminer.........cccoocueeeeeeeniiiieneee e, 2304.04
By patentee.........cccccveevviiieeiiiiiieece s 2304.03
Suggestion of claims........... 2304.02 to _2304.04(b)
Suggestion of claims, time limit................. 710.02(c)
Suspension of action pending outcome of
reexamination..........cccceeeevcvvereeeennnns 2284, 2686.02
Suspension of ex parte prosecution.... 709, 709.01
Suspension of related applications.............. 2307.03
Terminated open to publiC...........ccoceevieeiiiieene 103
Testimony......ccoccveeeeevivieee e, 715.07(b)
Transfer of application.............ccccceeeeine 2304.01(b)
Winning party........cccceeeveeenvneennen. 710.02(b), 2308
Written Description, Adequate................ 2304.02(d)
Interference practice specialist(s)........... 2301, 2302
2304, 2304.04(a), _2304.04(b), 2307.04, 2308.03
Interlibrary 10ans..........cccooveiviiiiiiec e 901.06(a)
Interlineation in specification before execution.. 608.01
Intermediate-final product.......... 806.04(b). 806.05(j)
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International application — International patent classification

Sec. No.

International application (See also: Foreign application)

Rev. 08.2017, January 2018

Patent Cooperation Treaty (PCT))
ADSEFACE. .....eiiiiiiiiiee e 1826
ACCESS..cuiiiiiiiee et 101, 110
AQENL....oiiiiiiiiiiii 1807, 1864.04
Amendment before the designated office...................
1893.01(a)(2) 1893.01(a)(3)
Amendment of claims before International Bureau.....
1853
Amino acid sequence.. 1823.02, 2422, 2422.03(a)
Applicant.........cooviiiiiei e 1806, 1810
Assignment dOCUMENt..........cooiuiieeeeaiiiiieeeeeeiee 301
AUOMMEBY....viiiiiiiiiiiiiiiii s 1807
Attorney file reference number.............cccc...... 1821
ClaiMS. ... 1824
Common representative................... 402.09, 1807
Confidential status..........cccceeeeeeeeeiiiiiiinnnnn. 2101, 110
CONLENL....iiiiiieieieeeee e 1812
ContiNUALION. .....ccoiiiiiiiee e 1828.02
Continuation of........cccccceeviieeininenn. 211.01(c), 1895
Continuation-in-part..........cccccoeriiereeenninnenn. 1828.02
COorrespONdENCE.........ccovveeeiiiieriiie e
DefiNitioN......ceieieiie e 201
Deposit accounts
DeSCHPON. ...t 1823
Designation of states..........ccccceeeeeviiveeeeeeiinen. 1821
Drawings........coceeveeeveeeeereeeeereannns 1825, 1893.03(f)
Drawings MiSSiNg........cccuvvereeiiiiiiieeeiiiiiieaaeenns 1825
Early national stage entry under 35 U.S.C. 371(f)......
1893.01, 1893.01(a)(2), 1893.03(b)
EFS-Web filing......cccooveviiiiiieeeee e 502.05
Elements........coovvviiiiiie e 1812
Errors, rectification of............cccceviiiiniiiiinnns 1836
FEees...cooiieiieeeee 1827, 1893.01(c), 1896
Filing date........ccooiiiiiiieieiee e 1810
Foreign filing license.........cccccoveeeiiiiiienee e, 1832
Formal requirements...........ccccooviieeeeinniiieneeenn. /1810

Forms (See also: _Patent Cooperation Treaty (PCT):

Forms)

HOME COPY...cccvvrviviiiiiiiiiieeeeeceeee e 1801, 1879.04
International preliminary examination............... 1860
International search...........ccccccovviiieiiiiiiee. 1843
International searching authority... 1840 to 1840.06
INVeNtOr.......c.ccvevverenienn, 1806, 1821, 1893.01(e)
Kinds of protection

Malil ServiCe......cccoovvivieeeiiieeiieeee

Member StatesS........ccvvevieiiiiie e
Microorganism deposit...........ccccveeevneeennnen. 1823.01
National stage..........cccecvvvvveeeiiivnenennn. 1893 to 1896

Index-56

Sec. No.
Submission via EFS-Web..........ccccvvveeeen. 502.05
Numbering of sheets............cccccvvvieiiiiiiieeenins 1812
Oath....c.ooeeie 1893.01(e)
Parent to national application........ 211.01(c), 1895
Power of attorney
Prior art effect.............
PrOFtY. ..coeeiiiee e
Restoration of........cccccceeviiiiieiiciiiieeeee
Priority document
Publication...........ccccvviiiiiiieiereeeeee
Record copy............. 1801, 1827.01, 1828, 1832
Rectification of obvious errors............cccccueennee. 1836
Refund of fees..... 1827.01, 1850, 1852, 1875.02
Representation...........ccocvveiieeeeniie e 402.09
REOUEST. ..o 1821
Search copy........ 1801, 1827.01, 1840, 1840.01
Search fee...ocoviiiiiiiiiceee e 1827
Search report.......ccccovveeeviieeeiieeene 707.05, 1844
Secrecy Order........ccovveeeeeeeennnnne 115, 120, 1832
Signature of applicant...........ccccceeviieiniiee e, 1820
Term, Adjustment of...... 2730, 2731, 2732, 2734
Time limits.......... 1836, 1842, 1843.05, 1879.01
11T 1821
Translation for U.S. national stage........... 1893.01(d)
Transmittal fee.............ooo oo, 1827
Transmittal [etter......cccoeeviiiiiiiiiiiiiee e, 1830
Unity of invention.... 823, 1850, 1875, 1893.03(d)
Withdrawal...............coooeeiiiiirieieees 1859, 1880
International classification.............cccccceeviciiieeennnns 906
International design application.... 201.01, 211.01(d),
1501 2900
ACCESS. .o 102, 103
Claiming Priority.........cocevivieiiiieieee e 213.07
Contents Of.....c.ueeeiiieiiii e 2909
CONVEISION. ..ot e e e e e e e e e e e e e 2914
Corrections of
DefiNitioN......ccoiviiiiiie e 2902
S
Filing date..............
Grant of protection...........c.cccoccveveeeiins 2940, 2950
Information disclosure statement................... 609.04
Naming of INVENLOrS........c.covvveeiiiieeiie e 604
Non Publication of..........c.cccccevieiiiiiiniieee, 901.03
Processing Of........cccueeiiiiiiiiiiiiieee e 2920
SECreCY OFder.......uviiiiiiiiiiieiiiie e 120
Where tO fil€.......coevviiiiiiiiiii e 2905
Who may file.......cooiiiiiiiiii e, 2904
International patent classification........... 719.05, 906



INDEX

International Patent Legal Administration — Inventor

Sec. No.

International Patent Legal Administration.... 102, 103

110, 602.01(c)(3) 1730
International searching authority......................... /1840
International Trade COMMISSION..........cccuvveeeeeninnne 724
International-type search............c.cccccoueee. 707, 1852
Internet.......ccccceeeee.
Address
Database collections............cccvveeeeiiiivieneeninnns 1730
Electronic mail....... 502.03, 713, 713.01, 713.04
KidS Pages. .....coovueiieeieiiiiiee e 1730
“PatentIn” computer software (See also: _Sequence
TUIES) vttt 2430
Payment of maintenance fees by......... 1730, 2510
2522
Publication of Board Decisions.................... 1213.03
Publication of the Official Gazette ................... 1703
Searching......ccoccce v 904.02(c)
Usage Policy......c.ccccceveveereennenne. 502.03, 904.02(c)

World Intellectual Property Office (WIPO).... , 1801
1851

Inter partes qUESLIONS.........ccovveeeiiiiee e, 713.06
INter partes reVIEW...........ceveeiiiiieieee e 901.04
Interpretation of law, NeW..........cccceevvcvieveeenns 1207.02
Intervening rights
In reexamination
EX PArte ..oveviiiiiiiiieieieee s 2293
INter partes .....ooeeeeeieiiie e 2693

In reinstated patents...........ccccceeeeiiiieeee e 2591
IN FEISSUR....uveeeieeiieeieeeie e 1460
Intervention by assignee .. 106, 324, 325

INEEIVIEWS. ... e 713
Advance indication of issues to be discussed............
713.01
Allowed application................cc....... 713.05, 713.10
Appointment in advance..............cccceveeeenineen. 713.01
Attorney not of record...... 101, 402.03, 405, 408
Authority to conduct............cccccveeeeiiiiieneeeinns 713.05
Before filing........ccoveiiiiiiiies 713.02
Before filing amendment under 37 CFR 1.312...........
713.10
Before first action........ 706.07(b), 713.01, 713.02
DemonStration...........ceeeeeeeriiiieeees e 713.08
During working days only...........cccocoeeeineennns 713.01
Electronic mail....... 502.03, 713, 713.01, 713.04
Excluded or suspended attorney or agent......... 105,
713.05
EXRIDIt. .o 713.08
Exposure of other cases during........... 101, 713.07
Field of search.........ccccccoiis 713.02

Sec. No.
Finally rejected application.......... 706.07(f), 713.09
How conducted......................
Inter partes questions
Interview summary form................... 713.04, 2281
Local attorney........ccceeecveeeeeenenneenn. 713.03, 713.05
Made of record..........cccovervnirnnnnen. 713.01, 713.04
Merged reissue/ inter partes reexamination. 2686.03
MO 713.08
Oral agreement not binding.............cccccveenee. 713.04
Patentability report cases 713.01
Prior to first Office action............ 713.02
Prohibited...........cccoverieiiiiiiee e 713.05
Protestor participation.............ccceevveeeiineenne 1901.07
Question of patent validity...........c..coccceeeeenns 1701
Record of substance required........ 713.01, 713.04
Reexamination
EX PArte .ooeeeeiieieieiieeeeee s 2281
Inter partes .... 2666.30, 2685, 2686.03, 2687
Refused............ 713.01, 713.02, 713.05, 713.10
Requested in continuing application.......... 706.07(b)
Requested in Office action..........ccccceeeevvivveneennn. 707
Sounding OUL......ccuvveveeiiiiiiiee e, 713.03
Special Situations. ..........oocceeeeiiiiiienee s, 713.05
Substance made of record 713.04, 714.13
Supplemental examination, prohibited in.......... 2814
Telephone..... 101, 408, 713.01, 713.05, 812.01
Time allowed........cccoooiiiieieiiiiee e 713.01
Video conference............. 713.01, 713.04, 713.05
Videotape Showing........cccoccveiiiiiiiinennins 713.01
Where held.......ccooo v 713.01
Invention (See also: Patent) Rejection)
Brief summary........cccccooviiiiiie 608.01(d)
Detailed description............ccceevveeeinieennnns 608.01(qg)
Made in this country.........ccccceeeeiiiiiereeeinnns 2138.02
Mode of operation...........ccccoeevivveieeenininnne. 608.01(h)
Inventive entity, Different........ 706.02(k), _706.02(I) to
706.02(1)(3)
Inventive entity, Same(overlapping subject matter).......
804, 804.03 822
Inventor (See also: _Applicant) _Pro se applicant) ........
602.01
Common, at least one............... 211.01, 706.02(k),
2137.01
Continuing application.............cccceveeeiinnnen. 201.06(c)
Correction (See also: _Caorrection of inventorship)
Deceased......... 409, 409.01(a). 409.01(b). 1806
Execution of oath/declaration by legal
representative........ccccoecvveveeeiiiiineeeeeinns 602.08(b)
Government property rights statement........... 151
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Inventor — Joint inventors

Sec. No.

Duty of disclosure by.................. 2001.01, 2002.01
Foreign priority............ 210, 213to 217, 2152.01
Full first or middle name required............. 602.01(b)
602.08(b)
HEeIrs....cooovevieecee 409.01(a), _409.01(b)
Improper Naming.........c.ooccuveeeeeninns 2137.01, 2157
Initials as a given name...........cccceeevneene 602.08(b)
INSANE...ciiiiiiiiii e 409.01(b)
International application............ccccccoeviivieeeeenns 1806
Legally incapacitated.............ccccceeeeerinnnnn.. 409.01(b)
Micro entity Status..........ccccvevieeeiiiieeniiee e 509.04
Name change............cccoc..... 602.01(c), _602.08b(b)

Correction......... 201.05, 602.01(c), _602.08b(b)

Order.....cccocveniiiiienieannn 602.01(c), _602.08b(b)

Petition.......ccovveeeii e 602.01(c)(3)

Typographical, translation error... 602, 602.01(c)
602.08(b)

None available................. 409, 409.02, 409.03(b),
602.08(b)

Proof............... 409.03(a), 409.03(b), 409.03(d)

Proof of irreparable damage................. 409.03(q)

Proof of proprietary interest..... 409.03(f), 409.05
Order of.....cccoveeeviiiieieens 602.01(c), 602.08b(b)

Pro S€ .vooveeeiiiiee e, 707.07(j). 713.01
Refuses to sign.......... 402.03, 409.03, 409.03(d),
602.08(b)

Execution of oath..... 602.01(c), 602.08(b), 604
Representative of...........ccocceeiiiiiii e 400
Requirements..........c.ccovveveeeeeiinnnennn. 2137.01, 2157
Residence.........ccccoeviiiiiiieie e 602.08(b)
Rule 1.53(D)..cccvveeiieiieeiieiieenie e 201.06(c)
Rule 1.53(d)....cccovvrmiiiiniiiienieeceeee 201.06(d)
Self-prosecuted case................... 707.07(j), 713.01
Small entity StatusS........cccovvveeeriiieniieeinieees 509.02
Unavailable........ 409, 409.02, 409.03, 602.08(b)

At least one joint inventor available....... 409.03(a)

Last known address..........c.ccoeeevverennnne. 409.03(e)

Proof......ooiiei 409.03(d)

Proof of irreparable damage................. 409.03(q)

Proof of proprietary interest..... 409.03(f), 409.05

Inventor’s certificate
Priority benefit..........ccooiiiii 213.05
Rejection based on........cccccceeviiiiieeeneinee, 706.02(e)

Inventors Assistance Center..........cccocvvveenerennen. 1730

IPS (Interference Practice Specialist).................. 2302

Irreparable damage, Proof of...........cccceene 409.03(q)

Issue (See also: Allowance and issue)

Issue batch number (no longer used)............. 1303.01
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Sec. No.

Issue Classification Form/Sheet/Slip (See also: _Form

letters and forms) ....... 903.07, 906, 907, 1302.09,
1302.10 1302.13
ISSUE TEE....eiiiiiiieie e 1306
After payment.........oocceeeeiiiiiiiee e 1306.03
Credit card payment..........ccccvveveeiiiiienee e 1306
Deposit aCCOUNt........cccveeiiiieeeiieeeiieens 1303, 1306
Failure to pay......ccccceeiiieeeeeiiiieenn. 711.03(c), 1306
Late payment........cccceevveviiiiiiineiniiee 711.03(c)
Petition to accept late fee..........ccccverrnneenn. 711.03(c)
Reissue application............cccceeveeriiiiereee e, 1415
Who may fil€......ccooiuiiiieiiiiiie e, 1306
Israel Patent Office (ILPO)..... 1840, 1840.05, 1860,
1865
Issue of patent..........ccooiiiiii i 1309
Deferred.......occooviviiiieie e 1306.01
Request for simultaneous issuance............. 1306.02
Issue of patent to applicant.............cccceeeeeiiiiienenn. 308
Issue of patent to non-applicant assignee............. 307
Item of information in supplemental examination..........
2809
J
Jacket (See  also: File  wrapper/history)
Japan Patent Office (JPO)..... 1840, 1840.06, 1860,
1865
Japanese year System.........ccccccvvevervneeeenennn 901.05(a)
JEPSON ClaiM...ceiiei i 2129
Joinder, IMPrOPEer.........ooeiviuiieeeeeiiiieeee e 805
Joinder, generic or linking claim allowable.... 821.04(a)
Joinder, product claim allowable.................. 821.04(b)
Joinder of inventors..........cccccceevvviereeeicinenn. 409.03(j)
Joint application, definition.............ccccceceevnnneen. 201.02
Joint application, original oath........... 602.01, 602.09
Joint inventor
Oath. .o 602.01, 602.09
Power of attorney to.............. 402, 402.01, 402.02
Refuses to sign application............ 409.02, 409.03
409.03(a)
Rights of nonsigning...........ccccoecvivee e, 409.03(i)
Joint inventors......... 201.02, 602.09, 609, 2137.01
Change in order of names..............cccuueee... 602.01(c)
COITECHON. ...ttt 602.01(c)
Provisional application..........c.cccocceveeinninnnn. 602.09



INDEX

Joint owners — Locarno international classification designation

Sec. No.
JOINt OWNETS......coieeeviviiee e, 301, 301.01
Joint research agreement..... 302, 302.07, 2141.01,
2146 2156
Common ownership................. 706.02(k), 2136.01,
2136.02, 2137.02, 2146 , 2154.02(c)
Double patenting rejection based on disqualified prior
arte.oveeneeeen 706.02()(3), 804, 804.02, 804.03

Prior art disqualification under pre-AlIA 35 U.S.C.
103(c)....... 706.02(1)(1), 706.02(1)(2). _706.02(1)(3).
2136.01 2141.01
Prior art disqualification under 35 U.S.C.
102(b)(2)(C)...... 717.02to 717.02(d), 2154.02(c),
2156

Requirements to establish.. 706.02(1)(2), 717.02(a),
717.02(b), 2141.01, 2146, 2156
Statutory basis under pre-AlA 35 U.S.C. 103(c).........
706.02

Joint venture.............cceveve.e. 706.02(1)(2), 717.02(a)
Judicial NOLICE........cceeeeeeiiiiiii s 2144.03
Judicial review
Ex parte reexamination proceedings............... 1216
Patent applications...........cccoecvvveeeeiiiiiinee e 1216

Standards of review by the Federal Circuit... 1216.01
Jurisdiction

Sec. No.
Language, Offensive................c....... 608, 1504.01(e)
Language of Papers.......cccouuvieeeeiiiiieeee e 608.01
Late payment of issue fee.........ccocceveeennins 711.03(c)
Law, new interpretation of...........ccccccvveeiiiinennnn. 1207
Laws, Patent (See also: Statutes)
Legal representative refuses to sign............ 409.03(c)

Letter (See also: Action) Form letters and forms) Letter,

Examiner’s)

Allowed application..........ccccccecvveennn. 714.16, 1305
Appealed application.............cc.cccovuneee. 1203, 1210
Application before court...........ccccoveiiiieienniiie 1216
Interference.......ccoeeeeeeeeeiiiiieeeiinn, 2307.02, 2308
K
Kind COUES.......covviiieiiiiiceeeee e
Kinds of patent documents
Korean Intellectual Property Office (KIPO)......... 1840
1840.02 1860 1865
L
LaChesS. ...ccviiiiiiie 2190

Lack of unity of invention..... 823, 1844.01, 1845.01,
1850

Lack of utility.........ccoccecvveiennnnn. 608.01(p), _706.03(a)
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Abandoned after allowance...............ccccoeee.. 711.05
Congressional iNqUIry.........ccceeecvveeeeeninne 203.08(a)
Drawing transfer..........ccccoveeviiiiinienenneen. 608.02(i)
Official INQUIrY.....cccveveiieeiee e 203.08(a)
SEALUS. ..t 203.08
Letter, Examiner's (See also: __Examiner's Letter)
Letters, receipt and handling..........cccocceeevveeenneen. 500
Letters of administration.............ccccccceeennnee. 409.01(b)
Letters testamentary.........ccccccovevveereeinineen. 409.01(b)
Library, Scientific (See also: _Scientific and Technical
Information Center (STIC))
Library ServiCes.......ccccooieieeiiiiiieeee e 901.06(a)
License agreements under patent..............cccec..e.. 301
Recording of.........ccoovieeiiiiiiiei e 310, 313
License rights clause..........ccccoooiiiiiieiiiiiiieeeeee 310
License to file foreign application............... 115, 140,
706.03(s)
License to file international application...... 140, 1832
LICENSEE, ACCESS.....cevvieeeeiieeieiee e ee e 106.01
Licensing and Review section.......... 115, 120, 140,
150, 502, 502.01, 706.03(b), 706.03(s)

Linking claim........ 806.04, 806.05(c), 809, 809.03,
821.04(a)

Transitional application..............cccceveeneeee. 803.03(a)
List of countries giving right of priority.............. 213.01
List Of deCiSIONS.........ccocieiiiiiicni e Al
List of prior art in reexamination.............. 2257, 2657
Literature citation in specification................. 608.01(p)

Litigation information, Duty to disclose....... 2001.06(c)
Litigation not stayed in reissue...... 1442.02, 1442.04

Litigation, reexamination copending
EX PArte oot 2286
Inter partes ............ 2640, 2681, 2686, 2686.04

Litigation related reissue.. 1404, 1442.01to 1442.05

Litigation, stays............. 1442.03, 1442.05, 2686.04

Living matter (See also: Biotechnology)
Local representative of attorneys..........cc.cceeevveeen.

Locarno international classification designation..... 907
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Sec. No. Sec. No.
M Mailing, Certificate of (See also: _Certificate of mailing
Machine, process or product..... 806.05(e), _806.05(f), or transmission (37 CER 1.8)
806.05(q) Maintenance Fee Branch..............ccccccvvvvveveeenennn. 2501
Machine Translation......c.cocevvvininns 706.02, 90105(d) Contact information............cceeeveiivieeeieiiie e, 1730
Mail (See also: Mail Stop) Maintenance fees (See also: Fee) Refunds) .... 1730,
AdAreSS. ... 501 2500
Depositing correspondence.............cocv.veven.. 502 Attorney or agent
Distribution 501. 508 Handling of requests to withdraw................. 2560
EXPIESS.ovvvvrooerreeeeeeeeeeo 502, 513, 711.03(c) Revocation of power of attorney....... 2501, 2560
Identification..........ccccoeeviiviiee e 502, 503 Change of correspondence address..... 2501, 2542
Receipt and handling 500 Credit card used for payment of............ 2510, 2522
Undelivered 1303.02 Due dates for payment.........ccccceevvvveiiieeeniinnenns 2506
ZID COB. ..., 502 Duplicate Payment..............coooviniiiiinnnnnnn 2532
Mail date as filing date 513 Facsimile submission..........c..ccccceeeines 2510, 2515
Mall SOP...ceieiiiiiiiee e 501 Fee address............ooooovviiinis 2540, 2542
Mail Stop 8 (Solicitor)............ Fee amounts..........occvvveeeiiniiecie e, 2501, 2520
Mail StOP 10...vveereerereeeerreonn, FOIMS. s 2595
Mail Stop 16 (Refunds) Information available from Maintenance Fee Branch...
Mail Stop AF......eeeeiiie e 714.13 %n:at'on required with pavment 2515 %
Mail Stop Assignment Recordation..... 501, 302.08 Insuff _' N quired with payment....... *Lﬁ
Mail Stop CONVErSION........oooooorooro . 601.01(c nsufficien s 2531
. . Internet submissionN..........ccccceevvcvvveennn. 2510, 2522
Mail Stop Document Services................. 103, 501 . . . .
601.01(c). 2222. 2232. 2501. 2622. 2632. Intervening rights in reinstated patents............. 2591
2803.02 LAttt 2531
Mail StOP EBC......ovoverrrieieieieieie s 403 Mailing address for maintenance fee documents.......
Mail Stop Ex Parte Reexam...... 501, 2222, 2224, 201 2501 2510
2226 2231 2246 Mailing address for payments..... 501, 2501, 2510
Mail Stop Expedited Design........................ 1504.30 Maintenance Fee Branch..................... 2501, 2510
Mail Stop Express Abandonment.. 100202([‘)‘ 1125 Method of payment ........................................... 2522
Mail Stop Hatch-Waxman PTE..... 501, 1002.02(b). Micro entity status requirement 2550
2754 2754 Notices — Expiration, Receipt, Reminder.......... 2575
Mail Stop Inter partes Reexam... 501, 2622, 2624 Obligation to pay while reissue is pending... 1415.01
Mail Stop Issue Fee............... 502, 1306, 1306.02 2504 2506, 2515
Mail StOP L&ER......veeeieeeeeeeeeeeeeeeeeeeeee e 120 Overpayment...........ccooviiiiiii, 2550
Mail Stop Maintenance Fee.................... 501, 2510 Patents subject to payment of.......................... 2504
Mail StOP MPEP.........coovvriereiierieceeeieieie e Payment informalities.............c.coooovnnnn, 2530
Mail Stop OED.........cceveeeeerereeeeerereennnns 402, 407 Petition to accept......... 2515, 2530, 2531, 2550,
Mail Stop PCT..... 501, 1808, 1821, 1864, 1865 250
Mail Stop Petition...... 1002.02(b), 1308, 1901.03. Reexamination............ccoevvviiiiiiee e 2506
2580 2590 2720 Refusal to accept and record payments, Review of.....
Mail StOP PGPUB......ooevveeeoeeeeeeeeeeeseeeeeee 1126 2580
Mail Stop ReISSUE.........ccveeeeeeererereeeeeeeereeeaen. 1410 Reinstatement, delayed payment.................... 2590
Mail Stop Sequence (Box SEQUENCE)..... 2422.09 Reissue patents....... 1415.01, 1443, 2504, 2506
2429 Saturday, Sunday or Federal holiday, due on... 2504,
Mail Stop supplemental examination............... 2806 2506
2812.03 Small entity status requirements..................... 2550
Mailing @CHON.........covoveeeeeeeeeeeeeeeeeeeeeeeeeeee e, 707.12 Special ACCEPLANCE..........covvriririiii, 2530
In ex parte reexamination.............c.c.eevevereennns 2264 Status requests...........coocevviii 1730, 2570
In inter parte reexamination 2664 Mandatory Classification.............c.ccccceveeriinnnen. 903.07
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Manual, authority of — Name

Sec. No.

Manual, authority Of..........cccocciiieiii e,
Manual of Classification for USPC................ ., 902.01
Manuscript deCiSiON..........ccveveeeiiiiieeeee e

Margin, application papers

Mark of applicant..........ccccovvieeeniieiiiiee e, 602.08(b)
Marking, SECUItY..........cviiiiiiiiieee e 121
Markush claim.................. 706.03(y), 803.02, 2117,
2173.05(h)
Antedating reference for..........cccccoovveveviinenns 715.03
Supporting disclosure................. 2163.05, 2164.03
Master classification file (MCF).................... 902.03(a)

Material mistake by Office in published PG-Pub.. 1130
Materiality of information regarding patentability (See

also: Duty of disclosure)
Mathematical algorithms............ 706.03(a), 2106.04,
2106.04(a)(2) 2106.05(f) 2181
Matter not in original disclosure................... 608.04(a)
MEANS. ... 2181

Broadest reasonable interpretation.................. 2181

Equivalent compared to Doctrine of Equivalents........
2186

ODVIOUSNESS......ieiieeieeiiiiee e 2183
Prima facie case of equivalence.......... 2183, 2184

Related issues under 35 U.S.C. 112(a) and (b) or
pre-AlA 35 U.S.C. 112, first or second paragraphs.....

2181 2185
Scope of the identification of prior art............... 2182
Single means claim........... 2164.08(a), _2173.05(q),
2181

Means plus function limitations.. 706.02(m), 2106.03,
2111.01 2114, 2181 to 2186

Memorandum, citation............ccceeeevevveeeiiveeeennn. 707.06
Merger of ex parte reexamination and reissue.... 2285

Merger of inter partes reexamination and reissue........
2686.03

Merger of supplemental examination.................. 2821
Method of making and apparatus or product.................

806.05(e), 806.05(f)
Metric (S.1.) system usage.........cccecvveveeeernnnn.. 608.01
Micro entity status
Application filing limit............cccooveiiiinenne 509.04(a)
Continued obligation to determine micro entity
qualification........cccceeeeeeiiiieiee e 509.04(d)
Correcting errors in micro entity status....... 509.04(f)
Gross income basis........ccccceeviciiiiieniiinnen, 509.04(a)
Institution of higher education basis.......... 509.04(b)
.................................................................. 509.04(c)

Previously filed patent application exclusion...............

509.04(a)

Index-61

Sec. No.

Notification of loss of entittement to micro entity

STALIUS .. 509.04(e)
....................................................................... 509.04
509.04(a). 509.04(b)

Microorganisms  (See  also: Biotechnology)

Microorganisms, deposit of............. 1823.01, 2402 to

2411.05

Microorganisms, patentability of...... 706.03(a), 2105,

2106.03 2164.01(b), 2164.06(a)

Militarily Critical Technology List (MCTL)............... 120

Military officer notary..........ccoccoiiiniiiineniee 602.04

MiINOK, INVENEO......uvveieiiieeeeieeieee e 409

Misjoinder, Effect on patent............cccocceeviveennneen. 805

Misjoinder of inventors..... 602.01(c), 1402, 1412.04

Mistake (See also: _Correction of patent) _Errors)

Mistake by Office in Pre-Grant Publication.......... 1130

Mode, Best (See also: Best Mode)

Mode of operation..........cccccvveveiiieeeniieenne. 608.01(h)

MOUEL....viiiiiiiiicei e 608.03

Model, return..........coeeeeiiiiiieiiiiee e, 608.03(a)

Model at iINterview.........cccevvveeiiieeeiiieenie e 713.08

Motions in interferences (See also: _ Interference:

Motions)

Multiple dependent claims
Fee calculation............cccoeeeereeeinnnnn. 607, 608.01(n)
Handling.......cccoooviivieiieieee e 608.01(n)
Restriction practice........ccccooeeveerieiiiiienenn. 608.01(n)

Multiple papers on same issue in protest.... 1901.07(a)

Multiplicity of claims..................... 707.07(9). 714.16,

2173.05(h), 2173.05(n)

Multiplicity of species.................... 806.01, 808.01(a)

Munitions Lists of the International Traffic Arms

Regulation (ITAR).......coviiieiiiiee e 120

N

NAFTA. .ot 715.07(c)

Name (See also: Applicant) Inventor)
Change......ccccceovvvnveveennanns 602.01(c), 602.08(b)

COITection.......ccoveervevenennen. 602.01(c), _602.08(b)
Order.....cccoevveveiiecieennenn. 602.01(c), _602.08(b)
Petition..........ccooeevennnn. 605.04(c), _602.01(c)(3)

Translation, typographical error... 602.01(c), 602,
602.08(b)
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Name — Nonpublication Request Under 35 USC 122(b)(2)(B)(i), form PTO/SB/35

Sec. No.

Change, file sent to Office of Patent Application

Sec. No.

Continued prosecution application (CPA)... 201.06(d)

PrOCGSSing (OPAP)) .................................. 60208(bl Continuing app”cation .......... 201.07, 2163.03
Full first or middle required........................ 602.08(b) Design application..................... 1503.01, 1503.02,
OFder....vieiiiiiieie e 602.08(b), 602.01(c) 1504.01(a), 1504.04
Signature (See also: Signature) DiSClOSUIe.......ceeviiieeiiiie e 608.04, 2163.06
Uniformity with signature................ccccco..... 602.08(b) Divisional application...........ccccoeiiieieeninnnnn. 201.06
Names used in trade..........coccceeeviiienineennne. 608.01(v) Drawing.......ccoveevveeeniireennneeennee 608.04, 706.03(0)
National Aeronautics and Space Administration Inherent characteristics........ 608.04(a), 2163.07(a)
(NASA).....civiiiiiimi, 115, 150, 151 ObJECHION. ... 706.03(0), 2163.07
National application...........ccoccoeiieiiiiiiieeiiieeee, 201 Petitionable.......oo oo 608.04(c), 2163.06
National security, application affecting........ 115, 120, Preliminary amendment......... 608.04(b), 714.01(e)
2L oA -140 PHIOTY .o 2163.03, 2163.05
National stage application (35 U.S.C. 371)...... 201.01 Reexamination, inter partes ...... 2671.01. 2671.02
189310 ) . o -189 Reissue application............ccccceviveevineennne. 1411.02
Compared with national application.................. 1896 Rejection 608.04. 706.03(0). 2163.06
Continuation or continuation-in-part............... 1895 o — ' ' )
1895.01 1896 Spemflcatlon, pgfltlohable .......................... 608.04(c)
DIWINGS ..o 1893.03(f) Substitute SPECIfication.....................cee.. -608.01{q)
Filing date.........oovveeeeeeeeeeeeeeceeeeee s 1893.03(b) Trademark definition..........cceroovveesss e -£08.014v)
Information disclosure statement.................. 609.03 When entered........... e £14.19, 714.20
1893.03(q) NIRC (See also: _Notice of Intent to Issue Ex Parte
Order of examination 708. 1893.03 Reexamination Certificate (NIRC) PTOL-469) Notice of
L m————m VI Intent to Issue Inter Partes Reexamination Certificate
Petitions related t0.............ccoooeeeiieiiiinnns 1002.02(p) (NIRC) PTOL-2068)
PrIOMItY . .ceee e 1893.03(c) Nonanalogous art...... 904.01(c). 1302.14, 2131.05.
Unity of invention...........ccceveveevnieeeineennn 1893.03(d) 2141.01(a)
Naturally occurring article............ccoccoeeenn. 706.03(a Design applications.................... 1504.02, 1504.03
Negative limitation...........ccccceeeeeriiieneeenins 2173.05( Nonelected invention
Negotiation authority...........cccervevriecniiiieennnn 713.05 Claims to
New application (definition)............cccccovennvs 203.01 ADEd...... e 821.03
Assignment to examiner for examination... 903.08(b Canceled.........ccccevviiiiniiennnenn, 821.01, 821.02
Assignment to examiner in TC for examination.......... Eligible for rejoinder............cccoevoveeeeeeerrenen, 821
903.08 903.08(a 903.08(e WithdraWn......ccooovooovvvecceeee. 821.01, 821.02
Examiner review for completeness..................... 702 Nonelected species
INSPECHION.....coiiiiiiee e 903.08(a Claims to
TranSsfer......cccooveiiii 903.08(a canceled. ... 821.01. 821.02
Transfer refused.........cccccvvvviveiiiiiininennnn.n. 903.08(d Eligible for FeOINGET.........vveeroveeeeeeeeeseeeererenn, 821
New examiner, aCtoN BY..............uuwvmmmmmmssseees 707.01 Withdrawn. ... 821.01, 821.02
New ground of rejection by the Patent Trial and Appeal Non-English oath or declaration....................... 602.06
Boarq .............................. s 1214.01 Nonnaturally occurring manufacture or composition of
In inter partes reexamination............... 2681, 2682 matter 2105
New ground of rejection in inter partes reexamination.. Nonpatent literature 901.06
2671 01 _ Hre.......... s .
2671.01 L Nonprofit organization, claiming status as........ 509.03
New ground of rejection on appeal................. 1207.03 Nonprofit organizations 509,02
New matter...........: ...................... 706.03(0), _2163.06 Nonprovisional application (See also: Application) .....
Amendment of disclosure............ 608.04, 2163.03, 506 01
(2;;204 608.04. 706.03(0) % Nonpublication request, Application................... 1122
""""""""""""" = ’ ' ) Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
Appealable............ccociiiii 608.04(c) form PTO/SB/35
Claim terminology..............oooovvvvveiinsninee £608.01(0) (oY T 1121, 1122
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INDEX

Nonpublication Request Under 35 USC 122(b)(2)(B)(i), form PTO/SB/35 — Oath, Original, Rule 1.63

Sec. No.

Reproduced.........cooouveeiiiiiiiiiiieieee e 1135
Nonreceipt of Office letter...........cccccoeveneee. 711.03(c)
Nonsigning inventor’s rights...........cccccocveene 409.03(i)
Nonstatutory subject matter......... 706.03(a), 2104 to
2107.01
Not fully responsive amendment..... 714.02, 2266.01,
2666.30 2671
Notary jurisdiCtion..........cccocveeviiiiinieeee e 602
Notary jurisdiction, military officer.............c.cc.ccue... 602
Notary jurisdiction, venue agreement.................... 602
NOtary Seal.......ccceeeviiiiiiiee e 602
Notation on file wrapper/history

Foreign application..........c.ccooooiieiiiiiiineen e, 202

Parent application.............ccccceeuvee. 202, 211, 202
Notice, CItAatiON.......ccooeeiiiiiiiiee e, 707.06
Notice of allowability............ccccooiiieiiiiniieen. 1302.03

Notice of allowance (See also: _Allowance and issue)
Form letters and forms: Notice of Allowance and Issue

Fee DUE PTOL-85) .....cooeurieeeeeeiirreeeeeeeevree e e 1303
Assigned application............cccccvveeeiiieenns 307, 308
Deceased inventor..............coeeeeeccnivininnnnns 1303.03

Reissue application. 1441.01, 1444, 1456, 1457,
1481.01

Secrecy order application...............c......... 2115, 130
Undelivered...........oooviiiiiiiiiiee e 1303.02
Notice of appeal.........ccccceveeiiiiiiieiiiee e, 1204
Ex parte reexamination............ccccceeeevevneeeeeens 2273
Inter partes reexamination....... 2662, 2667, 2674
Notice of cross appeal............ 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance
in the Official Gazette .........ccccovveveviieiiiien, 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette ........cceeeveeiiiiiiiiie e 2229

Notice of foreign filing after nonpublication request.......
1124

Notice of informal patent application form..... 707.07(a)
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469.. 2234, 2250, 2250.01,
2256, 2262, 2266, 2273, 2274, 2283, 2285,

2287, 2287.01, 2288, 2289, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068........... 2656, 2660.02

2666, 2666.10, 2666.20, 2671, 2671.01, 2673.01,

2673.02, 2674, 2675, 2682, 2686.01, 2687,
2687.01 2694 2696
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette ............. 2688, 2691
Notice of New or Revised Pre-Grant Publication.. 1127
Notice of Non-Compliant amendment.................. 714,
714.01(e), 714.03
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Sec. No.

Notice of Pre-Grant Publication..............ccccccoeenne. 1127
Notice of references cited form (PTO-892)...... 609.02,
609.03, 609.04(a), 609.05(a), 609.05(c), 609.06,
707.05, 707.05(a)to _707.05(e), 707.05(g), 2687

Notices (See also: Publication) ................... ~, 707.06
Notices, maintenance fees............cc........ 2501, 2575
Nuclear material application...........c..cc.c.c.... 706.03(b)

Nucleotide sequences (See also: _ Biotechnology)
Sequence rules) ..... 803.04, 1823.02, 1848, 1850,

1877 2400
Publication on web for PG-Pubs...........ccc......... 1121
Restriction practice................ 803.04, 1850, 2434

Nullification of double patenting rejection......... 804.01

Number, Application...........cccoccveriieeinieenne 503, 506

Number, Drawing reference character......... 608.01(g)

Number, Serial........ccooooviiiiiiiieiiieeeeees 503, 506

Numbering paragraphs of letter.................... 707.07(K)

o]
Oath (See also: Declaration)

Antedating reference (See also: _Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection(37 CFR 1.131))
NON-ENglish.......ccoooiiiiiieee 602.06
Original (See also: Oath, Original, Rule 1.63) ..........
602.01(a), 602.01(b), 602.01(c)
Plant application (Rule 1.162).............cccceeeenn. 1604
Reissue (Rule 1.175)............... 706.03(x), 1410.01,

1412.04, 1412.05, 1414to 1414.03, 1444, 1451,
1455

Supplemental....... 1412.03, 1414.02, 1414.03,

1444, 1445
SUDSHLULE.....cccie e
Supplemental
Supplemental and allowance......................... 603.01

Traversing rejection (Rule 1.132)............cccueeeen. 716

Oath, Antedating reference (See also: Affidavit, of prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

rejection (37 CFR 1.131)) ..coovvvvveviiieeeeeeeeeeeeeeiene, 715
Oath, International application................... 1893.01(e)
Oath, Original, Rule 1.63......... 602.01(a), _602.01(b),

602.01(c)
AdMINISTEIING. ..cviieiiicee e 602
AmMeNdMENt........coovveieiiiieriie e 602.01(c)
Attorney administers..........ccceevviiieiie e 602
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Oath, Original, Rule 1.63 — Office of Data Management

Sec. No.
Consular certificate..........cccccoevviieiiiiiniieeenen. 602.04
Continuing application................ 602.01(c), 602.05
Copies, filing Of......ccoovviiiiiiii e 602
Date Of eXECULION........ccviveeeirieeeiiiee e 602.05
Declaration in lieu of, Rule 1.68........... 602, 602.01
Defective........... 602, 602.01(b), 602.02, 602.03
Delayed filing.......c.ccovieieiiieniiiieeece e 506
Divisional application............. 602.05(a). _602.05(b)
Executed before alteration of specification..... 602.02
EXECULION.....coiiiiiiieiii i 602
FacsSimMile. ... 602
Foreign eXeCution...........ccceevveeeiniieennieeenne 602.04
Foreign-filed applications listed.......... 214, 214.03
602.01(b)
Invalid, By attorney in case........ccccccceviiieeeennnnns 602
Jurisdiction of notary...........ccccecveennee. 602, 602.03
New required.........cccceevveeeneeeennnnen. 602.01, 602.02
Notary................ 602, 602.03, 602.04, 602.08(b)
Notary certificate........c.cceevveveeeiiinnnnn. 602, 602.03
Notary jurisdiction.............ccccveeeeeiiiiier e, 602
Refers to preliminary amendment............. 602.01(c)
SEAL ... 602
Seal, Foreign application.............c.cccovveeeennns 602.04
Seal, Not required..........ccceeeieiiiiiiieieeeeee 602
Signed before alteration of specification.... 602.08(b)
SUDSHULE. ..o 602.02, 604
VEBNUE. ...ttt 602
Oath, Supplemental, Rule 1.67..............cccvvveeennne 603
After allowance............ccccoveneininiene 603.01, 714.16
Change of inventorship................... 602, 602.01(c)
Oaths, Conflicting..........cccccecevennne 201.03, 602.01(c)
Object of invention..........cccceeevvveeeeeiiiiienee, 608.01(d)
Objection contrasted with rejection................... 706.01
Objection, Dependent claims...................... 608.01(n)
Objection to formal matters, When made..... 707.07(a)
707.07(j). 710.02(b), 714.14
Obvious error, correction.................... 1302.04, 1305
Obviously informal application.............ccceeen.e. 702.01
Obviousness....... 706.02, 706.02(j), 2141to 2146,
2158
Age of reference.........cccovieiiiiiien 2145
Analogous prior art..... 1504.03, 2141.01(a). 2145
Design applications..........ccccccvveeeeeiiiivieneenne 1504.03
Form paragraphs used for rejection......... 706.02(m)
Number of references..........ccccovceeiieeiiinnnne 2145
Ordinary skKill, level of.........ccccceeeviiiieieeeiins 2141.03
Prima facie case... 2142 to 2143.03, 2144, 2158
Predictability..........ccocoveiiieeiiieeecee 2143.02

Sec. No.
Rebuttal against..........cccccoviiiiiiiiiiiee 2145
Process claims, nonobvious product........... 2116.01
Provisional rejection............ccccovviveieennnnnns 706.02(k)
RANGES. .. .iiiiiiiiieiiieieieee s 2144.05
Rationale for.........cccccovveviniiennnn. 2144 to 2144.09
Adjustable, making...........ccccoveieeriiiennne 2144.04
Aesthetic design changes............ccc........ 2144.04
Automating manual activity...................... 2144.04
Duplication of parts........c.ccccevvveeeiineenne. 2144.04
Elimination of element or step................. 2144.04
Equivalence, art-recognized.................... 2144.06
GEeNUS-SPECIES......eeeiiiieriiieeiiiee e 2144.08
Integral, making..........cccceveiieiieiiiiiieen. 2144.04
Omission of element or step..........c......... 2144.04
Portable, making.........ccccooeveviieeiiiiennne, 2144.04
Proportion changes..........cccccceevviiieeeeenn. 2144.04
Purifying old product.............ccccceevinirnnne. 2144.04
RANGES.....oiiiiiiiiiie e 2144.05
Rearrangement of parts..........cccccceeeenne 2144.04
Reversal of parts.........cccccvvveiiieeiniiinenns 2144.04
Separable, making................ 2144.04
Sequence, change in 2144.04
Shape changes.........ccoccviiiiiieniiecnns 2144.04
Size changes.......ccooocveeviciiieee e 2144.04
SPECIES-0ENUS......eiiiiiee e 2144.08
Rebuttal arguments by applicant...................... 2145
Teaching away in prior art................ 2141.02, 2145
Offenlegungsshriften...........cccccoeiiiiiennnns 901.05(b)
Offensive language............ccccevveene 608, 1504.01(e)
Redacted in Pre-Grant Publication................... 1132
Offensive subject matter.............ccccceeeeeeee. 1504.01(e)
Offer to sell........ 706.02(c), 2133.03(b), 2152.02(d)
Offer to surrender original patent (not required)... 1416
Office action (See also: Action)
Office action in ex parte reexamination... 2260, 2262
Office action in inter partes reexamination........ 2660,
2671
Not closing prosecution...........c.occeeeeeeeininne 2671.01
Reopening prosecution after ACP.... 2673, 2673.01
Reopening prosecution after Examiner’s Answer.......
2679
Reopening prosecution after RAN........ 2676, 2677
Office date stamp...... 505, 506, 710.01(a), 714.18
Office NOUIS....cceiiiiiiiii 510
Office of Congressional Relations................ 203.08(a)
Office of Data Management......... 104, 502, 502.01,

603.01, 608.01(m), 608.02(z), 711.01, 714.16(d),
724.05, 903.07, 1120, 1121, 1122, 1125, 1126.
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Sec. No.

1302.05, 1302.12, 1303.01, 1308, 1309, 1309.02,
1611, 2229, 2283, 2287, 2295, 2686.01, 2687

Sec. No.

Official Gazette(O.G.)..... . 403, 409.03, 409.03(h),
1703

Hand-delivery of papers to.........ccccceeeeeiniiinnenn. 502
Petitions decided...........ccccoeeeeiiiiiiiiicnnnns 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01
1125 1126 1730
Telephone number.........cccovveviieeviieecee, 1730
Office of Electronic Information Products........ ., 1730

Office of Enroliment and Discipline........ 402, 402.01
407, 410, 502, 510, 601.03, 602, 714.01(a),

1002.02(k)(1) 1002.02(m)

Mailing address.......cccovveeeeiiiiiniee e 501
Office of General Law..............c.cccouueee. 1002.02(k)(2)
Office of Patent Application Processing (See also:
Incoming-Mail Section) ................ 201.03, _201.06(c),

201.06(d), 202, 203.08, 402, 402.01, 409.03,
501, 502, 503, 506, 601, 601.01(d), 601.01(f),
601.01(g). 602.01, 602.01(c), 602.01(c)(1),
602.01(c)(3), 602.03, 602.05(b), 602.08(b), 608.01,
608.01(b), 608.01(f), 608.01(n), 608.02, 608.02(a),
608.02(b), 608.05, 609.07, 714.16(d), 903.08(a),
1306, 1410, 1410.02, 1414, 1414.02, 1451, 1457,
2501

Application Assistance Unit............cccccoecvveeenn. 1730
Contact information.........ccceeeeeeeiiiiiiiviiceieeeeeeees 1730
Petitions handled............c..ooooviviiivinnnnnnn.. 1002.02(q)

Office of Patent Classification....... 903, 903.05, 906

Office of Patent Legal Administration (OPLA) (See also:
Central Reexamination Unit (CRU)) ..... 103, 506.02,
1002.02(b), 1415.01, 1449.01, 1457, 2227, 2236,
2239, 2284, 2285, 2287, 2642, 2667, 2668,

2686.01 to 2687
Office of Patent Quality Assurance................ 1302.04
1308.03

Office of Petitions. 106, 201.03, 201.06(c), 211.04,
502, 601.01(d), 601.01(g), 601.02, 602.01(c)(3),

Claim published............ccccooiiiiine 1302.09
Reissue application...........cccceoeviieiieiniinnenn. 1455
From ex parte reexamination certificate...... 2287
From inter partes reexamination certificate.. 2691

Copies and Subscriptions...........ccccceveeriiiieeenn. 1703
Defensive publications..........c..ccocceeiiieenne 711.06(a)
Designating classification..............ccccceen.e. 1302.09
Drawing figure.........cooooveeeeeiiiiiiieesiieeeeee 1302.09
EOGP. . 1703
Issuing as U.S. patent.........cccceevveeevieeennnnennn 901.05

Notice of ex parte reexamination certificate.... 2288,
2291

Notice of inter partes reexamination certificate.........

2688, 2691
Notice of Certificate of Correction......... 1480, 1485
NOLICES ovvviiiiieieieiieeee s 1703
Notices of maintenance fees due......... 2501, 2575
Notice of ex parte reexamination request........ 2229
ONliNE...cce e 1703
Patents ......ccoooovviiiiiiee e 1703
Published electronically.............ccccccovevieneeeninnns 1703
Publishing disclaimers...........cccoceiiiiiiiennine 1490
Reissue application filing notice.......... 1430, 1441,
1441.01, 1443, 1457, 1470, 1703
Statutory Invention Registration (SIR).............. 1111
Trademarks .......ccccccvveieieiiieeieeeeee e 1703
Official INQUINIES.......ccvvviriie i 203.08(a)
Official NOtiCe.......vvveeeiiiiiiiee e, 2144.03

OIPE (See also: _Office of Initial Patent Examination
(Office _of  Patent  Application  Processing))

“Old art” use in deciding request for reexamination.......

2242, 2642
Old combination..........cccceeevvvrvvvrvireereeeeeeen. 2173.05())

Omission in reply, inadvertent..... 710.02(c), 2266.01,
2666.30

609.04(b), 1002.02(b), 1308
Location and phone number............cccccceeennnne 1730
Office of Policy and External Affairs................. 213.01
Office of Public Records.......... 103, 104, 711.03(d),
1128 1309, 1730
Hand-delivery of papers to.........ccccceeeeeiiiiienenn. 502

Office of Solicitor........ 311, 1002.02(k)(3), 1216.01,
1216.02, 1701.01, 1720, 1721, 2207, 2240, 2681

Omnibus claim..........ccccceeernns 706.03(d), 2173.05(r)
On-line search (See also: Electronic databases) .........
706.02(e), 901.06(a), 902.03(e)
On sale (See also: Public Use) .. 706.02(c), 2133.03,
2133.03(b), 2152.02(d)
Affidavit or declaration...............ccccceeeeeiineen. 715.10
Anticipation rejection.......... 2133.03(b), 2152.02(d)
BUYET ... 2133.03(b)
Commercial activities............. 2133.03, 2133.03(c),
2133.03(e), 2133.03(e)(1), 2152.02(d)

Completion of the invention.... 2133.03, 2133.03(b),
2133.03(c), 2133.03(e)(1), 2133.03(e)(3)

Mailing address.........ccccceeeveciiiiee e 501
Office of the Commissioner for Patents.............. 1721
1901.03 1902.01

Duty of disclosure to........ccccoccvveveeeiiiinenennn. 2001.03
Office of the Deputy Commissioner for Patent
Examination Policy................... 502.03, 1721, 2677

Petitions and requests decided by........... 1002.02(b)
Official @CtioN........cccvviiiiiiiiiiec e 707
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Sec. No.

Admission of completion by 37 CFR 1.131

affidavit.........ccoveee e 2133.03(c)
Definition of.........cccccevevnenn 2133.03(b), 2152.02(d)
Conditional sale............cccocvevveeneennnn. 2133.03(b)
Nonprofit sale.........occoveeeiiiiieeees 2133.03(b)
Sale of rghtS......ccceviiiiiiie 2133.03(b)
Single sale.......cooceiiiiee e, 2133.03(b)
Delivery of offered goods............c..cc....... 2133.03(b)
Device embodying process..........c.ccceevvveene 2111.02
Evidence of (prior art publications).......... 2133.03(b)

Experimental use (See also: _Experimental use) .......
2133.03, 2133.03(e) to 2133.03(e)(7), 2152.02(d)

Goods “on hand”.........cccceevveiiieieniiieenne 2133.03(b)
“In this couNtry”.......cocoevveeiiieee e, 2133.03(d)
INVENLION. ..o 2133.03(c)
Intent to sell................... 2133.03(b), _2133.03(e)(2)
Offer for sale.........ccoovvviiieniiiiciee 2133.03(b)
Policy considerations...........cccccooiiiieeeenniinne 2133.03
“Ready for patenting”..........ccoccvevvveeennnnn. 2111.03(c)
Reduction to practice......... 2133.03(c), _2133.03(e)
Sale by inventor or associate.................. 2133.03(b)
Sale by third party.........cccccoviiiiriieinnenn. 2133.03(b)
Testing by third party..........cc......... 2133.03(e)(5)
2133.03(e)(7)
Sale of a process........ccccceeeviiieeeieniiiiennn. 2133.03(c)
Sale of “rights”.......coccoviiiieiee e, 2133.03(b)
SECIECY....eovveereereerreieereeerenns 2133.03, _2133.03(b)
Supervision and control over invention.......................
2133.03(e)(5). 2133.03(e)(7)

Test for determining if impermissible sale occurred.....
2133.03(b)

Operating hours (See also: _Hours of operation)

OPErative........coeeeeeeeieeireeieerens 2164.07, 2164.08(b)
Operative example..........cccovveeiiieeniinennne 608.01(p)
Operative, ShOwiNg..........cccoveeeivivnenennn. 608.03, 716
Opposition to issue of patent (See also: _Protest)
Oral hearing in reexamination
EX PArte ...cooooeiiiiiiiirrerrr e 2276
Inter partes ................. 2662, 2675, 2677, 2680
Open to publiC.......ccccvvviriiiiiieee e 2680
Oral hearing on appeal.........cccccceeevviiieeceeicinen. 1209
Order, citation Of...........coeviiiiiiiiiiiee e, 707.06
Order granting ex parte reexamination............... 2246
Order granting inter partes reexamination......... 2646,
2660
Returned as undelivered.............ccccooviiieeeenne 2654
Order of examination................cccueeee.. 708 to _708.03
Patentability report..........ccccovvvieeeeeiiinnnnn. 705.01(b)
Order for compliancCe..........ccccceeeeiiiieiiennninnn. 1210.01
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Sec. No.

Ordering
Abandoned file............c.......... 711.04(b), 901.01(a)
Foreign patent.........ccccooeeeieeeiiniiiieee e 901.05(c)
Patented file........ccccceeeeeeeennn. 711.04(b), 901.01(a)
Publication...........cccceeeeiiiiiiiee e 901.06(b)
Reexamination, decision
Ex parte .....cocovvvvviiiennnn, 2246, 2247, 2247.01
INtEr PArES ...oeeeiiiiiiiee e 2646
Orders (See also: Publication) .................... ~, 707.06
Ordinary and customary meaning of claim term. 2106,
2111 2111.01 2173.01
Evidence Of.......c.ccoovviieiiiiiiiec e 2111.01

Original application (See also: Nonprovisional
application)

Original disclosure, inherent characteristics..................

608.04(a), 716.02(f)
Ornamentality lacking in design applications.................
1504.01(c)

Outstanding requirements............cccceeeeeenes 707.07(e)
Overcoming a reference, Right of priority............. 216,
706.02(b)(1)

Overlapping applications

Same applicant. 709.01, 715.01(a), 804, 804.02,
822

Same assignee.. 706.02(f)(2), 706.02(k), 706.02(l)
o _706.02(I)(3), 709.01, 715.01(b), 822
Subject to joint research agreement...... 706.02(1)(1)
to _706.02(1)(3), 804, 804.02, 804.03, 2136.01,

2137.02, 2141.01, 2154.02(c), 2156
Overlapping Claims...........ccooceeeiiiiiiieee e 804.02
Oversight of inter partes reexamination.............. 2689
Owner’s representative..........ccveeeeeeccvieeeeeeeciveeeen. 400
Ownership and assignment........... 300, 706.02(1)(2).
706.02(1)(3) 717.02(a)
Ownership at time invention made.............. 706.02(Kk),
706.02(]) to 706.02(1)(3), 717.02(a)
Ownership of applications filed subsequent to recording
of assiIgNMENt.......coveviiiii e 306

P
PAIR......... 102, 104, 203.08, 1121, 1128, 1730,

2206, 2209, 2232, 2232.01, 2257, 2264, 2290,
2632

PALM.............. 101, 102, 711.04(b), 1704, 1705,
1845.02, 1893, 1893.03(a). _1893.03(b). 1895.01,
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PALM — Patent

Sec. No.

2229, 2232.01, 2235, 2246, 2247, 2287, 2294,
2632, 2635, 2647.02, 2648, 2660, 2664, 2670,

2687, 2689
Application location...........cccccceeviiiiiieneniieene 2635
Application records and reports............cccceeeuee 1704
Application Status..........ccccvceveiiieeeniiieeieee, 102

Examiner Docket, Time, and Activity Reports... 1704
1705

“Flag” in reissue application............ccccccceveuveeee. 1456
Panel Review in ex parte Reexamination.......... 2236,
2246, 2247, 2262, 2271, 2271.01, 2275, 2281,
2287 2289
Paper, easily erasable....................... 608.01, 714.07
Paper number...........coocooiiiiii. 714.18, 714.21
Paper size (See also: A4 size paper)

Application papers........cccoccveviieeiniiiee e 608.01

DraWingsS. .. ..ueeieee e 608.02

Photographs........ccocvveeiiiiie e 608.02

Substitute drawings 608.02(h)
Papers (See also: Return  of  Papers)

DEPOSItING. .. evieereieiiiie et 502

DiStribDULION. ..o 508

File Wrapper. ... 719.01

Identification...........ccoovvvvviiiiiiiieeeeeeeeiii, 502, 503

Receipt and handling...........ccccoeveeiiiiienee e, 500

Received after patenting or abandonment..... 508.02

Signature required..........ccoeceeeiiieeeniiee e 402

Submitted in reissue litigation...............cccceee.... 1404
Parent application data, Cross-noting.......... 202, 211
Parent application review........ 707.05, 719.05, 904,
2001.06(b)

Paris Convention (See also: _Treaties) ............. 213.01

Article 4 Cited.... 213.01, 213.03, 213.06, 215.03
Partial signatory authority............cccocevveviieeeninnenn. 1005
Patent

1836 (present) SeriesS.......ccccevvviveeeeeiiiiiieeeennn 901.04

ALl SEIIES....iiiiiiii e 901.04

Allowance and iSSUE............cvevverineeivieneennens 1300

Application publication....................... 1120to 1135

Arrangement in Examiner’s Search Files....... 901.07

ASSIGNMENT......cciiiiee e 301

Citation handling..........ccccceeiiiiieiiiiniiieeeee 1920

Citation of prior art in..........c.ccceeevcvveenne 1920, 2202

Claim copied (See also: Claim _presented

corresponding to claim of patent)

Classification change...........ccccoovieeeinniinnnnn. 903.05

Classification indices.................. 902.03, 902.03(a)

Classification Home Page on the Internet.. 902.03(a)
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Sec. No.
Classification Home Page on the USPTO Intranet.....
902.03(b)
Copy in ex parte reexamination request.......... 2219
Double column format...................... 2214, 2219
(070] ) VA @] o =T ¢TSRS 1730
Correction Of........oooiiiiiii e 1400
DefiNitioN.....ccoiiiieiiieeeeee e, , 2135.01
DESION. ettt 1500
DeSIgN SErES....cciiiiiiiieeeieiiie e 901.04
Design VS ULlity.....coeeviiieiiiieeiiic e, 1502.01
Effective date....... 706.02(a), 715, 715.01, 2126,
2133.01, 2136.03, 2152.02(a), 2154.01(b)
Extension (See also: Term, Patent)
File reconstruction..........ccccceeevciveereesiiiienenn, 508.04
FIlES. oo 901.01(a)
Foreign (See also: Foreign patent)
General Information About, booklet.................... 703
ISSURB. ..ttt 1300
Issue Notification form............ccccooieiieeinis 1306.03
INAEX. .ttt 902.03(b)
Interference........ccccovvveevieeeiiieenns 2304 to  2304.05
INventorship.......cccccoeviciieieeieiiiee. 2137.01, 2157
N VT4 <o (o3 (o] o PO 1305
Law, opinions not given...........cccccvveeeeeiinnene.. 713.02
Laws (See also: Statutes)
LICENSING. . ettiieeiiiieiee e 301
Litigation relating to reissue..............ccuee..... 1442.04
Ordering electronic copy of sequence listing..... 2435
Ordering SOoft COPY......ocvvvviirieieiiiicniee e 905.02
Owner, appeal by.......cccccovviiiiie i, 1204
Owner, service of citation ON..........cccccevvenreeeee. 2208
Owner’s address in reexamination........ 2222, 2622
OWNEISNIP....cciiiieie e 301
Plant Series......c.ccoecveiieeiiiiiiieee e 901.04, 1600
Post-issuance information updating.................. 2501
Prior art citation in.........cccoccvevieivnieeniieene 2003.01
Printing Priority........ccooveeeeeeeiiiiiie e 1309
Publication of application................... 1120to 1135
Reconstruction of file..........cccoviiiiiininns 508.04
Reference (See also: Reference)
REISSUE SErIeS.....cueveeveeieiiiiee e 901.04
Reissued, effect Of........ccccooviiviiiiiiii, 1460
Right to exclude others......... 509.02, 1111, 1601,
2162 2173.02

Rules (See also: _Rules, Patent (Code of Federal

Regulations))

SIMUItaNEoUS ISSUE........ccvevvieiiiniicieennne 1306.02
Statutory subject matter............ 706.03(a), 2104 to
2107.03
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Sec. No. Sec. No.
Surrender of original in reissue (not required)... 1416 Patent Cooperation Treaty (PCT) (See also:
Statutes (See also: Statutes) International application) Treaties) .............. 1800, T
System, Constitutional basis for............c...ccccceerrennn AJMINISIrative INSIUCHONS.....o.oo.ovvviiiiiens Al
Term adjustment...........oovvveoveevvvee. 2710to 2736 AGENL.iiiiii e 1807
Terms (See also: Term. Patent) Amendment before the designated office...................
1893.01(a)(2), 1893.01(a)(3)
TraNSTer...evie i 903.05 ) A
. . Amendment of claims before the International
Transfer of fights iN.............ccocvvvrrerrssssccen -503.02 BUICAU. ..o eeeeeeeeeeeeeeeeeeeeeeee 1853
Type, Design vs utility.........cccccvevieirieireenene, 1502.01 APICANE oo 1806 @
Utility Series........oovvrerrsssssiiii * 1502.01 Applicant for United States Receiving Office.... 1805,
Utility vs design _1502.01 1810 1820
DT (ST TR 901.04 Basic flow timeline. ...oow oo 1842
Patent and Trademark Assignment System..... 302.09 Classification of application..................... 903.08(b)
302.10 ] Classification of subject matter........ 1844.01, 1879
Patent and Trademark Office (PTO or USPTO) Common representative...........ccceveveeereeeenenee. 1807
Add.ress """"""""""""""""""""""""""""""" 201, 502 CONCEPLS, MAJOI......eeeeeeeeieiiieeee e 1801
BUSINESS hOUIS........ceeviiiiiiiiiee e 510 Country codes 1851
Employees, property interest in patent 809 DefiNitioNS......ceviiiiieiiiie e 1802
Employees, unavailable to sign oath or declaration as Design patents................ooorreeeee. 1501.01, 1503.01
INVENTOIS. ..o 409 ) i
Matters decided by various officials................ 1000 Des!gnat.ed OffiCe. it 1893.01(a)
. Designation of states..........cccccovveeeiiieeiiineennne 1821
PUDBICALIONS. ....ceviieiiie e
Attorneys and Agents Registered to Practice Before Fees ........................... 1827, 1893.01(c)
the United States Patent and Trademark Office..... Filing date requirements................... 502.05, 1810
401 Foreign filing license..........ccccceeeeiviiiene e, 1832
Development and Use of U.S. Patent Classification Foreign patent citation codes...............c.cc........ 1851
SYSIEMS....iiiiiie e 903.02 Forms
Official Gazette of the United States Patent and IB/307 ... 1893.03(e)
Trademark Office (See also: _Official Gazette (O.G. IB/308......oooeeeeceerrersreseseeeierse o, 1893.01(a)(1)
) PCT/DO/EO/903...... 1893.01(a)(3). _1893.03(a).
Receipt and handling of mail.............cccceevvene. 500 1893.03(b), 1893.03(e), 1893.03(q), 1895.01
Telephone nuMbers.........ccccocvvieiiiiiiciiee 1730 PCT/DO/EO/I05.....oonveon 905, 1893.01(a)(1),
WED SIte..ceiiiiiiiiiiiiee e 1730 1893.01(d), 1893.01(e), 1893.03(b)
Patent Appeal Center.......c..coocveeieeiiiiieieee e, 1203 PCT/ISA/203 1843.04
Patent Assistance Center (See also: _ Inventors PCT/ISA/206 1850
Assistance Center) PCT/ISA/210............. 1843.04, 1844, 1844.01,
Patent attorney or agent (See also: Attorney or agent) 1845.01 1845.02 1893.03(e)
Patent classification in USPC (See also: _Classification) PCT/ISAI217 ..o, 1836, 1844.01
PIOE AT) oo 900 PCT/ISAI220........cccoverierrineinn. 1844, 1845.02
Classes..... 707.05(e). 902.01, 902.02, 903.02(b) PCT/ISA/237............. 1843.04, 1844, 1845.01,
Cross references.........cccceveuveene 903.07, 903.07(a) 1845.02
DIgESES. eeeeeeeie e eiiee et 903.07 PCT/IPEA/4OL......ccoieeeeeeeee e, 1864, 1865
ISSUE SliP.eeieeiiieiiie e 903.07 PCT/IPEA/AQS.......cccveviieeeins 1875, 1875.01
Manual of Classification for USPC............. . 902.01 PCT/IPEA/408......... 1860, 1874, 1876, 1878,
Master classification file (MCF)................. 902.03(a) 1879
Post C|assifier (See a|so: Post C|assifier) PCT/IPEA/409.........ccevnee.. 1871, 1874, 1878,
ShOES....cooreorrrrerrrreneee 901.05(c). 901.07, 905.04 1878.01(a).. 1879, -1893.03(€)
Statutory authority...........ccceeeeiiiiiieiie, 903.01 PCT/IIPEA/410 -1864.04
Subclasses.................. 707.05(e). 902.01. 902.02 PCT/IPEA/ALL.....ccoiiieiiieeeeee e 1876
PCT/IPEA/412......ccovieeeeeee, 1836, 1876.01
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Patent Cooperation Treaty (PCT) — Patent Cooperation Treaty Rules

Sec. No.
PCT/IPEA/ALG.......cccoeevieiiienns 1879, 1879.02
PCT/IPEA/A20......c.ccoicieieeeiiiiiie e 1875.02
PCT/IPEA/A28........ccveviiieiiiieee 1878.02
PCT/RO/101............ 1801, 1812, 1821, 1828,
1844.01
PCT/RO/LLT .ot 1893.03(e)
PCT/RO/136......occivieieiiiienieeeieeniens 1893.03(e)
PTO-1382......cciiiiiiiiieiieeriieeieei 1830, 1832
PTO-1390........ccccn.... 1893.01(a)(2), 1893.03(a)
USPTO/299.....cciiiiiiiiiieiie et 1850
USPTO/499 1875, 1875.01
Gazette.... 1801, 1821, 1823.01, 1857, 1879.02
Help DESK...coiiiiieiiiie e 1730
Information SOUICES........cceeeeiiiiiiiieeeeiiiieeeene 1730
International Bureau 1801
International Patent Legal Administration.......... 103,
602.01(c)(3) 1730
International preliminary examination............... 1860
International preliminary examination report..... 1879
International preliminary report on patentability.........
1801, 1845, 1879.03, 1893.03(e)
International publication..............ccccooicieeennns 1857
Prior art effect..........cceeen. 2136.03, 2154.01(a)
International search report...........cccccoevivieeeenn. 1844
International searching authority...................... /1840
Member COUNLHES......cooeeeeeiiiiiieiiieee e, 1817

National procedure 1893
National stage (See also: _National stage application

Sec. No.

Unity of invention.... 823, 1850, 1875, 1893.03(d)

Written opinion, preparation................. 1845, 1878
Written opinion, time to reply to....... 1845.01, 1878

Patent Cooperation Treaty Administrative Instructions...
Appendix Al

(35 u.s.C. 371))
Numbering of sheets... 1812, 1893.03(a), _1895.01
Priority.......ccccvveee. 213, 1828, 1893.03(c), 1895

Restoration of.........ccceviiiiiiiiiiiiieee 1828.01
Priority document...........ccccceeeiiiiiieeenis 213, 1828
Publication...........cccccvviiiiiiii e 1857
Receiving offiCe........cooouiiiiiiiiie 1801
Receiving office procedure..............cccevvvrennnen. 1801
Record copy transmittal..............ccoccvveeeeeinnnnn. 1801
Reply to invitation concerning lack of unity of
invention.............c....... 1850, 1875.02, 1893.03(d)
Reply to written opinion...........c..cceevvevennnee. 1878.02
Representation before the designated office...... 402
Revocation of agent..........ccoccueieieiiiiieeeennninns /1808
Schedule of feeS......ccoviviiiiiii e 1827
Search report...........cc.e.e. 707.05, 1302.14, 1844
SeCrecy Order.......ccovviuvieeeeeeiiiiieeeeeees 120, 1832
Sequence listings............... 1823.02, 1848, 2422,
2422.03(a)

Transmitted via EFS-Web..... 502.05, 2422.03(a)
Signature missiNg........cccoevriiieeeeiniiiieee e 1820

105 Reproduced.........ccoooviiiiianiiiiiiieee e 1834
204 ReproducCed.........cceveeeiiivieieesiiiiieee e 1823
205 Reproduced.........ccceeviiveeeneeeennnenn. 1824, 1853
208 Reproduced...........ccceeeeeiiiiieieeiiiieeenn. 1823.02
209 Reproduced.........cceveeeiiivieieesiiiiiiee e 1823
404 Reproduced 1857
502 Reproduced 1850
513 Reproduced 1848
603 Reproduced..........coccuveviveeeiiiieeiniiiee e 1875.02
604 Reproduced..........c..ceeeeiiiiieiieiiiiiieea e 1879
605 Reproduced 1872
606 Reproduced 1880
607 Reproduced 1876
Patent Cooperation Treaty ArticleS..........ccccvveveeeiinnes T
3 Reproduced.......c.coceivieeiiiiiiiiie e 1812
5 Reproduced........coooueieeiiiiiiiiiiee e 1823
6 Reproduced.........ccvvvevieeiiiiiiiee e 1824
7 Reproduced.........ccoovveeeeeiiiiieie e 1825
11 Reproduced..........ccceevvevenene. 1810, 1893.03(b)
17 Reproduced 1843
18 Reproduced 1844
19 ReproducCed..........ccoeviiiiiiiaeiiiiieee e 1853
21 Reproduced.........cccuveeeeeiiiiieieesiiiiieee e 1857
29 Reproduced.........cccveeeeeiiiiiieiee e 1857
30 Reproduced..........ccueeeeeiiiuiiieieeeiiiee e 110
31 Reproduced.... 1864.02, 1864.03, 1865, 1869
32 Reproduced.........ccccveeeeeiiiiiiie e 1862
33 Reproduced............. 1878.01(a), 1878.01(a)(1).
1878.01(a)(3)
34 Reproduced....... 1862, 1864.01, 1874, 1875,
1878, 1878.02
35 Reproduced.........cccoeeeeeiiiiieie e 1879
36 Reproduced...........cccceeeruunnenn. 1879.02, 1879.03
37 Reproduced.........cccuveveeeiiiiiiiiesiieeee e 1880
38 Reproduced..........ccocvveeeeviiiiieee e, 1879.04
Patent Cooperation Treaty Rules
4.3 ReproducCed.........coeevvvvieiniieeniiiee e 1844.01
4.9 Reproduced.........cooovvieeeiiiiiiiiie e 1821
4.11 Reproduced.........ccccceeeeiiiiiiieeiiiieeenn. 1828.02
4.12 ReproducCed...........cccuveeriireiinieiiieeesieeeae 1819
4.15 Reproduced.........cccvveeeeiiiiiiiie e 1820

5.1 Reproduced
5.2 Reproduced
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Patent Cooperation Treaty Rules — Patent Trial and Appeal Board (PTAB)

Sec. No.

6 Reproduced
7 Reproduced
8 Reproduced

8.1 Reproduced..........cccceeviueeerninnnne 1826, 1844.01
8.2 Reproduced.........cccoevuvieeeeennnns 1826, 1844.01
11.5 ReproducCed.......c.ccoevvvieeeeiiiiiine e 1825
11.6 Reproduced.........ccceevieeeiiiieeiiiee e 1825
11.11 Reproduced.........cccuveeeeiiiiiieieeeiiieeeene 1825
11.13 Reproduced.........cccuvvveeeeiiiiiereeeiiiieneeenn 1825
12 bis Reproduced 1819
13 Reproduced.........ccoeoiiuiiiiieeiiiiiee e 1850
13bis Reproduced..........coevvveiiieeiiiieennee. 1823.01
13terReproduced........ccccovveeeviivieniiieenieennn 1823.02
17 Reproduced.........ccoooviuiiieiiiiiiiieee e 213.06

33 Reproduced .. 1843.01

37 Reproduced 1844.01
38 Reproduced..........ccceeeeiiiiiiiiaiiiiieeeee 1844.01
39 Reproduced..........covvviiiieeeiiiiee e 1843.02
40 ReProduCed........cueevvueieiiiieiiiie i sieee s 1850
41 ReproduCed..........cocuuereeeiiiiiiiee e 1852
43 bis Reproduced...........ccccceveeeinenenn.. 1843, 1845
46 ReProduCed.........ccevvveieiiieeiiiie e 1853
54 Reproduced ... 1864.02
60 Reproduced.........cccccoeeviiiiieneeiiiieie e 1868
61.2 Reproduced...........cccovvuvrieeeeiiiiieee e 1881
61.3 Reproduced.........ccccooiiiiieeiiiiiieee e 1881
62 Reproduced..........ccceeeeviiiiiiieeeiiieee e 1871
62 bis Reproduced...........ccocvveeiiiiiiiiee i, 1871
64 Reproduced..........cooeuveeeieiiiiiireeeeee 1878.01(a)
65 Reproduced.........cccoeevvviirieeeninenn. 1878.01(a)(2)
66.1 Reproduced..........cc.ccovvvvvieeeeiiiiieneen, 1843.02
66.1 bis Reproduced............ccccooviiiiieeiiiiiinenn. 1878
66.1 ter Reproduced..........ccccoovivvveeeeiniiiieneenne 1878
66.3 Reproduced...........c.coevvviieeeeiiiiieneee, 1878.02
66.4 Reproduced..........cccoovuiiieriiiiiiiieee e 1878
66.4 bis Reproduced ... 1878.02
66.5 Reproduced...........c.coocvviieeeeiiiiieneen 1878.02
66.6 Reproduced...........cccoooiuviiiiiiniiiieeeenne 1878.02
66.7 Reproduced.........ccccoeeiuviiiieeiiiiiiee e 1870
66.8 Reproduced.............ccuuvee... 1864.01, 1878.02
69 Reproduced...........ccceeeiiiiiiiiieiniieeeee 1879.01
70.17 Reproduced.........ccoovvveeiiivieisiieenne. 1879.03
71 Reproduced.........cccvvveeiiiiiiiiee e 1879.02
72 Reproduced..........cceeeeeiiiiiiieaeeniiieeeeene 1879.03
82 Reproduced..........cocvveiiieeeiiieeeiee e 1834.02
90.4 Reproduced........cccceeevviviieeeeeiiiieee e 1807
90.5 Reproduced..........cccoovuviieeeiiiiieeee e /1807
90.6 Reproduced..........cceevvveeiiiieiiieeeniee e /1808
Rev. 08.2017, January 2018

Sec. No.

90 bis.1 Reproduced
90 bis.2 Reproduced
90 bis.3 Reproduced
90 bis.4 Reproduced
90 bis.5 Reproduced
90 bis.6 Reproduced
90 bis.7 Reproduced 1859
91 Reproduced.........ccueeeeeeiiiiieieesiiieee e 1836
92 Reproduced.........ccuveveeeiiiiieieesiiiiiee e 1834
Patent application publication (See also: _Pre-Grant

Publication (PG-Pub))
Patent Prosecution Highway (PPH) program.................
708.02(c)

Patent search facility............cccceeeiiiiieii e 103
HOUIS. ..o 510, 1730
Regulations for public uUSe..........cccccveeiiiieneenn. 510

Patent Law Treaty.......cccccvveeeeeeeieiii i 702

Patent Law Treaties Implementation Act of 2012

(PLTTA) ettt 702

Patent term extension/adjustments (See also:
Term,Patent) ... 1303, 2211, 2250, 2666.01, 2700

Patent Trial and Appeal Board (PTAB) (See also:
Appeal) Interference) ................. 706.03(w), _707.06,
707.07(f), 708.01, 711.02(b), 1201, 1202, 2201,
2242, 2246, 2258, 2261, 2265, 2273to 2279,
2282, 2284, 2285, 2286, 2286.01, 2287, 2301

Appeal from........ccovveeeiiiiiiieeee, 1216 to 1216.02
In ex parte reexamination................ccceeeeennne 2279
In inter partes reexamination........... 2682, 2683
Constitution and duties..........cccevvvieiiieeeniineenns 1202
Decision
Dissemination Of........cccceeieiiiiiiiiiiiiiiiieieeeeees 1720
Generally......ccccooveeieiiee e 1213
Publication of..........ccccccoeviiieneenn. 1213.03, 2681
Treatment of........ooovvviieieiiiiie e 1721
Duty of disclosure to...........cccocveeeviiiiiieneenn. 2001.03
HEANNG. ..o 1209
Interference
Declaration Of........cccocveeiiiiiiniiieiiee e 2301
Return of Jurisdiction to Examiner............... 2308
Jurisdiction......... 706.01, 706.07(c), 1210, 2301,
2308
May require appellant to address matter.......... 1212
New ground of rejection by............cccceeeeenn. 1214.01
In inter partes reexamination........... 2681, 2682
Non-final decision in inter partes reexamination........
2681
PEtitionS.......ccoveeeeeirieiieinnnns 1002.02(g). 1002.02(j)
Rehearing by.......... 1002.02(f), 1214.01, 1214.03




INDEX

Patent Trial and Appeal Board (PTAB) — Period for reply

Sec. No. Sec. No.

Inter partes reexamination............... 2682, 2683 Particular machine............cccccceeiiiinnnen. 2106.05(a)
Service Branch.........ccccceeeeeveeeeeeeeeeeenas 104 2106.05(c)
Statement of allowability by....................... 1213.01 Plants.......cooovviiniie, 1601, 2105

Patentability (See also: _Reasons for Allowance) Requirements of 35 U.S.C. 101.........ccccoceene 2014

REJECHION) . 2100 Significantly more...........occooeeiiniiieeee. 2106.05

Patentability report..........cccooveveiiieiiee e 705 Streamline analysis................ 2106.06 to  2106.06(b)
APPEAL.....eiiiiiiie e 705.01(a) Well-understood, routine, conventional...... 2106.05(d)
COUNL. ittt 705.01(c) Patented file........cocoveiii 901.01(a)
Date status.........ccovveeeviviiiiieeieeeeeeeeeeeaa, 705.01(c) Patented file, ordering..........cccccvvveeiiiiinnnnnn. 711.04(b)
Dispute between examiners 705.01(a) “Patent In” computer program (See also: _Sequence
FiNal @CtON. .......oveveeveceeeeeeeeeeeeeeeeeeeeeen. 705.01(a) FUIBS) ..o, 1730, 2430
IMPFOPET ...cecvveveveeeceeeeeereeeteeses s sen s 705.01(e) Patents of addition, foreign......................... 901.05(b)
INIALE. ..o 705.01 Payment of fees........c.cooiiii, 509
INEEIVIBWS......ovooeeoeeieceieeians 705.01(f). 713.01 Payor number (See also: _ Customer numbers)
Limitation as t0 USE........c.coevvveerererernnn. 705.01(e) PCT (See also: _Patent Cooperation Treaty (PCT))
Practice used only in extraordinary situations..... 705 Pending application as prior art (See also: Application
PUrPOSE.. ..o 705.01(e) publication) ............ 706.02(f)(2). 706.02(k). 901.03
RECOrdiNg.....ccoeeiiiiiiieiieesie e 705.01(c) Pending application preserved in confidence........ 101
Restriction, Effect on........ccccccocviviiiiciiciecn 807 Pending_ applic_atiqns as _references (See also:
Search. ... p— 705.01(a). 705.01(b) ?gg_"ocf(tl'(o) n Publication) .... 706.02(0)(1). 70605&%2
Sequgnce of examllnatlon """""""""""""" -05.01(5) Period for reply.......cccccovviiiiiiiii, 710
Submitted t_o TC_Dl.rector ....... s 705, 1003 After Board decision 1214.01
-7I—E)a5n.zflera()f urisdiction of application on appeal........ After final........ccoooiii 706.07(f)

Panel review in inter partes reexamination..... 2671.03 In FranSItlonaI APPHICALION. o v 106.07(g)

Patentability statement...........c.cccooevviiienennn. 1302.14 AR INEIEINCE. v -110.02(b)

. Amendment after..........ccoccevvvieiniii 714.17

Patentable novelty, pointed out......................... 714.04 ) )

Patentable subject matter............ 2104 to 2106.07(c) Cla!m copied from patent -£10.04(a)
Abstract idea. ... Claims all allowed.... 707.07(a), 710.02(b), 714.14
Clarifying the record . Comp_)uted..._ ................................ 710.01(a), _710.05
COMPULEr Programs........ccocveeveereeenerseeeneesnnes Copylng claim from patent does not extend statutory

) ) S 1=T o N 710.04(a)
D|§§I9§ed BUL NOE CIAIMEM. ..o 106 Correction of citation.................. 707.05(g). 710.06
Elgibility....c.ccoveviiieiiiieceene, 2106 to _2106.07(c) Date of receipt of amendment..... 710.01(a), 710.05

SEEP Lo 2106.03 Defective Office action.............. 707.05(q). 710.06

SEEP 2t 2106.04 Difference between shortened statutory period and
Evaluating applicant's response............. -2106.07(b). time lMit........oooeiiii 710.02(d)
4(42_106'07 < EXteNSION....cceeeiereeieeieieenes 710.02(d). 710.02(e)
Field of USE......cccvvvriiiiiec e, 2106.05(h) Extension of time to commence civil action.................
Formulating a rejection........... 2106.07, 2106.07(a) 1002.02(k)(1)
Improvements to functioning of a computer................ Extension of time to file notice of appeal at CAFC.....
2106.05(a) 1002.02(K)(1)
Insignificant extra-solution activity........... 2106.05(g) Full statutory period for reply..........cccooreveee.. 130
LaW Of NALUIE......veeeeeee et ee e 2106 Holiday, Saturday, or Sunday expiration of time..........
Living subject matter..............ccccceeeriie 1601, 2105 505, 513 710.05 710.01(a)
Markedly different analysis............c......... 2106.04(c) Incomplete reply..... 710.02(c), 711.02(a), 714.03,
Mathematical algorithms............cccceeveevevernnen. 2106 2266.01 2666.30
Mere instructions................occoeueeeanes ... 2106.05(f) Less than six months................ 710.02, 710.02(b),
Other meaningful limitations.................... 2106.05(e) 710.02(c).. 10.02(d).. 110.02(e)

Index-71
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Period for reply — Petition

Sec. No.

Add inventor in provisional application..... 1002.02(q)

Admit Model.......c.oovvvviiiieeee, 1002.02(c)
Attorney withdrawal........... 1002.02(b), _1002.02(p),
1002.02(q)

Biotechnology processes under pre-AlA 35 U.S.C.
L03(D). e 706.02(n)
Board decision in inter partes reexamination... 2681
Board involved................... 1002.02(f), _1002.02(q),
1002.02(j)

Certificate of Correction...... 1002.02(d), _1002.02(1)

Change in inventorship...... 1002.02(d), _1002.02(1),
1002.02(p), 1002.02(q), 1004, 1481.02

Change inventor’'s name........ 602.01(c), 602.08(b)
Change in order of inventors names......... 602.01(c)
Color drawings or photographs..... 507, 1002.02(d),
1503.02

Common ownership situation.................... 706.02(K)
Concurrent ex parte and inter partes prosecution.....
1002.02(g)

Consideration of submission after NIRC in inter partes
reexamination...........cccooeeveeeeeeiiciiee e 2687.01
Converting a 111(a) application to a 371 application...
1002.02(p)

Converting a 371 application to 111(a) application.....
1002.02(p)

Converting a nonprovisional to provisional.................
1002.02(b), _1002.02(c), _1002.02(p). 1002.02(q)

Sec. No.
Miscellaneous factors..........ccccoovuvieeeeeiiinnnnn. 710.06
Petition........eeeeiee e 1002
Pilot programs, SOMe..........ccecvvveriiveeennnnn. 710.02(b)
Property rights under AEC and NASA Acts........ 150
Remailing.......cccooeveiiniiiiiieiieen 707.13, 710.06
RESLArtiNG...cccvvieeiiiie e 710.06
Saturday, Expiration of time............ 505, 710.01(a)
710.05
Secrecy order application...........ccccoeeieeeeiniine 130
Shortened, Extension............ 710.02(d), _710.02(e)
Shortened statutory period........ 710.02, 710.02(b),
710.02(e)
Shortened statutory period, Distinguished from time
M. 710.02(d)
Shortened statutory period, When used..... 710.02(b)
Statutory Period..........occeeevieeeiiiiennieeenieeens 710.01
How computed.........cccooviieiieniiiiieeenn. 710.01(a)
Suggesting Claims.........ccccvvveniieieniieenne 710.02(c)
Sunday, Expiration of time.............. 505, 710.01(a)
710.05
Supplemental action............ccccceeeviiiieeieennnnns 710.06
Time computation....................... 710.01(a), _710.05
Time limit action..........cccevviiiieiiinience 710.02
Time limit action, When used.................... 710.02(c)
Two periods running................... 710.04, 710.04(a)
Withdrawal of attorney or agent during.......... 402.06
Periodicals...........ccocvveeieieireennnne. 901.06, 901.06(a)
Period of enforceability.......... 2204, 2211, 2686.02,
2808
Permanent ink..........ccccoeeeviieniiniees 608.01, 714.07

Perpetual motion....... 608.03, 706.03(a), 707.07(q).
2107.01

Persons who may cite prior art relating to an issued

PALENL. ... 2203
Pertinent prior art 904.02
Petition

Abandonment holding............... 711.02, 711.03(c),

711.03(d), _1002.02(b), 1002.02(p), _1002.02(r)
Abandonment holding, examiner’s statement.............

711.03(d)

Abandonment holding for failure to provide timely

notice of foreign filing.........cccooooiiiiiiis 1124
Accept color drawings or photographs.............. 507,
1002.02(d) 1503.02
Accepting late issue fee.........cccceevvvieneenn. 711.03(c)
Accept omitted pages.........ccceceeeriiiieeeenn. 1002.02(p)
Access to application.................. 103, 1002.02(b),
1002.02(p)

Access to interference agreement
Access to interference application

1002.02(f)
1002.02(f)

Index-72

Correct filing date............ 506.02, 513, 601.01(b),
1002.02(b)
Correction of inventorship......... 201.03, _1002.02(l),

1002.02(p). 1002.02(q), 1004, 1412.04, 1412.05,
1481.02

In ex parte reexamination....................... 2250.02
In inter partes reexamination...... 2658, 2666.03
Counter-terrorism inventions..... 708.02, 1002.02(s)

Defer issuance..........c.cccueenu... 1002.02(b). 1306.01
Delegation of Director’s authority................. 1001.01
DeNial...cccvieeiiiieieie e 1002.02
Denial of request for reexamination......... 1002.02(c)

Ex parte ............ 2240, 2246, 2247, 2247.01,

2248 2255 2265

Inter partes ........cooeeeee e 2647, 2648
Director's dutieS.........ceeevvevveiieiieiieeeeeeee e, ~, 1002
DISMISSEd......cvveeiiiiiiie e 1002.02
Dismissed without prejudice............ccccecoue 1002.02
Divisional reissue..........cccccevvuvieieeeininne. 1002.02(b)
Entry of amendment............ccccoooeeeiineene 1002.02(d)
Entry of amendment after RAN in inter partes
reexamination...................... 2672, 2673.02, 2675




INDEX

Petition — Petition

Sec. No.
Entry of late paper for revival of ex parte
reexamination..........c.cccoeeeeeerennnn. 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding........... 1002.02(b), 2668

Expedited examination of design applications.... 501
1002.02(c)(3)
Express abandonment after payment of issue fee......

1002.02(b)

Express abandonment to avoid pre-grant publication..

502, 1125 1135
Facsimile submission............cccceeeeveeeeennns 502.01

Expunge papers from file... 1002.02(b), _1002.02(c),

1002.02(c)(4)
Expunge information................ 724.05, 1002.02(c),

1002.02(j)
Extension of time... 710.02(e), 714.17, 1002.02(q)

Application before Office of Patent Legal
ADMINIStration...........ccoceeeeeniicneennnn 1002.02(b)

Application before Office of Petition..... 1002.02(b)
Filing date..... 506.02, 513, 601.01(b), 601.01(d),

601.01(f) 601.01(qg) 1002.02(b)
Final rejection..........cccocveeeeviiiieeec s, 1002.02(c)
Foreign filing license................. 140, 1002.02(c)(1)
Facsimile submission............cccccceveeviinneen. 502.01
INSPECHION.....cciiiiiiiie e 103
Interference 1002.02(g)
Interview in  merged reissue/ inter partes
reexamination.........ccueeeeveiveeeeeeesiiiieee e 2686.03
Late domestic benefit claim........ 1002.02(b), 1402,
1481.03
Late foreign priority claim........... 1002.02(b), 1402,
1417 1481.03

Maintenance fees, accept and record..... 1002.02(b)
2580

Maintenance fees, delayed payment/reinstatement.....

1002.02(b) 2515, 2531, 2590
Make special (See also: Special application) ............
708.02 1002.02(s), 1504.30
Matter subject to...........ccccvveveeernns . 706.01, 1002
Merge reexaminations................. 1002.02(b), 2283
Merge reissue and ex parte reexamination...............
1002.02(b) 2285
Merge reissue and inter partes reexamination..........
1002.02(b) 2667 2686.03
Modification of secrecy order.............cccccvvveeernnnns 120
New matter............ccccoeeevennen. 608.04(c), 1002.02(c)
Nonsigning inventor................... 409.03, 409.03(d),
1002.02(b) 1002.02(p)
Objection by examiner..............cccccveveennn. 1002.02(c)
Patent term extension..... 1002.02(b), 2720, 2754
Period for filing.........cocovieiiiiii e 1002

Sec. No.

Premature Action Closing Prosecution (ACP) in inter
partes reexamination............cccceeeeuvveeeeeenieneenn. 2672

Premature final rejection...... 706.07(c), 1002.02(c)
Preliminary amendment as part of original

diSCIOSUrE.......ovviieee e 608.04(b)
Procedure.........ccoevueeiiiieeiiiie e 1002.01
Public use proceedings............cccueeeeeeiiiiieneennnnns 720
Reconsideration of denied petition (ex parte
reexamination)..........coceveereesiiciveneeesnnns 2248, 2268
Rescission of secrecy order......... 120, 1002.02(c)(1)
Refused assignment............cccccoeiieeeeennne 313, 317
Refusal to enter amendment................... 1002.02(c)
Refusal to issue Certificate of Correction...................
1002.02(c)

Registration to practice...........ccccceeernnes 1002.02(m)
Reinstate rejection after Board decision... 1002.02(c)
Reinstatement..........coooceeviieiiieeeniiee e 1002.02(m)
Relating to PCT international application and/or
national stage application....................... 1002.02(p)
Relating to reexamination or reissue...... 1002.02(b),
1002.02(c), 1002.02(c)(4)

Reopen prosecution after Board decision..................
1002.02(c)

Reopen prosecution after Board decision in inter

partes reexamination............cccceeeecveeeeeeeneeennn. 2682
Requirement for information.................... 1002.02(c)
Resetting period for reply..... 1002.02(c), 1002.02(t)
Restriction requirement holding................... 821.01
1002.02(c)

Retroactive foreign filing license...........c.ccccc...... 140
Return model.........ccooveviiiiiicnciee 1002.02(c)
Revival..........cccoene 711.03(c), 1002.02(b), 1124
Revive PCT application...........c.cccccvvvennne 1002.02(p)
Rule 1.48 (inventorship).........cccceeeeviiiiiieneennn. 201.03
SECreCy OFer....ccceiiiiiiiieeeiiiieee e 1002.02(c)(1)
Sequence rulesS.......coccvvvveeenieeenineennn 1002.02(c)(2)
Special status.......... 708.02, 1002.02(s), _1504.30
Stay ex parte reexamination proceedings...... 2283,
2284 2285, 2286, 2286.01
Stay inter partes reexamination proceedings.. 2667,
2686.02 2686.03
Sufficiency of an affidavit......................... 1002.02(c)

Supervisory authority of Director of the USPTO.........
1002.02(b), 1002.02(c)

Suspend action — public safety or defense.................

1002.02(c)(1

Suspend rules.......ccccceeeeveiiiiee e 1002.02(b)
Suspension of second or subsequent inter partes
reexamination requUestS..........ccveeeeeiiiieeneennnnne 2640
Time for filing.......covveiiie 1002
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Petition — Post Office, Depositing papers in

Sec. No.

Trademark related............cccceevviiiniencinnnn. 1002.02(i)
Transfer from another application.............. 608.02(i)
608.02(t)
Unintentional delay, withdraw abandonment..............
711.03(c), 1002.02(b), 1002.02(c)(3). 1306

Failure to provide timely notice of foreign filing.......

1124
Unintentionally delayed claim for benefit of a U.S.
application............ 201.06(c), 211.04, 1002.02(b),
1417 1481.03, 2258.02, 2658
Unintentionally delayed claim for foreign priority........
214.02, 216, 1002.02(b), 1402, 1417, 1481.03,
2258.02 2658
Vacate order granting request for ex parte
reexamination..........cccvoveeriiiiieneesee e 2246

Vacate an order granting inter partes reexamination..
2646

WalVe FUIES......oevveeiiiiieie e 1002.02(b)
Waive time provisions in ex parte reexamination.......
2265

Waive time provisions in inter partes reexamination...
2648 2668 2672
Withdrawal from issue, after issue fee paid....... 502,
1002.02(b) 1308
Withdrawal from issue, issue fee not paid..................
1002.02(c) 1308
Withdrawal of a terminal disclaimer.................. 1490
Withdrawal of abandonment.................... 1002.02(b)

Withdrawal of attorney

1002.02(s)

In interference 1002.02(i)
Withhold from issue, before issue fee paid.................
1002.02(b) 1002.02(c)

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A
(4] (= o USRS 1125
Reproduced.........ocovveeiieiiiiiiiie e 1135

Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign

or International Filing PTO/SB/64a
CIted. .o 1124
Reproduced...........cccveviiiiiiiiiciec e 1135
Petitionable matter...........cccceeeveeeiiiie e, 706.01
PG-Pub (See also: _Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter
Safety review by FDA................. 2107.01, 2107.03,
2164.05
ULIIEY e 2107.01
Photograph as drawing.......... 507, 608.02, 1503.02
Piecemeal prosecution..............cccceeveeeiinnen. 707.07(q)
Plant Breeder's Rights..........ccccoiiiiiiiiiiiiieeene 1613
Plant Convention, UPOV........ccccoeeeviiiiiiiiiiinnn. 1612
Rev. 08.2017, January 2018

Sec. No.
Plant patent...........ccocvviiieiiecree e 1600
ACHON. ..ot 1610
AAVEITISING. ..o 1610
Affidavit 1610
Agricultural Research Service (ARS).... 1608, 1609
AlIOWANCE......eeiiiiiiiiiee e 1611
Application publication....................... 1120to 1135
Asexual reproduction.............ccceeeeueeenne 1601, 1605
BaCteria.....c.ueeeeei e 1601
(041113 o 1610
Color drawing........ccceveeveeeeiiieeniieee e 1606
Color identified... 1605
Declaration........ccceeeeeeeiiiiiieiiiiieee e 1604
DEfiNItIONS.....coovieiiiiiicceee e 1601
Department of Agriculture.................... 1608, 1609
DEPOSIt....eviiiee et 1605
Duplicate papers 1609
Elements of application...........cccccceviivieieennnns 1603
EXamination.........ccceeeeiiiiiiiiiiiiiieeee e, 1608
Examiner's amendment...........cccoceveriviieennnnn 1610
Executive Order..........ooocveeiieiiiiiiiee e 1608
Filing not permitted via EFS-Web.................. 502.05
ISSUE...eeiiiiiiiisiii e 1611
Laudatory expressions.........cccceeeeeieveeeeeeeeinen. 1610
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Failure of applicant to comment on.............. 1302.14
Patent Cooperation Treaty application......... 1845.01

Presumption of acquiescence by applicant.. 1302.14
Reexamination
EX parte ..o 2262, 2287
INter partes ... 2687

Rebuttal brief in inter partes reexamination appeal......
2678 2679

Refused eNntry.......ccccevceeeiiiee e 2679
Recapture
Claimed subject matter......... 706.02(1)(1),
Matter in reiSSUE........ccvvvvierienrie e
Of patent
Disclaimed by filing a disclaimer
Waived when SIR published................... .o 1111
Receipt of mail and papers........ccccoeevieeeeeriiiieneenn. 500
Depositing correspondence..........cccccveevvveeennnee.
Entry of amendments.............cceevvveveeeinnennn.
Filing receipt......c..eeeeiiiiee e
Office date Stamp.......ccccevvieeiiiieeiiee e,
Period for reply.......cccocveeeiviiiiieeciiieeee
Receiving Office PCT procedure.............cccee..... 1801
International Bureau..............cccoeeenneen.
Reciprocal security agreements
Reclassification

Patents.........uuueeeiiiieii 905.01(a)(3)
Reconsideration in ex parte reexamination........ 2269
Reconsideration of abandonment.. 711.03, 711.03(c)

Based on insufficient reply..........ccccceenee. 711.03(a)

Based on failure to reply within period...... 711.03(b)
Record of interview.............ccccccvvvnnns 713.01, 713.04

Record room (See also: _File Information Unit (Record

Room))

Record system for reexamination
EX Parte ..o 2235
INTEr PAMES ..vvieeiieiieiiee e 2635

Recording assignment....................... 301, 302, 317

Recording change of business name.................... 314

Recording government interests............. 302, 302.07

Recording of joint research agreement... 302, 302.07

Recording license agreement................. 302.07, 313

Recording of other documents................. 313to 317

Recording security interest..........cccovevveeiiciiieeeeenns 313

Redacted publication of an application.. 502.05, 1132

Reduction to practice.................. 715.07, 2133.03(c),

2133.03(e)(3). 2138.01, 2138.05, 2163
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Reexamination, Ex parte .........ccccccevviiiineeennnns 2200
Access to file........... 103, 724.04(c), 2209, 2232
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Address of patent owner
AdMISSIONS......oeeeiiiiiiiieeee e

Affidavits........... 2205, 2216, 2217, 2258,

After final practice........ccccoecviveeiiiiiiiee e, 2272

Amendment....................
ADSEIaC......cuiiiiiiiiieeeeecee e 2287
After final rejection........ccccceevviiiiiee i, 2272
EXaMINEr'S.....ovviiiiiiiiee e 2287
Filed with request
L] oT(o] o 1= SRS 2250
In a merged reissue/ ex parte reexamination.........
2285
Prior reexamination certificate issued......... 2250,
2295

APPEAL.....eiiiiiii
Appeal brief 2274
Appeals to courts................. 1216, 1216.01, 2279
Application data sheet......... 2214, 2258.02, 2266
Application file location...............cccoeveeiiiinnnen.n. 2235
ASSIGNMENT.....eiiiiiiee e 301
To an examiner......... 2236, 2248, 2255, 2285
Attorney or agent.......ccceeveveviieeeeeeeennnnn, 2213, 2222
Name on certificate..........cccccvvvrreeerererenenenn. 2287
Basic charaCteristiCS.......ccoeeeviviiiivviiiiieieeeeeeeenns 2209
Certificate Of........ccccovviiiiiiiiiicenieee 2288, 2294
Reissue patent as..........ccccceeeeeeeneeen. 2290, 2294
Certificate attached to patent copy................... 2292
Certificate distribution
Certificate format...............cco oo 2290
Certificate of mailing or transmission................ 2224
Certificate of prior reexamination in later request.......
2214, 2219
Certificate Of SErVIiCe.......ccovvvvvieeeieieiiieeeeeeeeeee, 2220
Certified COPY....vveirreeiniiieriie e 2232
Citation of prior art...........cccceeeeeiiiiieeee i, 2202
After first office action.............ccccoccviiivininnns 2271
Claim for Official Gazette ..........ccccveveeevinnenn. 2287
Claim, multiple dependent, preparation for
PUBLISNING.....oviiiiiiicc e 2287
Claim nUMDbBEriNG.......cooviiiiiiiiiie e 2250
Claims considered...........cccccveveeeinnnnn. 2243, 2258
Claims invalid/unenforceable...............cccccee.ne. 2286
Claims presented for interference..... 2284, 2304.02
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2283, 2285
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Following supplemental examination............... 2201,
2818.01
Foreign priority........ccceveeveiieeesiiee e 2258.02
FOIMIS..coiiii e 2296
Granted.......ccceeeeiveereeeiienieeneeene 2246, 2247.01
Grounds of rejection..........ccocccuvveeeeiiiiiieee e 2217
Identity of requeSEer........ccovvieiiieeieee e 2212
Inappropriate papers 2267
Return of papers.......cccceccvveeeeiiiiiieee e 2267
Incomplete requUeSTE........covveeiiiieeiiiee e, 2227
Informal submission...........ccccocciiiiiiinnn. 2266.02
Initial Processing.......cccceevveiieiiee i 2226

Inquiries from persons other than the Patent Owner...
2212.01

and/or Confirmation” 2287
CONCIUSION....civiieiiiie et 2287
Concurrent proceedings.................... 2282 to 2286
Conduct of proceedings........c.ccocevvveeeeiiiiinnennn. 2254
Consideration of responses..... 2252, 2253, 2271,
2272
Consolidated proceedings.......c.ccoccvveeeeenienenen. 2283
Constructive notice to patent owner................. 2230
Content of request...........coeeviiiieeeeiiiiiecee s 2214
Copending proceedings..................... 2283 to 2286
Copy of patent in request............cccvvveeeeeiinenenn. 2219
Double column format.............c........ 2214, 2219
Copying Of file......ueeeieii e, 2232
Correction of inventorship................ 2250.02, 2258
Correction of reqUESE.........covvieeiiieiiiieeiieee e 2231
COorreSPONAENCE. .....couuvieee et 2224
Criteria for deciding request...........cccccvveeeenneee. 2242
Decision of Patent Trial and Appeal Board....... 2277
Decision 0N reqUeSL..........cooviieieeeeiiieeee e 2240
Decision ordering reexamination...................... 2246
DecCision ProCesSING.......evieeiviieieeeeiiiiieeeeesiinns 2245
Defective SUDMISSION...........ccueveeeeiiiiieneenn. 2266.02
Denied.......ccccveeevieeeiieee 2240, 2247, 2247.01
Dependent claim treatment......................... 2260.01
Director’s initiative............cccoecereennnns 2212, 2239
Domestic benefit........ccccceeiiiiiiiiiie 2258.02
Double correspondence...........cccvvveeeeeiiiveeneennn, 2224
Double patenting...........cccccceeenee 804, 2217, 2258
Drawing correction 2250.01
Duty of candor and good faith.......... 2001.04, 2280
Duty of disclosure.......... 2001.04, 2003.01, 2014,
2280
Electronic Copy......cccooeeieiiiiieneeeiiieen. 2209, 2232
Entry of amendments.............cccceeeens 2234, 2270
Entry of court decisions in patent file................ 2207
Examiner.........cccocovvveeeeiinnnenn. 2236, 2248, 2255
Deposition.......cccceeeiieiiiiee e 1701.01
Examiner's amendment........... 2234, 2250, 2262,
2287
EXaminer's anSWer..........c..eeeeeiiiiereeeiicivieeaeeenns 2275
Expiration of patent...............cccceeeeniins 2211, 2250
Explanation of prior art...........ccccooviiieeeiinninnnn. 2217
Extension of time.........ccccovieii i 2265
After final rejection.........cccccceevvciiieee e, 2272
For filing appeal brief...........ccoooiiiiiinen 2274
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Interference copending
Intervening rightsS.........cocoveeiiiniiiiee e 2293
INEEIVIEWS IN...eiiiiiieiiiie e 2281
INtrOdUCHION......uviiiiiiieieieeeceee e, 2201
Listing of prior art.........ccccceeeviiiiiiee e 2257
Litigation copending..........cccecvveveeiiiiiiieee e, 2286
Litigation revieW...........ccocveeeieiiineeeenns 2287
Mailing of Office actions...........ccceeveerviiieneenn. 2264

Merger.. 2236, 2237, 2241, 2250, 2283, 2285,
2686.01

Merger with reissue proceedings..... 1449.01, 2285

Multiple dependent claim handling, preparation for
PUBLISNING....coiiiiiiiec e 2287

New matter......cccoeeeeeeeiievevnnnnnnn. 2250, 2258, 2270

NIRC (See also: _Form letters and forms: Notice of
Intent to Issue Ex Parte Reexamination Certificate

(NIRC) PTOL-469)
Notification of Concurrent Proceedings........... 2282,
2286.01
Of a reexamination..........cccccceevieieiiieeenieeennne 2295
Office action........cccuveeeieiiiiiiiieiiieeen 2260, 2262
Official Gazette
Notice of certificate..........c.ccoeveeeriieeninienne. 2291
Notice of request.........ccccoviiiiiiiiiniiieieees 2229
“Old art” (i.e., previously considered/cited)...... 2242,
2258.01
Oral hearing.......cccccveeeviiiieee e 2276
Orders for copies Of.......cceevieiiiiiiiieiiiiiieeeee 2232
Ordered after supplemental examination......... 2201,
2265, 2268, 2280, 2290, 2291, 2818, 2823
Patent copy in request.........ccccceeeevciiiereeeeiinenn. 2219
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Double column format.................... 2214, 2219 Reply by third party requester.............. 2251, 2253
Patent owner's address..............cccveveverruennn. 2222 Period for reply cannot be extended............. 2265
Patent owner's statemMent.......ooooeeeeeeeeeeeee, 2249 REPOIS....cciiiiiiiiiiic 2235
Patent owner's statement of interview.............. 2281 Representative of requester........................... 2213
Patentab|||ty review conference........... 2236. 2246 ReqUeSt ............................................................ 2210
2247, 2262, 2271, 2271.01, 2287 After reissue patent issues... 2240, 2242, 2243,
Petition..... 1002.02(b), 1002.02(c). _1002.02(c)(4). 2258 2285
1002.02(f After first reexamination certificate issues..... 2294
Correct inventorship.........ccccceveiieeeeennnes 2250.02 (070] 01 1=T o | SRR 2214
Denial of request......... 1002.02(c), 2248, 2265 Correction processiNg.......ccccvveeeveivveereeninnnns 2231
For entry of late papers (revival of terminated DECISION.....coviieeiiiee e 2240, 2247.01
Proceedings).........ocvvriniiiniiininiiss 2268 DECISION Crterial ... .v.veveeeeeeeeeeeeeeresereeenann 2242
Merge proceedings..............c.coeeuee. 2283, 2285 Denied......ccoevveereeereeeeeeeeneneen, 2247, 2247.01
Reconsideration of refusal to revive............. 2268 After reissue patent iSSUES..................... 2240
Stay proceedings pending interference........ 2284 DUriNg iNterference. ........o.vvvvveeveeeeeenn. 2284
Stay proceedings pending reissue............... 2285 Facsimile submission not permitted......... 502.01
Unintentional delay.........cccoccvvvveeiiiiieneeeinnns 2268 2224
Vacate order granting request............cc........ 2246 FiliNg Of .o 2210
Waive time provisions...........cccceeeeerinne ... 2265 Filing address........cccvveeeeeiiiiiiiie e 2224
Power of attorney, withdrawal 2223 Granted.......cccoevvvveeeeeiiiier e 2246, 2247.01
Preprocessing staff................... 2239 GUIENINES. ... 2242
Printing of certificate............occoooiiiiiiis 2288 “Old art” (previously considered art) involved.........
PriOF @rt COPIES.......cvveeeiieeteeeieeeeeereeeeeeees e 2218 2242 2258.01
Prior art considereq.........coovveiiieiiiis 2244, 2256 Response to Office action......ccoeeeeevvviievivinnnnnnn. 2266
Prior art previously cited/considered............... 2242 ReSriction iMpProper...........covicnnnenn: 2258
2258.01 REVIEBW....coiiiiiie i 2289
Prior art, statement applying............ccccovvveennne 2217 Sample letter requesting reexamination........... 2214
Proceedings.......ccccoevuviiieiiiiiiee e 2209 SCOPE. ittt 2258
Processing in Central Reexamination Unit and Search......occoociiiiiiie e 2244, 2258.01
Technology (O1=] 01 (=] ST 2233, 2245 Second or Subsequent reques’[ _____________ 2240 &
Clerical handling............cccoooviiiiiiiiienn, 2270 Prior art considered.........vvmvvviii. 2240, 2242
PrOjeCt (7010 [T PR 2238 Service by patent owner on requestor of patent owner
Public access.......ccooovvvveiiiiiiiiieeieeeeeee, 103, 2232 LY F= 1] 1 111 0| PO 2249
Quality Assurance Specialist (QAS)........... 2212.01 Service of papers............... 2220, 2266, 2266.02,
2233, 2270, 2281, 2285, 2286, 2287, 2289, 2266.03
2294 2295 Special status for action..............c.cccceeeeennnn. 2261
Quality reVIEW.......cuvveeeeeeciiieee e 2289 Statement applying prior art
Real party ininterest..........cccccovviieeeeinniiieneenn. 2202 Statement by OWNer..........ccccovvevenenn
Reasons for patentability and/or confirmation.. 2262 Statement of Reasons for Patentability and/or
2287 Confirmation..............ccoeeveveveruerrnennnn, 2262, 2287
Reconsideration of Office action....................... 2269 StALULOrY DASIS. .......veeeeeeeeeee e 2201
Record SYStem.........cooiiiiiiiiiiiiiiee e 2235 StAY...oeeeeeeeeeeeeeereeeen 2283, 2284. 2285. 2286
Refund if request denied......... 2215, 2247, 2248, Submission defective or informal................. 2266.02
2294 After final.......oooiii 2272
Re?ssu.e COPeNding........oooovvvvvvveeernns 1449.01. 2285 Submission not fully responsive.................. 2266.01
ZRZej?elctlons """" 2242, 2258, 2259, 2260. 2262, After final.......ococovoiiiiii 2272
— Substantial new question of patentability......... 2201,
Using “old art”........ccocceeveviveeiniie e 2258.01 2214, 2216, 2240. 2242. 2244, 2246, 2247.
ReMINAErS......coiiiiiiiiiecee e 2287 2258 2816
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Using “old art”........cccocevvveeeennnnnen. 2242, 2258.01
“Sufficient cause” for extension of time............. 2265
SUSPENSION....eiiiiiiiiiiiiee e 2283, 2285
Terminated..........oeveeiiiiieie e 2294
Terminated files..........cvvveeeiiiiiiiiiieeeeeeee 2294
Tickler reportS.......cccveviieeviee e 2235
Time for request deciSion............ccceeevceieeneennn. 2241

Time for requesting . 2211

Time for response to actions 2263
TiMe repPorting.......cccueeeeeeiiiiiieee e 2238
Title rePOrt.....ccoccviieie e 320, 2287
TraNSTE ..o 2237
Translation required.................. 2205, 2214, 2218
Untimely filed paper prior to order.................... 2225
Untimely filed papers.......cccccccevveeiiieeenineennn. 2267
untimely replies........ccooiiiiiiiieeeeeeee 2252
Use of transmittal form (PTOL-465)..... 2246, 2247
2262 2264
Vacated....... 2210, 2215, 2242, 2246, 2250.02,
2286 2294
Vacated, claims invalid/unenforceable... 2210, 2286
Who may file request for.........cccccveeeiiciieniennis 2212
Withdrawal of attorney during............ 402.06, 2223
Withdrawal of power of attorney....................... 2223
Reexamination, Inter partes (See also: Reexamination
EXPAre ) oo, 2600
Access by public...... 103, 724.04(c), 2609, 2632
Action closing prosecution (ACP).... 2660, 2666.05
2666.10, 2667, 2660, 2666.05, 2671.03,
2673.02 2682
CONLENL...uuiiiiiiiieieieee e 2671.02
Premature..........cccevvieeiiiiicc e 2672
RESPONSE 10.....ccciiiiiiiiiieeeeeeee e 2672
Affidavits........ccoeeevneenne 2658, 2666, 2675, 2677
Amendment by patent owner
After a new ground of rejection is issued by the
BOArd......ccoiiiiiiiiee e 2682
After Action Closing Prosecution (ACP)...... 2671
2672 2673
After expiration of the patent................... 2666.01
After Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC)........... 2687.01
After Right of Appeal Notice (RAN)............. 2673
2673.02 2675
ClaimS.....oooiiiiiiee e 2666.01
Defective........ccccceune.. 2666.50, 2666.60, 2667
Dependent claim..........cccooeveviieeiineennne 2660.03
Drawings........eveeeveciiieeeeeiiieee e eiiiieeee e 2666.02
ENtry. .o 2670

Sec. No.

In a merged reexamination proceedings..... 2670,
2686.01 2686.03
Of a reissued patent...........ccceeveveeerineenns 2686.03
Tl e 2660.02
To provoke an interference...................... 2686.02
UNSIgNed......ooouviiiiieeeie e 2666.50
Appeal (i.e., Appellant) Brief............cccceeviiennee 2675
DefeCtive.......ooiiieiiieiiiieeee e 2675, 2675.02
Appeal Conference............cccoccvveveeninnnns 2676, 2677
Appeal to the Patent Trial and Appeal Board..... 2674
to 2680
Flowchart..........oooiiiieieen 2601.01
Appeal to the Court of Appeals for the Federal
(O8] (o V| 2682, 2683
Appeal to the U.S. District Court for the District of
Columbia not available..............ccccooviiieniinnins 2683
Appellant defined..........coooeeiiiiiii e, 2674
Assignment to examiner........... 2636, 2648, 2655
Certificate of inter partes reexamination......... 2688,
2690, 2694
DiStributioN........c.ooiiiiiiiee e 2692
FOrmat........cooeeeiiiieceie e 2690

Reissue patent as
Certificate of service 2666.06
Certificate of mailing or transmission.... 2624, 2665,

2666, 2666.05
Certificate of prior reexamination in later request.......
2214 2219
Clerical handling.........c.c.cooeeiiiiiiiiiiiiieee e 2670
Collateral eStoppel.......ccuveeeeeeiiciiiiiieeiiiiiieee s 2659
Comments on Statement of Reasons for Patentability
and/or Confirmation...........cccoceeeeviieeinieeennne 2687.01

Comments by third party (See also: _Reexamination
Inter partes: Response by third party)

Concurrent proceedings...........ocveerivveerineeennne 2686
Consolidated proceedings.................... ... 2686.05
Constructive notice Of........ccccocceiiiiiiiiienenns 2654
Copending proceedings...........coveevveennneeennenn. 2686
Copying of the file by the public....................... 2632
Correction of inventorship................ 2658, 2666.03
COrreSPONUENCE........evveiiieeeiiii e 2624
Court of Appeals for the Federal Circuit.......... 2682,
2683

Court ordered.........c.oeveeeiiiiiiiieeieeee 2686.04
Cross appeal to the Patent Trial and Appeal Board.....
2674

Cross appeal to the Federal Circuit.................. 2683
Decision by the Patent Trial and Appeal Board...........
2681, 2682
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Decision on the request for inter partes Final Board decision............cccccoccuueeeenn. 2681, 2682
reeXamination.............ooocenniiiniiins 2640 FIOWCNAIS. ... 2601.01
After Court decision............c.ccccconinines 2686.04 FOreign PriONitY........cevevereveeereeeesereneeeesesesenneenans 2658
Content.......ccovieniienns 2646 FOrMS lISted.........veevreeeeeceereceereeee e 2696
Criteria for deciding 2642 FAUD. ... 2684
Denial...... 2640, 2647, 2647.01, 2648, 2694 IMPrOPEr COMMENLS. ........covvrvevereeereeesreseseneeeeeas 2667
(€] =1 0| OO 2640 |nappropriate PAPETS....tiieiieieeiee e 2667
“Old art” (previously considered art) used..... 2642 Incorporation by reference in Examiner's Answer.......
Processing.........ccccceeeueee 2647, 2647.01, 2648 2677
Prior art available...........ccccoeeviiiiiiinieen. 2644 Interference copending.................... 2686, 2686.02
Reissue about to issue..........cccceeevveenen. 2686.03 Intervening rights.........ccccovvveeiiieeeniiee e 2693

Dependent claim treatment .. 2660.03

Determining if a reexamination was filed for a patent..
2632.01

Domestic benefit...........cccovriiiiiiiiiiee 2658
DraWingsS.....eeeeeeeeiiiiieeeeeeeiieee e e eseeee e e 2666.02
Duty of disclosure............ccoeevnneenne 2003.01, 2684
Electronic COpY......ccccevrveeeniieeniiieein. 2609, 2632
Enlarging claim scope prohibited..... 2658, 2666.01
Estoppel, Collateral..........cccccccovvvivieneeniciiineenn. 2659
Examination scope......... 2658, 2671.01, 2671.02
Examiner consultation

After response by parties..........ccocvveveeninns 2671

Before appeal.........ccccceeeeiiiiiiiiiiiiiien e, 2676

In merged reexamination proceedings..... 2686.01

Regarding multiple reexamination requests...........
2686.01

Review of Rebuttal Briefs............cccevvveennee. 2679
Examiner’s Amendment
Canceling rejected claims................ 2671, 2687
Correcting formal matters............ 2687, 2687.01
In merged reissue/reexamination............ 2686.03
Not permitted if approval required........... 2687.01
To the Title.........c....... 2660.02, 2686.03, 2687
EXaminer's ANSWET...........cceeeiiiieieeniniiieeee s 2677
Expedited Right of Appeal Notice..... 2671, 2673.02
Extensions of time........ccccoocviiieiiniie e 2665
After Action Closing Prosecution.................. 2672
To amend the claims after a Board decision
containing a new ground of rejection............ 2682
To appeal to the Court of Appeals for the Federal
CIFCUIL ..t 2682

To complete a reply held non-responsive...............
2660.30

To petition denial of the Request...... 2648, 2665
Facsimile transmission, correspondence by..... 2624

FEES. . 2634
For a copy of the file on CD...........c.cceeuueee.. 2632
Refund........ccoovveeiiiii e 2647, 2648

Interviews in a merged reexamination/reissue...........
2686.03

Interviews not permitted...... 2666.30, 2685, 2687

Litigation concurrent................ 2640, 2681, 2686,
2686.04

Litigation search..........ccccooiieiieiiiiiiieeeee 2686.04
Litigation stayed...........cccceeviveeiniieinieeennen. 2686.04

Merger of multiple requests for reexamination............
2686.01
Merger of reissue and inter partes reexamination.....
2686.03

Multiple requests for reexamination filed......... 2640,
2686, 2686.01 2695
New grounds for rejection................cccuveeee.. 2671.01

By the Board of Appeals................... 2681, 2682
New matter..........ooooeeiiininiiinins 2671.01, 2671.02

NIRC (See also: _Form letters and forms: Notice of
Intent to Issue Inter Partes Reexamination Certificate

(NIRC) PTOL 2068)
Non-final Board decision...........c.cccccceeeeieiinnn. 2681
Non-responsive reply by patent owner/third party......
2666.30 2666.50
Notice of appeal................... 2662, 2674, 2674.01
Premature...........ccceeeiieeeeiiieeciee e 2667
Notice of cross appeal......... 2662, 2674, 2674.01
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette .......... 2688, 2691
Office action..........ccccccvviviiiiiniiiereeeee, 2660, 2671
Not closing prosecution............cccccecuvveee.. 2671.01
Reopening prosecution after ACP............... 2673,
2673.01

Reopening prosecution after Examiner’s Answer....
2679

Reopening prosecution after RAN..... 2676, 2677
Oral hearing.................. 2662, 2675, 2677, 2680
Open to PUBIC......coeeiiiiiiiee e 2680

Order granting inter partes reexamination...... 2646,
2660

Returned as undelivered............ccccevveveeenen... 2654
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Oversight .......................................................... 2689 Terminated inter partes reexamination........ 2694
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Petition...... 1002.02(b), _1002.02(c)(4), 1002.02(f) partes: Service of papers)
Board decision............ccccevveeiiiiiiiiee e, 2681 Public access.........cccevvvveeeiinnnnn. 103, 2609, 2632
Consideration of submissions after NIRC.............. Publication..........cccccviiiiieieieineee 2687
2687.01 Publication of Board decisSion...........ccccevveer... 2681
Correct inventorship................... 2658, 2666.03 RAN (See also: Reexamination, Inter partes: Right of
Denial of request for inter partes reexamination.... Appeal Notice (RAN))
1002.02(c). 2647 2648 Real party in interest identification.................... 2677
Entry of late papers for revival of reexamination Reasons for Patentability and/or Confirmation.. 2687
PrOCEEAING. ....ovvvevveocrmmnn e 2668 REDULAl BFIEF.....vvveoovreeeeeeeeeeeeeereseene 2678, 2679
Enter an amendment after RAN.. 2672, 2673.02 Refused entry 2679
% an interview in a merged RECOIAS.. ..o, 2635
reexamination/reissue.............cccocvveeeenne 2686.03 ggésggg copending............. 1449.01. 2643. 2686.
g/loeorg.eozln:ge} " partes reex;\énggatlon and relszs6u8eé:6é Reissue previously issued.................... 2640, 2686
Premature Action Closing Prosecution......... 2672 Eg;n;n:nby tzfoBssr?oor: Azfi):fllsa;-r;m;;ct?OGnSlCI §§i2
. .. ing secuti i sing
gs:gee:dp;‘;ii:;tfr“ji;33:‘;? 223222 % PrOSECULON (ACP)....orrs oo 2673, 2673.01
o - Reopening prosecution after a Board decision.. 2682

Stay reexamination..... 2667, 2686.02, 2686.03 .
. . Representative of requestor............ccoccvveeeeens 2613
Unintentional delay..........ccccovveveeiiiiiieneeeinns 2668 Request for extension of time 2665

Vacate order granting inter partes reexamination..
2646

Waive time provisions........... 2648, 2668, 2672
Premature response/comments........... 2625, 2667
Prior art citation........... 2602, 2646, 2654, 2656,
2657

After the order to reexamine............. 2602, 2667

After a Notice of Intent to Issue Inter Partes

Reexamination Certificate issues............ 2687.01

Before the first Office action.............c........... 2625

Before the order to reexamine.......... 2602, 2654

By another requestor............ccccveveeeiiiveneennn. 2656

By the patent OWner..........occcveeeeeiiiiiieeeenns 2656

Storage area........oooeveeeieiiiiiiiiiiiieeeeeeeeeee 2667

With the Request.........ccccceeviiiiieeeciiciieeee, 2656

With third party’s comments........ 2666.05, 2667
Priority Mail Express procedure........... 2624, 2665
2666 2666.05
Processing........cccuveeeiiiiiieii e 2670

After a decision by the Board...................... 2682

Amendment..................... 2666.01, 2670, 2687

Clerical.......oouveiiiiiiiiiec e 2670

Examiner’s Answer........... 2677

Inappropriate papers 2667
Merger of multiple reexamination requests............
2686.01
Merger of reissue and inter partes reexamination..
2686.03

Index-85

Request for reconsideration by patent owner.... 2666

Request  for inter partes reexamination
Claims considered...........ccceevvveiiiieeiiieennns 2643
Denied......cccovivieiieeiiiiiee e 2640, 2647
Facsimile transmission not permitted....... 502.01
2624
Filed after reissue issued..........cccccoceeernnnn. 2658
Filed while interference pending.............. 2686.02
Filing address........cccveveeeiiiiiiiie e 2624
Granted.......occcveeviieeeiiiieerie e 2640
Second or subsequent filed......... 2640, 2686.01

Request for Rehearing by the Board..... 2682, 2683

Res judicata .........ccccveeeeiiiiienee e, 2259, 2659

Respondent Brief..........cccooviiiiiiiiiiiieeee 2675.01
Defective.......oooeerieiiieiieiis 2675.01, 2675.02

Respondent defined..........ccccceeieiiiinee e, 2674

Response by patent owner.............ccceeeeriinneen. 2666
After Action Closing Prosecution...... 2671, 2672
Defective..........cccoenn. 2666.30, 2666.40, 2667
Improper comments.............oooeeeiieivenininnnns 2667
Late (See also: Reexamination, Inter partes: Time
periods for response) ..........cccecveeene 2667, 2668
NO proof of SErvice.......ccccovvvveieeeiiiiiiieee s 2667

No response filed...... 2666.10, 2671, 2671.01,
2671.02

Not fully responsive..................... 2666.30, 2671
Person not of record..............cccoeecvnvnnnnnns 2666.50
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Reexamination, Inter partes — Reference

Sec. No.
Premature..........ccocoviiiiiiiiiiiiieeieee, 2625, 2667
To Notice of Defective Paper... 2666.40, 2666.60
To Office action..........ccccceeevrunnnee. 2666, 2666.30
TOO lONG. . 2667
unsigned.......ccccoeeviviereeiiiiieneeene 2666.50, 2667
Response by third party
After Action Closing Prosecution...... 2671, 2672
After patent owner corrects defect........... 2666.40
Comments regarding response by patent owner.....
2666.05 2666.20, 2666.30
Defective. ... 2666.50, 2667
Improper comments........ 2666.05, 2667, 2671
Late (See also: Reexamination, Inter partes: Time
periods for response) ........c.cccoceeeeene 2667, 2668
NoO proof of service..........ccoooveieeiiiiiienens 2667
No response filed..........ccccceeenne 2666.20, 2671
Other than third party requester................... 2667
Period for response................ 2666.05, 2666.20
Person not of record..........cccocevveeeeeninns 2666.50
Premature comments....................... 2625, 2667
Premature appeal..........cccccoiiiiiieiiiiiienees 2667
Prior art submission with............. 2666.05, 2667
B o To 0] oo TP 2667
Unsigned
RevieW........cccocveeviiinenn.
Right of Appeal Notice (RAN)..... 2666.05, 2666.10,
2667 2671 to 2674 2677
CONLENL....eiiiieiieeeeee e 2673.02
SCANNING....eiiieiiiiieie e e e e 2632
Scope of examination..... 2658, 2671.01, 2671.02
Service of Papers......ccccoviiiiiieiiiiiee e 2666.06
Certificate Of.....cccooevviiiie e, 2666.06
Proof of service.......... 2666.06, 2666.50, 2667
To patent OWNer..........ccccvvvvvvennes 2654, 2666.05
To third party requestor.... 2654, 2666, 2666.05
Special Status........ccceveeiviiiiiee e 2661
Stayed pending litigation outcome............... 2686.04
Stayed pending reissue outcome................ 2686.03
Submissions prior to the first Office action....... 2625
Substantial new question of patentability......... 2640
2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time.............. 2665
Suspension of requests for inter partes
reexamination...........cccecceeevvieeenneen. 2640, 2686.01
Terminated...........oeiiiiiiiiiee e 2694
Third party requestor (See also: Reexamination, Inter
partes: Response by third party)

Time periods after appeal for filing:

Index-86

Sec. No.

Amendment after Board decision containing a new
ground for rejection..........ccoocceeieeiiiiiieeeeens 2682

Notice of Appeal in the Federal Circuit......... 2682

Notice of Cross Appeal in the Federal Circuit.........
2683

Request for Rehearing.........cccccooviiiereeniiis 2682
Time  periods during appeal for filing:
Appeal (i.e., Appellant) Brief...........ccccouvennee. 2675

Corrected/Supplemental Appellant Brief..... 2675,
2675.02

Corrected/Supplemental Respondent Brief............

2675.01 2675.02
Corrected/Supplemental Rebuttal Brief........ 2679
Notice of Appeal.........ccceeviiiiiiiiiiiiiiiees 2674
Notice of Cross Appeal................ 2674, 2674.01
Rebuttal Brief.........ccooeveieniiicncc, 2678
Request for Oral Hearing...........ccccceeeeeninis 2680
Respondent Brief..........ccoocveviieeiiiennn, 2675.01
Time periods for response...........cccocvveeeiveeenne 2662
After Action Closing Prosecution.................. 2672

After defective submission..... 2666.30, 2666.50,
2666.60

After Office action................ 2662, 2665, 2667
To make claims the same in each concurrent
reexamination............ccccccvveriinreneneeeenenn. 2686.01
Time reporting by Office personnel.................. 2638
For a Panel Review..........cccccooveveiniieennns 2671.03
Tl e 2660.02
Unpublished legal opinions...........cccccocvveeiiineene 2677
Reference (See also: Prior art)
ALl Series patent..........occoeeeeeiiiiiiiee e 901.04
A.P.C. publication...........ccccovvveeririeeiiiiens 901.06(c)
Abandoned application.......... 901.02, 2127, 2134
Abbreviatures............cccooeeeeeicccciiiees 901.06(d)
ADSEFACES......vve e, 706.02, 901.06(d)
Additional.........cocooveiiiiiiii 707.05(d)
AdMISSIONS.....cceieieeeeei e 2129

Analogous art..... 904.01(c), 2141.01(a), 2143.01,
2145

Antedating (See also: _Affidavit of prior invention to
overcome a pre-AlA 35 U.S.C. 102 or 103 rejection

(37 CER 1.131))
Applications, domestic and foreign................... 2127
Applying reference under AIA 35 U.S.C. 102(a) and
(D)t 2152

Applying reference under pre-AlA 35 U.S.C. 102(e)....
706.02(f)(1)

Arrangement in Examiner’s Search files........ 901.07
As evidence of inherency.........cccocevcvvennne. 2131.01
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Sec. No. Sec. No.

As evidence in multiple reference, pre-AlA 35 U.S.C. Incorrect citation........ 707.05(g), 710.06, 1302.12

102 reJeCtiON...ccceeiiiieiee e 2131.01 INOPErability..........oeeeeeeeeeeeeeereeean. 716, 716.07

Assigned application as..............ccccooiininns 804.03 Internal documents, confidential.................. 2128.01

Availability..........ccoevviiii 2128 INtEIVENING.......ovveeeeeeeeeeeeeens 216, 706.02(b)(2)

Between applicant's priority date and U.S. filing date.. Joint patent to applicant and another....... 715.01(a).

216 706.02(b) 715.01(c)

Citation... 707.05 to _707.05(g). 901.04, 901.05(a) Listing at allowance.............c.c......... 1302.12, 1455
After allowance....................... 1302.12, 1308.01 Lost counts in interference..........c..c.co......... 2138.01
After appeal........... 1207.02, 1207.03, 1207.04 Multiple reference rejections under 35 USC 102........
By applicant...... 707.05(b), 707.05(c), 1302.12 2131.01
COITECHION. ...t 707.05(q) Newly discovered after allowance................ 1308.01

Period for reply......cccoovviiiiiiniinien, 710.06 Nonanalogous art (See also: _Reference: Analogous

Claims foreign date.............cocoovveeeeeeeennnn. 715.01 11| SRR 2131.05, 2141.01(a). 2143

Combination of references....... 70602([)‘ 70707(f) None cited by examiner.............. 707.05, 707.05(a)

Copending..... 706.02(f)(2), 706.02(k), 706.02(l) to Operability..........ccoviiiciiiiiie e 2121

706.02(1)(3), 709.01 Ordering official Cross........ccccvvvveiiieeeiiienns 903.06

COPIES. ettt 707.05(a) Overcome

Cross, how Cited........cccevvveeeiiiiiiiiicciieen 707.05(e) Under Rule 1.130..... 717.01to 717.01(f), 2155

Cross reference addition..............c...ccccooeun.n. 905.02 fo 2155.06

Date, determination of.......... 2124, 2126, 2128to Under Rule 1.131 (See also: _Affidavit, swearing

2128.02 2152, 2154.01(b) back of reference (37 CFR 1.131)) .. 706.02(b)(2),

Date, exception to the rule...........c.ccooevvveeennnns 2124 ;(1)260(2)2()(2)' 706.02(k), 715, 1302.14, 22113421'0011’

Defensive publications................cccceceeunen. 901.06(d) - -

. L Under Rule 1.131(C)..covvevrveeinieeenneeeninee e 718

Design application.............cccoveeeeniiiieneennn. 707.05(a)

. Under Rule 1.132...... 706.02(b)(2), 706.02(f)(2).

Disclosure, broad..............coovvvviieeeiiieeieeeiinnn, 2123

Disqualification under pre-AlA 35 U.S.C. 103(c).........

706.02(1)(1), 706.02(1)(3)
Drawings as Prior art.........ccccceeeeeeiveeeeeeencenennn. 2125
Effects of international application publication... 1857
Effective date
Patent...... 706.02, 706.02(a). 707.05(e). 715,
2152 2154.01(b)

Publication....... 706.02(a), 715.01(c), 2128.02,
2152

Electronic publications.......... 707.05(e), 904.02(c),
2128

Enabled disclosure..........ccccooviieiiiiiniinnnnen. 2131.01
Enabling, plant genetics...........cccceveveiineenne 2121.03
Enabling, compounds and compositions..... 2121.02
Enabling, apparatus and articles................. 2121.04
Equivalents.........coccvvevieeiieee e 904.01(b)

Every element rule for anticipation....... 2131, 2150

Evidencing the meaning of a term used in the primary
TEfEreNCe....ooiiiii e 2131.01

Foreign patent........ 706.02, 707.05(e), 901.05(a),
901.05(b)

Forfeited application............cccccovvvieeieeiinnennn. 901.02
From derivation..........cccooeeeeeiiiiiiiiiiiiiineeeeees 1302.12
From interference..........cccccceeeeeeeeeeiiiiievinnnnne. 1302.12

Index-87

706.02(i), 706.02(k), 706.02(m), 716, 2132.01,

2136.05 2145
Overcoming under 35 U.S.C. 119.........ccccceeene 216
Paper, orally presented.......... 2128.01, 2152.02(e)
Patent......cccovvieieeiiesee e 901.04, 2126
Patent, date available.............c.cccccocvvrneenn 2126.01
Patent, Foreign (See also: Foreign patent)

Patent, official number lacking....................... 901.04
Patent claiming same invention..... 715.05, 2301.03
Pending application (See also: Application) .. 901.03

Publication of applicant’s invention........... 715.01(a),
715.01(c), 2132.01, 2133.01, 2153, 2154.02
Publication, date available................c.c....... 2128.02
Publication, printed............ccccoiiiiiiiiiniiiieee s 2128
Publications................ 706.02, 707.05(e), 901.06,
2131.01, 2132.01, 2133.01, 2152.02(b)
Published abstracts of application................ 706.02,
711.06(a), 2131.01, 2133.01
Rejection over broad disclosure instead of preferred
embodiments. ..o 2123
Replacement of mMissing..........ccccovveeerinrennne. 901.09
Same assignee.. 706.02(f)(2), 706.02(k), 706.02(1)
to 706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent............ccccooviieiieeininen. 904.02
Statutory bar............ 706.02(a)(2), 2133.02, 2152
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Sec. No.

Statutory section to use..........cccccoeuueeee. 706.02(a)(2)
Supply procedure..... 707.05(a), 707.05(g), _710.06

Swearing back (See also: _Affidavit of prior invention
to overcome a pre-AIA 35 U.S.C. 102 or 103 rejection

(37 CFR 1.131)) ........... 706.02(k), 715, 2132.01,

2133.02

TRESIS. ..o 2128.01, 2152.02(e)

Utility

“Well known in the art,” supported by........... 2144.03
Reference characters...........cccccoviiiiennnnnne. 608.01(q)
Reference to foreign application............. 202, 901.03
Reference to prior patent.......... 608.01(p), 608.01(r),
901.03

Reference to related application (See also:
Cross-noting)

Reference to related application for disclosure..............
608.01(p)

Refile application (See also: _Application) _Substitute
application)

Refunds (See also: Fee) Deposit account) ........ 502,
502.05, 503, 506, 506.02, 509, 509.01, 509.03,
607.02

Additional invention or species................. 803.03(a)
803.03(b)
Canceled Claims...........ccvvveeeeiiiieeeeeeee e 506
Correspondence address......... 502, 502.05, 5083,
506, 506.02, 511, 512, 513, 2540, 2542
Filing fee........cc....... 201.04, 503, 506, 601.01(a)
International applications...... 1002.02(p), 1827.01,
1850 1864
International search fee......... 707, 1827.01, 1852
ISSuE fee......ooviiiieiiiiiee e 1308.01, 1308.03
Maintenance fee.......... 2520, 2540, 2550, 2580,
2590
Oral hearing.......cocceeevviiiieee e 1209
Publication fee........cccoiiiiii e 1126
Reexamination
Ex parte ...cococcevvveeeiiiiiiiin, 2215, 2247, 2248
Inter partes ........ccooeeiiiiiiiiieeees 2647, 2648
Refund Section, Office of Finance... 509.03, 607.02
Petition fee.........cccceveveievireenenn. 506.02, 711.03(c)
Small entity fee........cccceeeiiinns 509.03, 2550
Registration, Attorney or agent.................. 402, 1702
Regulations, Technology Center (TC) facilities...... 510
Regulations, office premises.........cccccoeeeeeiiniineenn. 510
Rehearing by Patent Trial and Appeal Board.................
1002.02(j), 1214.01, 1214.03, 1214.04
Reissue application...........c.cccoecvvveneene 1401 to 1470
Absolute intervening rightS..........ccccccevviiinne.n. 1460
AcCesS t0....cccvrnnnne 103, 724.04(b). 1430, 1470
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Sec. No.

Acknowledgment of protest..............cceeee.. 1901.05
Additional information required.... 1442.01, 1442.04
Adjudication of original patent..... 1442.01, 1442.04

AllOWANCE.....cieiiiiieeciee e 1455
Amendment........ 714, 1410, 1411, 1453, 1455
EXAMINEIS...uueiiiiieiieeeeeeee e 1455
Of drawings.......ccccevvevieeeiiieeeiiieenns 1413, 1453
So that reissue can be merged with ex parte
reexamination............coeeeiiieerees i 2285
So that reissue can be merged with inter partes
reexamination..........cccoeevevveveeeseiiiieee e 2686.03
Amends or corrects original patent... 1400.01, 1402
Appeal brief. ... 1454
Assignee consent................ 1410.02, 1443, 1451
Broadened...........ccccccoveviiiiiennnns 706.03(x), 1412.03

Cannot be used to remove terminal disclaimer..........
1490

Certificate of correction... 1410, 1411.01, 1412.04,

1443 1451 1453
Claim
Broadening........cccccoeiiiieeennns 1412.02, 1412.03
Dependent.............ceen.e. 1402, 1412.03, 1455
FOrmat.........oocvveveeiiiiiiec e 1411, 1453
Numbering.......ccccooecveveeeenns 1451, 1453, 1455
Oath requirement...........cocccveveeieiiiiieneee s 1414
Printed in Official Gazette .............cccccueeenee 1455
Same invention as original patent........... 1412.01
TOO NAITOW.....uceiiiieeeeieeeeeee e 1402
Collateral estoppel..... 2012.01, 2138.01, 2138.02
Consent by assignee........... 1410.02, 1443, 1451
CONtENL...coevi e 1410
Continuation............. 1410.02, 1414, 1451, 1460
Copending application reference.......... 1402, 1405
Copending ex parte reexamination proceedings.......
1449.01 2285
Copending inter partes reexamination proceedings...
1449.01 2686.03
Correct inadequacies.........cccceeeeiiiveeeeeniniieeeeen. 1402

Court decision involving original patent...... 1412.01
1442.01

Court ordered..........cccoeerviinicniieiiceee 1442.05
CroSS NOLING....ceeeeeeiiiiiieee e 1451, 1455
Deceptive intention........ 1401, 1412.02, 1412.03,
1412.04, 1414, 1414.02, 1414.03, 1444, 1448,
1451 1457, 1481.02, 1490
Declaration..... 1410.01, 1412.05, 1414, 1414.01,
1444, 1451

Supplemental.................. 1414.03, 1444, 1455




INDEX

Reissue application — Reissue application

Sec. No.

Defective oath, ground for rejection.......... 706.03(x)
1414 to 1414.03
Dependent claim.................. 1402, 1412.03, 1455
DESIGN..cc ittt 1457
DilIgENCE....ce it 1403
Disclaimer............... 1400.01, 1402, 1405, 1410,
1411.01, 1450, 1451, 1490
Divisional........... 1410.01, 1412.01, 1414, 1450,
1451 1457
Domestic benefit, delayed claim....... 211.04, 1402
1405

Double patenting...........ccccceeviiiieeenennnes 1451, 1490
Drawings.........coeeeviiveennieeenieens 1413, 1414, 1453
Duty of disclosure.................... 1406, 1418, 1448,
2001.06(c) 2003
Effect of reissue.........cccceeiiiiiiii e 1460
Effective date of claims 1440
EFS-Web filing of........cccceeeeiiiinnnn. 502.05, 1410
Election of sSpecies........ccccccveiiiiiiiiiiiiieeees 1450
Equitable intervening rights.........cccccoceviinenee 1460

Error correction after allowance.. 1414.01, 1414.03,
1444

Error in original patent........ 1401, 1402, 1412.01,
1414 1414.01
Examination.........cccccceevciveneenne 1440, 1443, 1445
Review of Oath/Declaration................c.oc...... 1444
Examiner Reissue Guide and Checklist........... 1443
Expedited examination......... 708.01, 1410, 1441,
1442 1442.03
DESIGN...cciiiiiiie e 1457
Expired patent.........cccccoeiiiienienins 1415.01, 1443
Filing fE...uuvieiiii e 1415
Final Office action..........ccccevvveeiiiiiiiiee e 1444
Flowchart on recapture..........cccccccoviiieneenne 1412.02
Foreign priority claim..... 214, 215, 216.01, 1402,
1417
Format........coovvviieiiiiienn
Fraud...................
Grounds for filing
Inequitable conduct................ccovveeeens 1448, 2010
Information disclosure statement......... 1406, 1418
1455 2003
Initial examiner review...........cccoccvveveeeiiiieneenn. 1443
Inoperative or invalid, Oath requirement....... 1414 to
1414.03
INSPECHioN......cooieiiiiieiiiiiiieeee 103, 1430, 1470
Interference........cccveevicieee e 1449.02
Interference on original patent concurrent with...........
1449.01
Intervening rights..........ccocoiiii e, 1460

Sec. No.
Inventorship error........... 1402, 1410.01, 1412.04,
1412.05
List of references.........c............ 1406, 1418, 1455
Litigation or PTAB trial involved....... 1404, 1442.01
to 1442.05, 1443, 1449.01, 1449.03

Marking envelope
Litigation protest.........ccceeveeeiiiiieeeeniiiieeeeenn
Maintenance fees on original patent............ 1415.01
Merger of reissue applications after restriction.. 1450

Merger of reissue application with ex parte
reexamination.............ceouiiieereeeiiieee e 2285
Merger of reissue application with inter partes
reexamination..........cceeeveiveeeeessciieee e 2686.03
Multiple filingS.......ccoovviiiiiiiiiieeiieees 1450, 1451
NEW MAtter.......covvviiiieeieiiieiiiieiees 1411.02
Numbering of claims................. 1451, 1453, 1455
Notice in original file..........cccovviiiieiiii 202.05
(O 1 { o I 1414 to 1414.03, 1444
Primary examiner’s decision............c.cc.o...... 1004
Supplemental.................. 1414.03, 1444, 1455
Offer to surrender patent (not required)............ 1416
Official Gazette
Claim to be printed in..........cccooovvieeieeiiinenn. 1455
Filing notice in..... 1430, 1441, 1441.01, 1443,
1452, 1457 1470
Omission of feature...........cccceeeeeiiiiiereeennnns 1411.02
Open to public........cccvvereeeinnnnen.. 103, 1430, 1470
Ordering copies of papers in file....................... 1430
Overlooked aspects.................... 1412.01, 1412.02
Ownership............. ... 1410.01, 1443
Patent SErieS. ..o veueeiiei e 901.04
Patent term, affect ON.......c..cooooviviiiiiiiiieiieeeens 1405
Petition to merge reissue and ex parte
reexamination............c.ccceeeveeueenne. 1002.02(b), 2285
Petition to merge reissue and inter partes
reexamination............ccecuee.e. 1002.02(b), 2686.03
Petition to stay reissue pending ex parte
reeXamiNAtioN...........c.cevvvviiiieeee e 2285
Petition to stay reissue pending inter partes
reexamination..........ccooceeeiiieeeniee e 2686.03
Print of drawing.........cccoveevieiiiiiiiie s 608.02
Prior art consideration..............cccevcveencineennnnen. 1402
Prior art statement................... 1406, 1418, 1455
Priority correction........ 214, 216.01, 1402, 1405,
1417
Protest......... 1404, 1441, 1441.01, 1443, 1901
Protest filed in reissue where patent is in
iNterference........ccovvvevviee i, 1443, 1449
Public access.........oocvveeveeiiinnnnn. 103, 1430, 1470
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Reissue application — Rejection

Sec. No.

Recapture of matter.............. 706.02(1)(1), 1412.02
Reexamination proceedings copending....... 1449.01

EX parte ... 2285

Inter partes ........ 2643, 2686, 2686.03, 2695
REJECHION....cciiiiiei e 706.03(x)
Request for Continued Examination (RCE)...... 1452
Requirement for information........................ 1442.04
ReStrCtioN. ... 1450, 1451

DESIGN..cciiiiiiie e 1457
Return of original patent............ccccoovveeeiineenee. 1416
REVIEW. ..ceiiiiiiee e 1456
Same invention as original patent................ 1412.01
Special for examination......... 708.01, 1441, 1442,
1442.03

(D=1 To | o PR 1457
Specification........... 1453,
1455
SEAUS. ..oeieciiie e 1470
Statutory basis............cc..... 1401
Statutory disclaimer 1490

Stayed pending ex parte reexamination..... 2686.03

Stayed pending inter partes reexamination...............
2686.03

Submission of papers iN........ccccceveevviciieneenins 1404
Suit on original patent..............cccceveeeiiinnen. 1442.01
Surrendered patent returned to applicant......... 1416
Surrender generating limitation................... 1412.02
SUSPENSION....ciieiiiiiiieee et stree e e rveee e 1450

Terminal disclaimer.. 1402, 1410.01, 1411, 1451,
1490

Transfer of original drawing (prior practice).................

608.02(i), 1413
Treatment of protest..........ccccvveeeeiiiiiieneeeninns 1901.06
TWICE reISSUEH.....ceeiiiiiiiiieiiiiiiee e 1411
Two month delay period................... 1441, 1441.01
Rejected application............cccccvveveeeiiiiiineeeninns 203.02
Rejection (See also: _Anticipation rejection) _Indefinite
claim) ODbVIOUSNESS) ......ceeviveeeeniiiieeiiiesiiee e 706

Abandonment of invention..... 706.02(d), 706.03(s)
Admission by applicant..... 706.02(c), 2103, 2129,

2133.03(c) 2152.03
After allowance of application........ 706.04, 706.05
1308.01

After allowance of claim..........ccccceeeiiiiiiennnnn. 706.04
After allowance, primary examiner review of..... 1004
After appeal, new rejection......... 1207.03, 1207.04
After termination of interference....................... 2308
Against public policy..........cccveveeiiiiieneenn. 706.03(a)
Aggregation.........cccoocveeiee i 2173.05(k)
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Index-90

Sec. No.

All valid grounds...........occueeeeiiniiiiene e 707.07(q)

Allowed claim by Patent Trial and Appeal Board.........
1213.02

Alternative phrases.........c.cccocevvevieeeennnen. 2173.05(h)

Anticipation (See also: Anticipation rejection) ...........
706.02(a), 2131, 2132, 2133, 2136, 2152, 2154

Art (See also: Prior art) ........ccccceeeeiiiieneenne 706.02
Assigned applications, Same applicant......... 804.03
Atomic Energy ACt........cccevveeeniiieeiiieeenne 706.03(b)
Authorship........cccceeveeenne 2132.01, 2137, 2155.01
Backup rejections...........ccccevvveeeiiieeniine e, 706.02

Bar, Statutory.... 706.02(a), 2133 to 2133.03(e)(7).
2152

OVEIrCOMING...cciiuiieeeeeiaiiiieeeeeeiiieea e 706.02(b)
Board introduces.........cccccoeevvevieiiiciiiieee s 1214.01
Board statement on allowed claim............... 1213.02
Breadth.........ccooo oo 2173.04
Broadening in reissue application................ 1412.03
Broader than the disclosure......................... 2173.03
Chemical practice

Markush........cc........... 706.03(y), 803.02, 2117

Undue breadth... 2163.05, 2173.04, 2173.05(h)

Claim presented corresponding to claim of patent.....
706.06

Claim presented corresponding to claim of patent,

failure to reply......ccooevvieiiieeee 706.03(u)
ClaiMS...ciiiiiicie e 706
Combination of references........ 706.02(j), 2131.01
Common knowledge..........cccoovveiiieeeiiinnenns 2144.03

Commonly assigned.. 706.02(k), 2146, 2154.02(c)
Computer programming cases....... 2106, 2161.01
2164.06(c)

Conflicting applications...... 706.02(f)(2), 706.02(K),
706.02(I) to _706.02(1)(3), _709.01, 715.01(b), 804,

804.01 804.02 822
Contrasted to objection.............cccccveveeeiinnen. 706.01
Copending applications, different inventive entities.....
706.02(k), 706.02(]) to 706.02(1)(3)
Cumulative.........cccoeevveeiieeenneen. 706.02, 706.07(e)
Dedication............ooevuveuieeieeeeeeeeee e 715, 1490

Defective reissue oath... 706.03(x), 1414.03, 1444
to

Dependent claim........cccccveeviveeiiieeinieens 608.01(n)
Derivation of invention..............ccceveevineennenee. 2137
Disclaimer..........cccceevveveenenn. 706.02(u), 710.02(d)
Double patenting (See also: _Double patenting)
Duplicate claims.........ccccoevvverieeiiciiiieeeeens 706.03(k)
Estoppel, defensive publication..................... 711.06
Estoppel, interference..........cccccoeeeviiiennenn. 2308.03



INDEX

Rejection — Related inventions

Sec. No.

Final (See also: _Final rejection) ............... 706.07 to
706.07(h)

Foreign application, statutory bar.............. 706.02(e)
Form paragraphs used........... 706.02(i), _706.02(m)
FOrm USEd.......coviiiieeiiiiieee e 707
Fraud upon public..........ccccoeiiiiiie 706.03(a)
Frivolous invention...........cccceevvveeeeesiinnnnn. 706.03(a)
Full anticipation, expression recommended...............
706.02(i)

Function of machine...........c.ccooccoi s 2173.05(v)
Functional claim..............cccvvee.. 2114, 2173.05(g)
Functional equivalents..............ccccoovveeennneen. 2144.06
Generic claim.............. 715.02, 806.04, 809.02(a)
Genus and species................ 806.04(h), 806.04(i),
2131.02 2144.08
Ground clearly stated.............. 706.02(j), 707.07(d)
INACCUrALe.......uuviiiiiieieeieiie s 2173.03
Incomplete........cccovevveveviennns 706.03(d), 707.07())
INdefinite......coovoiiiiiei 706.03(d)
Inoperativeness............ceeevviiiieeeeeeniieen. 2164.08(b)
Insufficient disclosure............ccoceveeeviinene.. 706.03(c)
Insufficient disclosure, trademark.............. 608.01(v)
Interference, estoppel........cccccveiiiinieninis 2308.03
Interference terminated................. 710.02(b), 2308
International publication as prior art......... 706.02(a)
2136.03 2154.01(a)
Judicial NOtICe. .....ccooiiiiiiiieeie e 2144.03
Language used..........cccceeuveeen. 706.02(j), _707.07(d)
Linking claim...... 806.04, 806.05(c), 809, 809.03
Markush, improper.........cccoceeeeiiieneennns 706.03(y)
MUIIPICITY...eeeeiie e 2173.05(n)
Negative limitation.............ccccceveeiiiiinneenn. 2173.05(i)
New, after appeal.........ccccceeviiieiiiniiiiinnenn. 1207.03
New, after final rejection.............cccoeeveeeee. 706.07(e)
New matter..........cccceeveevvereennns 706.03(0), 2163.06
Nonelected invention.............ccccovivveeeeenne 706.03(m)
Nonstatutory claim..... 706.03(a), 2104 to 2107.03
Nonstatutory subject matter...... 706.03(a), 2104 to
2107.03

Not based on prior art..........ccoeccveeeeeiiiiieneenn. 706.03
NOt INVENTOT...cciiiiiiiiee e 706.02(q)
Not readable on disclosure.............ccccoveenee 2173.03
Oath, defective reissue.. 706.03(x), 1414.03, 1444
Objection distinguished.............ccccvveirieeennne 706.01
Obviousness (See also: _Obviousness) ....... 706.02,
706.02(j)

Official NOLICE......cccvviiiiiieii e 2144.03
Old combination.............cccccvveeiiiiiieeenens 2173.05())
Omnibus claim...................... 706.03(d), 2173.05(r)
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Sec. No.

Overcoming pre-AlA 35 U.S.C. 102 rejection..............
706.02(b)

Overlapping applications.... _706.02(f)(2), _706.02(k),
709.01, 715.01(b), 804, 804.01, 804.02, 822

Perpetual motion...........cccceeviiiiiiicenieennn 706.03(a)
Personal remarks avoided...............c......... 707.07(d)
Previously allowed claim.................... 706.04, 1004
Prima facie case of obviousness............... 706.02(j)
Printed matter.........ccccoovveeeiiieeniee e 706.03(a)
PrIOr @rt... oo 706.02
Prior art between applicant’s foreign priority date and
U.S. filing date........c.cceevvveveeeiinnnnnn. 216, 706.02(b)
Product by process...........c......... 2113, 2173.05(p)
Product of nature...........cccoeoviiiieeeiiniee. 706.03(a)
ProliX....oveee e 2173.05(m)
Provisional rejection........... 706.02(f)(2). _706.02(Kk).
706.02(1)(3)
Public sale (See also: On sale) ................ 706.02(c)
Public use (See also: Public use) ............ 706.02(c)
Public use proceeding..........cccccvvuveeinineene 706.03(v)
Ranges.......cccceouv.... 706.02(m), 2131.03, 2144.05
Recapture in reissue application................. 1412.02
Reissue application
Broadened claims............... 706.03(x), 1412.03,
2163.05
Defective oath.......... 706.03(x), 1414.03, 1444
Recapture.........cccoeeeeviieecciviiiiiieeeieees 1412.02
Res judicata ........cooocveevieiiiiieee e 706.03(w)
Scientific prinCiple.........ccocoveviiiiiiiienen. 706.03(a)
Secondary considerations............... 2131.04, 2145
Single means claim........... 2164.08(a), 2173.05(g).
2181
Species and genus................. 806.04(h), 806.04(i),
2131.02 2144.08
Statement Of........ooviiiiiiie e 707.07(d)
Statutory bar..... 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made..................... 706.03(u)
Technical.......ocooeiviiii e 706.03
Trademark or trade name...........c.ccecuvveeee. 608.01(v)
Undue breadth........................ 2163.05, 2173.04
UIIIEY e 706.03(a), 2107
VaQUE. ...t 706.03(d)
Well known in the art.........ccccoeeeviiiieeennins 2144.03
Rejoinder............... 806.05(c), _806.05(f), 806.05(h),

806.05(i), 809, 812.01, 821, 821.01, 821.02,

821.04, 821.04(a), 821.04(b), 1302.04(h)
Related inventions......... 802.01, 806.04(b), 806.05,
806.05()), 808.02 809.03
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Related inventions — Requirement for information

Sec. No.

Rejoinder of, generic or linking claim allowable..........

821.04(a)
Rejoinder of, product claim allowable........ 821.04(b)

Related inventions, species............cccvveeeens 806.04(b)
Remailing Office action...................... 707.13, 710.06
Remand by Board
AffIdAVIL....ceeeee e 1211.03
AMENAMENL......ociiiiiiiiiec e 1211.01
Further search..........cccoiiiiiii 1211.04
INgeneral........cccuveieiiiiiiee e 1211
Inter partes reexamination....... 2677, 2681, 2682
SPECIal ..o 708.01
Removal of application from Office.............cc......... 101
Renumbering claims..........cccccovveiiiineniineennne 1302.01
Reopening after allowance..............ccccooeuneee. 1308.01
Reopening after court decision....................... 1216.01
Reopening prosecution after Action Closing Prosecution
in inter partes reexamination............. 2673, 2673.01
Reopening prosecution after Board decision in inter
partes reexamination............ccceeeeeueieeeeeeiiiieeeeenns 2682

Replenishment of deposit accounts (See also: Deposit

account: Replenishment)
Reply (See also: _Amendment) _Period for reply)
After abandonment...........ccccvvevveveieiereeeeenenn. 714.17
After Board decision................... 1214.01, 1214.06
After final rejection............cccceeeens 714.12, 714.13
By filing RCE......cccooeiee e 706.07(h)

Within 2 months..... 706.07(f)
Attorney arguments 716.01(c), 2145
By patent owner in inter partes reexamination (See
also: Reexamination, Inter partes: Response by patent
owner)

By third party in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third party)

Sec. No.
Patentability pointed out........ 706.02(b)(2), 714.02,
714.04
Restart period for..........ccccoviiiiiiiiiieees 710.06
Restoration of canceled matter.................. 608.01(s)
Restriction requirement.............cccccvee... 818to 819
Signed by all applicants.............ccccceeennee 714.01(a)
Statutory period.........ccocceeevieeiiiieenieee e 710.01
Reply Brief. ... 1208
Representative capacity...... 402.03, 405, 714.01(c)
Cannot expressly abandon.................. 711, 711.01
Cannot sign terminal disclaimer....................... 1490
INEEIVIEWS....eiee e 405
Representative of foreign assignee.................. 302.04
Representative of inventor or owner...................... 400
Representative of requester..........cccccceeeeviineen. 2213
Representatives of out-of-town attorneys.............. 408
Republication of PG-Pub...................... 502.05, 1130
Request for Continued Examination (RCE)... 706.07(h)
After allowanCe............coovvvvveviiiiieeeeeeeeeee, 1308
Conditions for filing...........ccccevveiiiiinnnnenn. 706.07(h)
Design application...........ccccooeieieeeiiiinneenn. 1502.01
Improper CPA treated as.............cccceeeveene 201.06(d)
Submission requirement..................ccuue.. 706.07(h)
Suspension of action iN...........ccccceeeiiiiiiieeeeniine 709

Terminal disclaimer, effect in
Request for ex parte reexamination (See also:
Reexamination, Ex Parte)
Request for inter partes reexamination (See also:
Reexamination, Inter partes: Request) Reexamination,
Inter partes: Decision on the request for reexamination)
Request form (PCT/RO/101)...... 1801, 1812, 1821,
1828, 1844.01
Request for reconsideration of patent term adjustment..
1002.02(b)

Request for rehearing of Board decision.... 1002.02(b),

Complete....coceeeiiiiiiieeeeeeiieeee 714.02t0 714.04
Copying claim from patent not a reply....... 711.02(b)
Election requirement..........ccccccvevveeeirneenne 809.02(a)
Formal matters..........coovveriieiiciiiciicceen 714.02
Incomplete............. 710.02(c), 711.02, 711.02(a),
711.03(a), 714.02 to 714.05, 2266.01
In ex parte reexamination..........cccccocveeriveeenns 2266

Incomplete, election of species lacking..... 809.02(a)

Incomplete, proceedings not stayed by petition..........
1002

Incomplete, time for completing...... 710.02(c), 711

714.03 2266.01

Late.. .o, 711, 711.02

Late, eXCUSEd.......ccuveviiiiieieeiiie e, 710.02(d)
Rev. 08.2017, January 2018
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1214.01, 1214.03 1214.04

Inter partes reexamination................... 2682, 2683
Request for reinstatement of period of patent term
adjustment.........ccceeeeiiiiiiee e 1002.02(b)
Request to convert provisional application to
nonprovisional application...............ccc........ 1002.02(b)
Request to issue patent in name of assignee after issue
fee paid.....cccoovvieieiee e 1002.02(b)
Request for supplemental examination........... 2811 to
2811.02

Requirement for information...... 704.10 to 704.14(d),
706.02(c), 1901.06, 2122, 2123, 2173.02, 2181

After the first action on the merits............. 704.11(b)
Authority for requirement...........cccccceeeevveenn. 704.10



INDEX

Requirement for information — Restriction

Sec. No.

Consideration of information submitted..... 704.14(b)

707.05(b)
Format of requirement.............ccccceeevinneeen. 704.14(a)

Relation to duty of disclosure........ 704.12(a), 2005
Relationship to information disclosure statements .....

704.14(d)

Sec. No.
Distinct products..........cceeveeeiiiiiieeee e 806.05(j)
Election other than express..........cccccceeeeuneee. 818.02
Election fixed by action on claim.................... 818.01
Final requirement...........ccccooveeeiiieeniiee e, 821.01
Grouped in parent application....................... 811.04
IMPrOPer.. ..o 803, 806, 808.02
Independent embodiments........ 802.01, 806.04(h),
806.06
Independent inventions............. 802.01, 803, 806,
806.06, 808.01(a)
Intermediate-final product....... 806.04(b), 806.05(j)
INtFOAUCHION........eeiiiieiic e 801

Linking claim..... 806.04, 806.05(c)., 809, 809.03,
821.04(a)

REPIY 10 eiiiieiiiie e 704.12
Elements of a complete reply................ 704.12(b)
Time periods for.......ccccovvveviiieiiieeiiieee 704.13
Treatment of an incomplete reply.......... 704.12(c)

What information may be required................ 704.11

704.11(a)

When requirement may be made.............. 704.11(b)
Requirements must be repeated.................. 707.07(e)
Requisites of the application............c.ccccviveiiienne 702
Res judicata .... 706.03(w), 707.07(g). 2259, 2659
Rescission of nonpublication request...... 1123, 1124

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(i))) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii))) form PTO/SB/36

CIted...eiiiiie e 1123, 1124

Reproduced.........cooouveeiieiiiiiiiee e 1135
Reservation clause in application................ 608.01(e)
608.01(t)
Residence, Applicants.................. 602.08(a), 719.02
Resignation of examiner, old cases special...... 708.03
Respondent Brief in appeal of inter partes
reexamination..........ccccceeeeviveeneenne 2675.01, 2675.02
Response (See also: Reply)

Restriction (See also: _Election) Election of species) ...
800

Markush claims.......ccccoeeeeeiiiiiiiiiiiinnn. 803, 803.02
Nonelected claims, treatment of....... 821to 821.03
Eligible for rejoinder...........ccocciiiiiiiiiieeees 821
Reissue application..........cccccceeviveereeiinnnnnn. 1450
Nonelected invention............ 706.03(m), 821.04(a)
Nucleotide sequences...........cc.ccou.... 803.04, 2434
Patentability over prior art 809, 809.03
Patentability report, effect.........cccccevviiriiinnnn. 807
Process and product or apparatus........... 806.05(e),
806.05(q)
Product and process of using.................... 806.05(h)

Product, process of making and using....... 806.05(i)
Reasons for holding of independence or

diStiNCINESS...cccee e 808.01
Reissue application...........ccccoccvvieeennns 1450, 1451
Rejection of nonelected claims......... 821to 821.03
Rejoinder............ 806.05(c), _806.05(f), _806.05(h),

806.05(i), 809, 812.01, 821, 821.01, 821.02,
821.04, 821.04(a), 821.04(b). 1302.04(h)
Related inventions.. 802.01, 803, 806, 806.04(b),
806.05, 808.02, 809.03

AcCtion, eXamiNer'S...........c.oevvvvviiieeeeeeeees 814to 817
Action after, special.........c.c.cccoevviieeeiiiiiinnenn. 708.01
Action on the Merits........ccccoiiiiieiiiiiiieee e, 810
Apparatus and process or product........ 806.05(e) to
806.05(q)

Application referred to second examiner............ 815
BaSIS. . ittt

Burden, without serious
Claimed subject matter............ccccceeeeiicvnenennn. .
Claims to divisible inventions added before action.....

818.02(a)
Combination and subcombination............ 806.05(a)
806.05(c)

CoNntiNUALION. ......ccerrieriiicieee e 819
Design application
DefinitioN.......ccveeieeicie e
Distinct invention...................

Distinct processes
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Rejoinder of, generic or linking claim allowable......

821.04(a)
Rejoinder of, product claim allowable.... 821.04(b)

Requirement..........ccccceeeevviiinnennn. 812, 8l14to 817
Additional.........cccceeeiiiiiii
After election........cccceeeeeeiii s
With traverse...........ccccoeeeeecciivvnvnnenenns
Without traverse

By group where examinable.......................... 812
Clear and detailed record............c.coceevvivvennnne. 814
COmMPIEtENESS......vvvvieeiiiiiee e 815
Concluding paragraph...........cccccceeiiiiiiineennns 817
Consult other group.........cccceeevveene 812.01, 815
FiNal.....oooieii e 810
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Restriction — Rules, Patent (Code of Federal Regulations)

Sec. No.
First action..........ceeviiiiiiiiiie e 811
Patentability.........ccccoeeiviiiiiieee e, 810
Reasons for insisting upon.............. 808, 808.02
Rejection on double patenting following..... 804.01
Repeated after withdrawal......................... 811.03
RePIY t0...cueiiciceceeece e 818 to 818.02(d)
Review by examiner with at least partial signatory
AULNONIEY ... 803.01
Submission to TC director............ccceevueee. 804.04
Second requiremMent.........ccocceeevieeeenieeenns 811.02
SEQUENCES......uviiiiiiiiieieieieeeeeeeeenn 803.04, 2434
Single claim......cccccoe i 803
Single embodiment..........c.ccceeviieeiiineenne 806.03
Species may be independent or related
INVENLIONS. ...coiiiiiiiii e 806.04(b)
Species of unclaimed genus................. 808.01(a)
Subcombination, Combination............. 806.05(a)
806.05(c)
When made 811, 811.02
Withdrawal............cooviviviiiiiiiieeeee, 819
Subcombinations usable together............ 806.05(d)
806.05(j)
Telephone.......oooceiiiii e 812.01
Transitional application.............ccccvvvveiiiienns 803.03
Traverse of requirement....................... 818, 821.01
Restrictions on employees of Office.......... 309, 1702
Restrictions on former employees of Office......... 1702
Restoration of Priority..........ccccccovcvveeeeiiiiienennn, 213.03
Restoration of right to priority claim benefit of provisional
application...........cooiiieieei e 211.01(a)
Retroactive foreign filing license............ccccecvveennee. 140
Return of Papers
Discourteous matter... 714.19, 714.25, 1002.02(b)
Entered in the file..........cccoceeeernnn. 214.03, 719.01
Return of drawing..........ccccceeeviiveeeeeiiinen.. 608.02(y)
Return of filing fee..........ocooiiiiee 607.02
Return of patent...........ccccceeiiiiiiiie e 1416
Return of post card (sometimes postcard or
post-card)........ccceeeeiiiiiiiie e 503, 1901.05
Returned Office action..........ccccceevviiieeieeninnnnn. 707.13
Review at allowance..........c.cccccovviieeeeenninnnnn. 1302.01
Review for national security...........cccceeeevviinennenn. 115
Review for Government property rights 115
Revised statutes (See also: Statutes)

Revival of abandoned application.. 711.03, 711.03(c),

1002.02(b) 1002.02(f)
Revocation of agent under PCT..........cccceveeenne /1808
Revocation of power of attorney........ 402.05, 402.07
After AllOWaNCE...........coevviiiiieiiieiee e 2501
Rev. 08.2017, January 2018

Sec. No.

Rewritten specification..............ccccovcveinneenn. 608.01(q)
Right of Appeal Notice (RAN)....... 2666.05, 2666.10,
2667, 2671 to 2674, 2677
CONEENL.....eiieiiee e 2673.02
Right of domestic benefit..................... 210to 211.05
Right of priority (See also: _ Foreign application)
Foreign application...................... 210, 213to 217
Form paragraphs........ccccocveeiiiie i 213
Formal requirements..........ccocveeeveeeviiee e 214

Overcoming a reference.. 213, 213.04, 215, 216,
706.02(b)(2)

Papers required.........ccccooveeeriiienieee e 21
Time for filing papers.......ccccccoveieiiieeiniines 215.03
Right to exclude others.. 509.02, 1111, 1601, 2162
Rights, Transfer of patent or application........... 509.02
RNA (See also: Biotechnology) Nucleotide sequences)
Roster of attorneys or agents............... 601.03, 1730

Rospatent (Federal Service for Intellectual Property
(Russian Federation)... 1840, 1840.04, 1860, 1865

Rules, 21 CFR 60.3(D).......cccoeeriiiiicriiiiieneeene, 2751

Rules, Patent (Code of Federal Regulations)........ L. R
10 CFR 810 Cited......ceveveveeeiiiieiiece e 140
21 CFR 312.80-312.88 Cited
37

[63]

1.1 Reproduced........ccceervvveirieeeiiiee e

1.2 Reproduced..........cccceeeennne 713.04, 2002.02
1.3 Reproduced.........occuveeeeeiiiiiiiieeeiieen. 714.25
1.4 Reproduced............... 501, 502.02, 502.04,
509.03 2002.02
1.5 Reproduced.........coocvvvveeiiiiiiieee e 502
1.6 Reproduced........... 502, 502.01, 505, 513
1.7 Reproduced.........ccceevveeeniiiiiiieecnieenn 710.05
1.8 Reproduced..........cccvvvveeiiiiiiieee e 512
1.9 (pre-AlA) Reproduced............... 201, 201.04
1.9 Reproduced... 201.01, 201.04, 1893, 2920
1.10 Reproduced..........cccceeeeiiivineeennnns 511, 513
1.11 Reproduced............... 103, 1430, 1879.04
1.12 ReproducCed.........c.ocuveeviiveennieeenneennn 301.01
1.14 (pre-AlA) Reproduced............cccveveeennnns 104
1.14 Reproduced.... 101, 102, 103, 104, 110,
150, 1128, 1879.04

1.20 Reproduced
1.22 Reproduced
1.23 Reproduced
1.25 Reproduced
1.26 Reproduced
1.27 Reproduced
1.28 Reproduced




INDEX

Rules, Patent (Code of Federal Regulations) — Rules, Patent (Code of Federal Regulations)

Sec. No.
1.29 Reproduced.............. 509.04(a), 509.04(b),
509.04(d), 509.04(e), 509.04(f)
1.31 Reproduced.........cceeveeeiiiieiieeiiiiiieeeeens 401
1.32 Reproduced.........ccccevvveenee 402, _402.02(a)
1.32 (pre-AlA) Reproduced................... 402.02(b)

1.33 (pre-AlA) Reproduced.... 403.01(b), 601.03,
714.01(a)
1.33 Reproduced.... 403.01, 601.03, 714.01(a),

2222, 2622
1.34 Reproduced.........cccceeeeeeiiiiierienininee. 402.03
1.36 (pre-AlA) Reproduced................... 402.05(b)
1.36 Reproduced................... 402.05(a), 402.06
1.41 Reproduced..............cc..... 605.02, 2920.01
1.42 (pre-AlA) Reproduced................... 409.01(b)
1.42 Reproduced..........ccceeviiveernnneennnn 409.01(a)
1.43 (pre-AlA) Reproduced................... 409.01(b)
1.43 Reproduced...........ccceevvveeinnnrennnn 409.01(a)
1.45 Reproduced..........cceeevivieniieeinieeenns 409.02
1.46 Reproduced..........cccceeeuueerennne 308, 409.05
1.47 (pre-AlA) Reproduced............cc.cc...... 409.03
1.48 Reproduced...........cceeeviivieiiieninieeenns 201.03
1.51 Reproduced............ceveeiiiiieiiaeiaiiiieeeeee 601
1.52 Reproduced...........ccceevveeennne 608.01, 2250

1.53 (pre-AlA) Reproduced.... 201.04, 201.06(d),
601.01

1.53 pre-PLT (AlA) Reproduce.................. 601.01
1.53 Reproduced................... 201.04, 201.06(c),
201.06(d), 506, 601.01, 601.01(c)
1.54 ReproducCed..........cceveeeiiireeeeeiiiiiieee e, 503
1.55 Reproduced............. 213, 213.04, 213.05,
215.02 2920.05(d)
1.56 Reproduced....... 2001, 2001.01, 2001.04,
2001.05 2002
1.57 Reproduced............cccuvvee... 217, 608.01(p)
1.58 Reproduced................... 608.01, 608.05(b)
1.59 Reproduced............coveeviiviiiiiieinienenns 724.06
1.63 (pre-AlA) Reproduced................... 201.06(c)
1.63 Reproduced............... 201.06(c), 602.01(a)
1.64 Reproduced...........cccoeevvrennen. 409.05, 604
1.66 Reproduced..........c..ccceevveereennne 602, 602.04
1.67 Reproduced...........cceeeeeiiiiieieeiiiiiiieeeee 603
1.69 Reproduced.........ccccerverurnnen. 602.06, 2004
1.71 Reproduced.................. 608.01, 608.01(w),
717.02(b)

1.72 Reproduced...........cceeuuvneee. 606, 608.01(b)
1.73 Reproduced...........ccceevviveeinnnrennnn 608.01(d)
1.74 Reproduced.........cccceeeviiuvieeeeeninnns 608.01(f)
1.75 Reproduced............... 608.01(i). 608.01(n),
2173.05(n)
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Sec. No.
1.76 Reproduced............... 601.05(a). 601.05(b)
1.77 Reproduced................... 608.01(a), 608.05
1.78 Reproduced..........ccceeeeeiiiiiieieennnnns 1481.03
1.78 in effect on November 29, 2000,
Reproduced..........cccuveeeiiiiiiiiieeiiiiieeeeee 804.03
1.79 Reproduced...........covevnieeennnnanne 608.01(e)
1.81 (pre-PLT) Reproduced....................... 608.02
1.81 Reproduced..........cccceeeeriuiiereeaniiieen. 608.02
1.83 Reproduced.........ccccceeevviiiireeninns 608.02(d)
1.84 Reproduced.............. 608.01(f), _608.01(w),
608.02 1606
1.85 Reproduced............... 608.02(b), 608.02(p)
1.91 Reproduced.........cccccuveeriiveennieeenneennn 608.03
1.93 Reproduced.........cccccuveeriiveeinieneiineennn 608.03
1.94 Reproduced.........ccccceeeiiiieereeninns 608.03(a)
1.95 Reproduced..........c.ccvevnieeeninneanne 608.03(a)
1.96 Reproduced............ccceevnuveeenninanne 608.05(a)
1.97 Reproduced..........cceeveeiiiiiiienaeeiiieeeenne _609
1.98 Reproduced..........cccvvvveeiiiiiieneeeiiieeeeenn 609
1.102 Reproduced...........cccc....... 708.01, 708.02
1.103 Reproduced...........cccoeeeiuieieneeeniieeeanne 709

1.104 Reproduced.... 706.02(1)(2), 707, 707.05,
707.07, 717.02(b), 1302.14, 1852

1.105 Reproduced.........ccccceeevuvvereeesinnenn.. 704.10
1.111 Reproduced.. 201.04, 714.02, 714.03(a),
2266, 2666
1.112 Reproduced.........cccceeeeviiiiieeeeeiiiieeennn 706
1.113 Reproduced.........ccccceeevuvveeeeesinnenn.. 706.07
1.114 Reproduced.........ccccceviuierreenanns 706.07(h)
1.115 Reproduced.........cccceevvvveereeninnns 714.01(e)
1.116 Reproduced...........cccceevvvveeeeeninnenn.. 714.12
1.121 Reproduced...... 608.02(p). 608.04, 714,
1453, 2234, 2250, 2666.01
1.125 Reproduced..........cccveviveeennerennns 608.01(q)
1.126 Reproduced..........c.cccovvvvieeeeennne. 608.01())
1.129 Reproduced................. 706.07(g). _803.03
1.130 Reproduced.......... 717.01, 804.03, 2155
1.131 Reproduced...........cceovvvveveeennnns 715, 718
1.132 Reproduced...........cccoeeeiuiiieeeeiiiieeeenn. 716
1.133 Reproduced..............c.c...... 713.01, 713.04
1.135 Reproduced....... 710.01, 711, 711.03(c),
714.03

1.136 Reproduced................. 710.02, 710.02(e)
1.137 Reproduced........ 711.03(c), 1124, 2268,
2668

1.138 Reproduced............... 711, 711.01, 1125
1.141 Reproduced..........c..ccouuuueee. 802, _806.05(i)
1.142 Reproduced.........c.ccoveirmveeiiireeenieeenne 802
1.143 Reproduced.........cccceeeevvvrereeeiiinenn. 818.01

Rev. 08.2017, January 2018



Rev. 08.2017, January 2018

MANUAL OF PATENT EXAMINING PROCEDURE

Rules, Patent (Code of Federal Regulations) — Rules, Patent (Code of Federal Regulations)

Sec. No.
1.144 Reproduced..........coeevvveeeennnnnennn. 818.01(c)
1.145 Reproduced..........coeeevivienineeinineenns 821.03
1.146 Reproduced...........cccceeviuvieieennnnnnnn. 806.04
1.151 Reproduced.........cccceevvuiieeeeeiiiiieeeene 1501
1.152 Reproduced..........ccceevvviernineennnen. 1503.02
1.153 Reproduced.........cccceeviveeriieeennnenn. 1503.01
1.154 Reproduced..........cccceeviviereeeinnnnen. 1503.01
1.155 Reproduced..........coeevvviennineennnen. 1504.30
1.161 Reproduced.........cccoeevveeeiiieeeiieeenen 1602
1.162 (pre-AlA) Reproduced............c..cc.uee 1604
1.162 Reproduced...........coevvuvvernnenn. 1604, 1605
1.163 Reproduced.........ccccevvvveernnenn. 1603, 1605
1.164 Reproduced.........cccceeviuiieeeeeiiiiieaeenne 1605
1.165 Reproduced.........cccceevvvviieeeeeiiiiieneene 1606
1.166 Reproduced..........cceevvveeiiieenniiienneen. 1607
1.167 Reproduced.........ccccceviuieereeiiiiiieneene 1609
1.171 ReproducCed.........ccceeeviviieeeeeiiiiieneeenns 1410
1.172 Reproduced.........ccoeeviveennieeennnenn. 1410.01
1.172 (pre-AlA) Reproduced................... 1410.01
1.173 Reproduced..... 1410, 1411, 1413, 1453
1.175 Reproduced.................. 1410.01, 1414.01
1.175 (pre-AlA) Reproduced................... 1414.02
1.176 Reproduced........... 1440, 1450, 2686.03
1.177 Reproduced.........cccccovvvvveeeeeiiirieeeee, 1451
1.178 Reproduced........... 1416, 1418, 1442.04
1.181 Reproduced..................... 711.03(c), 1002
1.182 Reproduced.........ccceeevvviieeeeeiiiiieeee, 1002
1.183 Reproduced..........ccceeeivieeeeeeiiiiieaeenne 1002
1.197 Reproduced..........coceevvvvernieecrnnnn. 1214.06
1.198 Reproduced...........c.cccvvvvvreeeeinnnnnn. 1214.07
1.211 (pre-AlA) Reproduced............c..ceuue 1120
1.211 Reproduced.........cccceevvuvverennnn. 1120, 1126
1.213 Reproduced................ 1122, 1123, 1124
1.215 (pre-AlA) Reproduced............cc.ccoueee 1121
1.215 Reproduced.........cccceeeiviiereeeiiiiieneene 1121
1.217 Reproduced.........ccceevvvvieeeeeiiiiieeee, 1132
1.219 Reproduced..........ccceovruiieeeeniiiiieaeene 1129
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1.290 Reproduced..........coeevvvvennneecnnnnn. 1134.01
1.291 Reproduced.........ccceeevvvvieeeeeiiiiieeeee, 1901
1.297 (pre-AlA) Reproduced.............c.ccouee 1111
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Selecting pertinent references..............cc....... 904.03
LI [T USSR 306
Unduly extensive and burdensome............... 806.01
808.01(a), 818.02(b)

Search notes form (OACS and PE2E-OC)... 704.14(b),

705.01(a), 719.05
Search facility hours.........c.cccccoievieiiinnen. 510, 1730
Search tools, automated.................ceevvveenn.. 902.03(e)
Searched box entries.........cccccoviiieeiinicieneee 719.05
Secrecy, in general.......c.ccoocvveieeiiiiiien e 101
Secrecy of international applications..................... 120
“Secrecy Order” application............... 115, 120, 130
After declassification...............ccvveeeeiiieeeerieeiinnnn, 130
AllOWANCE.......oviiiiiiiieiie e 130
Commodity Control LiSt.........ccceeveeiiiiieieeeninee. 120
COrreSPONAENCE.....ccocuvveieree et 120
Facsimile transmission of correspondence not
PEIMIttEd. .. .eieiiiiiiieee e 120
Final rejection.........coocoveeiiiiiiee e, 130
INterferencCe..........eeeeeieeeeeeeeeeee, 130, 2306
Petition for rescission or modification................. 120
ProSECULION. .....cciiiiiiiiiie e 130
REVIEW.....cevvviiiiieeeeeeeeeee e 115, 140
Security, Application affecting........ 120, 121, 130,
140
Secret sale (See also: On sale
Security interest in patent, recording (See also:
ASSIGNMENL) ..eevieiiiiiiiiee e 313
Security markings.................... 121, 130, 140, 724
Security screening of new applications....... 115, 140

Security Working Group 3640, applications submitted...
121, 130, 706.03(b), 1002.02(c)(1)

Scientific and Technical Information Center (STIC).......
901.06(a)
Biotechnology sequence listings..... 2421.03, 2429
Foreign patents...... 706.02(e), 901.05, 901.05(c).
903.03 901.07
HOULS. ..ot 1730
Litigation search...... 2240, 2287, 2640, 2686.04
Literature collection.................... 719.05, 901.06(a)
Location and telephone number....................... 1730
Translation assistance............ 901.05(d). 901.06(a)

Scientific principle not patentable................. 706.03(a)

Scope of claims.......... 904.01(a), 2163.05, 2164.08
Design application..... 1503.01, 1504.04, 1504.05,
1504.06

Scope Of Class......coouieeiiiiiiieeeeee e 903.02(b)

Scope of reexamination

EX PArte ...cooooieiiiciirrrrr e 2258
INtEr PAMES ..oveeiieieieieeeee e 2658

Screening new application for security review...... 115,

706.03(b)

SEAL ...iiiiii 602
NOt reqUIred. .......coeiiiiiiiie e 602
VENUE. ...t s 602

SEAMCH......eiitiiii e 900
After reversal by Patent Trial and Appeal Board ........
1214.04
Aids in Scientific and Technical Information Center
(STIC) ittt 901.06(a)
Analogous art areas 904.01(c)
Claim analysis........ccccooiiiiieieiiiiieiee e 904.01
COMPULET ...t 719.05
Databases (See also: Electronic databases)
Electronic documents............. 707.05(e), 904.02(c)
FEE, PCT .t 1827
Field of....ccocvviiiiiiice 904.02, 904.02(a)

Not to be given for patented inventions........ 1701
File wrapper notation............c.ccccccouvee. 719.05, 904
Incomprehensible disclosure......................... 702.01
In Technology Center, by member of public.... 713.02
Informal application.............cccccveeene 702.01, 704.01
INPADOC........coiiiiiiciii e 901.06(a)
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Self-addressed postcard — Signatory Authority, Full

Sec. No.

Self-addressed postcard (See also: Postcard

self-addressed) .......uvvveieieiiiiiiieieeeee 503

Sequence listing (See also: _Sequence rules) ..............
2422.01

Database (See also: Sequence _rules)

EFS-Web submission............... 502.05, 2422.03(a)
Hand delivery........cccooeveiiiiiiiiiieeceeee 2422.09
Pre-Grant Publications (PG-Pub)..................... 1121
Statements........ccccovvevieeieeinnee. 2422.06, 2422.07
Sequence rules (See also: Biotechnology) ........ 2400
Amendments to sequence listing and computer
readable form..........cccceiiiiiinis 2422.07, 2426
Amino acid definition...........ccccccevieiiiiinne 2422.01
AULNOTIN. ..o 2430

Changes to rules..........cccooceiieiinnnnn. .. 2421.04
Coding regions, depiction of 2423.02
Compliance requirement................. 2422.07, 2429
Computer readable format requirement........ 502.05
2421.01 2422.04 2425

Database.. 2422.01, 2422.03, 2422.04, 2423.02,

2424.02, 2424.02, 2425, 2429, 2430
Definitions for nucleotides/amino acids....... 2422.01
Definition of "Sequence Listing" and "CRF".. 2421.01
Exclusive conformance requirement............ 2422.02
Extensions of time..........ccccoovvriiciiiiiennnns 2421.03
Format and symbols........................ 2423, 2423.01
Form paragraphs........cccccoceeeiiieeniiie e 2427
Hand-delivery of sequence listings and computer
readable forms........ccccviiieni i 2422.09
Helpful hints for compliance............ccccccoociee. 2429
Informational requirements for sequence listings.......
2424 2424.01 2424.02
Mandatory information items........... 2424, 2424.02
MINOT EITOFS....iiiiiee et 2427
Miscellaneous requirements, information..... 2424.03
Notice to comply.......cccceeveeiiiiiiiieiiiiieeee 2421.03
Nucleotide definition............cccocoiiiininnen. 2422.01
Numbering of SeqUENCES..........cccocvveeerieene 2423.02
Numeric identifiers...........cccccceenenne. 2424, 2424.02
Official copy of sequence listing.................. 2422.04
Patentln information...............ccccceeee 1730, 2430
Presumptions regarding compliance........... 2422.08
Previously filed identical computer readable form,
transfer request............eeeivis 2422.05
Replacement of sequence listing and computer
readable form.........cccccveiiiiinn e, 2422.07, 2426
Sample sequence listing.......ccccoovvvveveeeiiiinenennn. 2431
Sanctions for failure to comply..................... 2422.07
Sequence identifier requirement.................. 2422.01
Rev. 08.2017, January 2018

Index-100

Sec. No.

Sequence listing requirement...................... 2422.01
Patent Cooperation Treaty (PCT)........... 1823.02
1848, 2422, 2422.03(a), 2430
Sequence presentation.............cccceveeeeeenee. 2423.03

Sequences embedded in application text.... 2422.01
2423.02

Sequences in drawings........cccceeviiiereenennnns 2422.02
Sequence listing transfer request................ 2422.05
Statement regarding content of paper and computer
readable copies................ 502.05, 2422.06, 2428
Statement regarding new matter..... 2422.07, 2428
Summary of requirements............ccceeeeveeenne 2421.02
Variants of a presented sequence............... 2422.01
Voluntary compliance..........cccccoeiviiiieeeennnns 2422.01
WIPO Standard ST. 25, Appendix 2 Tables
Reproduced..........cccvvevieeeiiiie e 2422
Cited....ovvviiieeiieen, 2422.01, 2423, 2423.01
Sequences, restriction...........cccccceuvveee.. 803.04, 2434
SEriES COUBS....oiiiiieiiiie ettt 503
Series of dependent claims..............cccccee.. 608.01(n)
Series, Patent (See also: Patent)
Service, proof of, in a petition for access............... 103
Service of citation in patent.............ccccceeeiinneen. 1901
Service of court papers on Director..................... 1216
Service of patent owner statement on requestor in ex
parte reexamination..............cccceceeeunnes 2249, 2266.03

Service of papers in inter partes reexamination...........
2666.06

Certificate Of........ccccvevieiiiii e 2666.06
Proof of service............... 2666.06, 2666.50, 2667
TO patent OWNEer.........ceevveveveveeeeeeenn. 2654, 2666.05
To third party requestor........ 2654, 2666, 2666.05
Shift of election...........ccooviiiiii i 819
Shoes (See also: _Search) ........ccocceveeviiiienenn. 901.07
Shortened statutory period (See also: Period for reply)
Statutory period) .......cccoceeeeeiiieenne 710.02, 710.02(b)
Appeal.....ccccceeviiiineneen. 1205, 1214.06, 1215.04
Date of abandonment.............ccccceeeevnineen. 711.04(a)
Drawings.......ccceeveeveeeeeneenneens 608.02(p), _608.02(x)
Extension of time................. 710.02(e), 1002.02(c)
Final rejection......... 706.07, 706.07(b), _706.07(f).
706.07(q), 714.13
Informal application...........c.ccoveeeviieeninnenne 702.01
Information disclosure statement.............. 609.04(b)
QUAYIE. ... 714.14
Reexamination, ex parte .... 2250.01, 2263, 2265,
2272, 2273 2285 2286
Time limits compared.............cccceveeeennnen. 710.02(d)
Signatory Authority, Full............cccccoiinns 1004



INDEX

Signatory Authority, Partial — Specification

Sec. No.
Signatory Authority, Partial.............c.cccoeciiveeennnns 1005
Signature
Alteration in specification signed................... 608.01
AmMENdmMENt.........ooviiiiiiiiiee e 714.01

Signature improper........... 714.01(a), 714.01(c),

714.01(d)

Signature misSiNg........ccccveeeviiiieeeeeens 714.01(a)

Signed by applicant, not by attorney of record.......

714.01(d)

Signed by attorney not of record........... 403.01(b)
APPlICANT.....cooiiiiii e 602.08(b)
Applicant changes name................ 201.03, 605.01
Applicant, international application................... 1820
Applicant unable to write.............ccccceeenee 602.08(b)
Application papers.........ccccvceeeiiieeiniieennns 602.08(b)
Attorney or agent not of record..................... 402.03
Certification, effect of................. 401, 402.03, 410
Continued prosecution application............ 201.06(d)
Correction of NaMe...........ccceevveiriienicnnens 602.08(b)
Express abandonment......................... 711, 711.01
Facsimile........... 502.01, 502.02, 505, 511, 512
Full, first or middle name..........cccccoeeeeeenne. 602.08(b)
Required on every paper............cc....... 402, 402.03
Title With..oocooiieiiee s 602.08(b)
Uniformity with name.............ccocceeeiiinnnn. 602.08(b)

Signing, continued prosecution application... 201.06(d)
Signing examiner’s letter..... 706.07, 707.08, 707.09
Signing file Wrapper..........c.ccovvveeieiiiiienee s 1302.13
Simulated tests in the specification.............. 608.01(p)
Simultaneous issue of patents.............ccccc.e.e.. 1306.02

Single means claim.... 2164.08(a), 2173.05(g), 2181
Size of paper (See also: _A4 size paper) Paper size)

Sketch of subject matter of claims............... 904.01(a)
Small Business ACt.........ccccevvvveeiieeeinneenn. .. 509.02
Small Business Administration 509.02
Small  entity status (See also: Fee
Change of status...........ccoecveeeeeiiiiiieee e, 509.03
Claiming Status........c..eeveeiiiiiiiieeeeiieee s 509.03
Correcting StatusS.........oocvvveeeeeiiciieree e, 509.03
DefinitioN.......ccoiveeeiiiie e 509.02
Established in parent application............... 201.06(c)
FEES .ot 509.02
Government organizations............cccceeeeeennee. 509.02
Improper payment..........cccccvvveeiiieeeeeninenneee, 509.03
Independent iNVENLOT...........ccocvviiiieeeiiieenns 509.02
Maintenance fees...... 509.03, 2515, 2531, 2550
Nonprofit organization.................... 509.02, 509.03
Refund.......ccceeeviiiiie e 509.03, 607.02

Index-101

Sec. No.
Small business concern..........ccccooeueeeeeeennins 509.02
Statement verified...........ccoooeiiiiiii e 509.03
Transfer of invention rights........ 509.02, 509.04(a),
509.04(b)
Solicitor's Office (See also: _ Office of Salicitor)
Sources of information to disclose.................. 2001.06
Special application............cccccoeveeinineen. 708 to _708.03
Accelerated examination...............cccccveenernn 708.02
Allowable application, except for form....... 707.07()),
710.02(b), 714.14 1301
Appealed application...........ccccovvveeiiieeeniieeennne 1204
Applicant’s age, health............. 708.02, 1002.02(b)
Counter-terrorism inventions..... 708.02, 1002.02(s)
ENEIQY ..o 708.02
Environmental Quality Program............... 1002.02(s)
Five year pendency.........cccccceeeniuieeneeenninnnnn. 707.02
LISt ettt 708.01
Patent printing priority........ccccceeveieinieeeniieennne 1309
Petition to make.............cc.c....... 708.02, 1002.02(s)
Reexamination
EX Parte ..o 2261
INter partes ..o 2661
Reissue application....................... 706.03(x), 1442
Remanded by Board.............cccceeeeviiiiieeecens 708.01
Revived applications............cccocceeeeeinnnnne. 711.03(c)
Special examining procedure...........c.ccoecuveennne. 708.02
Special Program Examiner (SPRE)..... 103, 1415.01
1825, 1845.01 1851
Petitions decided............cccoeeeiiiiiiienennn. 1002.02(s)
Species...... 806.01, 806.04, 806.04(b), 806.04(d),
806.04(e), 806.04(f), 806.04(h), 806.04(i),
808.01(a), 809.02(a)
Anticipation by a generic chemical formula.. 2131.02
Anticipation of a genus by the species........ 2131.02
Cancellation of species claims....... 821.01, 821.02
Claims restricted t0.........ccccoveervienvenineen 806.04(e)
Election of (See also: Election of species)
How recognized.........cccccveevieeiiiieciniieee 806.04(f)
Independent inventions.............. 802.01, 808.01(a)
Mutually exclusive characteristics.............. 806.04(f)
ODbVIOUSNESS Of....evviiiiiieiiieeee e 2144.08
Patentably distinct..............cccooveeeiiiinnnenn. 806.04(h)
Patentability over genus 806.04(h)
Plural.......cccocoeennenne 706.03(k), 806.04, 808.01(a)
REISSUE......eiiiiiiiiiiiec e 1450
REJECHION.....cccvvreieeciiieciee e 806.04(h), 2131.02
Related.........oocvvieveiiiiiee e 806.04(b)
Withdrawal of species claim........... 821.01, 821.02

Specification (See also: Disclosure) .... 608.01, 2161
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Specification — Statute of limitations

Sec. No.

Amendment, manner of making............c.cccceu. 714
Arrangement.......cccccveeeeeeeieieieeeeee 608.01(a)
Background of the invention 608.01(c)
Best mode (See also: Best mode) .................. 2165
Brief description of drawings...................... 608.01(f)
Brief summary of invention................c....... 608.01(d)
British English spellings in..........cccccoeceeenneen. 608.01
British provisional and complete.................... 214.03
Changes prior to filing........ccccccvee. 601.01, 608.01
Completeness..... 608.01(p), 2161, 2163to 2165
Computer liStS........ueeeieeiiiieeeee e 608.05
Confused by amendments....... 608.01(q), 1302.02
Content Of.......ooevciiiiiiiii 608.01(a)
Continued prosecution application............ 201.06(d)
CopYHghtS iN...eeciiiec e 1512
Correction by examiner’s amendment..... 1302.04 to
1302.04(q)

Correction by initialing............cccccoeviiieeeenn. 1302.04
Cross-noting of related applications............ 1302.04
Defines claim term..........ccoccevciiniiiiienneene, 2111.01
Derogatory remarks prohibited.................. 608.01(r)
Description................... 608.01(g), 2163, 2163.02
Design application...........ccccccoevvvieeeecininenn.. 1503.01
Detailed description of invention............... 608.01(q)
Enablement (See also: _[Enablement) 2164
English language...........ccoccveeiiiiiiienceeiinene. 608.01
Facsimile transmission...........ccoccoceeeeeniineeen. 608.01
FONL. et 608.01
FOrmat.......ccoovvvviiiiiiieie e 608.01(a)
HUSEratioNS IN......eoeiiiiii e 608.01
Incorporation by reference..... 2163.07, 2163.07(b)
Interlineation prior to filing...........ccccceeeerinnen. 608.01
Language faulty..........c.cccceevunenne. 608.01, 608.01(g)
MISSING PAGES.....cvverreieiiiieeiieie e 601.01(d)
New matter................ 608.04, 706.03(0), 2163.06
Omitted Pages........occvveeeeeeiniineneannns 217, 601.01(d)
Paragraph numbering....... 608.01, 608.01(g), 714
Parts......coccoviiiiiiiiii 608.01(a)
Provisional application.............cccccoeevuvneen. 601.01(b)
Reference characters corrected.................. 1302.04
Reissue application.............ccceveeeeiiiiiieeceninns 1411
Requirements for.........occoiiiiiieiicieee e 2161
REIUM ..o 608.01
ReWritten..........cocevviiiicniennns 1302.02
SIGNALUIE.....eeeiiiiiiieiee e 602.08(b)
Substitute, amendment including..... 714.19, 714.20
Substitute specification............. 608.01(q), 714.19,
714.20
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Pre-Grant Publication.................... 502.05, 1120
Summary of invention...........ccccceevinienne. 608.01(d)
Table submission on compact disc or via EFS-Web
as ASCII text file.................. 608.05(b), 2422.03(a)
Terminology basis for claims..... 608.01(0). 2163.07
Title of INVENtION......oiiiiiiiieee e, 606
Title of invention changed...........cccccocoeerinen. 606.01
Trademarks iN.......cccocviiieeene e 1512
Transfer to another application................... 608.01(t)

Written description (See also: Written description) ....
2163

Specimen, Composition of matter.................... 608.03
Specimen, Handling...........ccccooevviiiieeennnenn. 608.03(a)
Specimen, Plant application............cccccoveveeininenn. 1607
Stamp

Office date..... 502, 505, 506, 710.01(a), 714.18
Statement applying the prior art in an ex parte
FEEXamINALION.......cccerrierieiree st 2217
Statement, Examiners (See also: Action)
Statement by inventors when changing inventorship.....
201.03
Statement by owner in ex parte reexamination... 2249
Statement of allowability by Board.................. 1213.01
Statement of invention, coextensive with claims............
608.01(d)
Statement of invention, reviewed on allowance.............
1302.01

Statement, Prior art (See also: Prior art) .... 201.06(d),
609

Status INQUIMES. ....ovveeeiiiie e
Congressional.........ccccoevvveieee i
Maintenance fees
White HOUSE...........cooo e

Status letter......oooveviiieeiee e

Status letter database.........cccccvveeeeeeeeiiieniienen, 203.08

Status of application...........cccccoeeviieeeeeniinns 102, 203
Abandoned..........ccocoiiiiiiii 203.05
Allowed Or in ISSUE........ccceeeeiiiiiiiiiiecciiins 203.04
AmeNnded........covvviviiiiiii s
Incomplete
NEW. ..ottt eaee e 203.01
Parent patent application.................

Priority Claims.........ccccoocviiiie e 102
Published application............ccccccoeviiiiiiieninnnn. 1128
Referred to in foreign patent
Rejected.......covviviiiiieii e

Statute of
Citation of prior art.........ccocceeeerreeeiiieenneeennenn 2204
Term of biological material deposit................... 2408




INDEX

Statute of limitations — Statutes

Sec. No.

Time for requesting ex parte reexamination..... 2211
Statutes
Atomic Energy Act Cited.. 120, 140, 150, 706.03,

706.03(a) to 706.03(b)
Freedom of Information Act................. 1002.02(k)(2)
Public Law 96-517................. 509.02, 2201, 2209
Public Law 97-247...... 509.02, 509.03, 711.03(c),
2265 2268
Public Law 98-622..............ccuu...... 706.02(k), 804
Public Law 103-182............... 715, 2132, 2138.02
Public Law 103-465......... 706.07(qg), _707.05, 715,
715.07(c), _803.03, 804.02, 2132, 2138.02
Public Law 106-113........... 706.02(k), _706.02(1)(1),
2146, 2201, 2273, 2279, 2601

Public Law 107-273 Cited... 706.02(f)(1), 706.02(K),
706.07(a), 2136.01, 2201, 2242, 2258.01, 2273,

2279 2601 2642 2683
Public Law 108-199 Cited..........ccccocvvvivverernnnen. 2105

Public Law 108-453 Cited... 706.02(k), 706.02(1)(1),
706.02(1)(3). 804.03, 2136.01, 2146
Public Law 112-29 Cited...... 210, 509.02, 509.04,
607, 1402, 1440, 1481.02, 1490, 2105,
2106.03, 2124.01, 2150, 2151, 2165, 2201,

2279 2601 2602, 2801
Public Law 112-211............. 702, 711.03(c). 1402
Revised Statute of.........ccccceeevviiiiiiiiiiiiieeeeee, 1874,
5 U.S.C. 552(8)...cccveerireeieenirienieenieenee 2422, 2423
5U.S.C. 6103(a) Cited.......ceevvvveeiireeeiienens 710.05
T U.S.C.2321Liiiiiiiieie e 1612
10 U.S.C. 140(C) Cited......ceerveeriirrreeriieaieenieenn 120
15 U.S.C. 15(b) Cited......ccccevrriiiiiiieeiiieiieesieene 101
15 U.S.C. 1127 Cited.....ceevverrriiieinienens 608.01(v)
17 U.S.C. 401 Cited......covoverrienirieieeniie e 1512
17 U.S.C. 909 Cited..........cvenne 608.01, 608.01(w)
18 u.s.C. 1001

Cited.... 402.03, 410, 602.01, 602.01(a), 604,

715.04 716.02(g) 2428

Reproduced..........ccoveieiiiiiiiiiie e 602
18 U.S.C. 1905 Cited.......cceeveerrienierrieniienreee 101
18 U.S.C. 2071 Reproduced.......c..cocuvveveeernnnnnn. 101
18 U.S.C. 2331 708.02
20 U.S.C. 1000 Cited........ccververrieiririreeineenes 509.02
26 U.S.C. 501 Cited......ccevovrereerrieiienieeieens 509.02
28 U.S.C. 1745 Cited......cccoevvveiiieiieiieeiee 901.05
28 U.s.C. 1746

Cited. .o 602
35 U.S.C. 2 Reproduced.........ccccevvvrerieeenninennne 1001
35 U.S.C. 3 Reproduced............coevvvveeeeennnnennn. 1001
35 U.S.C. 4 Reproduced...........ccuveeeirnuiieenennne 1702

Index-103

Sec. No.
35 U.S.C. 6 Reproduced..........cccuvveveennniinnnannn. 1202
35 U.S.C. 7 Reproduced............cccueveeennee 901.06(a)
35 U.S.C. 8 Reproduced..........ccceevuveeennneanns 903.01
35 U.S.C. 21 Reproduced.......... 511, 513, 710.05
35 U.S.C. 22 Reproduced..........cccceeeeenunnnnnn. 608.01
35 U.S.C. 25 Reproduced..........ccccceeevvivieneennnnne 602
35 U.S.C. 26 Reproduced.........cccecvveiieeeeniineens 602
35 U.S.C. 27 Reproduced... 711.03(c), 2268, 2668
35 U.S.C. 41 Reproduced......... 2268, 2501, 2668
35 U.S.C. 42 Reproduced.........ccccoouveeennneanns 607.02
35 U.S.C. 100 Reproduced...........cccceeruveereannnne 701
35 U.S.C. 101 Reproduced............ 201, 701, 804,
2104 2107.01
35 U.S.C. 102 (pre-AlA) Reproduced........... 706.02,

1504.02, 2132, 2133, 2133.03(c), 2134, 2135,
2136, 2137, 2138, 2217, 2258, 2301.01

35 U.S.C. 102 Reproduced................... 2152, 2156

35 U.S.C. 102(e), former (pre-AlA) Reproduced.........
2136.03

35 U.S.C. 102(g) (pre-AlA) Reproduced...... 2301.01
35 U.S.C. 103 (pre-AlA) Reproduced.... 2141, 2146

35 U.S.C. 103 Reproduced......... 706.02, 706.02(1),
706.02(1)(1), 706.02(n), 804.03, 2141

35 U.S.C. 104 (pre-AlA) Reproduced....... 715.07(c),
2301.01

35 U.S.C. 111 (pre-AlA) Reproduced............ 201.04
35 U.S.C. 111 pre-PLT (AlA) Reproduced.......... 601
35 U.S.C. 111 Reproduced........ 201, 201.04, 601
35 U.S.C. 112 (pre-AlA) Reproduced.... 2161, 2171
35 U.S.C. 112 Reproduced... 1504.04, 2161, 2171

35 U.S.C. 113 Reproduced............cccccevunneee. 608.02
35 U.S.C. 114 Reproduced...........cccceeerurnennn. 608.03
35 U.S.C. 115 (pre-AlA) Reproduced........ 602.01(b)
35 U.S.C. 115 Reproduced.............c.cccnee. 602.01(a)
35 U.S.C. 116 (pre-AlA) Reproduced........... 409.03
602.09

35 U.S.C. 116 Reproduced............cccceevverenne 602.09
35 U.S.C. 117 Reproduced..... 409.01(a), 409.01(b)
35 U.S.C. 118 (pre-AlA) Reproduced............ 409.03
35 U.S.C. 118 Reproduced...........ccceorveeeriinrenns 308
35 U.S.C. 119 Reproduced...............ccu... 211, 213
35 U.S.C. 120 Reproduced...........cccceeruvreeeannnne 211
35 U.S.C. 121 Reproduced............c...cu.e. 802, 804
35 U.S.C. 122 Reproduced........ 101, 1120, 1122,
1123, 1124 1132 1134
35 U.S.C. 131 Reproduced...........ccccevrurueeeannnne 701

35 U.S.C. 132 Reproduced.... 706.03(0), _706.07(h),
2304.04(b)
35 U.S.C. 133 Reproduced......... 710, 2268, 2668
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Statutes — Statutory period

Sec. No. Sec. No.
35 U.S.C. 134 Reproduced...........cccceevurreeeennnne 1204 35 U.S.C. 304 Reproduced...........cccceeevuvreneennn. 2246
35 U.S.C. 135 (pre-AlA) Reproduced......... 2301.01 35 U.S.C. 305 Reproduced................... 2254, 2261
2304.02(c). 2310.01 35 U.S.C. 306 Reproduced................... 1216, 2273
35 U.S.C. 141 Reproduced................... 1216, 2683 35 U.S.C. 307 Reproduced................... 2288, 2293
35 U.S.C. 142 Reproduced............ccceevveenne 1216.01 35 U.S.C. 312 (In effect for requests filed prior to
35 U.S.C. 143 Reproduced............ccoecuueeennn. 1216.01 September 16, 2011) Reproduced................... 2640
35 U.S.C. 144 Reproduced.............ccccuvveen.. 1216.01 35 U.S.C. 312 Reproduced..........ccccceeevruvrnnnennn. 2640
35 U.S.C. 145 Reproduced.........c.cccceeeviuvrennnnen. 1216 35 U.S.C. 313 Reproduced............cceevueeennnnnn. 2646
35 U.S.C. 146 Reproduced..........ccccceevurueenennnne 1216 35 U.S.C. 314 Reproduced... 2654, 2661, 2686.04
35 U.S.C. 152 Reproduced..........cccceeevririereennns 307 35 U.S.C. 315 Reproduced..........ccccceeevruvrnnennn. 2674
35 U.S.C. 153 Reproduced.........c..ccceeeveuveennnen. 1309 35 U.S.C. 316 Reproduced................... 2688, 2693
35 U.S.C. 154 Reproduced..........cccceeeriurueenannnne 2701 35 U.S.C. 317 Reproduced...........c...ceuuueee.. 2686.04
35 U.S.C. 154, former, Reproduced.................. 2720 35 U.S.C. 318 Reproduced.............ccccerunee. 2686.04
35 U.S.C. 156 Reproduced.. 2751, 2752, 2755.01, 35 U.S.C. 361 Reproduced............ccceerveeernnnnn 1805
2758, 2759 35 U.S.C. 362 Reproduced..........c.c.coovveeenenn. 1840
35 U.S.C. 161 Reproduced.................... 201, 1601 35 U.S.C. 363 Reproduced................ 201.01, 1810
35 U.S.C. 162 Reproduced..................... 804, 1605 35 U.S.C. 365 Reproduced..............cc.cc........ 213.06
35 U.S.C. 163 Reproduced..............ccococuniiinns 1601 35 U.S.C. 371 Reproduced..........c.c.coou...... 1893.01
35 U.S.C. 164 Reproduced...........ccceeevurreenennnn. 1609 35 U.S.C. 373 Reproduced........c.cocovvveeeean.. 1810
35U.S.C.171 Reproduced..... 201, 1501, 1504.01 35 U.S.C. 374 Reproduced............cc.cooeurrrnnnn 1857
35 U.S.C. 172 Reproduced......... 1504.02, 1504.10 35 U.S.C. 381 reproduced...........cccocovvweruenen... 2908
35 U.S.C. 173 Reproduced................... 1505, 2950 35 U.S.C. 382, reproduced...........c.............. 2905.01
35 U.S.C. 181 Reproduced.........cc.coerrvveiernnnene 115 35 U.S.C 383 Reproduced.........cccocevvrervernnen. 2909
35 U.S.C. 182 Reproduced............cccceuvuee. 706.03(s) 35 U.S.C. 384, reproduced................... 2008, 2914
35 U.S.C. 184 Reproduced.............. 140, 706.03(s) 35 U.S.C. 386 Reproduced..................... 2920.05(d),
35 U.S.C. 185 Reproduced.............. 140, 706.03(s) 2920.05(e)
35 U.S.C. 186 Reproduced............cccccovvvvveeeennne 140 35 U.S.C. 387 Reproduced...........ccccccevvuvvnnrnnnn. 2913
35 U.S.C. 187 Reproduced...........ccceevivveereaannne 140 35 U.S.C. 389 Reproduced... 2920, 2920.05, 2950
35 U.S.C. 188 Reproduced..........cccceevrvviereennnne 140 42 U.S.C. 141 Cited....cvvveeeeeeeiiieieeieiieee e 120
35 U.S.C. 251 Reproduced.. 1401, 1403, 1410.01, 42 U.S.C. 181 Cited.......eevvvereiiieeniiie e 120
1412.03 1451 42 U.S.C. 2182 Reproduced.........ccocoveveeereenn.. 150
35 U.S.C. 251 (pre-AlA) Reproduced.............. 1401, 51 U.S.C. 20135 Reproduced............cccceuevreneee. 150
141001 Statutory authority of Director..............ccccveveeeiins 1001
35 U.S.C. 252 Reproduced.........ccooowvvvnnsinnneess 1460 Statutory bar....... 706.02(a). 2133to 2133.03(e)(7).
35 U.S.C. 253 Reproduced............coeviveeinens 1490 2152
35 U.S.C. 254 Reproduced............coooovrninins 1480 Foreign application.............ccccevevevververernans 1504.02
35 U.S.C. 255 Reproduced...........cccccoovvrinnnn. 1481 OVEICOMING.....cvecverereereeeeeeeeeesierieseenes s 706.02(b)
35 U.S.C. 256 Reproduced............cceeennee. 1481.02 Rule 1.131 not available........oorveeeii 715, 718
35 U.S.C. 256 (pre-AlA) Reproduced.......... 1481.02 Statutory classes of invention, utility............ 706.03(a)
35 U.S.C. 257 Reproduced............ccccoovvrinnnn. 2802 Statutory disclaimer (See also: _Disclaimer) _Terminal
35 U.S.C. 261 Reproduced..........cccccccovvvvveeeennns 301 disclaimer)
35 U.S.C. 262 Reproduced...........cccceevrireeeeennnne 301 Statutory Invention Registration (SIR).......... 409.03()),
35 U.S.C. 267 Reproduced............ccceuevevevevnnne. 710 1100
35 U.S.C. 293 Reproduced...........c.cocvevurunne 302.04 Defensive publication compared.................... 711.06
35 U.S.C. 294 Reproduced.............cococvvvuevenn.. 311 EffeCt Of v 1111
35 U.S.C. 301 Reproduced...........cccoovvvernnnnn. 2202 Publication Of..........cccooiiiiii e 1111
35 U.S.C. 302 Reproduced...........cococvevevrernen. 2210 Rejections using..........c.oceenniienn 901.02, 2136
35 U.S.C. 303 Reproduced.............cocoovevenn.n. 2240 Statutory period (See also: Period for reply: Shortened

statutory period) ......c.c.cceceeereennn. 710.01, 710.01(a)
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Statutory period — Supplemental Application Data Sheet (ADS)

Sec. No.

Abandonment for failure to reply.................. 711.02
711.02(a)

APPEAL ... 1205
Broadening claims in a reissue application... 1412.03
COMPULEd.....ooeiiiiieriiee e 710.01(a)
Date from which period runs..............ccceeee... 710.06
Date of abandonment...........cc.ccoceeiiieene 711.04(a)
Full statutory period..........ccceeceeviieeeniiee e 130
Not extendible...........ccooviiriiiiiiceee 710.02(e)
Postal service emergency.......ccccovcveerieeeinieeennns 511

Property rights statement...........cccocoevivieeiinnenn.
Reexamination, ex parte ....
Reexamination, inter partes
Secrecy order application...........ccccoooveeervieennnee.

Shortened statutory period (See also: _Shortened

statutory period)
Two periods for reply set............ 710.04, 710.04(a)
Stay of reexamination
Ex parte ..... 2283, 2284, 2285, 2286, 2286.01
Inter partes .......cccooevveeeeeiiinnenn. 2686.03, 2686.04
Stay of reissue........cccvveeeeviiiiiiee e 1442.02, 2285
Stockholm Revision, Paris Convention (See also:
Treaties) ...ccccvveveeeeiiieeeneeene 213, 213.01, 213.05
Strasbourg Agreement (See also: Treaties) ......... 906
STIC (See also: _Scientific and Technical Information
Center (STIC)) wevveeiiiiiiiee et 1730

Subcombination

Sec. No.

In ex parte reexamination....... 2201, 2214, 2216,
2240, 2242, 2244, 2246, 2247, 2258, 2258.01,

2809.01 2816
In inter partes reexamination............... 2640, 2642
Substitute application (See also: Application)
ASSIGNMENT....coiiiiiiiiee e 306
Does not carry ownership from parent............... 306
File wrapper/history notation...............cccceeeveenne 202
Substitute attorney or agent.........ccoccveevveeeiiiieenns 406
Substitute oath............cccoeeii 602.02
Substitute page........ccccveevieeiiiiee i 714.20

Substitute specification.. 608.01, 608.01(qg), 714.19,
714.20

Amendment incorporating..... 714, 714.19, 714.20

NeWw matter.......coooeciviiiiiiiiiiiieeeeeeee e 608.01(q)
Sufficiency of disclosure affidavit............ 716, 716.09
‘Sufficient cause’ for extension of time in ex parte
reexXamination............coeeiiiiiereee e 2265
‘Sufficient cause’ for extension of time in inter partes
FEEXAMINALION.........ciiiieeiiiee e eeee e e e eeeens 2665
Suggested claims, Failure to make.............. 706.03(u)
Suggestion of allowable claims by examiner.................
707.07(j), 713.01
Suggestion of claims for interference......... 2304.03 to
2304.04(b)

Suggestion of claims for interference, time limit............

710.02(c)

) Summary of action PTOL-326...........ccccoevcvevernnennn 707
Aggre?""“?” and........ -806.05(a) Summary of interview............ccccccuee. 713.01, 713.04
Complnatlon AN 502.01 Summary of invention.............ccocceieninnn, 608.01(d)
SPECIES ...ttt 806.04(b) Sunday or holiday, effect on time for reply............ 502,

Subgeneric Markush claims........ 803.02, 2173.05(h) 502.01, 502.05, 505, 506.02, 510, 513, 710.05
Subject matter, design patent............. 1502, 1504.01 Sunday or holiday, effect on reference..... 706.02(a)(2)
Subject matter, NONStatutory.............c.evevee. 106.03(a) Supervisory applications examiner................... 714.13
Subject matter combinations........................ 903.02(b) Supervisory patent examiner... 705.01, 707, 707.02,
Submission of amendment or showing of facts after 708.03, 713.08, 714.05, 714.13, 714.16, 714.16(d),
Board deciSion...........ccocevvreniiinc i 1214.01 714.16(e). 812.01, 903.08(b), 1207, _1207.01,
Submission of patents or publications, third party......... 1207.02, 1207.03, 1211.01, 1214.07
1134.01 Petitions decided by..........cccoooevriiiinnnnen. 1002.02(d)

Submission to classification unit
Classification of application....._903.08(d), 903.08(e)
Patentability report...........cccooevieiiiiniiieenn. 705.01(a)

Submission of prior art by applicant............. 707.05(b)

Submission of information by applicant....... 704.12(b)

704.14(b), 707.05(b)
Subpoena by court, Application file................ 1216.02
Subpoena of examiner...........c.ccccceveeeiiiiinennn. 1701.01

Substantial new question of patentability

Index-105

Supervisory patent reexamination specialist.. 2212.01
2227, 2233, 2236, 2237, 2240, 2246, 2248,
2265, 2267, 2270, 2274, 2281, 2283, 2285,
2286, 2286.01, 2287, 2289, 2294, 2295, 2636,
2640, 2646, 2648, 2664, 2665, 2667, _2670,
2671, 2671.02, 2673.02, 2676, 2677, _2682,

2686.01, 2686.03, _2686.04, 2686.05, 2687,
2687.01 2689
Supervisory review, Rule 1 181.................... 711.03(d)
Supplemental action...........ccccceeeneee 710.06, 714.05
Supplemental Amendment............ccccceeeeens 714.03(a)

Supplemental Application Data Sheet (ADS).... 601.05
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Supplemental Examination — Term, Patent

Sec. No.

Supplemental Reply.........ccccoviiiiiiiiis 709

Swearing back of reference (See also: Affidavit or prior
invention to overcome a pre-AlA 35 U.S.C. 102 or 103

Sec. No.
Supplemental Examination.............cccccveeeeeiveeennn. 2800
ASSIgNMENT Of ...oeeiiiiiiiii e 2822
Consideration of request............. 2816.01, 2816.02
Contents of determination.............c.cccoeeuee. 2816.03
Contents of request...........ccceeennee 2811to 2811.02
Correspondence address........ 502, 502.05, 2805
Ex parte reexamination ordered................. 2816.04
Duty Of DIiSCIOSUIE.........coviiiieiiieeeice e, 2014
FEES..iiiiiiiiiie e 509.01, 2810, 2810.01
Filing date.........cooviiiiiiiiinie e 2812.01
Format of papers.......ccccoiieiiiiiiiiiiecieeeee 2807
Handling of papers other than a request.......... 2813
HOW t0 file...coiiiiieeee e, 2806
Inquiries from persons other than patent owner.........
2803.01 2813

Item of information relied upon in the request... 2809

Public aCCeSS t0.....ccoiuviiiiiierieeiieeecieeee

Representative of patent owner

Time for filing.......c.ceveeiii e,

Who may file.....c.ooveiiiie
Supplemental Examination Certificate.... 2802, 2817,

2817.01 2818.02
Substitute examiner’s answer............ 1207.05, 1211,
1211.01
Supplemental oath or declaration...................c...... 603
After allowance..........cccocvveevveeennne. 603.01, 714.16
REISSUE.....vvveieieiieeeiieeeeeeeee e, 1414.03, 1451
Surface ornamentation..... 1502, 1502.01, 1503.02,
1504.01, 1504.01(a), 1504.01(c), 1504.03
Surrender of patent (not required)....................... 1416
Suspension
Applicant’s request for.........ccocoveviiiiiiiieenieee 709
Decided by............. 709, 1002.02(c), 1003, 1004
Deferral of examination..................cccceecevivinnnnns 709
Ex parte prosecution during interference..... 2307.03
Not permitted if outstanding Office action........... 709
Of action, because of litigation..............cc......... 1213
Of action, by Office.......ccccvviiiiii e 709
Overlapping application..............cccccveeeeinnen. 709.01
Reexamination
EX parte .....cccceeeveevceneinnnnn 2283, 2284, 2285
Inter partes ......cccccvvvviveveniiieeenn. 2640, 2686.01
Request for, in CPA........cciii e 709
Request for, in RCE.........ccccooiiierieeiiiiee e 709
RUIES....oiiiii e 1002
Secrecy order application...........ccccooocieieennnns 2306
Rev. 08.2017, January 2018
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rejection(37 CFR 1.131))
Symbols, Drawing...........ccceevvveernnneenieeeniineennns 608.02
T
Tables submitted on compact disc or via EFS-Web as
ASCII text file......... 608.05(b), 2422.03, 2422.03(a)
Technical documents...........cccooioeiieenniineen. 901.06(a)
Technical rejections..........coccvvevieeeiiieeenineenne 706.02

Technology Center Director (See also: _Director of
Technology Center)

Technology Center Working Group 3640 (security

(o1 (0101) FRUSRROT SRR 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection........... 2173.05(n)
Telephone nUMbBErS.........ccoociiiiiiieiic e, 1730
ALOrNEY ... 408, 713.01, 714.01
EXaMINET....vviiiiiiiiiiiee e 707.08
General information.........ccccccoevveeiiieeiiieeee 1730
Telephoning of attorney to examiner...... 408, 713.01
Term, Patent...........ccooeeeviiieiiiiiiieeeeennnn, 707.05, 2701
Adjustment of.... 2701, 2710, 2730, 2731, 2732,
2733, 2734 2736
Determination of..........ccccooiiiiiiiiniies 2733
Due care showing........cccceveeiiiiieieesiiciieeennn 2734
Grounds fOr.......ooocveeiieeeniie e 2730
Period Of........ooiiiii 2731
Reductions t0.......ccceeveeeiiiiiiieiiiieeeee e 2732
Request for reconsideration or reinstatement........
2730, 2732 2734
Third party Papers......ccccooeceeeeeeeiniiieeeeeenes 2736
Continued prosecution application.................... 2701
Deposit of biological material 2408
DeSIgN. ..o 1505
DIVISIONAL.....o i 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and............ 2750to 2758
Deadline........ccccccevvenee. 2754.01to 2754.03

Duty of disclosure and...............cccvveeee.. 2762

Interim extension.............. 2755.01, 2755.02
Specific Products

Animal drugs........... 2750, 2751, 2758

Antibiotic drugs............c....... 2751, 2758



INDEX

Term, Patent — Titles of USPTO Officials

Sec. No.

Color additives .................. 2750, 2751
2754.01 2758
Food additives.... 2750, 2751, 2754.01,

2758
Medical devices...... 2750, 2751, 2753,

2758
Veterinary Biological Products........ 2750
2751 2756 2758
Third party papers.......cccccceveceeeeeeeiinnn. 2736
Withdrawal..............oovvvieeeeeennnn. 2761, 2764
USPTO delays and.........ccccceeeveiiieeeninerennnnn. 2710
Foreign ... 901.05
Transitional practice.................... 706.07(g). 803.03
UBIIEY .o 2701
Terminal disclaimer (See also: Disclaimer) ........ 1490

Avoiding/obviating double patenting issues................
706.02(k), _706.02(1)(3), 804.02, 806.04(i), 1490

Certificate of correction and.................. 2701, 2720
Continued Prosecution Application (CPA)........ 1490
Continuing applications.............ccccevvveeinieeennee. 1490
Copending applications procedure................... 1490
Forms and form paragraphs...........ccccceeviunnenn. 1490
Informal MemMO......ccooviiiiiiiiiiiiee e, 1490
Request for Continued Examination (RCE)...... 1490
Reissue........c.cceeue.. 1402, 1410.02, 1451, 1490
Required for revival...........ccccceeviieeiiieennns 711.03(c)
ROULING...evveiee et 1490
Signature iN.........ccceeee.s 402.03, 403.01(a), 1490
Situations where not applicable..................... 804.03
Withdrawal Of..........cooveiiiiiiiiiece 1490

Terminology in application....... 608.01(g). _608.01(0),
706.03(d), 1302.01
Termination of proceedings...... 211.01(a), 211.01(b),
711.02(c)
Ex parte reexamination...... 2265, 2266.01, 2268,
2271, 2281, 2285, 2286.01, 2294

Inter partes reexamination.............cccceeeeveeveeen. 2694
TESS (Trademark Electronic Search System)..... 1703
Test COMMENTS.....ccovviiiiiieiiee e 707.07(1I)
Testamentary, Letters (See also: _Administrator or
EXECULON) .iieiiieee ettt et 409.01(b)
Testimony, eXaminer..........ccccvveeeieiiiieeeeeeninns 1701.01
Tests, comparative (See also: _Affidavits, traversing
rejections (37 CFR 1.132))
Third action Cases.......ccccvvuieieeiiiiiiieee e 707.02

Third party reply in inter partes reexamination (See also:
Reexamination, Inter partes: Response by third party)
Third party requestor (See also: _Reexamination, Inter
partes: Response by third party)

Index-107

Sec. No.

Third party submissions/inquiries/correspondence in

published applications............c..c.c..... 1134, 1134.01
Time and Activity Report...........coccuveeeeen. 1704, 1705

Time for claiming benefit of earlier application.. 211.03
Time for deciding Director initiated reexamination.........

2211 2239
Time for deciding reexamination request............. 2241
Time for filing papers, right of priority.............. 214.01
215.02 215.03
Time for filing petitions...........cccccoeviieee i 1002
Time for requesting reexamination

EX parte ... 2210, 2211

Time for reply (See also: Period for reply) ..... 702.01,
710

Time for reply to action in

reexamination

EX PArte oo
Inter partes
Time lMit......coooeniinince
For making suggested claims.................... 710.02(c)

International preliminary examination report (IPER)...
1879.01

International search report (ISR)................. 1843.05
Period for reply........ccoiiiiieiiiee e 710
Permanent ink COPY.......cccovvveiniiieniiee e 714.07
Prior art filing.......ccoocveeiiiiiiee e 2204
Reply to final rejection...........cccccoeviiieneenne 706.07(f)
Restriction requirement...........ccccoecvveeeeeiniiinnenn. 811
Rewrite claims following Board decision...... 1214.06

Shortened statutory period compared to...... 710.02

710.02(b), 710.02(d)
Statutory period..........ccccevvveennne 710.01, 710.01(a)
Transfer of application............cccccoceevunnee.. 903.08(d)
TWO periods runNiNg........ccceeeeeeeeeeeeniiieeeeenns 710.04
Time period for owner’s statement...................... 2249
Time reporting.....cccceeeeeeivieeeeeiciiieee e 2238, 2638
Time to pay maintenance fees...........cccccocneeenn. 2506
Timely submission of protest.............c.cceeeenee. 1901.04
Title conveyed by assignment..............ccocccvveeenns 300
Title documents, handling............ccccceeeiiiieieennie 317
Title of invention...............cceevene. 606, 1893.03(e)(1)
Change by examiner................... 2660.02, 2686.03
Design application.................. 1503.01, 1504.01(a)
Amendment Of.......ccccceeiiiiiine e 1503.01
Use of Trademarks in.........ccccovcvieviieninieeenns 1512
International application............ccccccoviiieeeennnns 1821
Plant patent application............ccccoecveeriveeennnen. 1610

Reviewed at issue
Title repoOrt... ..o
Titles of USPTO Officials...........cveeeeiiiiiiiiiiieiiiieeeeeees
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Title with signature — Type font

Sec. No.
Title with signature...........ccccceeevviiiiiecennnen. 602.08(b)
Trade secret material...........cccccceeevneee 724to 724.05
Completeness of file wrapper.............ccccee..... 724.01

Materials submitted covered by 35 U.S.C. 122...........
724.04(a)

Sec. No.

“Characterized by”........cccccniiiiiiniiieee 2111.03
“Composed of” 2111.03
“ComPrising”.......c.cceeveveenreenn. 2111.03, 2173.05(h)
“Consisting essentially of”..........ccccoeeveennee. 2111.03
“Consisting of".......ccccveviiveenne 2111.03, 2173.05(h)
“CONtAINING”...ceoiirieeieee e 2111.03
Translation, foreign application or foreign priority
AOCUMENL...eeiiiieiiiieeeeee e 214, 215, 216
Translations index in STIC..........cccoveiiieeens 901.06(a)

Translators in the U.S. Patent and Trademark Office.....

901.05(d), 901.06(a)

Method of submitting..........cccoeeviiiiiieiiieennns 724.02
Office treatment and handling........ 724.04, 724.06
After publication............ccccovieeniiicnne. 724.04(a)
Petition to expunge materials............cc.ccceeenee 724.05
Reexamination under 37 CFR 1.11(d)....... 724.04(c)
Reissue under 37 CFR 1.11(b)................. 724.04(b)
TYPES Of e 724.03
Trade secret submission label.......................... 724.02
Trademark and trade name...... 608.01(v), _706.03(d),
2173.05(u) il
Design patent, relationship to...........cccceeeveeenee 1512
Misuse in patent specification................... 608.01(v)
Trademark Manual of Examining Procedure.................
Trademarks, Partial list Of........ccccoovveiiiiiiiiiiiiiiiieieeeeees 1
Transfer of application
After amendment.........cocceeviiieiiieeenieenns 903.08(c)
After classification decision....................... 903.08(d)
Allowable application.............cccceeeeiiiiiieneenenns 1305
Decision of classification examiner........... 903.08(d)
Divisible inventions..........c.cccooveviienii s 812
Interference........cocceeiiieiie e 2304.01(b)
NEW. ..o 903.08(a)
Outside Technology Center....................... 903.08(d)
Primary examiner’s authority......................... 903.08
Procedure......c.ccoocevoeereneennnns 903.08(a), 903.08(d)
Secrecy order application.............c.ccocevveeieninns 130
Submitted to classification examiner......... 903.08(d)
Within Technology Center..........ccccccevveeen. 903.08(d)
Transfer of class or subclass............c.cccceeeenenee. 903.05
Transfer of drawing...........cccceeveiiiiiiiieeeininne. 608.02(i)
Transfer of reexamination
EX PArte ...cooooeiiiiiiiirrrrrrr e 2237
Transfer of rights to patent or application........ 509.02
509.04(a), 509.04(b)
Transfer of specification prohibited................ 608.01(t)
Transfer of U.S. patent...........ccceceeeeeiiiiieeeeeinns 903.05
Transitional application (See also: Application)
After final practice..........cccovvvciiciiieeiiieenn. 706.07(q)
Generic claim allowable...............cccccee.e. 803.03(b)
Linking claim allowable................c.cc.oee. 803.03(a)
Patent term.........ooooiiii 2701
Restriction practice..........ccoccveeviiiviereeeiiinenn. 803.03
Transitional phrases...........ccccooiiiiiiiiiiieneeen. 2111.03
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Transmission, certificate of (See also: _Certificate of
mailing  or transmission (37 CFR 1.8))

Transmittal Fee, PCT......ooeeiviiieieeiieeeeeeeeeeeeea, 1827
Traverse, answer all matters............cccocveenee 707.07(f)
Traverse, division or species requirement............ 818,
821.01 821.02
Traverse, rejection of linking claim............... 818.01(d)
Treaties
Benelux Designs Convention (See also: _Design
application) ........cccevvviiieeniiineene 213.01, 1504.10
Budapest Treaty (See also: Biotechnology)
Microorganisms) ......... 901.05(b), 2402, 2404.01,

2405, 2407.05, 2408, 2409, 2410.01, 2410.02,
2411.01

European Community Design.............c........ 1504.10
European Patent Convention......................... 901.05
[ SRR 2138.02
Hague Agreement (See also: _Design application) .....
213.01 1504.10 2901
Hague Convention................. 409.01(b), 602.04(a)
NAFTA.. 201.04, 715, 715.07(c), 2132, 2138.02
Paris Convention..............ccuvvveeeeeeeeenns 213, 1502.01
Patent Cooperation Treaty (PCT)..... 1502.01, 1800,
Al T
Patent Law.........cooooriiiiiiiiieeeeeeeee e 702
Strasbourg Agreement...........ccocveeviiienieee e 906

UPQV Convention (See also: Plant patent) .... 1612,
1613

Uruguay Round Agreements Act (URAA)..... 201.04,

715, 715.07(c), 2701, 2132
Trial Proceedings, Duty to disclose............ 2001.06(c)
TRIPS Agreement (Trade-Related Aspects of Intellectual
(0] 1] 1Y) P PRSP 1801
TUDBIS. ..t 1601
Twenty year term (See also: Term, Patent)
Two month delay period in reissues.................... 1441
Two periods for reply running............ccccceeeeenes 710.04
TYPE fONt..coeiiieieie e, 608.01, 1504.01(a)



INDEX

Unavailable inventor — WIPO

Sec. No. Sec. No.
U ElEMENTS Of ..o, 600
Unavailable inventor................ 409, 409.02, 409.03 Expiration date or term
Unclaimed disclosure, reservation............... 608.01(e) Maintenance fees........coovvviiiiniiieiiiee e
Undelivered mail..............cccceevneenns 707.13, 1303.02 Period of enforceability................c.c..... 2204, 2211
Undue breadth rejection............. 706.03(c), 2164.08, SPECIfiCatioN........occvveirieeeiee e 608.01
2173.04 2173.05(h) Utility required.............. 608.01(p). _706.03(a), 2107,
Unexpected results (See also: _Affidavits, traversing 2164.07
rejections (37 CFR 1.132)) ........ 716.02 to _716.02(q)
Unintentional abandonment (See also: _Abandonment)
United Kingdom priority document......... 213.03, 216
United States Code (See also: Statutes)
Unity of invention................ 803, 823, 1850, 1875,
1893.03(d)
University or other institution of higher learning............ \Y
509.02 o ) -509.04(b) Vague and indefinite rejection (See also: _Indefinite
Unlocatable Patent or Application Files............ 508.04 claim
Unscheduled closing..........ccccovvieieiiieeniieennne 213.03 Validity of patent, examiner comments................ 1701
Unsigned amendment....................... 711, 714.01(a) VENUE. ..o 602.01
Untimely filed (premature) paper prior to order for ex Video conference Center.............ooceveveveeeruenann. 713.01
part.e reex.amlnatlon ........................ s @ Violation of duty of disclosure (See also: _Duty of
Untimely filed (premature) paper prior to order for inter disclosure)
PArtes reeXaMmINALON. ...t 2625 AFFECE. oo 2016
Untimely response to_ ex parte reexamination..... 2267 Argued in protest.........cccccceernenne 1901.02, 19@
Untimely response to inter partes reexamination......... REISSUE. ... 2012
2667 2012
UPOV Convention (See also: Plant patent) Treaties) Visitors to Offlf:e.... ................................................. 510
................................................................. 1612, 1613 Voluntary publication........................... 502.05. 1133
Uruguay Round Agreements Act (See also: _Treaties)
.................... 201.04, 715, 715.07(c), 2701, 2132
USE ClIaIMS....ooiiiiiiiiieciie e 2173.05(q)
Use, Public  (See also: Public __use)
USEI PASS.cciiiiiiiiiiaieeee et 510
USPTO Contact Center.......ccooeeeeviiieeeeieiieeeeeiinnnns 1730
Utility ClasSES........ccvveeeeeiiiierce e 902.02 W
Utility, disclosure in drug cases..... 2107.03, 2164.06, Waiver
2164.06(a) 2164.07 Of confidentiality..... 103, 201.06(d), 1002.02(k)(1)
Utility requirement guidelines.............ccccevcvvvennnee. 2107 Of patent owner's statement................. 2246, 2249
Legal precedent for....................... 2107 to 2107.03 Of deficiencies in oath or declaration.... 602.01(c)(3),
Relationship of enablement to..................... 2164.07 602.03
Utility lacking, rejection.................... 706.03(a), 2107 Of patent rights............ccccoviiinnis 711.06, 1111
UIIEY MOTEL ..o, 901.05(b) Ofrules..... 201.03, 402.10, 602.01(c). 711.03(c).
Utility patent (See also: _Design application) _Patent) £24.06.. 803.04, 1002, .1002.62(b). 2248, 2265,
PIANt PALENL) .......oovvveeeeesreere 901.04. 1502.01 2288 2425 2434
Application publication...................... 1120to 1135 Walk-up customer window.......... 201, 502, 2422.09
COPIES Of..viiiiiiiiciecc e 707.05(a) Washington D.C. representatives of aftorneys....... 408
Copyrighted material in.............ccccceeeinne 608.01(w) WebEX (See also: INErVIEws) ...............oooove -502.03
Design patent compared t0............oo.......... 1502.01 When disclosure is made...........ccccooiiieiiiniinnnn. 2003
DOUDIE PALENTING. ... evereeereeeeeeeereeeeeeeeeereeeeee 804 White HOUSE iNQUINY........coovreerirrenieiaieenenns 203.08(a)
Drawings / Photographs............. 608.01(F). 608.02 Who has duty to disclose..........cccceerivieeiineenne 2001.01
WIPO......ccevvi 213.01, 214.04, 901.04, 1801
Index-109 Rev. 08.2017, January 2018



MANUAL OF PATENT EXAMINING PROCEDURE

WIPO Standards — (No Entry)

Sec. No. Sec. No.
Standards Amendments supported by original description..........
.............................................. 901.05(b), 1851 2163.07
........................................................ 901.05(b) Inherent function, theory or advantage...................
.............. 707.05(e), 901.05(b) 2163.07(a)
901.05(b), 1851, 2424.03 Incorporation by reference......... 217, 608.01(p).
. 2163.07(b)
______________ Appendlx 2422 Burden on the examiner.............c.cccccveeee... 2163.04
2422.01, 2423. 2423.01 Changes to scope of claims............cccceeee.. 2163.05
........................................................ 901.05(b) Circumstances when issues arise............... 2163.03
\{\gggd(r)zw? from appeal after remand by Board........... ?Be&gglagphcatlon ..................... 1503.01, 115500340024
Withdrawal from issue...........ccccevneene 1303.01, 1308 Form paragraphs used to reject................ 106.03(c)
Amendment crossing allowance.................... 714.15 CN-}uideIinttats for compliance.............................éiﬁ
Director’s approval..........cccccceeeivcvienennn. 1003, 1308 EW MAET .. e
Petition for............. 1002.02(b), 1002.02(c), 1308 Requirements for cOMpliance................. -2163.02
Quality REVIEW.......ccceirriiiieiieeniie e 1308.03 gfgg%r{ for claimed subject matter............... 21105,
oo s om0y CoMespondng 0 countin erference... 216303
Withdrawal of abandonment (See also: Abandonment)
Petition)
Withdrawal of appeal...........ccceeeviiiiiiniinnnen. 1215.01
Withdrawal of appeal by cancelling a claim.... 1214.05
1215.03
Withdrawal of attorney (See also: _Attorney or agent)
Power of attorney) ......... 402.06, 1002.02(s), 1808, X
2223, 2560 X series of patents (See also: _Patent) ............ 901.04
Withdrawal of claims
To nonelected invention.... 821.01, 821.02, 821.03
To nonelected species.................... 821.01, 821.02
Withdrawal of final rejection..............c.......... 706.07(e)
Premature final...........ccccooviiiiniiiicnne, 706.07(d)
Primary decides..........ccooiieiiiiiiiiieieee e _1004
Withdrawal of holding of abandonment (See also: Y
Abandonment) Petition) ........... 711.03(c), 711.04(c) (No Entry)
Withdrawal of power of attorney in patent.......... 2223
2623
Withdrawal of terminal disclaimer........................ 1490
Withhold from issue petition....................... 1002.02(c)
Witness, EXaminer as...........ccocevceerveiieeninnn 1701.01
World Trade Organization member countries.... 213.01
World Wide Web address............cocceernnneen. Z
Writing, Disclosures must be in (No Entry)

Written description (See also: _Specification) ...............
706.03(c) 2163

Rev. 08.2017, January 2018

Index-110



	MPEP TOC
	Change Summary
	Title Page
	Foreword
	Introduction
	Chapter 100 Secrecy, Access, National Security, and Foreign Filing
	Chapter 200 Types and Status of Application; Benefit and Priority Claims
	Chapter 300 Ownership and Assignment
	Chapter 400 Representative of Applicant or Owner
	Chapter 500 Receipt and Handling of Mail and Papers
	Chapter 600 Parts, Form, and Content of Application
	Chapter 700 Examination of Applications
	Chapter 800 Restriction in Applications Filed Under 35 U.S.C. 111; Double Patenting
	Chapter 900 Prior Art, Classification, and Search
	Chapter 1000 Matters Decided by Various U.S. Patent and Trademark Office Officials
	Chapter 1100 Statutory Invention Registration (SIR); PreGrant Publication (PGPub) and Preissuance Submissions
	Chapter 1200 Appeal
	Chapter 1300 Allowance and Issue
	Chapter 1400 Correction of Patents
	Chapter 1500 Design Patents
	Chapter 1600 Plant Patents
	Chapter 1700 Miscellaneous
	Chapter 1800 Patent Cooperation Treaty
	Chapter 1900 Protest
	Chapter 2000 Duty of Disclosure
	Chapter 2100 Patentability
	Chapter 2200 Citation of Prior Art and Ex Parte Reexamination of Patents
	Chapter 2300 Interference and Derivation Proceedings
	Chapter 2400 Biotechnology
	Chapter 2500 Maintenance Fees
	Chapter 2600 Optional Inter Partes Reexamination
	Chapter 2700 Patent Terms and Extensions
	Chapter 2800 Supplemental Examination
	Chapter 2900 International Design Applications
	Chapter FPC Form Paragraphs Consolidated
	Appendix I: [Reserved]
	Appendix II: List of Decisions Cited
	Appendix L: Patent Laws
	Appendix R: Patent Rules
	Appendix T: Patent Cooperation Treaty and Regulations Under the PCT
	Appendix AI: Administrative Instructions Under the PCT
	Appendix P: Paris Convention
	Subject Matter Index

	A
	B
	C
	D
	E
	F
	G
	H
	I
	J
	K
	L
	M
	N
	O
	P
	Q
	R
	S
	T
	U
	V
	W
	X
	Y
	Z

