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Executive Summary
Chaptersand Appendices
November 2015 Publication of Revision 07.2015

The November 2015 publication of Revision 07.2015 substantively revises MPEP 88§ 2131.03, 2144.05,
2161, 2161.01, 2163, and 2181, and Appendix I1. The PDF copies of MPEP Chapters 600, 700, 800, 1200,
and FPC have also been re-dated to “November 2015” due to minor form paragraph revisions in these
documents.

October 2015 Publication of Revision 07.2015
The October 2015 publication of Revision 07.2015 includes the following changes:

Substantive revisionsto al Chapters of the MPEP except Chapters 1200, 1400, 1600, 1900, 2000, and 2300
(see the Summary of Changes Editor Note below for minor changes made to Chapters 1200, 1400, and
2300); the addition of Chapter 2900 entitled "International Design Applications' and Chapter FPC entitled
"Form Paragraphs Consolidated"; and updates to the Table of Contents, Introduction, Subject Matter Index,
and all Appendices except Appendix | and Appendix P.

The revised chapters and appendices incorporate changes to the laws, rules, and practice necessitated by,
or made as aresult of, the Patent Law Treaties Implementation Act of 2012 (PLTIA), Public Law 112-211,
126 Stat. 1527 (Dec. 18, 2012). The Hague Agreement Concerning International Registration of Industrial
Designs (Hague Agreement) as set forth in Title | of the PLTIA is effective as of May 13, 2015; the Patent
Law Treaty (PLT) Implementation as set forthin Title 11 of the PLTIA is effective as of December 18, 2013.
Editor Notes have been added to or revised in sections having limited applicability asaresult of such changes.

Significant changes resulting from implementation of the Hague Agreement include the addition of Chapter
2900 (International Design Applications) and the revision of Chapter 1500 (Design Patents). In addition,
Chapter 200 was revised to incorporate changesto priority and benefit claims made in the Hague Agreement
implementation rulemaking. Conforming revisions were made in additional chapters.

Significant changes resulting from implementation of the PLT include revision of Chapter 600 to reflect
changes to requirements for an application filing date (including filings without drawings or claims (for
non-design applications)) and to provide for referencefilings; and the addition in Chapter 200 of information
relating to the provisions for the restoration of priority to foreign applications and domestic benefit of
provisional applications where the later-filed application is filed more than 12 months after the relied upon
application but within the 2 month grace period. Conforming revisions were made in additional chapters.
Throughout the MPEP, revisions were also made to eliminate material pertaining to an "unavoidable delay"
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basisfor revival, and to indicate atwo month period for reply will be set in most instances where the Office
previously set a one month or 30 day period for reply.

Chapters 800, 900, 1000, 1300, 1700, 1800, 2400, and 2500, which were not revised in the original Ninth
Edition, 11.2013 (March 2014), also incorporate changes to the laws, rules, and practice necessitated by, or
made as aresult of, the Leahy-Smith Americalnvents Act (AlA), Public Law 112-29, 125 Stat. 284.

Chapters 500, 600, 1800, and 2400 were revised to reflect current practices pertaining to EFS-Web filings.
Conforming revisions were made in additional chapters.

Chapter 900 was revised for changes necessitated by the Cooperative Patent Classification (CPC) system,
abilateral classification system jointly devel oped by the United States Patent and Trademark Office (USPTO)
and the European Patent Office (EPO). Conforming revisions were made in additional chapters.

Chapter 2700 was revised to update the discussion of patent term adjustment (PTA) provisionsin view of
recent rules changes and court decisions.

All revised chapters and Appendix R incorporate any changes necessitated by the nine patent-related final
rule notices published between October 21, 2013 and May 19, 2015.

Summary of Effective Dates
MPEP Chapters

Sections that have been substantively revised in thisrevision (published October 2015 and November 2015)
have arevision indicator of [R-07.2015] meaning that the section has been updated as of July 2015.

MPEP Appendices

App |l (List of Decisions Cited) includes the decisions cited in this Revision of the Manual.

Appendix L (Patent Laws) and Appendix R (Patent Rules) include the laws and rules as in force effective
May 19, 2015.

Appendix T isasin force effective July 1, 2015.

Appendix Al isasin force effective July 1, 2015.

Rabert A. Clarke, Editor
Manual of Patent Examining Procedure
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Summary of Changesto MPEP Chapters

[Editor Note: For MPEP chapters 1200, 1400, and 2300 (which are not substantively revised in the Ninth
Edition, Revision 07.2015 of the MPEP), as a result of the publication process, the form paragraphs
reproduced in these chapters have been updated and may include substantive changes. A future revision
will revise sections of these chapters as necessary for consistency with the form paragraph changes.

In addition, in MPEP_§ 1202, corrected "September 16, 2102" to "September 16, 2012" following the
reproduction of 35 U.S.C. 6, and in MPEP § 1214.06, corrected spelling of "Notice of Abandonment.” In
chapter 1400, added missing title text to prior versions of 37 CFR 1.175, 1.324, and 1.78 in MPEP 88
1414.02, 1481.02, subsection |1, and 1481.03, subsection 11.C, respectively, inserted inadvertently omitted
form paragraph in MPEP § 1401, and deleted form paragraph 14.29.01 from MPEP § 1490.]

For the substantively revised chapters, particular attention is called to the changesin the following sections:

ALL REVISED CHAPTERS:

Editor Note: —PLTIA: The Patent Law Treaties Implementation Act of 2012, Public Law 112-211,
Acronymsand 126 Stat. 1527 (Dec. 18, 2012)

Short Form —Hague Agreement: The Hague Agreement Concerning the International Registration
References of Industrial Designs (see also 37 CFR 1.9(1))

—Hague Article: An Article under the Hague Agreement (see also 37 CFR 1.9(1))
—Hague implementation rule: Changesto Implement the Hague Agreement Concerning
International Registration of Industrial Designs, 80 FR 17918 (April 2, 2015)
—Hague Rule: A Regulation set forth in the Common Regulations Under the 1999 Act
and the 1960 Act of the Hague Agreement (see a'so 37 CFR 1.9(m))

—PLT: Patent Law Treaty

—PLT Article: An Article under the PLT

—PLT implementation rule: Changesto Implement the Patent Law Treaty, 78 FR 62368
(October 21, 2013)

—PLT Rule: A Regulation under the Patent Law Treaty

Passim —FFor most time periodsfor reply previously set at one month, the time periodsfor reply
have been revised to two months as aresult of policy changes in the implementation of
the PLT. See the discussionsin the PLT implementation rule regarding PLT Article 11
(78 FR at 62371) and various PLT Rules concerning noncompliance notifications ( id.
at 62373).

Passim —Replaced "Express Mail" with "Priority Mail Express®" and "datein" with "date
accepted" in light of the United States Postal Service (USPS) renaming Express Mail®
to Priority Mail Express® on July 28, 2013 and thefinal rule Renaming of Express Mail®
to Priority Mail Express®, 79 FR 63036 (Oct. 22, 2014) to make corresponding
nomenclature changes in the patent regulations.

Passim —NMade minor nonsubstantive changes for consistency in style (e.g., "website" rather
than "web site," "email" rather than "e-mail," removing "http://" from website addresses
that include "www."), and capitalization (e.g., "Internet," "intranet," "Web," "federal")
unless otherwise used in treaty, statutory, or regulatory text.

Passim —Website addresses have been updated as necessary.

Passim —Updated the following business unit names where necessary: Board of Patent Appeals
and Interferencesto Patent Trial and Appeal Board; Office of Initial Patent Examination
to Office of Patent Application Processing; Office of PCT Legal Administration to
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International Patent Legal Administration; and Office of Patent Publication to Office of

Data Management.

Passim —Corrected or updated cross-references to sections within the MPEP chapters as
necessary.

Passim —Dé eted as unnecessary Editor Notes concerning previously unrevised chapters. Revised

section Editor Notes as necessary to account for the ability to file applications under 35
U.S.C. 385 (international design applications).
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CHAPTER 100:

101

—Updated 35 U.S.C. 122(b)(2)(B)(iii) and 37 CFR 1.14 to reflect changes resulting from the PTLIA
and itsimplementation. Clarified that official papers are accepted only at the Customer Service Window,
except for certain papers that have been specifically exempted from the central delivery policy.

—Revised to update 37 CFR 1.14. Added information pertaining to access to an international design
application maintained by the Office in its capacity as a designated office (37 CFR 1.1003) or as an
office of indirect filing (37 CFR 1.1002).

103

—Revised to update 37 CFR 1.14 throughout the section.

—Insubsection |, clarified that all patent applicationsfiled after June 30, 2003, are availablein public
PAIR upon publishing or patenting.

—Insubsection |1, deleted "U.S. Patent” from the subsection title and added explanation that pursuant
to 35 U.S.C. 390, the publication by the International Bureau of an international design application
designating the United States under the Hague Agreement is deemed to be a publication under 35
U.S.C. 122(b).

—In subsection 111, added cross-reference to 37 CFR 1.14(j) for access to international design
applications. Added explanation that if an abandoned application isidentified in a publication of an
international registration under Hague Agreement Article 10(3), access to the abandoned application
isavailableunder 37 CFR 1.14(a)(1)(iv). Also added explanation that if apublication of an international
registration under Hague Agreement Article 10(3) claims the benefit of, or incorporates by reference,
an unpublished pending application, acopy of the application may be provided in accordance with 37
CFR 1.14(a)(1)(v) or (vi). Form PTO/SB/68 updated.

—In subsection V, added reference to petitions for access in derivation proceedings.

—In subsection VI, added references to benefit claims under 35 U.S.C. 386(c) and to publication of
an international registration under Hague Agreement Article 10(3). Revised to limited "35 U.S.C.
365" to "35 U.S.C. 365(c)" in the context of benefit claims.

—In subsection V111, added references to access to applications involved in derivation proceedings
and 37 CFR 42.3. Also added cross-reference to M PEP Chapter 2300.

—Subsection |11 revised to indicate that petitions for accessin specia circumstances are filed under
37 CFR 1.14(i).

—Updated the name of the International Patent Legal Administration.

—Added explanation that international design applications filed under the Hague Agreement in the
U.S. Patent and Trademark Office (USPTO) are reviewed for the purposes of issuance of aforeign
filing license.

120

—Updated 37 CFR 5.1 and 5.3. Revised the title of subsection IV to include international design
applications, and added reference to a Secrecy Order applied to an international design application.

140

—Updated 37 CFR 5.11, 5.12, 5.13, 5.14, and 5.15. Added references to registrations of industrial
designsin the context of foreign filing licenses. Revised to indicate that either the filing receipt or
other officia notice will indicate if aforeign filing license is granted.

—In subsection |1, added a cross-reference to MPEP § 1002.02(b).
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CHAPTER 200:

Passim Updated cross-referencesto paragraphs of 37 CFR 1.55 and 1.78 for consistency with the
reorganization of these rules resulting from the PLTIA and its implementation.

201 —Updated 35 U.S.C. 171 in accordance with the PLTIA.

201.01 —Updated 35 U.S.C. 111 in accordance with the provisions of the PLTIA. Corrected the text of
pre-PLT (AlIA) 35 U.S.C. 111 and added explanation that pre-AlA 35 U.S.C. 111 requirements
substantially correspond to those of pre-PLT (AlA) 35 U.S.C. 111, but do not include conforming
amendmentswith regard to the oath or declaration provisions and other miscellaneous provisions
of theAlA. Updated 37 CFR 1.9 to revise paragraph (a) and add paragraphs (1)-(n) for consistency
with the Hague implementation rule.

—Subsection | revised to provide an expl anation of notable changesto thefiling date requirements
of nonprovisional applicationsfiled under 35 U.S.C. 111(a) asaresult of the PLTIA. Subsection
| also revised to indicate that for applications not filed under 35 U.S.C. 111, MPEP Chapters
1800 and 2900 provide detailsregarding international applications (PCT) and international design
applications, respectively. Deleted paragraph directed to domestic national applications as
redundant to information in the first paragraph of the subsection.

—In subsection 11, updated definition of "national application” in accordance with 37 CFR
1.9(8)(1). Deleted references to applications filed before September 16, 2012 and pre-AlA 37
CFR 1.9 because 37 CFR 1.9 asrevised in the Hague implementation rule is applicable to all
applications irrespective of filing date. Subsection Il further revised to specify that utility and
plant patent applications filed on or after December 18, 2013, without a claim, are governed by
the notification practice set forth in 37 CFR 1.53(f).

—New subsection |11 added to discuss international design applications designating the United
States. Subsection |11 includes the text of 35 U.S.C. 385 and 37 CFR 1.9(a) and (I)-(n), provides
an overview of Titlel of the PLTIA, which implemented the Hague Agreement Concerning
International Registration of Industrial Designs (Hague Agreement), and providesacross-reference
to new MPEP Chapter 2900 for information regarding international design applications.

201.02 —Revised text for consistency with 37 CFR 1.9 as amended in the Hague implementation rule.

201.04 —Subsection | title revised to "Provisional Application Filed On or After December 18, 2013."
Subsection | revised to update 35 U.S.C. 111 and provide an Editor Note as to its applicability,
to limit reproduction of 37 CFR 1.9 to paragraph (b), and to update 37 CFR 1.53 and provide an
Editor Note asto itsapplicability. Subsection | further revised to provide adiscussion of requisite
parts of aprovisional application in order to be accorded afiling date for applications filed on
or after December 18, 2013.

—Subsection |1 title revised to "Provisional Application Filed Before December 18, 2013."
Subsection | revised to reflect that 35 U.S.C. 111 and 37 CFR 1.53 as set forth therein are the
(pre-PLT) versions and to add Editor Notes as to their applicability.

—Subsection I revised to add discussion regarding the possibility of restoring a provisional
application for purposes of supporting the benefit claim of asubsequent nonprovisional application
or international application designating the United States in accordance with 37 CFR 1.78.
—Subsection I further revised to provide that a request to convert a provisional application to
anonprovisiona application must be accompanied by the fee set forth in 37 CFR 1.17(i); the
filing fee, search fee, and examination fee for a nonprovisiona application and the surcharge
under 37 CFR 1.16(f), if appropriate, are also required. For provisional applications filed before
December 18, 2013, if the inventor's oath or declaration was not filed with the provisional
application, it must be submitted with the request for conversion.

201.06 —Added 37 CFR 1.78(d)(2) and revised section text for consistency with the rule. Added
discussion of Pfizer, Inc. v. Teva Pharmaceuticals USA, Inc., 518 F.3d 1353, 86 USPQ2d 1001
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(Fed. Cir. 2008) which held that the protection afforded by 35 U.S.C. 121 only appliesto divisional
applications, and does not apply to continuation-in-part applications.

—Revised to specify that divisional applications must be filed under 37 CFR 1.53(b), with the
exception of design applications (but not international design applications) which may also be
filed under 37 CFR 1.53(d). Further revised to indicate that a divisional application must claim
the benefit of the prior nonprovisional application under 35 U.S.C. 120, 121, 365(c), or 386(c),
and added a cross-references to 37 CFR 1.78 and MPEP § 211 et seq. for the conditions for
receiving the benefit of the filing date of a prior application.

—Updated form paragraph 2.01 to clarify information pertaining to divisional applications.

201.06(c) Pertaining to introductory text and subsection |. In General:
—Preceding subsection I, inserted 37 CFR 1.53(b) asrevised in the Hague implementation rule,
and provided Editor Notes asto the applicability of the current and pre-PLT versions of that rule.
Moved reproduction of 37 CFR 1.63(b) to subsection I1.
—Subsection | revised to add that a nonprovisional international design application is not an
application filed under 37 CFR 1.53(b).
—Subsection | revised to add text explaining that the filing date for applications (excluding
design applications) filed on or after December 18, 2013, is the date on which a specification,
with or without claims, isreceived in the Office. Also added explanation that an application filed
under 35 U.S.C. 111(a) after December 18, 2013, may befiled by referenceto aprevioudy filed
application (foreign, international, provisional, or nonprovisional) indicating that the specification
and drawings of the application are replaced by the reference to the previoudly filed application.
Added cross-reference to MPEP § 601.01(a), subsection 111 for additional information.
—Deleted text pertaining to applicationsfiled under former 37 CFR 1.60, and moved to subsection
Il information pertaining to applications containing a copy of an oath or declaration from aprior
application.
—For consistency with current 37 CFR 1.78, revised text to explain that a petition to accept an
unintentionally delayed benefit claim under 37 CFR 1.78(e) must be accompanied by the petition
fee set forthin 37 CFR 1.17(m).

201.06(c) Pertaining to subsection Il. Oath/Declaration:
—In subsection 11, inserted 37 CFR 1.63(b) as revised in the Hague implementation rule, and
provided Editor Notes as to the applicability of the current and pre-AlA versions of that rule.
—Subsection |1 substantially rewritten to clarify the conditions under which a copy of an oath
or declaration from a prior application may be submitted with a continuation or divisional
application, or with a continuation-in-part application filed on or after September 16, 2012.
Information related to the content of an oath or declaration deleted and replaced with
cross-referencesto MPEP 88 602.05(a) and 602.05(b); information pertaining to paper processing
was also deleted.
—Added explanation that anew inventor's oath or declaration may need to befiled in acontinuing
application filed on or after September 16, 2012, where the prior application was filed before
September 16, 2012, because the inventor's oath or declaration submitted in any application filed
on or after September 16, 2012, must comply with requirements of 35 U.S.C. 115 and 37 CFR
1.63 or 1.64 in effect for such applications.

201.06(c) Pertaining to subsection I11. Specification and Drawings.
—Subsection |11 updated to include 35 U.S.C. 386(c) among the list of waysto claim the benefit
of aprior application.
—Subsection |11 revised to specify that if acontinuation or divisional application asfiled contains
subject matter that would have been new matter in the prior application, the applicant isrequired
to delete the benefit claim or change the relationship (continuation or divisional application) to
continuation-in-part. Text further revised to limit the discussion pertaining to newly executed or
supplemental oaths or declarationsin continuation-in-part applications to those applicationsfiled
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before September 16, 2012. Information pertaining to oaths or declarations in applications filed
on or after September 16, 2012, moved to subsection I1.
—Subsection I11 revised to specify that any utility or plant patent application, including any
continuing application, that will be published pursuant to 35 U.S.C. 122(b) should befiled under
37 CFR 1.53(b) with a specification that includes any claim(s) and drawings that the applicant
would like to have published. Further revised text to clarify that the only format for apreliminary
amendment to the specification (other than claims) that is usable for publication is a substitute
specification.

201.06(c) Pertaining to subsection 1V. Incorporation by Reference:
—Insubsection IV, revised to replace instances of "continuation or divisional" with " continuing."
Updated cross-references to paragraphs of 37 CFR 1.57 because the former provisions of
paragraphs (a)-(f) were moved to paragraphs (b)-(h) in the PLT implementation rule.
—Subsection IV updated to specify that for applicationsfiled on or after September 21, 2004, a
claimunder 35 U.S.C. 120, 121, 365(c), or 386(c) and 37 CFR 1.78(d) for benefit of aprior-filed
nonprovisional application, international application designating the United States, or international
design application designating the United States that was present on the filing date of the
continuation or divisional application isconsidered an incorporation by reference of the prior-filed
application as to inadvertently omitted material, subject to the conditions and requirements of
37 CFR 1.57(b). Moreover, pursuant to 37 CFR 1.57(b)(4), any amendment to an international
design application pursuant to 37 CFR 1.57(b)(1) is effective only as to the United States and
will only be acted upon after the international design application becomes a nonprovisional
application. Added cross-reference to MPEP § 217 for more detailed information pertaining to
incorporation by reference pursuant to 37 CFR 1.57(b).
—Subsection IV.A revised to indicate that pursuant to 37 CFR 1.57(b)(3), an amendment to add
inadvertently omitted material must be by way of a petition pursuant to 37 CFR 1.53(€). (Prior
to the PLT implementation rule, such a petition was to be submitted under 37 CFR 1.57.)
—Subsection IV.B revised to indicate that if an application is entitled to afiling but the Office
identified omitted item(s) in a Notice of Omitted Item(s), applicant must respond to the notice
by filing an appropriate anendment.

201.06(c) Pertaining to subsectionsV - XII:
—Subsection V title renamed to "Inventorship in a Continuing Application.” Revised to replace
instances of "continuation or divisional" with "continuing."
—Subsection V.B revised to indicate that reflect "pre-AIA" 37 CFR 1.63 is applicable to
applications filed prior to September 16, 2012.
—Subsection VI.A (formerly subsection V1.1) updated to add references to 37 CFR 1.1021(d)
and 35 U.S.C. 386(c).
—Subsection VI.B (formerly subsection V1.2) renamed "Pre-AlA 37 CFR 1.47 Issues.”
—Subsection IX revised to delete reference to 37 CFR 1.171.
—Subsection X revised to delete reference to 37 CFR 1.63(d).
—Subsection X11 revised to specify that if the examiner determines that a continuation or
divisional application as filed contains subject matter that would have been new matter in the
prior application, the applicant isrequired to del ete the benefit claim or redesignate the application
as a continuation-in-part.

201.06(d) Pertaining to introductory text and subsections|. CPA Practice has been Eliminated asto Utility
and Plant Applications and V. Forms:
Updated 37 CFR 1.53(d).
—Insubsection |, replaced the referenceto form paragraph 8.27 with areference to form paragraph
8.04.
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—Subsection V revised to delete reference to Form PTO/SB/29A, "For Design Applications
Only: Receipt For Facsimile Transmitted CPA" and update the website address for accessing the
CPA Form.

201.06(d) Pertaining to subsection Il. Filing and Initial Processing of CPAs for Design Applications

—Revised to update 37 CFR 1.53(d)(1)(ii) and text throughout the subsection for consistency
with the Hague implementation rule. Specifically, a continuation or divisiona (but not a
continuation-in-part) application may be filed under 37 CFR 1.53(d) if the prior applicationisa
design application, but not an international design application, that is complete as defined by 37
CFR 1.51(b), except for the inventor's oath or declaration if the CPA isfiled on or after September
16, 2012, and the prior nonprovisional application contains an application data sheet meeting the
conditions specified in 37 CFR 1.53(f)(3)(i) (i.e., an application data sheet indicating the name,
residence, and mailing address of each inventor).

—Subsection I1.A further revised to explain that although the previously filed oath or declaration
(if any) will be considered to be the oath or declaration of the CPA, for continuing applications
(including CPAS) filed on or after September 16, 2012, the oath or declaration must comply with
the requirements of 35 U.S.C. 115 as revised effective September 16, 2012.

—Subsection I1.E further revised to clarify that pre-AlA 37 CFR 3.73(b) is applicable to a CPA
filed prior to September 16, 2012, governing the filing of assignment papers.

—Subsection I1.F revised to provide information pertaining to filing CPA requests viaEFS-Web.
—Subsection I1.G revised to indicate that for CPAsfiled on or after September 16, 2012, if the
prior application does not contain the inventor's oath or declaration, the surcharge under 37 CFR
1.16(f) isrequired (unless the inventor's oath or declaration is being filed with the CPA).
—Subsection 11.K revised to delete reference to the handling of paper application files.

201.06(d) Pertaining to subsection I11. Examination of CPAs:

—Subsection 111.A revised to indicate that where the non-continued prosecution application
originally assigned an application number itself claims the benefit of a prior application or
applications under 35 U.S.C. 120, 121, or 386(c), 37 CFR 1.78(d)(2) continues to require that
the non-continued prosecution application originally assigned the application number contain a
reference to any such prior application(s).

—Subsection 111.A revised to indicate that where an applicant in an application filed under 37
CFR 1.53(b) seeksto claim the benefit of a CPA under 35 U.S.C. 120 or 121 (as a continuation,
divisional, or continuation-in-part), 37 CFR 1.78(d)(2) requires areference to the CPA by
application number in an application data sheet or, for applications filed before September 16,
2012, inthefirst sentence of the specification. Revised to clarify that 37 CFR 1.78(d)(4) provides
that "[t]he identification of an application by application number under this section isthe
identification of every application assigned that application number necessary for a specific
referencerequired by 35 U.S.C. 120 to every such application assigned that application number."
—Subsection 111.C revised to clarify that an election in reply to arestriction requirement made
in the prior application carries over to the CPA under certain conditions.

201.07

—Added 37 CFR 1.78(d)(2) and revised section text for consistency with the rule.

—Revised to specify that continuation applications must be filed under 37 CFR 1.53(b), with
the exception of design applications (but not international design applications) which may also
befiled under 37 CFR 1.53(d). Further revised to indicate that adivisional application must claim
the benefit of the prior nonprovisional application under 35 U.S.C. 120, 121, 365(c), or 386(c),
and added a cross-references to 37 CFR 1.78 and MPEP 8§ 211 et seqg. for the conditions for
receiving the benefit of the filing date of a prior application.

—Revised to replace reference to the "applicant” with "inventorship™ consistent with the AlA.
Revised to emphasize that a continuation must not include anything that would constitute new
matter if inserted in the original application.
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—Revised to clarify that the Office, not the primary examiner, will establish the right to further
examination when new claim sets arefiled in a continuation before the termination of proceedings
in an earlier nonprovisional application.

—Revised to indicate that a continuation or divisional application may only be filed under 37
CFR 1.53(d) if the prior nonprovisional application isadesign application, but not an international
design application, that is complete as defined by 37 CFR 1.51(b), except for the inventor's oath
or declaration if the CPA isfiled on or after September 16, 2012, and the prior nonprovisional
application contains an application data sheet indicating the name, residence, and mailing address
of each inventor.

201.08 —Revised to indicate that benefit may additionally be claimed under 35 U.S.C. 386(c), and to
delete parenthetical reference to pre-AlA 35 U.S.C. 112, first paragraph.

202 —Subsection | revised to delete "substitute” from the list of applications that may claim benefit
to aprior application. Revised to clarify that the identifying data of all prior applications for
which benefits are claimed should be reviewed by the examiner to ensure that the datais accurate
and provided in an application data sheet for applications filed on or after September 16, 2012,
or provided in either the first sentence(s) of the specification or in an application data sheet for
applications filed prior to September 16, 2012.

—Subsection | revised to indicate that if benefit claim information isincorrect due to applicant
error, the examiner should require correction via a corrected or supplemental application data
sheet or an amendment, as appropriate. Further revised to indicate that a petition for an
unintentionally delayed benefit claim may also be required.

—Subsection | revised to add that a petition for an unintentionally delayed claim for priority
may also be required in instances where the oath or declaration or the application data sheet is
erroneous with regard to foreign priority claims.

202.01- —Deleted.

202.04

203.04 —Revisedtoindicate that an application's status as an "allowed" application continues from the
date of the notice of allowance until it issues as a patent, is withdrawn from issue in accordance
with 37 CFR 1.313, or becomes abandoned for failure to pay the issue fee and any required
publication fee.

203.08 —Subsection | revised to update website addressfor the Patent Application Information Retrieval
(PAIR) system.

210 —Revised to add reference to benefit and priority claimsunder 35 U.S.C. 386. Revised to indicate
that title | of the PLTIA became effective May 13, 2015, along with corresponding revisions to
therules.

—Subsection | revised to indicate that it presents an overview of the substantive changesto 37
CFR 1.78 resulting from implementation of the AIA and the PLTIA. Revised to reflect that
benefit of an earlier-filed application may be under 35 U.S.C. 365(c), or 386(c). Subsection |
title and text revised to replace "domestic" with "national ."

—Subsection | updated to explain that in implementing the PLTIA, the Office reorganized and
revised 37 CFR 1.78 effective May 13, 2015. All versions of 37 CFR 1.78 in effect prior to May
13, 2015, have been consolidated in the current version of 37 CFR 1.78, for which a summary
of the provisionsis provided. Updated to reflect that 37 CFR 1.78(a)(6) and (d)(6) set forth
provisions that are only applicable to nonprovisional applications filed on or after March 16,
2013 that claim the benefit of the filing date of a provisional or nonprovisional application filed
prior to March 16, 2013.

—Subsection |1 updated to explain that implementation of the PLTIA impacted priority claims
and 37 CFR 1.55.

Rev. 07.2015, November 2015 10



CHANGE SUMMARY FOR THE NINTH EDITION, REVISION 07.2015

—Subsection |1 revised to delete the limited applicability of 35 U.S.C. 365(a) and (b) based on
filing date. Revised to indicate that for all applications filed on or after September 16, 2012, a
claim for priority under 35 U.S.C. 119(a)-(d) or (f), 365(a) or (b), or 386(a) or (b) to the prior
application must be presented in the application data sheet. Revised to explain that in implementing
the PLTIA, the Office reorganized and revised 37 CFR 1.55 effective May 13, 2015. All versions
of 37 CFR 1.55in effect prior to May 13, 2015, have been consolidated in the current version
of 37 CFR 1.55, for which a summary of the provisions is provided.

—Subsection 111 revised to indicate that Title | of the PLTIA amended the definition of effective
filing datein 35 U.S.C. 100(i) to provide for priority claims under 35 U.S.C. 386(a) or (b) and
benefit claims under 35 U.S.C. 386(c). Further revised to indicate that in implementing the first
inventor to file provision of the Al A, the Office added astatement requirement to 37 CFR 1.55(k)
and 1.78(a)(6) and (d)(6) for transition applications. The requirement for a statement under these
provisions does not apply to nonprovisiona international design applications.

N
=y
[

—Revised to update 35 U.S.C. 119(e) and 120 for consistency withthe PLTIA. Updated 37 CFR
1.78 in accordance with the Hague implementation rule and added references to benefit claims
under 35 U.S.C. 386(c). Revised to note that nonprovisional international design applications
are excluded from the statement requirement under 37 CFR 1.78(a)(6) and (d)(6).

211.01

—Subsection | revised to note that if the prior-filed application is an international design
application designating the United States, the prior-filed application must be entitled to afiling
date in accordance with 37 CFR 1.1023.

—Subsection | further revised to del ete the parenthetical regarding the time period under 37 CFR
1.53(g) and to add a cross-reference to 37 CFR 1.78(a)(2). Updated form paragraph 2.40.
—Subsection |11 revised to indicate that nonprovisional international design applications are
excluded from the transition provisions of 37 CFR 1.78(a)(6) and (d)(6).

211.01(a)

—Revised to add new subsection heading "I. In General” to previous text. Subsection | revised
toinclude discussion of restoration of benefitsin accordance with the PLTIA and to add applicable
cross-references for additional information.

—Subsection | further revised to explain that as an aternative to claiming benefit to aprovisional
application that wasfiled in alanguage other than English, applicant may delete the benefit claim
to the provisional application from the Application Data Sheet (ADS) or, for applications filed
before September 16, 2012, from the ADS or the first sentence(s) of the specification, as
appropriate.

—Added to subsection | adiscussion of restoration of priority benefit when alater-filed application
is claiming the benefit of a provisional application via an intermediate copending application,
and an indication that design applications may not claim the benefit of a provisional application
under 35 U.S.C. 119(e).

—Added new subsection "11. Restoring the Benefit of a Provisional Application.” Subsection ||
explains that effective December 18, 2013, title 11 of the PLTIA provides for restoration of the
right to claim benefit of a provisional application filed after the expiration of the twelve-month
period in 35 U.S.C. 119(e).

—Subsection |1 further explainsthat as aresult of the implementation of title | of the PLTIA, 37
CFR 1.78(a) and (b) were amended effective May 13, 2015, to provide that a petition to restore
the right of priority filed on or after May 13, 2015, must be filed in the subsequent application
and that the subsequent application is the application required to be filed within the period set
forthin 37 CFR 1.78(a)(1)(i).

—Subsection I discusses the requirements for filing a petition under 37 CFR 1.78(b). Added
form paragraph 2.11.01, relocated from MPEP § 211.01(b), subsection I.

211.01(b) —Subsection | revised to add 35 U.S.C. 386(c) among the laws under which alater-filed

application may claim the benefit of a prior-filed nonprovisional application.
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—Subsection | revised to add referenceto MOAEC, Inc. v. MusiclP Corp., 568 F. Supp. 2d 978
(W.D. Wis. 2008) wherein the district court interpreted "before” to mean "not later than" and
allowed a continuation application filed the same day that the parent patent issued to have the
benefit of the filing date of the parent application, followed by "But see Immersion Corp. V.
HTC Corp.,Civil Action No. 12-259-RGA (D.Ddl. Feb. 11, 2015)."

—In subsection |, updated form paragraph 2.11; form paragraph 2.11.01 deleted and relocated
to MPEP § 211.01(a), subsection I1.

—Subsection |1 revised to indicate that a nonprovisional application that directly claimsthe
benefit of aprovisional application under 35 U.S.C. 119(e) must be filed within 12 months from
the filing date of the provisional application, unless the benefit of the provisional application has
been restored (in which case the nonprovisional application must be filed within 14 months).
Added cross-references to 37 CFR 1.78(b) and MPEP § 211.01(a), subsection 1.

211.01(c) —Revised quotation of 35 U.S.C. 371(d) in accordance with amendments made in the PLTIA.

211.01(d) —New section added directed to claiming the benefit of an international design application
designating the United States.

211.02 —Subsection | revised to indicate Office preference for the use of an application data sheet,
rather than making specific reference to a prior application in the first sentence(s) of the
specification for applications filed prior to September 16, 2012.

—Subsection | revised to incorporate discussion of international design applications designating
the United States. Revised to update cross-references to paragraphs of 37 CFR 1.57.
—Subsection | revised to replace instances of "surcharge" with "petition fee," and to replace 37
CFR 1.17(t) with 37 CFR 1.17(m). Updated form paragraph 2.15.

—Subsection Il revised to indicate that except for benefit claims to the prior applicationin a
continued prosecution application (CPA), benefit claims under 35 U.S.C. 120, 121, 365(c), and
386(c) must identify the prior application by application number, by international application
number and international filing date, or by international registration number and international
filing date under 37 CFR 1.1023, and indicate the rel ationship between the applications. Further
revised to add specific instructions for international design applications regarding reference to
prior nonprovisional applications, and to indicate that a request for a CPA is not available for
international design applications.

—Subsection |11 revised to add cross-reference to MPEP § 2920.05(e) for benefit information
specific to international design applications.

211.02(a) —Revised to replace instances of "surcharge" with "petition fee" and to delete areference to
printing the PALM bib-data sheet.

211.03 —Revised to update description of 37 CFR 1.78 to include international applications and
international design applications.
—Updated to state that if the application isa utility or plant application filed under 35 U.S.C.
111(a), the benefit claim of the prior application under 35 U.S.C. 119(e), 120, 121, 365(c), or
386(c) must be made during the pendency of the application and within the later of four months
from the actual filing date of the later-filed application or sixteen months from the filing date of
the prior-filed application. Updated the guidance regarding making a benefit claim for
nonprovisional application entering the national stage from an international application under
35U.S.C. 371
—Revised to add that if the application is a design application, the claim under 35 U.S.C. 120,
121, 365(c), or 386(c) for the benefit of a prior-filed application must be submitted during the
pendency of the later-filed application.
—Revised to replace "surcharge" with "petition fee" and to replace 37 CFR 1.17(t) with 37 CFR
1.17(m).
—Updated form paragraph 2.39.
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—Revised to replace of "surcharge" with "petition fee" and to replace 37 CFR 1.17(t) with 37
CFR 1.17(m). Revised to update all cross-referencesto 37 CFR 1.78 in accordance with the
Hague implementation rule.

—Revised to add that effective May 13, 2015, 37 CFR 1.78(d)(3) was amended to make the
procedures under 37 CFR 1.78(e) to accept an unintentionally delayed benefit claim applicable
to design applications where the benefit claim was not submitted during the pendency of the
design application. Thus, a petition under 37 CFR 1.78(e) may be filed along with a request for
certificate of correction after patent grant.

—Revised to delete that the petition for an unintentionally delayed benefit claim must be submitted
during the pendency of the nonprovisional application. Revised to add that if a petition under 37
CFR 1.78(c) or (e) isrequired in an international application that was not filed with the United
States Receiving Office and is not a nonprovisional application, then the petition may be filed
in the earliest nonprovisional application that claims benefit under 35 U.S.C. 120, 121, 365(c),
or 386(c) to theinternational application and will betreated as having been filed in theinternational
application. Revised to add cross-reference to 37 CFR 1.78(i).

211.05

—Revised to emphasize that a continuation application must not include anything which would
constitute new matter if inserted in the original application. Updated form paragraphs.

—Updated 35 U.S.C. 119 and 37 CFR 1.55 in accordance with the PLTIA and the Hague
implementation rule, and revised text for consistency therewith. Revised to add referencesto
restoration of the right of priority and to priority claimsin nonprovisional international design
applications.

—Updated form paragraph 2.18, and deleted final paragraph of section as no longer necessary.

213.01

213.02

—Intheintroductory text, deleted reference to "another treaty between the United States and
some Latin American countries’ and del eted paragraphs specific to Taiwan and Thailand.

—In subsection |, updated the table of states with respect to which the right of priority under 35
U.S.C. 119(a)-(d) has been recognized based on their status as party to the PCT or Paris
Convention or as members of the WTO. Added website address for accessing the most current
version of the table.

—Subsection Il revised to update 35 U.S.C. 365 in accordance with PLTIA.

—Added new subsection I11. Right of Priority Based Upon an International Design Application
to provide an overview of the subject and a cross-reference to newly-added M PEP § 2920.05(d)
for additional information. Former subsection 111 redesignated as subsection IV.

—Subsection IV (formerly subsection 111) revised to explain that under the Paris Convention,
the right of priority may be based on an application for a patent or for the registration of a utility
model or an industrial design. Corrected title of "The Hague Agreement Concerning the
International Registration of Industrial Designs.”

—Subsection | revised to add discussion of formal requirements relating to claiming foreign
priority in international applications entering the national stage under 35 U.S.C. 371 and
international design applications designating the United States.

—Subsection | revised to specify that for applications filed under 35 U.S.C. 111(a) on or after
September 16, 2012, the claim for priority must be presented in an application data sheet, and
that for applicationsfiled prior to September 16, 2012, the claim for priority must appear in the
oath or declaration under 37 CFR 1.63.

—Subsection | further revised to add across-referenceto 37 CFR 1.57(a) and MPEP § 601.01(a),
subsection 11, regarding filing by reference to a previously filed application. Updated
cross-references to paragraphs of 37 CFR 1.57.

—Subsection Il revised to change cross-reference of 37 CFR 1.55(j) to 37 CFR 1.55(k) and to
explain that nonprovisional international design applications are excluded from the transition
provision of 37 CFR 1.55(k), as such applications can only befiled on or after May 13, 2015.
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—Introductory text revised to include a discussion of restoration of priority and to include a
discussion of Hague Agreement Rule 4(4) relating to the last day for taking an action or paying
afee.

—In subsection |1, revised the date in provided example so that it would not be impacted by
restoration of the right of priority.

—Add new subsection I11. Restoring the Right of Priority to explain that the PLTIA provides
for restoration of the right of priority under certain conditions, and to explain the requirements
of apetition 37 CFR 1.55(c) for such restoration.

213.04

—Section rewritten in its entirety to update 37 CFR 1.55(g) and the requirements for filing a
proper priority claim and certified copy of the foreign application.

213.05

—Revised to update cross-references to paragraphs of 37 CFR 1.55.

213.06

213.07

—Revised to update 37 CFR 1.55 and cross-references to paragraphs of 37 CFR 1.55, and to add
PCT Rule4.10 Priority Claim. Further revised to indicate that there are limited exceptionsto the
time limits set forth in the PCT and the Regulations under the PCT regarding priority claims and
filing the certified copy of the foreign application, and added cross-referencesto MPEP 88 214.02
and 215.02.

—New section added to discuss of provisions for claiming priority and filing a certified copy in
anonprovisiona international design application in accordance with the Hague Agreement.

—Updated to indicate that implementation of the PLTIA resulted in changes to the procedural
regquirements relating to claims for priority to an earlier-filed foreign application and to the
submission of a certified copy of the priority document as set forth in 37 CFR 1.55.

—Revised to add a parenthetical distinguishing between the time period for filing a claim for
foreign priority in design patents from utility patents.

—Revised to indicate that where the requirements for perfecting priority under 35 U.S.C.
119(a)-(d) or (f) have not been met before the issuance of patent, 37 CFR 1.55(g) and MPEP §
216.01 should be consulted for an explanation of when the deficiencies are correctable by a
certificate of correction or reissue. Deleted discussion of Brenner v. State of Israel.

214.01

—Revised to delete 37 CFR 1.55(c). Updated 37 CFR 1.55(d) and added discussion of its
provisions. Updated cross-references to paragraphs of 37 CFR 1.55.

—Revised to add discussion of priority claimsin design applications, and to explain that aclaim
for priority may be made at any time during the pendency of the application. Added cross-reference
to MPEP 88 1504.10 and 2920.05(d) added for additional information pertaining to priority
claimsin design applications.

—Revised to limit discussion of priority claimsin an application data sheet to applications filed
under 35 U.S.C. 111(a).

214.02

214.03

—Updated 37 CFR 1.55(e) and related discussion with respect to unintentionally delayed priority
claimsin accordance with the Hague implementation rule. Added explanation that 37 CFR 1.55(Q)
alowsthe priority claim and the certified copy required under 37 CFR 1.55 to be filed pursuant
to apetition under 37 CFR 1.55(¢e) even if the application is not pending (e.g., a patented
application).

—Revised to indicate that prior to May 13, 2015, there were no procedures for accepting an
unintentionally delayed priority claim in adesign application, but that effective May 13, 2015,
such procedures were established. Added cross-reference to MPEP § 216.01.

—Updated form paragraphs for consistency with 37 CFR 1.55.

—In subsection |11, revised to include caveat regarding priority not having been restored under
PCT Rule 26 bis.3 or 37 CFR 1.55(c). Form paragraph 2.23 revised to include information
pertaining to petitions under 37 CFR 1.55(¢) to restore the right of priority.
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—Subsection V revised to update the protocol to follow when the claim for foreign priority or
the certified copy of the foreign application isfiled after the date of payment of the issue fee but
prior to the date of grant of the patent and to add cross-reference to MPEP § 216.01.

214.04

—Revised to correct cross-reference from MPEP § 215.01(a) to MPEP § 215.01.

215

—Subsection | revised to indicate that an application data sheet may be used for applications
filed prior to September 16, 2012 to identify the certified copy of the foreign priority application.
—Subsection |1 revised to insert 37 CFR 1.55(h) and update form paragraph 2.20.
—Subsection 1V revised to update procedures for correcting the priority claim when the foreign
priority document does not correspond with the application identified in the priority claim and
for adding a priority claim when the priority claim is presented after the time period set forth in
37 CFR 1.55. Updated form paragraph 2.22.

—Subsection V revised to update the protocol to follow when the claim for foreign priority or
the certified copy of the foreign application isfiled after the date of payment of the issue fee but
prior to the date of grant of the patent, and to add cross-reference to MPEP § 216.01.

215.01

215.02

—Updated website address for information concerning the priority document exchange program
and corrected the reference to 37 CFR 1.323.

—Updated 37 CFR 1.55(f) and the discussion thereof in accordance with Hague implementation
rule. In particular, text revised to indicate that the time period set forth in 37 CFR 1.55(f)(1) only
applies to applications filed under 35 U.S.C. 111(a) on or after March 16,2013, and to indicate
that 37 CFR 1.55(f)(2) sets forth the time period for filing a certified copy of the foreign
application for international applications entering the national stage under 35 U.S.C. 371.
—Revised to explain that the time period requirement in 37 CFR 1.55(f)(1) or (f)(2) does not
apply in three circumstances, namely those set forth in 37 CFR 1.55(h)(certified copy filed in
parent or related application), 37 CFR 1.55(i)(foreign intellectual property priority document
exchange participant), or (j)(interim copy of foreign application filed).

215.02(a) —Updated 37 CFR 1.55(i)(formerly 37 CFR 1.55(h)) and cross-references to paragraphs of 37

CFR 1.55. Revised description of timeliness requirement to indicate that the time period is set
forthin 37 CFR 1.55(g)(1).

215.02(b) —Updated 37 CFR 1.55(j)(formerly 37 CFR 1.55(i)) and cross-references to paragraphs of 37

CFR 1.55. Added indication of the time period for providing an interim copy of the foreign
application in an application entering the national stage under 35 U.S.C. 371. Revised to indicate
that a certified copy of the foreign application must still be filed during the pendency of the
application, unlessfiled with a petition under 37 CFR 1.55(e), (f), or (g) as appropriate. Revised
document description to be used when filing interim copies via EFS-Web.

215.03

216

—Replaced paragraphs of 37 CFR 1.55 previously reproduced herein with 37 CFR 1.55(g), and
revised text for consistency with the provisions of 37 CFR 1.55(g) as amended in the Hague
implementation rule. Deleted references to a processing fee under 37 CFR 1.17(i), and added
brief discussion of petitions under 37 CFR 1.55(¢), (f), or (g).

—Revised to indicate that an application data sheet may be used for applications filed prior to
September 16, 2012 to identify the foreign application to which priority is claimed. Revised to
indicate that for original applications filed under 35 U.S.C.111(a) and international applications,
entering the national stage under 35 U.S.C. 371, the examiner should ensure that the claim for
foreign priority istimely. Updated form paragraph 2.19.

—Revised discussion specific to applications filed before September 16, 2012, for consistency
with 37 CFR 1.55(n). Revised text to clarify that if the nonprovisional application and the certified
copy of the foreign application do not name the same inventor or do not have at least one joint
inventor in common, the priority date should be refused until the inconsistency is resolved.
—Revised to clarify circumstances under which a United Kingdom "complete specification” is
treated as a different application than the United Kingdom "provisional specification.”
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216.01 —Sectiontitle revised to "Perfecting Claim for Priority Under 35 U.S.C. 119(a)-(d) or (f) After
Issuance of a Patent.”
—Revised to update 35 U.S.C. 119(b) and add 37 CFR 1.55(e)-(g) pertaining to delayed priority
claims and delayed submission of the certified copy of the priority document. Added text
explaining that the failure to perfect aclaim to foreign priority prior to issuance of the patent
may be cured via a certificate of correction under 35 U.S.C. 255 and 37 CFR 1.323, provided
the requirements of 37 CFR 1.55 are met, or by filing a reissue application.
—Moved discussion of Brenner v. Sate of Israel to subsection |1 and discussion of InreVan
Esdonk to subsection I.
—Added subsection I. Perfecting Priority Claim Via Certificate of Correction to explain that 37
CFR 1.55(g) eliminatesthe need in many instancesto file areissue application in order to perfect
aclaim for foreign priority, and to pro