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Correctness, Period for reply ........cccocevveveveiennnn 710.06
COUNLEA......coiieicieriec e 1705
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In reissue applications ..........cccoceveerereeneicnennnns 1443
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Facts and documentary evidence...........c.ccco...... 715.07
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When used............ 706.02(b), 706.02(1)(3), 715, 2132.01
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............................................. 706.02(1)(3), 715.04
Withdrawn rejection.........cccocevvvevennninsieeieeicse e 715
Affidavits, traversing rejections (37 CFR 1.132)............. 716
ALtorney arguments..........cococvevvicnenceienneenens 716.01(c)
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Reference attributed to applicant ....................... 716.10
Attribution, of reference to applicant .................... 716.10
Commercial success, eVidence..........ccoceeverereereenn 716.03
Commensurate in scope with claimed invention
.............................................................. 716.03(a)
Derived from claimed invention ................... 716.03(b)
Design applications...........cccceenee. 716.03(b), 1504.03
Sales figUIeS .....ccooviiicee e 716.03(b)
Commonly owned patent ...........cccceveerereinerecnnenns 718
Commonly owned patent application publication......718
Comparison with closest prior art ................... 716.02(e)
Computer programming Cases..........cc.ceeveeeeee. 2164.06(c)
Continuing application ................... 201.06(c), 201.06(d)
Copying, eVidence.........ccoevvvereienereenens 716.06, 1504.03
Disclosure, sUfficiency ........cc.ccocvvveverenenienesnne 716.09
Disclosure, utility and operability .............ccceee.ee. 716.08
Evidence
Consideration Of .........ccccocvinieieiinee e 716.01
PUBHICALIONS ..o 716.02(g)
ObBJECIVE ... 716.01(a)
Compared to opinion evidence................ 716.01(c)
Probative value...........ccooooiiiiiiiiiie 716.01(c)
Weighing against prima facie case.......... 716.01(d)
....................................................... 716.05
S LCTo0] o - YA 716.01(b)
TIMEIINESS ...cviiveee e 716.01
Long-felt need........cccoevveieieiisc e 716.04
Petition regarding sufficiency ...........c.ccoceee.e. 1002.02(c)
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Sec. No.
Reexamination, exX parte ........cccceevvivrieeveveenesenennnns 2258
Reexamination, inter partes ...........ccocevevveverennennn. 2658
Reference attributed to applicant ...........c.cccceeeeee. 716.10
SUFFICIENCY OF .. 716.09
SYNEIGISM ..o 716.02(a)
Skepticism of EXPertS.......cccovvvevererienie v e 716.05
TIMELINESS.c.viviciiieeee s 716.01
Unexpected results, allegations..............cccccoeenenee. 716.02
Unexpected results, evidence...........c.cccevruenne. 716.02(a)
Advantages not disclosed or inherent............ 716.02(f)
Burden on applicant..........cccccevvverieieninnnnnnns 716.02(b)
Commensurate in scope with claimed invention
.............................................................. 716.02(d)
GENUS OF SPECIES ....vevvvireeiiererieiesie e 716.02(d)
Range, claimed ..........cccocvvvvviinninccccenie 716.02(d)
Weighing evidence of .........cccccovevevievvinninn, 716.02(c)
Affidavits submitted with prior art under 35 U.S.C. 301 in
patented filesS.........coeiiiiii e 2205
Affirmation (See Oath; Declaration)
After final practice .........cccocvvevvvvivnivcieeece e 706.07(f)
In transitional application .............ccccoeevevnenae 706.07(g)
In ex parte reexamination ...........ccocecverecirerenennnnes 2272
Agent (See Attorney or agent; Power of attorney)
Agent for international application................. 1807, 1864.04
W Ao [o =T T LA o] o PSS 2173.05(k)
Agriculture, Department of, Plant patents........... 1608, 1609
Agricultural Research Service........ccccceoeieiennne 1608, 1609
AIDS/HIV, petition to make special ..........cc.cccevenee. 708.02
Algorithms ................. 706.03(a), 2106, 2106.02, 2164.06(c)
Alien Property Custodian (A.P.C.) publications
(See also Citation of prior art) ........ccccccvvevvnnene 901.06(c)
Allowance and issue (See also Allowed application)
........................................................ Chapter 1300
Abandonment after ... 711.05
All claims allowed, shortened statutory period
...................................................................... 710.02(b)
Amendment, EXaminer’s .........cccccooeveeveienennene 1302.04
Amendment, Examiner’s, Rule 1.312...................... 1305
Amendment after (See Amendment: After allowance)
Amendment after allowance of all claims............. 714.14
........................................................................ 1303.01
Amendment after D-10 NOLICe .......cccceverervrerreinne, 130
Amendment at time of ... 714.15
Amendment crossing in mail ........c..cccoevveveinnnns 714.15
Assigned application..........ccccoeiiiniiieicncnc e 307
Assignment Division...........c.ccocevenene 409.01(b), 1302.11
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Sec. No.
Cancellation of claims after appeal ..................... 1214.06
......................................................... 1215.03, 1214.04
Cancellation on nonelected claim by examiner’s
amendment ........cooeeienene e 821.01, 821.02
Cancellation of nonstatutory claim................. 1302.04(b)
Citation of prior art.........ccccceeveeeveveneninn e 1302.12
Claim for Official Gazette..........cc.cceoeveierenenn. 1302.09
Claim renumbering.......... 608.01(j), 1302.01, 1302.04(Q)
Claim renumbering, dependent claim............... 608.01(n)
................................................................ 1302.01
Classification..........c.ccocvvvvvivivnnsnennne. 903.07, 903.07(b)
Classification change after allowance.................... 903.07

Classification in another Technology Center ...903.07(b)
Copending application

File wrapper/history notations............. 202.02, 1302.09
Parent application data.............cccceeevvvrvinennnne. 1302.04
Correction of error after allowance ....................... 714.16
CroSS-reference ........ccocovvevieneisinescseees 903.07(a)
D-10 NOLICE.....eceiriereieeeeieiee e 130
Deceased inventor, notice of allowance............... 1303.03
Drawing, drafting stamp no longer required .... 608.02(0)
Drawing correction.............. 608.02(z), 1302.04, 1303.01
Drawing in patented file ...................... 608.02(i), 905.03
Erasure of markings .........ccccccvevvininnienciiennn, 1302.01
Examiner’s amendment (See Examiner’s amendment)
File wrapper notation ............ccccevenineneninennens 1302.09
FiNal FEVIEW.....ovviiii it 1302
Formal matters .......coccoeveevvveeeie e 714.16, 1302.01
Formal matters, examiner’s amendment and changes
........................................................... 714.16, 1302.04
Formal matters, specification rewritten............... 1302.02
General FEVIEW .......cc.ovevererericeeceee e 1302.01
INErfErenCe ...ooovvv e 2303.01
Interference search .........cc.ccoevvvennne. 1302.08, 2304.01(a)
International classification ...........c.cccevvivreriiennn, 903.09
Intervention by eXecutor...........cccceoevenciencne. 409.01(f)
Issue classification notations..............ccccevcerenene 1302.10
Issue in another TC without transfer ................ 903.07(b)
Jurisdiction of application ...........cccccoevvivviviiiiecnenn, 1305
Listing of references........cccceeevevevieveninn s, 1302.12
Locarno classification designations.................. 903.09(a)

Non-compliant amendment, treatment of.... 714, 1302.04
Nonelected claims canceled by examiner’s amendment

............................................................. 821.01, 821.02
Nonelected claims eligible for rejoinder ....821 to 821.02
Notice of Allowability...........cccoeviiiiiniininnnn 1302.03
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Allowance, Reasons for--Amendment

Sec. No. Sec. No.
Notice of allowance (See Form letters and forms: Notice AIpha SUDCIASS .....ccevcvveiieeecc e 903.07
of allowance) Alteration of application after execution................ 605.04(a)
Ordering allowed application............cccccoevvnenas 1306.03 Alteration of application before execution .............c...... 506
Patentability report, print disposal.................... 608.02(N) 601.01(a), 602, 608.01
...................................................................... 705.01(d) Alteration of patent application .............ccc.ccoeevviinenee.... 506
Plant application ..........c.cccocvviviivinninne e 1611 Alternative phrase in claim (See also Indefinite claim)
Printer Waiting ........ccccocvvevneneneienenee e 1309.02 2173.05(h)
ProSe .o 707.07(j) Amended application ... 203.03
Protest against iSSUE .........ccoverrereriseneisesee e 1901 Amended application, inspection for transfer........ 903.08(c)
Reasons for allowance (See Reasons for allowance) Amendment (See also RePIY) .....covvvvviiennienienee, 714
L ToT0] o I (0] 1 R 905.03 Accidental entry .......cccoeviviviiniiecece 714.21
Reference listing ........ccooveveiviencienciseee e 1302.12 Adding excess ClaimS........ccoovvveririenenieieneeee s 714.10
Reissue application ...........ccocveveiennienenneneseee 1455 After abandonment...........ccoeevvreiiennn, 711.02, 714.17
Rejection after allowance........... 706.04, 706.05, 1308.01 After all claims allowed ...........cccoceveviiiievivnininnnns 714.14
Rejoinder of claims.........c.ccccocvvvvnnnne. 821.04, 1302.04(h) After allowance
Related applications, file wrapper/history notations APProval ......ccccoevvvvieiicieiciece 714.16, 1002.02(d)
........................................................... 202.02, 1302.09 Canceling claim ... 714,16
Reopening prosecution ...........cccccceveieiencneneene 1308.01 ENtry in part ... 714.16(e)
Review by examiner ..........ccccoevveneinencicnenens 1302.01 Examiner’s action ........... 714.16, 714.16(d), 714.16(e)
Review by primary examiner..........cc.ccoeveveivinanns 903.07 EXCeSS ClaimS ...c..ocvvevice e 714.16(c)
Rewritten specification requirement................... 1302.02 Formal matters ........ccocoeveereivrennnn, 714.16, 714.16(d)
Secret application...........ccocevvveeneieienieennnn, 130, 1304.01 Handling.......cocoovveveiiieeees e 714.16(d)
Signing file Wrapper..........cccooeveineniinciies 1302.13 Mailed before allowance...........ccccoevvvineinnnn. 714.15
Special ..o 708.01, 710.02(b), 1301 Motion under Rule 41.208(c)(2) (formerly under Rule
Specification, clean copy required............cc....... 1302.02 (CRECT ()] 7)) SRS 714.16(b)
Statement of iNVeNtioN ..o e 1302.01 Patentability pointed out ..........ccccovvivieiiienienan, 714.16
Supplemental oath after ..., 603.01 Reason for adverse action................ 714.16, 714.16(d)
Terminology correspondence of specification and claims Renumbering Claims ..o 714.16(e)
........................................................................ 1302.01 Secrecy order application......................... 130, 1304.01
Title of INVENLION ..o 1302.01 After eXaminer’s aNSWET .........cccovveererreenenreenennanes 1210
Title change by examiner.........ccccoovvvvevinnncnienn, 606.01 After appeal, before examiner’s answer ........... 714, 1207
Title search, continuing application.............c.cccce.e.. 306 After Board decision ............c.cce..... 1002.02(d), 1214.01
B L1 (=] 903.08 s 1214.06, 1214.07
Undelivered notice of allowance ............ccccoc..... 1303.02 After death of attorney or agent ..........ccoceeveerereennn. 406
Withdrawal from issue (See Withdrawal from issue) After final rejection.................. 706.07(f), 714.12, 714.13
Withholding from issue, secrecy order application Examiner determines compliance with 1.121....714.18
................................................................ 130, 1304.01 Non-compliant amendment, treatment of................714
Allowance, Reasons for (See Reasons for allowance) After final rejection, entered in part..........ccc.c..... 714.20
Allowed application (See also Allowance and issue) Applicants must Sign .......cccceeveeveverererenenees 714.01(a)
DefiNition........ccvvireiicee e 203.04 ALAllOWANCE. ... 714.15
Express abandonment of ...........c.ccocevvieneiniencnen, 711.01 Attorney not of record.........cccceceevvennnnnn, 405, 714.01(c)
File wrapper data ..........c.ccoeeeneiiinciiiencce 1302.09 Basis in disclosure ........ccccoeevverecinennn, 608, 706.03(c)
(0] (0 1 T T [ TSRS 1306.03 2163.03, 2163.07
REJECLION ....veivicecrceee e 1308.01 Before first action..........cccccecvvvvnnne. 608.04(b), 714.01(e)
Suggesting claim for interference ...........ccccoeevvvenae 1003 Board rejection avoided ..........ccocoevviereiiienieennen, 1214.01
Allowed claim, reJection ........ccoccevveveieneisieneieses 706.04 By replacement paragraph or section ..........c..ccccvevene. 714
By Board of Patent Appeals and Interferences ... 1213.02 By substitute Specification ............c.ccovvvreiineiicnenns 714
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Amendment-- Amendment

Sec. No.
Canceled matter restored ..........cccccevvervennn. 608.01(s), 714
Canceling all claims................ 706.07(h), 711.01, 714.19
Canceling appealed claims................ 1215.01 to 1215.03
Claim added, terminology basis..........cccccceeeee 608.01(0)
......................................................... 2163.03, 2163.07
Claim numbering ............ 608.01(j), 1302.01, 1302.04(qg)
Claims
Added in excess of number of claims previously paid
(0] SRR 607, 714.10, 714.16(c)
Clean Version ..........cceceeevvevvveeinnenne 714,714.13,714.16
Marked-up VErSIiON.........cccovvrvieeecieiesese e 714
Status 1dentifiers........ccoveerreiennceee e 714
Complete reply required ........cccceverennnne 714.02, 714.04
Consolidating pending claims.............c.cc...... 714,714.13
.......................................................................... 714.16
(000 o 1-] g oTo] o1 714.07
Copying patent claim (See Claim presented
corresponding to claim of patent)
Crossing mailing of allowance..............ccoceovvenne. 714.15
D-10 notice preceding........ccevveeeivereereererereseeseseennes 130
Date of receipt.......ccocevvvvreivinnns 505, 710.01(a), 714.18
Date stamp
Office date ......coeverereeririrennn 505, 710.01(a), 714.18
TC receipt date ......cocovvviveiiieee e 714.18
DEClaration........c.coeernreieneenscee e 602.01
Defective, directions for entry ..........ccccccevevveeennns 714.20
Delivered to wrong Technology Center................ 508.01
Discharged attorney or agent..........c.ccceeveienenenne 714.19
Disapproval of preliminary amendment ........... 714.01(e)
.................................................................... 1002.02(d)
Disapproval of second or subsequent reply ......714.03(a)
DiSCOUMEOUS .....ovveveieeeierieeieeieeiee e 714.19, 714.25
Drawing ............ 608.02(p), 608.02(q), 1302.05, 1303.01
In reissue application..........cccvvevvieiennieneniee, 1413
Drawing, disposition..........ccccceveveviennrnsnnnnne 608.02(x)
Drawing, NeW mMatter.........ccocoovvverervrennnn. 608.04, 714.19
DUPHICALE ... 719.01(a)
Easily erasable paper forbidden................ 714.07,714.19
Entered in part........cccccoeevevene s 714.20
Entered in part, after allowance, 37 CFR 1.312
...................................................................... 714.16(e)
ENEY oo 714.18, 719.01(a)
Entry denied...........ccoovvevrvrninnnn. 714.17,714.19, 714.21
Appeal Case........ccevvvvvvireeeeeee e 1207, 1214.07
Drawing COrrection .........c.ccooevereeeniernienennens 608.02(x)
Drawing NeW MAtter .........cccceovveiinienieienieiene 608.04
LESE ot 714.19
Rev. 5, August 2006

Sec. No
Paper NUMDEY .......cccovvereie e 714.21
Period for reply expired .........ccccoeieiencinnnnnenn 714.17
Preliminary amendment ............cccoceevenennn 714.01(e)
Second (or subsequent) supplemental reply.. 714.03(a)
Substitute specification unnecessary..... 714.19, 714.20
Unduly interferes with preparation of Office action
............................................................. 714.03(a)
ENtry direCtionS ......ccccvvveiiiiciieececec s 714
DEfECtiVE...cviivciceeee e 714
Entry inadvertent...........ccooervininnenenseneeeees 714.21
Entry in ex parte reexamination .............cc.ceevrvennne. 2234
Entry in inter partes reexamination..............cc.cceueue. 2670
Examiner’s (See Examiner’s amendment)
Excess claims added............ccoovvvevnnee. 714.10, 714.16(c)
FaCSIMIle ..oooviiie e 502.01
Fees, additional ............ccoovvivvreinicieieccnes 710.02(c)
File wrapper endorsement.............cc.cccue.... 714.18, 719.01
Filed with application............cc.cccveniiincinenns 601.01(a)
Formal matters, compliance with ............cc.ccoeenee 714.02
FUIlY reSPONSIVE ....cvevvvieeiieciececeeee e 714.02
HEAAING ..o 502
Immediate iNSPECtioN .........cccevveieiiiiii e 714.05
Improper Signature ........c.ccoeevveneiencrenens 714.01(a)
............................................ 714.01(c), 714.01(d)
Ratification........ccccovevvniininiie e, 714.01(a)
INACCUIALE ..o 707.07(h)
Incomplete reply......cccooevvnenennnn 711.02(a), 711.03(a)
........................................... 714.02 to 714.04, 2266.01
.............................................................. 2666.30, 2671
Time for completing........cccccceevvennnne. 710.02(c), 714.03
.................................................. 2266.01, 2666.30
Increasing claims in excess of number of claims
previously paid for..........c.cccoeennene. 714.10, 714.16(c)
INK, NOt PErMANENT .....ceoevieiece e 714.07
Inspection by eXaminer .........cccccevevevevesesesnannns 714.05
Inventorship (See Correction of inventorship)
Jurisdiction of application not with examiner ....... 714.16
................................................................ 714.19, 1305
Late. e 710.02(d), 711, 714.17
Literature citation in specification.................. 608.01(p)
Manner of Mmaking ........cccccooeveiininic 714
Motion under 37 CFR 41.208(c)(2), Application in issue
..................................................................... 714.16(b)
Name change on file wrapper.......... 605.04(c), 719.02(b)
New matter.........ccoveeeririnnen. 608.04, 706.03(0), 2163.06
Non-compliant amendment, treatment of ................... 714
........................................................................ 1302.04



INDEX

American Inventors Protection Act (AIPA)--Anticipation rejection

Sec. No.
Nonentry (See also Amendment: Entry denied) ... 714.19
Not entered........covvvveneinieneirieneeees 714.19,714.21
Not fully responsive...........ccccceeeeerennnns 714.02 to 714.04
................................................ 2266.01, 2666.30, 2671
Not fully responsive, time to perfect reply ....... 710.02(c)
............................................. 714.03, 2266.01, 2666.30
Oath, Original .........cccceevvieieice e 602.01
Objectionable remarks............ccccoevvrvennnnee 714.19, 714.25
OF ClaIMS....ooie e 714
Of SPecification.........ccccvervininire e 714
Office date stamp........ccccceevvevneene 505, 710.01(a), 714.18
Paper NUMDET .........cccviveieice e 714.18
Patentability pointed out............c.ccoceeeenne. 714.02, 714.04
Period for reply ends Sunday or holiday............ 505, 513
......................................................... 710.01(a), 710.05
Permanent ink required..........cc.ccoeveverenne. 714.07,714.19
Petition NON-entry ........ccccceevevevevcie v 1002.02(c)
Plant application ............cccociiiiniiienieeecc e, 1610
Post Office address, Applicant.........c.ccccovevvirnnnns 605.03
Preliminary ......ccoeeevevvnienie e 506, 714.01(e)
Canceling all claims..........ccccceenenee. 601.01(e), 711.01
Denial of entry ....cccoveveiiiieccecceees 714.01(e)
EXCeSS ClaimS......coceiiriiireieeeee e, 506, 714.10
Filed with application ...........cccccoeeneiicnnnnns 714.01(e)
Manner of making .......cccccocevvvvvivinninsinenne, 714.01(e)
New matter added........... 601.01(a), 608.04(b), 702.01
Non-compliant amendment, treatment of ............... 714
PG-Pub application...........ccoccooriiiiiinccice 1121
Referred to in oath/declaration .............. 601.01(a), 602
To lessen filing fee ... ivciiccee e 607
Ratification
Signature defective ..., 714.01(a)
[ To=TT o] S 501 to 505, 511, 512
Received after allowance....................... 714.15, 1303.01
Reexamination ...........ccccocevvveriennnn, 2250, 2666.01, 2672
REISSUE ..ottt 714, 1453
Requirements of ... 714.02
Residence change.........ccooveviineiicnciicne 719.02(b)
RESPONSIVE .....eveieciisieeireeeeee e 714.02, 714.04
Return, after entry on file wrapper..........c.ccccoeue.e.. 719.01
RIibbON COPY..o.vvvviiiiccc e 719.01(a)
Rule 1.312 (See Amendment: After allowance)
Second (or subsequent) supplemental reply......714.03(a)
Several filed on same day ........ccoccevvvvivnvinennnne. 714.18
Signature improper .........cccceeereene. 714.01(a), 714.01(c)
...................................................................... 714.01(d)
Signature MisSiNg........coceovvereieneneieneree e 714.01(a)

Sec. No.
Signature required ........cccocevervvesneieereere e 714.01(a)
Signed by applicant, not by attorney or agent of record
............................................................. 714.01(d)
Signed by attorney or agent not of record .405, 714.01(c)
Statement of allowability by Board..................... 1213.01
Supervisory primary examiner.... 714.13, 714.16, 714.18
Supplemental..........cccoooiiiiinii e, 714.03(a)
Support by original claim...........cccccoevvnennenen. 608.01(1)
Telephone NUMbBEr.......cccovvevereveneienine 713.01, 714.01
Unduly interferes with preparation of Office action
..................................................................... 714.03(a)
Unmatched with application file .............c.cc.cc.e... 508.03
UNSIGNE ... 714.01(a)
Ratification of ........c.cccooevvivnnnn 710.02(c), 714.01(a)

American Inventors Protection Act (AIPA) (See Statutes:
Public Law 106-113)

American National Standards Institute (ANSI).......... 608.02
Amino acid sequence (See Biotechnology; Nucleotide
sequences)
Analogous Art .......cccceeevenienn, 904.01(c), 1302.14, 1504.02
...................................... 1504.03, 2131.05, 2141.01(a)
Analysis of Claims ..., 904.01
Answer, Examiner’s (See Examiner’s answer)
Answer all matters traversed ..........ccoceeeeevervenienn 707.07(f)
Answer on remand.............c.coeeenen. 1211, 1211.01, 1211.02
Antecedent lacking (See also Indefinite claim) .......... 706.03
............................................. 1302.01, 2173.05(e)
Anticipation rejection............. 706.02(a), 707.07(d), 1504.02
....................................... 2131, 2132, 2133, 2136
Affidavit to OVErcome ........ccocvvvvvenvinenccninns 2132.01
ANalogous art ........ccovveieieneneee 1504.02, 2131.05
Definition of ..o, 2131
GENUS-SPECIES. ...ttt 2131.02
Generic chemical formula.........cccccovvvvvivirinne. 2131.02
Meaning of
“BY OIS ..o 2132
“IN this COUNTIY™ ... 2132
“Known or used”.........ccocevveneieniennnn. 2132, 2133.03(a)
“Patented in this or a foreign country”.................. 2132
Multiple references, when permitted................... 2131.01
One year grace Period ..........ccvveveeveeieienenieseseseeas 2133
On sale (See On sale)
Ranges claimed .......ccocoovviveiieneiiee e 2131.03
Rejections based on publications and
PALENES. ..vieiii et 2133.02
Prima facie Case ......c..coovvvereieneneie e 2132.01

Public use (See Public use)
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A.P.C. publications-- Appeal

Sec. No.
Secondary considerations, evidence of ............... 2131.04
A.P.C. publications (See Alien Property Custodian (A.P.C.)
publications)
Apostille (See also Oath; Declaration)........... 301, 409.01(b)
........................ 602, 602.04, 602.04(a), 604, 604.04(a)
Apparatus, Process or product and.... 806.05(¢) to 806.05(q)
APPEAl .o Chapter 1200
Abandonment...........cooooiiii 1210
Actions subsequent to examiner’s answer ............... 1210
Administrative handling ..........ccccoevvniineninnn 1204
Affidavit after appeal...........c...c...... 1207, 1208, 1211.02
Affidavit after Board decision ............. 1214.01, 1214.07
Amendment after examiner’s answer ...................... 1210
........................................................................ 1211.01
Amendment before examiner’s answer.................... 1207
Amendment for purpose of ..........cccceeee 714.12,714.13
Amendment makes application allowable ............... 1207
Answer, Examiner’s (See Examiner’s answer)
BT e 1206
In ex parte reexamination...........cccoecevevereresennn 2274
In inter partes reexamination ................ 2675, 2675.01
IN TEISSUE ..ottt 1454
By patent OWNEr .........cooieiiiiiiiiie e 1205
Cancellation of withdrawn claims ...................... 1214.05
Civil Htigation........ccccovvivvveeeeee e 1216.02
Claims copied from patent, time limit .............. 710.02(c)
Claims included .........c.cccoveovnennnnne. 1205, 1205.02, 1206
Composition of the Board..........cccccoveeiieeieiencne 1203
Concurrently with interference ..........cccoeevvernennns 1210
Concurrently with prosecution before examiner...... 1210
Conference........ccocveiineniciecee s 1207.01, 1302.14
In inter partes reexamination...................... 2676, 2677
Correspondence address for litigation......... 501, 1216.01
COUM e e e 1216
Court, Federal Circuit .........cccoocevvnireieniniinenas 1216.01
Of an inter partes reexamination................ 2682, 2683
Decision by Board ...........ccccviriiiinensineeesee 1213
Of an inter partes reexamination................ 2681, 2682
DiSMISSAL ... 1215.04
EXaminer revVersed ........cocooeevvenecnenecseneenennnn, 1214.04
Examiner sustained ..........cccocovervveneienenieiesieenns 1214.06
EXamINer’s anSWEN..........cccoeveienenienieeie e 1208
Failure to prosecute appeal ..........ccoceovereririennn. 1215.04
Fee (See also FEe)....cocovvvvvviviiceeeieees 1205, 1208
From Board decision............ccoceevrevnnne 1216 to 1216.02
HEAING ..o 1209
Inter partes Reexamination............c.c.ce.e. 2674 to 2680
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Sec. No.
FIOWChArtS......ccviiiic s 2601.01
INrOAUCTION ... 1201
JUFISAICTION ... 1210
Matter SUDJECt tO........cervevreiiirienne Introduction, 706.01
Multiplicity rejection..........cocccvevveiriincnnnnn, 2173.05(n)
New ground of rejection by Board...................... 1214.01
New ground of rejection by examiner in examiner’s
ANSWET ...t 1207, 1208
New matter affecting claim..........c.cccoovivnennn 608.04(c)
NOLICE OF . 1205
Order for complianCe ........ccccvevevevesiese e 1210
Oral NEANING.....ccveeeeieie et 1209
Reexamination, eX parte ..........cceevvereinereiennenns 2276
Reexamination, inter partes.........ccccocvvevvvrvrnnnnnn. 2680
Patentability report Case ........ccccocvvvevvvvrvnnannns 705.01(a)
Primary examiner’s attention ..........cccccoeeevvvvieennnne. 1004
Procedure after Board decision ................. 1214,1214.01
...................................................... 1214.03 to 1214.07
Protestor participation ...........ccccoeevvieneiiennennen, 1901.07
Publication of Board decision ...........ccccccevvevennen. 1213.03
Real party in interest ..o 1206, 1208
Rehearing by Board...........c.ccocevvrnnnene. 1214.01, 1214.03
Reexamination, X Parte........c.ccocooevernenereneneennen. 2273
Reexamination, inter partes...........ccccecevee. 2674 to 2680
Remand by Board.............c......... 1204, 1208, 1210, 1211
.......................................... 1211.01, 1211.02, 1211.03
..................................... 1212, 1213, 1213.02, 1214.01
..................................... 1302.14, 2143.03, 2274, 2275
................................................................... 2681, 2682
Remand by Federal Circuit ...........ccocvveviivrvnnnnns 1216.01
Remanded application made special .................... 708.01
Reopening of prosecution after appeal..................... 1208
Reopening of prosecution.............ccoceeeeeienieennen. 1214.07
Reply brief to examiner’s answer..........c.ccccoceveenen. 1208
Requirement by board to address matter .................. 1212
Secrecy order application...........ccccceeeienins 130, 1304.01
SIR application...........ccociiiiiiiiice e 1105
Statement of allowability by Board..................... 1213.01
Supplemental appeal brief.........ccoceviviiiivivince, 1208
Supplemental examiner’s answer ............ 1207.04, 1211,
........................................................................ 1211.02
Suspension pending civil action or federal circuit appeal
inrelated Case .....ocvvvvveieieriee e 1213
Suspension pursuant to 37 CFR 1.56(d).........c.c..... 1213
Time for filing brief.........ccccooiiiiiiii 1205.01
Withdrawal.............cccoeu.een. 711.02(b), 1215.01, 1215.02
Withdrawal of final rejection ...........ccccoceoeviiiinnne. 1205



INDEX

Appealable matter not petitionable--Application

Sec. No.
Withdrawal, partial ...........ccceveeveriernenen. 1214.05, 1215.03
Appealable matter not petitionable...................... 1002, 1201
Appendix, computer program listing................ 608.05, 1121
Appendix, multiple claim Sets..........cccocvviiiiincinne. 1121
Applicant (See also Inventor; Pro se applicant).............. 605
Abandonment notification ..........c.ccccceeerennnnn. 711.04(c)
Administrator or executor......... 409 to 409.01(f), 605.05
Age, special Status.........cccoveieieiiniieeieeee e 708.02
CItiZENSNIP ..o 605.01
Common, at least one.......... 201.03, 201.11, 706.02(f)(2)
............................................. 706.02(k) to 706.02(1)(3)
Comments on statement of reasons for allowance
........................................................................ 1302.14
DiSCOUMESY ..vevviieiesiesiesieerieeeee e 714.19, 714.25
Health, special status..........ccccveveiveiverieieiencienens 708.02
[ =TT 409.01(a), 409.01(d)
International application ...........cccccccecevivenne 1805, 1810
.................................................... 1817.01, 1820, 1821
JOINt oo 201.02, 201.03, 2137.01
Mailing address.........ccvvvvvvivsieeeeiereere e 605.03
Name change ........cccoceveveveinieenas 605.04(c), 719.02(b)
Other than inventor ............... 409 to 409.01(f), 409.03(b)
Post Office address ........cccoevieieneneninieeee e 605.03
POWer t0 INSPECE.......covevvereverire e 104, 106
Reply (See Amendment; Reply)
REQUIFEMENTS ... 2137.01
RESIABNCE ...t 605.02
Self prosecuted application................... 707.07(j), 713.01
Signature.......ccceeevennne 605.04(a), 605.04(e), 605.04(f)
Small entity Status.........cceeveivevvereiene s 509.02
SOIB ot 201.01
Application
Abandoned (See Abandoned application)
Abstract of the disclosure..........c.ccocccveriiinnnne 608.01(b)
Acceptance of 37 CFR 1.47 ......cccoovvvvvivinnne 409.03(h)
Acknowledgment.........ccoovveveiiiininneee e 503
AAAress MISSING ......cvvereiiineinerese e 403
Allowable except as to form.............c.c.... 706, 710.02(b)
Allowed
Definition......cccovviiiiiee 203.04
File wrapper data..........ccocoveivveiienniiieieenn, 1302.09
OFdEriNG....ccveeeeeiiirieicire e 1306.03
REJECLION......eiveerceeieeeee e 706.05, 1308.01
Amended definition ... 203.03
AITangement ......coveveveieienese e 601, 608.01(a)
Design application.................... 1503, 1503.01, 1503.02

Assigned (See also Assignee; Assignment)

Sec. No
AACCESS ...t 106
AHOWANCE ... 307
Conflicting subject matter ........ 706.02(f)(2), 706.02(k)
706.02(1) to 706.02(1)(3), 706.03(k), 822,
2304.05
Inventor deceased..........ccocvvvvvrvevevieienennens 409.01(e)
Assignment for examination
Office of Initial Patent Examination ....................... 504
Assignment to examiner for examination......... 903.08(b)
Assignment to Technology Center
for examination .........cc.cccevvvnens 504, 903.08, 903.08(¢e)
Background of the invention............c.ccccceeenie 608.01(c)
Best mode........coooeiiiniiniice 608.01(h), 706.03(c)
Brief description of the drawings..........c.ccco..... 608.01(f)
Brief summary of the invention..............c......... 608.01(d)
British English spellings.........cccccoeveveveveieicnnnnn, 608.01
Certified COPY...cooveeeeriieieeeee e 608.01
Claim omitted.........covrveiiiriiiiereecees 601.01(e)
Claim terminology ........cccccovvvvineninniene 608.01(0)
Claims ..o 608.01(i) to 608.01(n), 706.03(k)
Clarity and completeness, examiner’s action........ 707.07
Classification in Technology Center ................ 903.08(b)
Common ownership ............ 324, 706.02(f)(2), 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
.................................................................. 709.01, 822
Completeness .................. 201.03, 201.06(c), 506, 601.01
.................................................... 601.01(g), 608.01(p)
Conflicting, same applicant............c.ccoceevnnene. 709.01, 804
.................................................................. 822, 822.01
CoNENt ..o Chapter 600
Continuation (See also Continuation) ................... 201.07
Continuation-in-part
(See also Continuation-in-part)...........cc.ceeveenen. 201.08
DESIGN ottt 1504.20

Continued prosecution (CPA) (See also Continued

DeSIgN .ovviviiiieiec 201.06(d), 1502.01
Continuity between applications ............cccoeevnnne. 201.11
Control 0f aCCESS .....cvvvviriiiieicreiene 101, 103, 106
COPENABNCY ..c.vvcveeieeieie et 201.11
Copending, Design.........ccocerieieienene s 1504.20
Correction of inventorship ..........cccoceevvneinennnn, 201.03
Cross-noting

Data of parent application in file wrapper or PALM

bib-data sheet or PALM database...........c..cccenee.
.......................... 202.02, 719.02, 719.07, 1302.09
Data of related application, updating ................. 201.11
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Application-- Application

Sec. No.
Foreign application, file wrapper/history notation
.................................................................. 202.03
Foreign application, oath....................... 201.14, 202.04
Description of the related art.............ccccceeeeenee. 608.01(c)
Design (See Design application)
Detailed description ...........cccccevvevereverinrennnn, 608.01(g)
DIStrBULION ..o 508
Divisional (See also Divisional application)......... 201.06
DESIGN ...ttt 1504.20
Drawings, NECESSAIY .........cooveerermeririeneeiinieeanes 601.01(f)
MisSing fiQUIES .....ccevvvvvveece e 601.01(g)
Effective filing date .......cccceevevveriennnnn 706.02, 706.02(a)
Electronic submission oOf .........c.ccoccvviiiinninciennnn, 1730
English [anguage..........ccococeveriiiniiiieneeece, 608.01
EXamination........cccccoeevevevcnin s, Chapter 700
G101 0] S 707.07(1)
Facsimile transSmisSioN.........ccocvvvvereenereienerieeens 608.01
Fee, filing (See also Fee) .....cooveeiiiiiincee 607
Field of the invention............cccccoveiiiiinnnnn, 608.01(c)
File wrapper continuing (FWC)........cccccevveene 201.06(b)
Filing date.......ccooovveiviencieieen, 201.11, 503, 505, 511
Filing receipt (See also Postcard, self-addressed)...... 503
Five year pendency ........ccccoccveeeerieneneenne. 707.02, 708.01
FONt. i 608.01
Foreign (See also Foreign application). 201.13 to 201.16
FOMML.ciiiicce e Chapter 600
Government-owned
SPECIAl ... 708.01
Incomplete .....coooveveeveieeee 203.06, 506, 601.01(d)
.................................... 601.01(e), 601.01(f), 608.01(u)
Definition......ccccoovvvviiiiicee 203.06, 506
Informal ... 506, 702.01
DefiNitioN.....cccoooveieeee e 506
Primary examiner’s attention required ................. 1004
SEArCH ..o 702.01, 704.01
SPECIAL .. 708.01
INSPECTION. ...t 103
International (See International application)
International Convention (35 U.S.C. 119)............. 201.13
Invalid 0ath ........ccooeiiiiii 604.06
Issue fee not paid (abandoned) ...........ccoceevrueneae 711.03(c)
Issue simultaneously with another application ... 1306.02
JUFISICTION. ... 1305
Mode of operation...........ccccceevvivviviveieericre e, 608.01(h)
National application...........ccocevvviiiiiiiie e, 201
National stage application............ccccocevereniicninnnnn. 201
New, definition ... 203.01
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Sec. No.
Nonprovisional ..........cccccevevevennnnnn, 201.04(a), 506, 601
NUMDET ..o 502, 503, 506
Status of application using ...........c.ccceeereennen. 101, 102
Omitted items....201.17, 601.01(d), 601.01(f), 601.01(g)
Ordered examination.............ccee.e.... 707.02, 708, 708.01
Overlapping
Common ownership ................ 706.02(f)(2), 706.02(k)
....................................... 706.02(1) to 706.02(1)(3)
.................................... 709.01, 715.01(b), 804.03
........................................................................ 822
Same applicant.........cccoceveieieiininnnns 709.01, 804, 822
................................................................... 822.01
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(000 ¢ 1-To1 (o]  FA SRR 707.05(g)
Correction, period for reply.........ccccoeviiiininnnn 710.06
Cross referenCes ........coevvevcinecineesceens 707.05(e)
Data USEd.......coveverveiciericiiee e 706.02(a), 707.05(e)
Decisions, orders, notices, memoranda................. 707.06
Defensive publications............cccccueu..e. 711.06, 711.06(a)
Electronic RESOUICES .......ccevrieieiecieiieieieens 707.05(e)
EXamINer’s anSWEN ..........cccovveieeieriene e 1208
Foreign language documents............ccocveevvvrveenne. 706.02
Foreign patent data...........c.ccoevnene. 707.05(e), 901.05(a)
Foreign printed applications...........c.ccocceevvennne 901.05(b)
Form PTO-892 reproduced ..........ccocevveveireriennnnne. 707.05
INCOMTECT ...ovviieec e 707.05(g), 710.06
Literature, in specification............ccccocevvivnenn 608.01(p)
Mailing copy to patent owner..............ccce...e. 2206, 2208
MemOorandum .........ccocereereneienense e 707.06
NOLICES vt 707.06
Order of liStiNg ......cccooveriiiiiiieceee e, 707.05(c)
(O] 1] £ USSR 707.06
Patents series, U.S. (See also Patent) ...........cc....... 901.04
Periodical .........cccoevevviinecncecece, 707.05(e), 901.06
Prior art effect of international application...... 706.02(a),
....................................... 1857.01, 1896, 2136.03
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Citizenship of applicant-- Claim

Sec. No.
Prior art in application ..............cc....... 707.05(b), 1302.12
Priorartin patent..........cccceeveveienenn, 1920, Chapter 2200
Confidentiality .........cccovvveieiiiiiiiiiiee 2202, 2203
CONEENT .. 2205
Court deCiSiON.........covvireiiiieee e 2207
HaNAliNg ...ccveveeceecce e 2206
Parties Who may Cite.........cccceevvviveicvieicne e 2203
Service on patent OWNEr ..........coceeereeeeieeneneneens 2208
Time for filing ..o 2204
PUBLICAtIONS. ..o 707.05(e)
REFEreNCES. ....oiveviiireie e 707.05
Allowance in first action.........cc.coceevvviieienene 1302.12
From applicant...........cccoceeeevvnnnnnnn 707.05(b), 1302.12
Citizenship of applicant..........ccccccveviiniinniincnnn, 605.01
Civil action under 35 U.S.C. 145 ........ccccvvvvnirienene 1214.01
................................................ 1214.07, 1216, 1216.02
Civil action under 35 U.S.C. 146.......cccccvvvrevnenns 1216
ClaiM . 608.01(i), 608.01(k)
“Adapted for” clauses in ..........coevereriiennnn. 2106, 2111.04
“Adapted to” clauses iN.........ccccecvvervrennn. 2106, 2111.04
Added by amendment ..........cccccvveiiiiniicieien, 608.01(0)
Results in change of inventorship............c....... 201.03
Added in excess of number of claims previously paid for
.......................................................................... 714.10
After prosecution closed .........c..ccccvevenee. 714.16, 714.19
After prosecution closed, near end of time period
.......................................................................... 714.20
AQOregation .........coceveieienenieeieeeee e 2173.05(k)
Al allowed........ccooiiiiie e 710.02(b)
All canceled ... 711.01
Allowable except as to form...................... 706, 707.07(a)
.............................................................. 707.07(j)
Allowed, Rejection of .......cccceoevviiinnnne 706.04, 706.05
Allowed, Withdrawn appeal ............ccoccovenennne. 1215.02
Alternative phrase (See also Indefinite claim)
..................................................... 2173.01, 2173.05(h)
Amendment of (See also Amendment)...............c..... 714
ANAIYSIS .o 904.01
Antecedent basis (See also Indefinite claim)..2173.05(e)
Basis in description............cccoevveveriennn 608.01(0), 2171
Basis in disclosure ... 608, 2163.03
Breadth........cccooeiiniiine 2163.05, 2164.08, 2173.04
Broadening in reissue application........ 1412.02, 1412.03
Dependent claim........cccocevvvvnniivccicieeice e, 1412.03
Cancellation by examiner after appeal................ 1214.05
Cancellation results in change of inventorship ..... 201.03
Change after Board statement of allowability..... 1213.01
Rev. 5, August 2006
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Sec. No.

Combination, old........cccccoevvivireiniieieece 2173.05())
Combination and subcombination.................... 806.05(a)
COMPIISING...ccvvveieirieieireee e 2111.03, 2173.05(h)
Considered in deciding reexamination request
................................................................... 2243, 2643
Consisting essentially of..........cccccoevevieviniinnnnn, 2111.03
Consisting of .......cccoeeviiiiiiiie 2111.03, 2173.05(h)
Construed in light of specification ................... 608.01(0)
................ 707.07, 804, 1206, 2106, 2111.01, 2111.03
....................... 2129, 2145, 2164.08, 2173.05(a), 2184
Copied from patent (See Claim presented corresponding
to claim of patent)

Correspondence with disclosure........... 1302.01, 2173.03
Defined by specification, term ...........cccoceevenen. 2111.01
Dependent .......ccocvviviiiieeee e 608.01(n)
Dependent, objected to when improper............ 608.01(n)

.......................................................................... 706.01
Dependent on canceled or rejected claim......... 608.01(n)

.......................................... 706.01, 707.07(j), 1214.06
Design application...........cccccoevvevvvirenenenn, 1503, 1503.01
Differing only by functional statement................ 2173.05
Diminishing SCOPe.......ccccoevereniriiieieeee 2173.05(h)
DisClaimer .......cccoeviiineincieiiee 706.03(u), 710.02(d)
Double inclusion ..., 2173.05(0)
Duplicate .....coevveveeveie e 706.03(k), 2173.05(0)
Each mentioned in letter.............ccocovviviinnnnne. 707.07(i)
EQUIVAIENCE ..o 2183
Excess added by preliminary amendment over number of

claims previously paid for .........ccccocecviinenns 714.10
Excess over fee after notice of allowance ........ 714.16(c)
Fees, dependent..........ccoceveviieninieiiicicsene s 608.01(n)
File wrapper notation ............ccccooevvieneinenecnne, 1302.09
Foreign priority (See also Foreign application).....201.13

.......................................................................... 201.14
FOMM e 608.01(m)
Function of maching.........cc.ccceevevcicicsnnnnn, 2173.05(v)
Functional.........ccccoooiiiiiiiiie, 2114, 2173.05(g)
Generic (See also Generic claim)...........c.c...... 806.04(d)

................................................................... 2173.05(h)
Illustrated by drawing.................... 608.02(d), 2173.05(s)
Improvement (i.e., Jepson claim) .........ccccveevirernnenn, 2129
INACCUNALE ... 2173.03
Incomplete.......cooveneiiiee, 707.07(j), 2172.01
INdefinite ....ccvvvvvcieeeee 706.03(d), 2173
Independent........cccoeveveievcce i 608.01(n)
INABX ettt s 719.04
Indirect limitation..............ccce.ee. 706.03(d), 2173.05(f)



INDEX

Claim presented corresponding to claim of patent--Classification

Sec. No.
INFOrMAl ..o 702.01
International application ............cccccoeveveveieicnennnn, 1824
Interpretation................ 2111,2111.01, 2111.02, 2111.03
JEPSON . 2129
Linking.......ccoovvvvneienieceen 806.04, 806.05(c), 809,
......................................................... 809.03, 821.04(a)
Linking, GENEriC......ccoevvevrevieieresienne, 806.04, 821.04(a)
Linking, Traverse of rejection............cc.cceceeuenee. 818.03(d)
Markush ..o 2173.05(h), 2173.05(0)
(€1 1 oS 803.02
SUBGENUS. ...t 2173.05(h)
Y] o] 0] o AR 608.01(p)
Means (See also Means) .......ccccvvviveeiicie e 2181
MISSING +.vvviieiiieee e 601.01(e)
Multiple dependent............ccccovvivevevevcrieneeene 608.01(n)
Multiplicity .....ccoovevverieerecen, 2173.05(h), 2173.05(n)
Negative limitation ..........cccoeevvviiviieiircicniennn, 2173.05(i)
New matter..........coceveererennns 608.04, 706.03(0), 2163.06
Reissue application...........cccccveviinenicnennn, 1411.02
Nonelected invention..........ccccocevvvivvvsenennnnnn, 706.03(m)
............................................ 821.01, 821.02, 821.04(a)
Nonelected invention, Added...........ccccoverieeniennn. 821.03
NONSLALULOTY ....oveeieeieie e 706.03(a)
................................................................ 2105 to 2107
Nonstatutory, Cancellation ............cccccoeevenene 1302.04(b)
NUMDBEIING ...vveecicece e 608.01(j)
Objection contrasted with rejection ...................... 706.01
Official Gazette (O0.G.)..cccceveveiiiiiiieieeeeene, 1302.09
Omnibus claim ... 2173.05(r)
Ordinary and customary meaning............. 2106, 2111.01
Original ..o 608.01(1)
Patentably diStinct............cocoooeioiiiiiniiie 706.03(k)
Plain meaning of claim term...........cc.cccooennenen. 2111.01
Plant application ..........cccccocvvreinenenncnen 1605, 1610
PlUral.....coveeee e 706.03(k)
Priority (See also Foreign application) .... 201.13, 201.14
Product, Functional.............ccoeeiovnininiiienceeee, 2114
Product by process..........ccoceevvereinennns 2113, 2173.05(p)
Prolix (See also Indefinite claim) .................. 2173.05(m)
RANGES ... 2131.03, 2145.05
Reference numerals included....... 608.01(m), 2173.05(s)
Reissue application
NUMDBEIING ..o 1453, 1455
Original claim subject to reexamination............... 1440
Printed in Official Gazette ............ccoceevvrvivinrnnne, 1455
Same invention as original patent.................... 1412.01
Underlining and bracketing ...........c.cccceuee 1453, 1455
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Sec. No.
] [<101 £ o 706, 2121 to 2186
Relative terminology .........cccccooeviniiiiiinnnnne 2173.05(b)
Renumbering at iSSUe ..........c.cccvveneee. 608.01(j), 1302.01
Renumbering dependent.................... 608.01(n), 1302.01
Single Means ........cccoevvireiinciene, 2164.08(a), 2181
Single SENtENCE......ccvvevvceceee e 608.01(m)
Species, how recognized................... 806.04(e), 806.04(f)
Species (plural) added ...........ccoceovvriniiiennn, 818.02(b)
Statutory requirement...........cccooevvereiicnnnnnn. 608.01(k)
Subgenus (Markush type).........c.ccoeevreninennen. 2173.05(h)
Subject matter eligibility .........ccccccoeveiiienenn. 706.03(a)
Suggested for interference............ 2304.03 to 2304.04(b)
Failure to make ........cccooeiineiiinceee 706.03(u)
Time limit......ooooii 710.02(c)
Summary of invention, consistent................... 608.01(d)
Terminology basis in description ..................... 608.01(0)
..................................................... 2173.01, 2173.05(a)
UNSUPPOItEd ........evveieeiiieieisieieiceenns 2163.01, 2173.03
USE ClaIMS ..., 2173.05(q)
Vague (See also Indefinite claim)..706.03, 2171 to 2173
Varying SCOPE......ccueruererierientenieeeeee e sie e e 608.01(m)
“Whereby” clauses in.........cccocevvvnenennne. 2106, 2111.04
“Wherein” clauses in.........ccccoeereneenen. 2106, 2111.04
With motion granted in part ...........ccocoeeiiennenen. 714.20
Withdrawal of appealed claim.............. 1214.05, 1215.03
Claim presented corresponding to claim of patent (See also
Interference).......cceovvveevcneiccnnnn, 710.04(a), 2304.4(a)
Appeal of reJection .........ccoeevvvrenincincnn, 1205, 1210
Disclaimer rejection ..........ccocevveevenvienencsennnn, 706.03(u)
Late amendment.........ocoovvvrvenneinnnee e 714.19
Not a reply to Office action..........ccccceeeveiennne 711.02(b)
Patent in different Technology Center ........... 2304.01(b)
Period for reply .......cccovvvvineinnenn 710.02(c), 710.04(a)
Prosecution Closed..........cccovrvvineiicneiiicncicnieas 714.19
] 1<1o1 o] o 2303
TC Director’s attention .........c.ccccoveveienereenecnnen, 1003
Rejection, Failure to reply t0.........cccveveiniennne 706.03(u)
SPECIAL ..ot 708.01
TC Director’s attention required ...........cccoeeevrvinenins 1003
Time limit for reply ..o 710.02(c)
Claiming same invention.................. 706.02(f)(2), 706.02(k)
...................................... 706.02(1) to 706.02(1)(3), 715
ClaSS, SCOPE ..vvrveviieiieiesiereeiesie s 903.02(b)
Class, transfer ... 903.05
Class definitions .........ccovvreerreienneee e 902.02

Classification (See also Patent classification).... Chapter 900
Application (See Classification of application)
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Classification examiner-- Common knowledge, use in rejections

Sec. No.
BaSIS. .. 903.02
BUITELIN .o 902.04
DEfiNItioNS ...vcveveviececeece e 902.02, 902.02(a)
DESIGN .. 903.09(a), 1503.01
Examiner (See Classification examiner)
FOreign patents.......ccoveveveverese s 903.03
Harmonized subclasses............coooeviiiiiininnn 903.06
Index to U.S. Patent Classification ................... 902.01(a)
Classification, International..............cccccooerrnene 903.09
INAICES....e i 902.03
INfOrmation ........ccccvveveveie v, 902.03(a)
Insight on USPTO Local Area Network........... 902.03(c)
INternational ..o 903.09
Issue classification form/sheet/slip ......903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
Locarno International............cccccovvevereerereninnnn. 903.09(a)
MaNdatory .......cccoveeeieiece e 903.07
MaANUAL ..ot 902.01
Patent classification Home Page on the Internet
...................................................................... 902.03(a)
Nonpatent lIterature ..........ccoceevvereieneneieneniee e, 901.06
Numerical INdeX........ccccevvvieiicieeiee e, 902.03(c)
OFAEIS .. e 902.04
Patent, Change of ..o vrviininnrceeeeeenen 903.05
Patent Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
PriNCIPIES ..o 903.02
REVISION ..o 903.02(a), 903.02(b)
Rules governing applications.............cccceevvenen. 903.08(e)
Statutory authority ........cccccevevevie v 903.01
SUBCIASS HIStS......ocviiieiieicece e 902.03(c)
Classification examiner
Decision on classification............. 903.08(d) to 903.08(e)
Patentability report...........ccoovoiinciincnnn 705.01(a)
Classification of application...........c.cccceevvvrnnnne. Chapter 900
Allowed application............c.cccenneen. 903.07 to 903.07(b)
.............................................................. 1004, 1302.10
Amendment affecting ... 903.08(c)
Borderling .......ccovevveeeiei e 903.08(a)
By applicant..........ccocvvviiiieiee e 601
Cross-referenCing.......c.ocoovveveieieneiesesiece e 903.07(a)
Disputed.......ccoveiviierieiiieieesee e, 903.08(a), 903.08(d)
File wrapper data .........ccocoovieneiiiinnineceee, 719.03
Improperly classified ..........cccocvvvvnivniviicienennn, 903.08(a)
In another Technology Center at allowance
............................................ 903.07(b), 903.08(a)
Rev. 5, August 2006
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Sec. No.

New application, by Office of Initial Patent
Examination...........cc.cceeeeuene 903.08(a), 903.08(e)
New application, by SPE...........ccccocvvvniinenn 903.08(b)
Post Classifier ... 903.08(e), 903.10
Preliminary ... 601
RUIES GOVEMNING ..o 903.08(e)
Transfer to another Technology Center............ 903.08(a)
..................................................................... 903.08(d)
Classifier, POSt........ccocveviiiciece e, 903.08(e), 903.10
Clean copy of specification .................... 608.01(q), 1302.02
Clearance for new law interpretation...........cccccceveeienens 1208
Closed prosecution except for formal matters........ 707.07(j)
................................................ 710.02(b), 714.14
Prosecution not closed...........ccccoeviirenccniennnn 707.07(j)
Closing of Patent and Trademark Office ............ 201.13,510

Code of Federal Regulations (CFR) (See Rules, Patent
(Code of Federal Regulations))

Coinventor, Power of attorney...........ccoceeevvenenneenn 402.01
Collateral estoppel (See also Estoppel) ........ccoveuneee 2012.01
EX parte reexamination ..........ccccceevevevievennsiesnenenns 2259
Inter partes reexamination .............ccoccveevereneniennnnn 2659
Combination and aggregation............ 2173.05(j), 2173.05(k)
Combination and subcombination........................ 806.05(a)
............................................ 806.05(c), 903.02(b)
Comments on tests or examples .........ccccecvvevvinnne. 707.07(1)
Commercial activity as on sale (See also On sale)
........................ 706.02(c), 2133.03 to 2133.03(e)
Commercial exploitation as on sale
(See also On sale) ......ccccvvveecnennns 706.02(c), 2133.03(e)(1)

Commercial success of invention, affidavit alleging (See
also Affidavits, traversing rejections (37 CFR 1.132))
........................................................... 716.03, 1504.03
Commissioner for Patents
(See also Director of the USPTO; Office of the

Commissioner for Patents).................. 409.03, 708.01
................................................ 720.01, 720.02, 720.03
Duty of DiSCIOSUIE 10 ......eveeiriiiciieeeeiee 2001.03
Mailing address ........cooveveiiireieneeere e 501
Statutory BasiS........cceevveviiieireeeee e 1001

Commissioner initiated reexamination (See Director
initiated Reexamination)
Commissioner for Trademarks
Petitions decided by
Commodity Control List (CCL)
Common applicants......... 715.01(a), 706.02(f)(2), 706.02(k)
....................... 706.02(1) to 706.02(1)(3), 709.01, 2137
Common knowledge, use in rejections..................... 2144.03



INDEX

Common ownership--Continuation

Sec. No.
Common ownership ......706.02(k), 706.02(1) to 706.02(1)(3)
............................................................................. 2137
Conflicting claims.........cccccooeieveicnnnn 303, 706.02(f)(2)
.......................... 706.03(k), 709.01, 804, 822, 2304.05
Evidence required for establishing................ 706.02(1)(2)
Common representative for international application............
................................................................ 402.09, 1807

Communication with suspended or excluded attorney or

AOBNT ..ot 105
Communications, official mailing address for ............... 501
Communication via Internet..........cccoceevvereiieieennn. 502.03
Comparative tests (See also Affidavits, traversing rejections

(837 CFR 1.132)) c.ovcevieieeseeee e 716.02(b)
Complete application ........ 201.03, 506, 601.01 to 601.01(g)
Complete British specification............ccccceevvivivinnnenn 201.15
“Comprising” as transitional phrase............c.cc.c...... 2111.03
“Comprising” in Markush claim ............cccccoeni. 2173.05(h)
Compact disc submissions ................ 608.05, 2421.04, 2425

AmendmentS t0......ocvviceeieee e 608.05, 2426
Computer programs .........ccceeeeeresiesreenens 608.05(a), 2425
REQUITEMENTS ....ovicveecieeeee e 608.05
Sequence LisStingS .....cccovvveveiicieiecie e 1823.02
................................................ 2420, 2422.03, 2424.01
Tables.....coovveiriniiiine, 608.05(b), 1823.02, 2424.01
Computer generated iCONS.........ccccevervrererennnnan 1504.01(a)
Computer programs or software
Adequate diSClOSUre.........coerereieniieiceieeen 2164.06(c)
Affidavit practice........ccooovniviiiiiniiiiee 2164.06(c)
BeSt MOGE ..o 2161.01
Deposit of listings........ccccvvevvvrvrvnnnnnn. 608.05, 608.05(a)
Enablement ............cccooeveiiiiiicie, 2161.01, 2164.06(c)
Patentable subject matter ..........ccccooeveiiiiiiienee, 2106
Printed in PG-PUb ........c.cccooiiiiiiicneeeeeee e, 1121
Undue experimentation...........ccccoceveieiereenne. 2164.06(c)
Written description .......cccceveveveveve s 2161.01
Concealment.......coccovvereivneneiinecsins 608.01(h), 2138.03
Conception ......ccceeveerveeennnn, 715.07, 2138, 2138.01, 2138.04
Concordance, International and United States classification
.................................................................. 903.09
Concurrent Office proceedings ........cccovevvevvereresieriennnns 2282
Conduct of ex parte reexamination proceedings ........... 2254
Conduct of inter partes reexamination proceedings...... 2654
Confidential citation of prior art............ccccceeeee. 2202, 2203
Confidential material..........ccccccoovevrennne. 121, 724 to 724.05
Confidential material submission.............c.c....... 121, 724.02
Confidential party of interest...........ccococvvervrennn. 2202, 2203
Confidential status of application............... 101, 706.02(f)(2)
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Sec. No.
Same applicant................... 706.02, 706.02(c), 706.03(k)
............................................. 709.01, 804, 822, 822.01
RUlE 1.53(0)...ccveiveieieiieicesiee e 201.06(d)
Confidentiality, pending applications................ Chapter 100
Confidentiality of international applications ................... 110
Confirmation NUMDET ........cccoovriiinerese e 503
Conflicting applications, same assignee............cccccevvennene 303
................................... 706.02(f)(2), 706.02(k), 709.01
................................................ 715.01(b), 804.03, 822
Conflicting oaths or declarations.............ccoeveevrvinennn. 201.03
Congress, Inquiry on status of application by member of
............................................................. 203.08(a)
Conservator, Authority recorded ............c.ccoveriinnnn. 409.02
Conservator, Legally incapacitated inventor .............. 409.02
“Consisting essentially of” as transitional phrase.....2111.03
“Consisting of” as transitional phrase....................... 2111.03
“Consisting of” in Markush claim ....................... 2173.05(h)
Constitutional basis for patents..............cccceeue.. Introduction
Constructive election (See also Election of species)
.................................................... 818.02(a), 818.02(c)
Constructive notice to patent owner of request for
reexamination .........c.ccoceveeveneeieieenennene 2230, 2630, 2654
Constructive reduction to practice ..........c.ccevvvvrvevnnenn. 715.07
Consular certificate..........ocvvvvvivrierieiieeieiere e 604.04
Consular certificate, Foreign executor or administrator
.................................................... 409.01(b), 409.01(d)
Consular certificate, Omission of ...........c.cccceuenee. 604.04(a)
Consular OffiCer ......ccveveiiiire e 604.04
Content of ex parte reexamination request.................... 2214
Content of inter partes reexamination request............... 2614
Continuation .........ccccceeevveenennn. 201.06(c), 201.07, 601.01(a)
Assignment carried from parent................... 201.12, 306
Continued prosecution application (CPA)........ 201.06(d)
COPENAENCY ..ot 201.11
Cross-reference to prior application...................... 201.11
DEFINItION ..o 201.07
DESIGN .o e 1504.20
Effective filing date..........cocooviniiiiniiiiies 201.11
File wrapper continuing (FWC) .......cccccoovvenene 201.06(b)
File wrapper/history notation ...........ccccceevvvvvnnnnnn. 202.02
Final rejection on first action............cccceceevenine 706.07(b)
Identification on letter of transmittal .......................... 506
Inspection of parent...........ccccoevveneineneinee e 103
Inter partes reexamination of ...........ccoceevviviveinene, 2611
International application...........ccccccvvvinirnnnnne 1817.02
International application as parent .......... 201.11(a), 1895
Inventor, at least one in common .............cccceeeeeee 201.11
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Continuation-in-part-- Copied patent claim

Sec. No.
NEW Matter......cccovvivererierieerese e 201.07, 608.04(b)
Oath .. 602.05(a)
OWNEISNIP ... 201.12
Parent application data in specification ................ 201.11
Parent application data noted in file history/wrapper
........................................................... 202.02, 1302.04
Reference to parent application .........c..ccccevvevnenen. 201.11
Reference to parent application inadvertently omitted
........................................................................ 1302.04
REISSUE.....cveveeiiiieiee e 1414, 1441, 1451
RESIFICHION ...t 819
Rule 1.53(1) ..cooviveiiieiecee e 201.06(c)
RUlE 1.53(d) .vcveveeieiirieiriee e 201.06(d)
Rule 1.60 application, FOrmer ...........cc.ccevenen. 201.06(a)
Rule 1.62 application, Former ..........c.ccccceveene. 201.06(b)
Terminal disclaimer, effect in........ccccccvvvicniinnenn 1490
Time for filing.....cccoooveviie 201.11
When patented, opens parent application to public
INSPECTION ..o 103
Written description requirement ..........cc.ccoevevnene. 201.11
Continuation-in-part..........ccococeverveienennns 201.08, 601.01(a)
Assignment from parent does not apply ........c...e..... 306
COPENABNCY ...t 201.11
Cross reference to parent application.................... 201.11
DEfiNitioN......cccoiiiiece e 201.08
Design application ..........ccccoeeveviveneiineneienes 1504.20
Effective date........cccceeerrcennn. 201.11, 706.02, 2133.01
File wrapper continuing procedure.................... 201.06(b)
File wrapper/history notation...........cc.ccoeeeveinen. 202.02
Filed by aSSIgNEE......cceverevirrce e 324
Identification on letter of transmittal ............cc.......... 506
Inspection of parent ...........ccccooeviiineneienee e, 103
Inter partes reexamination of ............c.ccoceeveiiennne, 2611
International application .............ccocevvirenennne, 1817.02
International application as parent.................... 201.11(a)
Inventor, at least one in cOMMON...........ccceevvvennnn. 201.11
OWNEISNIP ...ttt 306
Reference to parent application ............c.ccceevenne 201.11
Rejection over published priority document....... 2133.01
Rule 1.53(0) ..vvovevcieee e 201.06(c)
Rule 1.62, FOrMEr ......cooviieeireecsee e 201.06(b)
Time for filing......cccoovveiiinic 201.11
When patented, opens parent application to public
INSPECLION ..o 103
Continued Prosecution Application (CPA)......... 201, 201.06
...................................................................... 201.06(d)
Amendments before first Office action............. 714.01(e)
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Sec. No
Application NUMDBEr........ccceiiiiiiiece e, 503
Assignee right to take action .........cccccoeveeeeicienenn. 324
Certificate of mailing or transmission ............c.cc.e..... 512
Complete non-provisional application .................. 601.01
..................................................................... 601.01(a)
Continuation-in-part not permitted..............c.c....... 201.08
Continuity with parent............cccoceveiennenenenenn 201.11
COrrespondenCe.........coevrerveereeeinieeeeneens 502, 502.01
Cross reference to previous application ................ 202.02
Design application...........ccccccevvvnnne. 201.06(d), 1502.01
Eliminated for utility and plant applications .... 201.06(d)
Express abandonment of prior application............ 711.01
..................................................................... 711.02(b)
Fees
As of the filing date..........ccccceveveiieiieininn, 2164.05(a)
Reissue application ...........ccccevvvenieieninnesesnnnnn, 1415
FOreign Priority ......coceveieiiniiieee e 201.14
Improper CPA treated as RCE ......... 201.6(d), 706.07(h)
Information disclosure statement in parent .......... 609.02,
707.05
Inter partes reexamination of ............ccoccocvviiinnnene 2611
Patent term ..o 1303, 2701
Plant application, no longer available .............. 201.06(d)
PHIOFITY oo 1302.04
Published as PG-PUD ........ccccoovviiiiinicic 1120
REISSUE ... 1430
Restriction requirement in prior application............... 819
Suspension of aCtion............ccccevveriirensieneeeee 709
Terminal disclaimer, effect in ........c.cccocveevviiveeineens 1490
Utility application, no longer available............. 201.06(d)
Continuing application ................. 201.11, 1302.12, 1302.04
SPECifiC reference......oocovvevciviicireeee 201.11
Continuing data (See also Cross-noting) .................... 202.02
Continuity between applications............cc.cccveervinnenn. 201.11
Control of inspection by assignee.........ccccevvvvvevvevverienenn, 106
Convention, International (See also Treaties)............. 201.13
Converting nonprovisional and provisional applications
.................................................... 201.04(b), 601.01(c)
COPENABNCY ..vvevevesieeeeereeeee e ste et seens 201.11
Copending U.S. application
Common ownership .........cccceenee 706.02(k), 706.02(1)(2)
Design application...........ccccceveieniieicneneneenn 1504.20
Different inventive entities...........cc.ccevenne. 706.02(f)(2)
................................................ 706.02(k), 706.02(1)(3)
Duty of disclosure in.........cccevevevcnieveninnnn, 2001.06(b)
Terminal disclaimer practice........cccccvvvvevienviieinenns 1490
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Copied patent claim--CREATE Act

Sec. No.

Copied patent claim (See Claim presented corresponding to
claim of patent)

COPIEE COPIES. ....viuveeeiiesiisieeiieeeie e 714.07
Copies of prior art with reexamination request
EX PAM. .o 2218
INEEE PAITES.....cvieieeeee e 2618
Copies of published applications...........cccccveeveininannns 1128
Copy of foreign application, certified .............ccceeee 201.14
Copy of printed patent in reexamination
EX PAM...cciieiee 2219
INEEE PAITES.....evieie e 2619
Copying ex parte reexamination file by public............. 2232
Copying inter partes reexamination file by public........ 2632
COPYFIGNES...cvviiiicec e 608.01(v)
Relationship to design patents ........cccccocevvrererinnnn. 1512
Correction of drawing ........ccccocvvevvevinnnnns 608.02(p), 1302.05
Annotated SheetS......cccoeveveveieie e, 608.02(v)
Approval by examiner ..........ccoccoeeeonieiiienenn. 608.02(x)
Corrected stamp no longer required.................. 608.02(0)
Deferrable .....cooovevvevviiiciiiies 608.02(b), 608.02(p)
Marked-Up COPY ....cceovvvieiieieieie e sie e 608.02(v)
NEW MALLET.....coviiieiiescecee e 608.04
NOt APPrOVEd ..o 608.02(x)
OFder fOr .oveiiiiece e 608.02(x)
Replacement Sheets.........cccocevvvvrvenenn 1302.05, 1303.01
Required by drafting .........cccoceevvierniviiencicinnn, 707.07(c)
Correction of inventorship
Application ........ccoceeeieiiieiiee 201.03, 605.04(g)
Consent Of aSSIGNEE .......ooviverieireieere e 201.03
Continuing application..........ccccecevvrievinsvsesnennne, 201.03
During ex parte reexamination ..........c.ccccoceevenenn. 2250.02
During inter partes reexamination............ 2658, 2666.03
In a patent
By a certificate of correction................. 1412.04, 1481
By filing a reissue application............... 1402, 1412.04
MISJOINAET ... 1412.04
PTO Procedure.........couvrevneneinieneiseecniens 605.04(Q)
Correction of name.................. 201.03, 605.04(b), 605.04(c)
Correction of patent..........cccccoovevvevevevcninnennnns Chapter 1400

By reexamination (See Reexamination, Ex parte;
Reexamination, Inter partes)

By reissue (See also Reissue application)... 1401 to 1470

Certificate of correction 1480 to 1485

Statutory disclaimer (See also Disclaimer; Terminal

AISCIAIMEN) ...iiciiiieice e 1490
Correction of PG-PUb.........cccoiiiiiniiic e 1130
Correction of reference citation................. 707.05(g), 710.06
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Sec. No
Correspondence (See also Mail stop)
Address of PTO ... 501, 502
Address in secrecy order applications........................ 120
Address of patent OWNEr............ccovvrernenensenieee 2622
Address, official mailing ..........ccocoevvevviviieiiniieien, 501
Address of a law firm ..o 403
ASSOCIAtE AtEOMNEY ..ot 403.01
Boxes (See Mail stop)
Continuing application ...........ccccocevvrinicnnnnn, 201.06(c)
Crossing in Mail ..o 714.05
Duplicate filings.......cccecvvvrvnnnn. 403, 502.04, 714.01(a)
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Facsimile transmission ...........ccocvvvveie e nencne, 502.01
Identifying with issue batch number (no longer required)
........................................................................ 1303.01
Maintenance fEe ......oovvverieresee e, 2542
Plural attorneys.........ccccooeverenieninenieeeeee e 403.02
Post AIOWANCE. ..o 502, 1306
Published application ............ccccocviiiiniiiieiies 1134
Receipt and handling...........ccccevvvveicninnnnn, Chapter 500
Reexamination, ex parte.........cccceveveenerenesiesnevenes 2224
Reexamination, inter partes.........ccccccecevevvseseevnne. 2624
Signature requIrements.........ccoceveeeeierene e seenienns 502.02
Third party, application published..............ccccooene. 1134
With whom held...........ccooooiiiiii e 403
Counter-terrorism inventions, special status............... 708.02
CouNtING BCHIONS ......eiuiiiiiiiie e 1705
Countries for foreign priority.........ccccoovvevenincnienens 201.13
COUNLLY COUBS ..ottt 1851
(@00 TUT o o] - Introduction
Court decision
Certificate Of......ccooviieiiii e, 1216.01
Citation Of ....ccveieee 707.06
Dissemination Of ........c.ccoeeveneni i, 1720
Entry in patent file.........ccocovvviviircienc e, 2207
Treatment OF .......ooviieie e 1721
Unpublished decisions............cccoceviieneieninienceene 2677
Court of Appeals for the Federal Circuit (CAFC)
..................... 711.02(b), 1002.02(k)(1), 1002.02(k)(3)
............................................... 1214.06, 1216, 1216.01
Appeal to, from an ex parte reexamination.............. 2279
Appeal to, in an inter partes reexamination
................................................................... 2682, 2683
Court ordered inter partes reexamination................. 2686.04
Court papers, service on DireCtor ..........cococvveivreriennns 1216
Cover sheet — provisional application.................. 201.04(b)

CREATE Act (See Joint Research Agreement)
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Credit Card Payment Form PTO-2038 reproduced-- Decision

Sec. No.

Credit Card Payment Form PTO-2038 reproduced......... 509
Criteria for deciding ex parte reexamination request.... 2242
Criteria for deciding inter partes reexamination request
Cross appeal to the Board of Patent Appeals in inter partes
FEeXamMINALION .......cvvveiieieirie s
Cross appeal to the Federal Circuit in inter partes
FEEXAMINALION ...
Cross-noting
Data of parent application on file wrapper/history
........................................................... 202.02, 1302.09
Data of provisional application in specification.. 1302.04
Data of provisional application on file wrapper/history

.......................................................................... 202.02
Data of related application in specification........... 201.11
........................................................................ 1302.04

Foreign application cited in an application oath
............................................................. 201.14, 202.04
Foreign application, file wrapper/history............... 202.03
In original patent file of reissue application.......... 202.05
Reissue applications...........c.ccocevvvierenieiesennans 1451, 1455
Specific reference .......ccovvvvvveiiiiecc e 201.11

Cross-reference
Another application (See also Cross-noting) ...608.01(p),
................................................................... 1302.04
Art ColleCtion ..o, 903.02(c)
Atallowance.........ccoovviiiiicicicie 903.07, 1302.04
CIEING oo 707.05(e)
Noted during examination ............ccoceeevrennne. 903.07(a)
Required for all claimed disclosure .................. 903.07(a)
Crossed Mailings ......cccccvveieeieeiieiecece e 714.05
Customary meaning of claim term................. 2106, 2111.01
Customer Numbers............. 402, 403, 711.04(c), 2515, 2540
Change of address.........ccoevviireiiiineineneseens 601.03
Correspondence relating to ...........ccoeveevevveveiesieiennnns 403
Customer Service Center.................. 104, 508.04, 608.02(z)
..................................... 714.13, 1430, 1470, 1730
Customer Window ... 103, 501, 502, 505, 710.02(e), 714.13
................................................... 1430, 1470, 2422.09
D

D-10 NOLICE....civeiieiee e 130, 1304.01
D-11 NOLICE....e i 1103
Damage, Proof of irreparable..........cccccceceveieinnnns 409.03(g)

Databases (See Electronic databases)
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Sec. No.
Date
AMENAMENt.....cviiiiiiieee e 505, 511, 512
............................................ 710.01(a), 710.05, 714.18
Citation of foreign patent ................ 901.05(a), 901.05(b)
CONVENLION ..o 201.13
Filing oo 201.11, 502, 503, 505, 506
...................................................... 506.02, 1002.02(b)
Filing, Refusal to accord ...........ccccevenirnene 506.02, 2133
Foreign application (priority) ...... 201.13, 201.14, 201.15
INVENTION ..veeivie e 2137,2138
Maintenance fees due.........cocovvvvrerviiiencineneenen, 2506
OFfice aCtiON......oviiicicc e 707.11
Office Stamp......cccoeveieieniiee, 502, 505, 506, 714.18
Reference.......cccocevvevevernennn. 706.02, 707.05(e), 707.05(f)
................................................. 715, 715.01, 715.01(c)
Technology Center stamp........ccccoceverierienierieseannns 714.18
Date no longer entered on drawing............cccceeve.ee. 608.02(0)
Date of execution of 0ath...........cccoeeeriiiiiiiiiicic 602.05
Date stamp, Technology Center ...........ccoceevvereienennae 714.18
Death of attorney .......ccccvviviveieicerc e 406
Death of inventor (See also Administrator or executor)
........................................................... 409 to 409.01(f)
Deceased inventor
Allowance not withdrawn ...........ccccceecvvcevvrnnenn 1303.03
Legal representative as applicant ............ 409.01(a), 1820
Proof of authority of..........ccocevveviiiiiie, 409.01(b)
Legal representative refuses to sign ................ 409.03(c)
Deceptive intent (See also Fraud; Inequitable conduct)
Biotechnology process .........ccoceevvevveneicnennnn 706.02(n)
Foreign filing licenses.......c.ccoovevevvvivinenns 140, 706.03(s)
INVENTOISHIP.....oiiieee e 201.03
REISSUE ...t 1402, 1414, 2012
Decision
By Board of Patent Appeals and Interferences......... 1213
........................................................................ 1302.14
Dissemination Of .........ccococvivvviiieneiciese e 1720
EX parte reexamination .............cocoeeneneiineneens 2277
Inter partes reexamination ..............cc.coeee... 2681, 2682
Reconsideration of ...........cccccoevviiniininninenn, 1214.03
Treatment Of ..o 1721
CIALION ... 707.06
Ex parte reexamination rehearing request................ 2240
Governs examiner’s action.........c..ccoceeeveeenne. Introduction
LiSted. oo Appendix Il
Ordering ex parte reexamination.............c.ceeeeeneee 2246



INDEX

Declaration--Deposit rules

Sec. No.

Ordering inter partes reexamination (See
Reexamination, Inter partes: Decision on the request
for reexamination)

Public availability ..o 103
Publication of ..., 707.06
Declaration (See also Oath)..........ccccvevvvviivevvicineieins 602
After appeal ... 1211.02
AMENAMENT......ceiiiiiiiiireee e 602.01
Attached to specification .............cccocveiiinenne 605.04(a)
Change of inventorship.........cccoeniiiiiiincnnn, 201.03
Copies, filing Of ....cccooviece 602
Copies from prior application...............ccccceeniae 201.06(c)
Date of eXECULION .......coviiiriiiiireeieee e 602.05
DEfECHIVE ..o 602.03
Delayed filing ......ccccoevvvriieirceseeeee e 506
Executed before alterations made...................... 605.04(a)
Facsimile transmissSion.........c.ccovvvvveivnerienens 502.01, 602
Foreign priority applications listed ....................... 201.14
......................................................... 201.14(c), 202.04
International application......... 1820, 1893.01, 1893.01(a)
....................................... 1893.01(a)(1), 1893.01(a)(2)
............................................ 1893.01(a)(3), 1893.01(e)
................................................ 1893.03(a), 1893.03(b)
................................................ 1893.03(g), 1895, 1896
Inventor refuses to sign or cannot be found............... 603
T g o] g VT 409
NON-ENGlish ... 602.06
Plant patent application...........c.cccoeveiiinnenciennne, 1604
Refers to preliminary amendment............. 601.01(a), 602
Reissue application .........c.ccceevvvvvrnnnnnn, 706.03(x), 1414
.................................................... 1414.01, 1444, 1455
Signed before alteration .............cccceoeieiiiennne 605.04(a)
SUBSEITULE ..o 602.02
Declarations, conflicting ...........ccocoevvevevnieicreien 201.03
Declassified Matter..........ccocevvevievieniniesieeieeieneinens 707.05(f)
Dedication to the public ........cc.ccocevvviencieiiiiceen, 715, 1490
Defective 0ath ... 602.03
In reissue application ...........cococvevvineniicscenn 1414
Defects, correction of, in request for ex parte reexamination
............................................................................. 2231
Defects, correction of in request for inter partes
FEEXAMINALION ... 2231
Defense, applications affecting ............... 115, 120, 130, 140
Defensive publication citation.............cc.ccocvvevrennns 711.06(a)
Defensive publication program ..........ccccceeevieeeniennnnen, 711.06
Deferral of examination ..........c.ccocevvviveiinieisineieeieas 709
Definition of Class ..o 902.02
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Sec. No.
Delegation of Director’s authority ..........cc.ccoevevennne. 1001.01
.............................................................. 1002, 1002.02
Demonstration at iNterview...........ccooeeererenciencneenn 713.08
Denial of request for reexamination ............... 2247, 2247.01
.............................................................. 2647, 2647.01
Department of Energy (DOE).......cccccvvvevenvninnnenn, 115, 140
..................................................... 150, 151, 706.03(b)
Department of Commerce, Organization Orders
30-3A CItEU ... 510
30-3B CIteA ...oeveiececr e 510
Dependent claim........cccccovvvviviinnvcinnecceccsece e, 608.01(n)
Objected to when base claim is canceled ......... 608.01(n)
...................................................................... 707.07(j)
REISSUE .vvieeeieee e 1455
Treatment in inter partes reexamination ............. 2660.03
Dependent claim, objected to when improper ....... 608.01(n)
.................................................................. 706.01
DepOSit ACCOUNT .....ccveveriireieiirieieie et 509.01
AUthOriZationsS.........cccvvvevee e, 509.01, 1302.04
Extensions of time.........ccccccvvivicnciecccc e 706.07(f)
International applications................ 1847, 1850, 1875.01
ISSUE TEE...cvvivicicee e, 1303, 1306, 1308.01
Maintenance fee ........ccooeveveieienennnne 2510, 2515, 2522
L@ o[\ o P 509.01
Petition T8 ...oov v 711.03(c)
REFUNS ..o 509, 607.02
Replenishment...........ocoooiiiiiniiieiccee 509.01
Mailing address.........cocovveriiniiiine e 501
Deposit Account DiViSION.........c.ccveririneiiieicicsieeas 509.01
Deposit of microorganisms (See also Biotechnology)
.................................. 1605, 1823.01, 2402 to 2411.05
Deposit of correspondence ..........cccooeeeiereneneneseneenns 502
Depositions
EVIAENCE ..o 1901.02, 2013
OF XAMINET i 1701.01
Deposit rules (See also Biotechnology)........... Chapter 2400
Acceptable depository .........coccooviviiieieieicie s 2405
Background information ............cccoceeveniicnennennen, 2401
Biological material, definition............ccccccoeverennenn. 2403
Biological material, made or isolated without undue
EXPErimentation ...........cccvevvevieievesesese e 2404.02
Budapest Treaty (See also Treaties).........cccceevvrenenn 2402
Budapest Treaty depoSitories ..........cccvvevrerenieennen. 2405
Depositories, Current list of Budapest Treaty .......... 2405
Effective date .....c.ccoovvvereivineceeeee, 2401, 2402
EXamination procedures..........coevvverieiesereeesieennen, 2411
AFEEr grant.......cocooe e 2411.04
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Deputy Director of Patents and Trademarks-- Design application

Sec. No.
Application in condition for allowance except for
dEPOSIt.....ccvicicecreece e 2411.03
Certificate of correction...........ccocvveerviiennnne 2411.04
Content of application regarding deposited material
................................................................ 2411.05
Need for 37 CFR 1.312 amendment................ 2411.03
REISSUE. ..ot 2411.04
Rejections based on deposit issue.................... 2411.01
Responses from applicant............ccoceveevnenane, 2411.02
Furnishing of sSamples..........ccoccoinninennincnnee, 2410
ACCESS t0 AEPOSITS....c.vevereerieriecirce e 2410.01
Certification of accessibility of deposit ........... 2410.02
Conditions of deposit..........c.ccooveieiinieienennene 2410.01
Exception to removal of restrictions................ 2410.01
Restrictions removed upon grant.................... 2410.01
Known and readily available biological material
........................................................................ 2404.01
Budapest Treaty deposit .........ccoceevererrenereenne. 2404.01
Continuity of aCCESS.......covvvrrriiiriiiicrieiene 2404.01
Deposits certified as available .............c..c....... 2404.01
Health, safety restrictions ..........cc.ccceevevernenn, 2404.01
Indicia of “known and readily available” ........ 2404.01
Material capable of self-replication .................... 2403.01
Direct self-replication ............ccccoevviineinennne, 2403.01
Indirect self-replication.............ccccevvevereinnnne 2403.01
Need for a deposit......ccccvervvereiininciiseninns 2402, 2404
Plant material ..........ccooiiieiieiiiii e 2403.02
Plant Patent Act, Relation t0...........ccccceoeveirnee 2403.02
Reference to deposit in application........... 2404, 2404.03
Implication, presumption............c.......... 2404, 2404.03
Requirements of 35 U.S.C. 112.............. 2164.06, 2404
................................................................ 2404.03
Replacement or supplement of deposit.................... 2407
After a patent has issued........c.cccovvevevenerenene 2407.02
Exemption from replacement .............cccccevnee. 2407.05
Failure to replace ........ccooevveeveivie e, 2407.03
In a pending application/reexamination proceeding
................................................................ 2407.01
Reason for replacement ..........cccceeeveveievennn, 2407.04
Replacement not recognized.........cc.cccevevennens 2407.06
Treatment of replacement, presumption of identity
................................................................ 2407.04
SBBUS .ttt 2403.02
Term of deposSit.......cccvvvevieririecrceeee e 2408
Budapest Treaty term........cccocvvvrvvreinernesenenns 2408
Enforceable life of patent............ccccoevviviiieninn, 2408
Time for making original deposit .............c.cccevnnene. 2406
Rev. 5, August 2006
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Sec. No.
Assurance regarding deposit before payment of issue
FEE i 2406, 2411.03
Corroboration..........ccccoeveniienieece e 2406.02
Description in application specification........... 2406.01
During application pendency .........ccccccveeeerennn 2406
Loss of U.S. filing date in other countries........ 2406.03
NEeW Matter.......ccoooveiiiiiie e 2406.01
Patent Cooperation Treaty applications . 1823.01, 2406
Post-issuance deposSitS.........cooevreviiriereneneenenns 2406
Viability of deposit........cccccveriiniiniencireeee, 2409
Viability statement...........cccceveieievine v, 2409
35 U.S.C. 112 requirements ................. 2402, 2403, 2404
Deputy Director of Patents and Trademarks
......................................................... 1002.02(0), 1203
Derogatory remark regarding prior art.................... 608.01(r)
Description
Basis for claim............. 608.01(0), 706.03(c), 2161, 2163
Computer programming ...........ccoeeereresereienennas 2161.01
Detailed ...t 608.01(Q)
International application..........c.ccccocevevevniivnncnenenn, 1823
Design application ...........ccccevevineienencnennns Chapter 1500
ANalogous art ........cccovveieienenesee, 1504.02, 1504.03
ANLICIPALION. ... 1504.02
Application, elements of .........cccoceviniiiinniie 1503
Articles, design comprising multiple ............. 1504.01(b)
“Average observer” test ........cocovvieieninineneen, 1504.02
Benelux Designs Convention (See also Treaties)
........................................................... 201.13, 1504.10
Characteristic feature.............cccco.e.... 1503.01, 1504.01(a)
ClaiM e 1503, 1503.01
Combining references ..........ccooeveeveenienenenenn, 1504.03
Commercial SUCCESS .....cvevvvrverierieiieieeeie e 1504.03
Computer generated iCONS........cccovervrereennen. 1504.01(a)
Continuation application ............c.ccccvververnienennns 1504.20
Continuation-in-part (CIP) application................ 1504.20
Continued Prosecution Application (CPA)......... 1502.01
Convention, International....................... 201.13, 1504.10
Copending applications..........c.cccceuenen. 1504.06, 1504.20
Copying, evidence of, to rebut obviousness........ 1504.03
Copyright, Relationship to .........ccccevevevviieiesnnen, 1512
DefiNItioN ....c.ooiiiiice e 1502
DeSCIIPHION ... 1503, 1503.01
Disclaimer .......c.ccccocevvvvvreenn. 1503.01, 1503.02, 1504.04
Disclosure.......cccoooeeevevnennnn. 1503.01, 1503.02, 1504.04
Divisional application ............c.ccccceennee. 201.06, 1504.20
Double patenting ..........ccooeveveninienieieienn. 804, 1504.06
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Design patent series--Dictionary as a source for the ordinary and customary meaning of a claim term

Sec. No.
Drawing ......ccccceeveernens 1503, 1503.01, 1503.02, 1504.04
Broken lines..........ccocevvvvennas 1503.01, 1503.02, 1504.04
COlOT ittt e 1503.02
Trademarks ... 1512
Embodiments, alternate or multiple.................... 1503.01
..................................................... 1504.01(b), 1504.05
Enablement ..o, 1503.02, 1504.04
European Community Design treaty.................. 1504.10
Examination.........ccccceevvevieeenennne, 1504, 1504.01, 1504.02
................................................. 1504.03, 1504.04
Expedited Examination....... 502, 1002.02(c)(3), 1504.30
REISSUE. ....eeveiiiieieiirie e 1457
EXpert teStimony .........cccveieveniniiececee e 1504.03
Feature emphasized..........cccoovevienninencicnee 1503.01
Fee, filiNg .o 607
REISSUE.....eiieiirieeierie s 1457
FEE, ISSUB... e eviieieie ettt e 1306
FONE, TYPE et 1504.01(a)
Foreign priority.........ccoceeveenen. 201.13, 1504.02, 1504.10
German application...........ccocveevevverercrenennn, 201.14(b)
More than six months before U.S. filing ......... 1504.02
Functionality .......cccovvveveieii e 1504.01(c)
ObViousness and...........ccoceeererenenenesenceeenes 1504.03
Hague Agreement (See also Treaties).... 201.13, 1504.10
Hidden end USE .......covevvevere v, 1504.01(c)
Hidden feature ..........cccveuenene. 1504.02, 1504.03, 1504.04
Icon, computer generated............ccoccoeverienene 1504.01(a)
Indefiniteness.........cccoeveeene 1503.01, 1503.02, 1504.04
Library collections relating to...........cc.cccvenee. 901.06(a)
Modification, description.........ccccccvveverererenennns 1503.01
Multiple embodiments ..........cccccvevviiniecrcnenen, 1504.05
Multiple parts of article............ccooeeeiiiiinnnnnne 1504.01(b)
New matter......... 1503.01, 1503.02, 1504.01(a), 1504.04
Object, Design fOr.........ccoeireiiireiic e 1502
ODVIOUSNESS ...ttt 1504.03
Obviousness-type double patenting .................... 1504.06
Offensive subject matter ..........c.ccocvvvvvinnnnne. 1504.01(e)
Ornamentality 1acking.........c.ccocvervininninnenn 1504.01(c)
Patent Cooperation Treaty ........cc.ccoevvvrnene 1501, 1502.01
Patentability ............... 1504.01, 1504.01(a) to 1504.01(e)
........................................... 1504.02, 1504.03, 1504.04
Petition, Special Status ............cccccceeee. 708.02, 1504.30
Petition to accept color drawings
or photographs.........ccccceveviieveinnnn, 608.02, 1503.02
Photographs ..o 1503.02, 1504.04
Preamble ..o 1503.01
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Sec. No.

Priority under 35 U.S.C. 119............... 201.13, 201.14(b)
......................................................... 1504.02, 1504.10
Priority under 35 U.S.C. 120.................. 201.11, 1504.20
References supplied..........cccooevevvvirncnnne 707.05(a), 1513
Quayle aCtioN .......ccooeeieriiec e 1504
Registration abroad .............cccccevevnnnee. 1504.02, 1504.10
Reexamination, inter partes .........cc.cooeeeverveeneenen, 2611
REISSUE ..t 1457, 1512
Request for Continued Examination (RCE)........ 1502.01
Request for Expedited Examination.................... 1504.30
RESEFICHION ..o 1504.05
REISSUE ...ttt 1457
Rules applicable ..., 1501
Scope of claiM......cccoovvevviivirircecns 1503.01, 1504.04
......................................................... 1504.05, 1504.06
Search......ccoviviiiece 1504, 1504.02, 1504.03
Secondary considerations............ccoeeeveivierieennns 1504.03
SIMUIALION .., 1504.01(d)
SPECITICALION......ciiiiiiic e 1503.01
Use of Copyrights in ......cccovevvevevenirccn e 1512
Use of Trademarks in.......ccccovvvvviniineiininnennenns 1512
Statutory bar, foreign application.......... 201.13, 1504.02
Statutory subject matter...........cocooeevrenen 1502, 1504.01
Surface ornamentation................ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surface treatment or indicia ..........cccoeveneirrnne. 1503.02
Term of v 1457, 1502.01, 1505
1LY 1503.01, 1504.01(a)
Amendment of ... 1503.01
Use of Trademarks in........ccccooeveiininnenenennn 1512
Trademark, relationship to ..........ccoceoviriiiiiicinnn 1512
TYPE FONES..cviiiiiiee e 1504.01(a)
Utility patent, relationship to .......cccccoecevevviennnns 1502.01
Visual characteristiCs.......c.ovvvvriiriiiiieiscrees 1502
Written description lacking ................. 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04
Design patent series (See also Patent) ..........cccceeveeee. 901.04
Designated office.......ccccovvvvvevciciciencen, 1801, 1893.01(a)
Designation fee - PCT ....cccooevevvvievc e, 1817.01(a)
Designation of statesS.........cccceevvevvervennn, 1817.01, 1817.01(a)

Detailed description (See Specification)

Determination of public use or on sale....706.02(c), 2133.03

Determining if a Reexamination Was Filed for a Patent
............................................................................... 2632.01

Digest (See Cross-reference: Art collection)
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Dictionary as a source for the ordinary and customary meaning of a claim term-- Distinct, definition

Sec. No.
Dictionary as a source for the ordinary and customary
meaning of a claim term.................... 2111.01, 2173.05(a)
Diligence
Charts for priority ........cccoeve i, 2138.01
Filing application ..........c.coevniiiiniiiencce 2138.06
FiliNg rEISSUB.....ecvvevieiee et 1403
Interference practice ..........ccocvvvvvvnincvieiiesicsnens 2138.01
Of actions during regulatory review ................... 2757.01
Reasonable.......cccveveieirircce e 2138.06
Shown in 37 CFR 1.131 affidavit ........ 715.07, 715.07()
To overcome a rejection ........cocvevvvvveeeriereeniens 2136.05
Director of Technology Center ..................... 402.06, 708.02
........................................ 714.13, 714.25, 715.08
................... 720.01, 804.04, 1002.02, 1002.02(c)
.................... 1206, 1207, 1208.01, 1214.04, 1308
.................... 1308.01, 1901.06, 2248, 2249, 2265
..2274, 2283 t0 2286, 2648, 2667, 2682, 2686.01
FUNCLIONS ..o 1002.02(c), 1003
TC 1600.......ciciierievieeie e 1002.02(c)(2)
TC 2900.....ccciiiereireieenieeeen, 506.02, 1002.02(c)(3)
TC 3640......ciiiieieineiesie e 710, 1002.02(c)(1)
Director of the USPTO
Authority and functions ............... 706.03(b), 708.01, 709
........................ 711.02, 714, 719.01, 1001, 1002, 2203
................................................................... 2242, 2284
Publication of confidential decisions...................... 103
Withdrawal from iSSUe..........ocoooviiiiiiieiiice e, 1308
DECISIONS.....ueiiieiieiee e Introduction
Mailing address.........ccoevvrernieieneienee e 501
Notices (See also Publication) ......... Introduction, 707.06
Orders (See also Publication)........... Introduction, 707.06
Director initiated reexamination...............cc.cc...... 2212, 2239
Disbarred attorney (See Attorney or agent: Suspended or
excluded)
Disciplinary proceedings........cccoevvrvrivseeieereereseesesnnnens 402
Mailing address.........cccoveveeeiieiieicie e 501
Disclaimer (See also Terminal disclaimer)
Co-author of publication............cccccoveneiinennn. 715.01(c)
Copy required in reexamination
o o= 1 RS 2214
INEEE PAITES ..o 2614
Defensive publication ...........cccoecvineiienccnnen, 711.06
Design application ................. 1503.01, 1503.02, 1504.04
FOMMS ..o s 1490
PrOCESSING ..ocvevieieiieieie et 1490
ReJECtion .......cccvveeii i 706.02(k), 710.02(d)
SEALULOIY ... 1490
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Sec. No.
Terminal ........ccooevvvivinnne 706.02(k), 804, 804.02, 1490
Disclosure (See also Duty of disclosure; Specification)
ADSIACT ... 608.01(b)
AMeNdmeNt........cocveeiiiieie e 608.04, 1302.02
Amendment, Preliminary ..........ccccoccoeeevvnennnn. 608.04(b)
Best Mode (See also Best Mode) ........... 608.01(h), 2165
Chemical compound..........ccccoeevveiiiieniiienenn. 608.01(p)
ClaiMmed ..o 901.03
Common, parent and continuing applications........ 201.11
Completeness ........coevvvereieneneeneen, 608.01(p), 2164
Computer programming cases.......... 2164.06(c), 2106.01
Correspondence with claims ................ 2163.05, 2173.03
Design application...........c.ccoevvcivncneenns 1503, 1503.01
Detailed description...........ccocevvereieneneienenenns 608.01(9)
DOCUMENT ...t 1706
DULY Of e Chapter 2000
Enablement (See also Enablement)............c.cccoeuee. 2164
Foreign application..........ccocooevineiiencieicicineas 201.15
IMPHCIE ... 2144.01
Incomplete................ 608.01(p), 706.03(c), 2161 to 2165
Incomprehensible ... 702.01
Incorporation by reference (See also Incorporation by
FEference) ......ccoevverieneniseens 201.17, 608.01(p)
Insufficient ..........ccoceevrennen. 608.01(p), 702.01, 706.03(c)
Later filed application ............ccccvveveivevveiciennns 608.01(p)
Operability.......cccoveiirieiiniceeien, 716.07, 2164.08(b)
Original claim...........ccoceovvneinenenn 608.01(1), 2163.06
Preliminary amendment ..........c.ccococeveinicnnnne 608.04(b)
Related applications ..........c.ccceeuennen. 608.01(p), 1302.04
Requirements for.........cccovvveieeveie v 2161
Reservation Clause..........cocoooeiveiiieiencncncine 608.01(e)
Restricted to claimed subject matter ................... 1302.01
Secrecy order, Material subject t0.........ccocevvevrinnnnn. 120
Specification (See also Specification)................... 608.01
Sufficiency for continuity........c.ccoeeveveiieiennnnenn, 201.11
SUFFICIENCY OF . 716
Support for Claims ... 2163.01
Trade NAME.....vcviirieieee e 608.01(v)
Trademark .......ccccoovviviiiieicci e 608.01(v)
UtHIEY oo 608.01(p), 706.03(a)
Written (See also Written description)...........c...c..... 2163
Disclosure document program ..........c.cceveveeenereneneenens 1706
Evidence under 37 CFR 1.131 ......cccoevvvireinienns 715.07
DiSCOUMESY wveuvvvriererieieieie e see e 714.19, 714.25
Dismissal of appeal.........cccociiiiiiiiiiiiccc e, 1215.04
Disposals CouNted..........ccceierireniniiee e 1705
Distinct, definition...........ccocovveiiiein e 802.01



INDEX

Distinct inventions--Drawings

Sec. No.
Distinct inventions ..........c.cccccevuee. 802, 802.01, 803, 806.05
Apparatus and product made .........c..ccceverrennene. 806.05(g)
DiStiNCt PrOCESSES ...cveveviaieiieeiie e 806.05(j)
Distinct productS..........ccocevevenenenenieeiee s 806.05(j)
Process and apparatus for its practice ............... 806.05(e)
Process and product made............ccoovevverierienne 806.05(f)
Divisional application ...........cccccevvveiennens 201.06, 601.01(a)
Assignment carried from parent application......... 201.12
............................................................................... 306
Continued prosecution application (CPA) ........ 201.06(d)
COPENABNCY ..ot 201.11
Design application ..........ccccccevvevirevnnenn, 201.06, 1504.20
Drawing, Transfer of..........ccocoviiiiiiiiniicis 608.02(i)
Effective date......ccovvveieieee e 201.11
Filed by aSSIgNEE......coviererrre e 324
File wrapper continuation (FWC)..........ccceu.... 201.06(b)
File wrapper/history notation................. 202.02, 1302.04
Inspection of parent application............ccccocoevennnne. 103
Inter partes reexamination of ............c.cccceeveinennnn, 2611
Inventor, at least one in COMMON...........ccoevruennnn 201.11
NEW MALLET.....coiiiiiieieiereeee e 201.06
Oath e 201.06(c), 602.05(a)
Ownership carried from parent application........... 201.12
Patented, Opens parent application to inspection ...... 103
Reference to parent application ............. 201.11, 1302.04
REISSUE ..o 1414, 1440, 1450, 1451
Rule 1.53(0) c.vovvveiiiiiiciecce e 201.06(c)
RUle 1.53(d) cvvovvverieeiieisiseice e 201.06(d)
Rule 1.60, FOrMEr ..o 201.06(a)
Rule 1.62, FOIMEr .......ccoovvvvvireeece e 201.06(b)
SIGNALUIE ..o 201.06(d)
Time for filing......ccooooiiiiii 201.11
Written description requirement ..........c.ccccvevvnne 201.11
DNA (See also Biotechnology; Nucleotide sequences)
........................................................ Chapter 2400
Enablement ... 2164.08
SEArChING ..o 901.06(a)
Sequence listing ......cccocovvvvvievcvnieinnnns 2422, 2424, 2431
Special status for recombinant.............ccccccceveeenn. 708.02
DOCKEL FEPOI.....c.ve e 1704
Doctrine of collateral estoppel (See Estoppel)
Doctrine of dedication to the public...........c.ccccooiiiinins 715
Doctrine of equivalents................ 2138.05, 2173.05(b), 2186
Doctrine of segregable parts..........c.ccoeveveivevvcrennennn. 1504.05
Doctrine of unclean hands.........c..ccocoevveriiieneienienieennnn, 2010
Document, DISCIOSUIE .......ccevvierieiieieeseie e 1706

Electronic (See also Electronic publications) ... 707.05(e)

I-27

Sec. No
DoD Directive 5230.25........cccccvviiiiirieineneseeseees 120
DoD Security Agreement ..........ccceevereneneneneneeeeneenes 120
Domestic representative ..........ccoeeevereeeneiencneenennas 302.04
Double correspondence ..........ccoceveveieieneenienn 403, 714.01(a)
Double inclusion in claim.........c.cccocveiiennnnen. 2173.05(0)
Double patenting .......ccccceevvvvevevienenie e Chapter 800
Avoiding rejection.......... 706.02(k), 706.02(1)(3), 804.02
BaSHS ..t 804
Between one or more applications and a published
application that has not been abandoned ............... 804
Claimed subject matter.........c.cccovvvvevevencnvesnneens 806.01
Commonly owned cases, treatment....................... 804.03
Copending applications............cccccoevvnenae 706.02(k), 804
DefiNItioN ....oveee e 804
Design applications/patents..............c.cceue.... 804, 1504.06
Different inventive entities.................. 706.02(k), 804.03
Distinct and independent inventions ..................... 804.01
DOMINALION. ... s 804
International applications.............ccocevveneinencicnienn, 804
ODbVIOUSNESS tYPE ...ovveiecveciesieeteeeeee st 804
Design application..........cccceeveveeienenencneneee, 1504.06
Plant applications ...........ccccooeeniieiencneceeee 1601
Reexamination.........ccccoevevenieicneneennn, 804, 2217, 2258
REJECTION ..ot 804
NONSTALULOTY ... 804
ODBVIOUS ...t 804
Prohibition, 35 U.S.C. 121................ 804.01, 821.04(b)
Provisional ...........cccco.e... 706.02(k), 706.02(1)(3), 804
Specification, use Of ........cccco v 804
1 LU | (0] Y2 804, 804.03
Rejection nullification............ccocevvviieicncncnene, 804.01
Restriction previously required ................... 804.04, 1003
SAME ASSIGNEE ... 706.02(k)
.................................................................. 804.03, 822
Same inventor...........cc.e...... 806.04(h), 806.04(i), 806.05
.................................................................. 822, 822.01
Species and genus .........ccoceevvereeenes 806.04(h), 806.04(i)
Subject matter not patentably distinct ........................ 804
Subject to joint research agreement.. 804, 804.02, 804.03
Submissions to TC director........ccccoeevveireriinnnn 804.04
Terminal disclaimer effect........c.cccccceeeiininnnnn, 706.02(k)
...................................... 804, 804.02, 1451, 1490
In a reissue application...........cccvevreneiinennennen, 1451
Drafting notation ..................... 608.02, 707.07(a), 707.07(c)
Drafting stamp (no longer required) ...........ceeeee. 608.02(0)
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Drawings-- Drawing correction

Sec. No.
[\ o S 507, 608.02
Amendment..........ccooeevireiniinennn, 608.02(p), 714, 1302.04
In ex parte reexamination ..........c.cccceeeeecinnnnne 2250.01
In inter partes reexamination.............ccccceeuenee 2666.02
In reissue application.........c.cccoeveenernienenisee, 1413
Prior to publication of PG-Pub ........c..ccccevvernenenn. 1121
Amendment, Direction for..........c.cceeeevennnnn. 608.02(q)
Amendment, Disposition of orders for ............. 608.02(x)
Amendment support by original claim.............. 608.04(a)
Annotated Sheets.........cocevereeenenas 608.02(v), 608.02(w)
Brief description ..........ccccoevvivviviieeercnececeen, 608.01(f)
Canceled figure.......cccoveevevevcce i, 608.02(t)
Canceled Sheet ........coovieerinii e 608.02(t)
Canceled sheet, patent...........ccoceovereeinenncnienn 608.02(i)
Canceled sheet, transfer..........cccccecvvvvvivvcnvnnnnnnn, 608.02(i)
COlON e 608.02, 1503.02
Colored plant .......cccoveveieiiici e 1606
Complete iHustration............ccocovveiinieninieine 608.02(d)
Completeness........cooeerereienee e 608.02(e)
CompUter lIStS.....coviveieicere e 608.05
CONSISIENCY ..ottt 608.02(e)
Content Of ..o 608.02(d)
Correction (See also Correction of drawing) ....608.02(p)
........................................................................ 1302.05
Incorporated into PG-Pub........ccccccevrennen. 1120, 1121
Reversed figure numbers...........ccccevveveieiene, 1302.04
Date no longer entered on back ............c.......... 608.02(0)
Delivered to wrong Technology Center................ 508.01
Design application ...........ccccoeviiiniineae 1503, 1503.01
......................................................... 1503.02, 1504.04
DISCIOSUNE ... 608
Divisional application............c.ccccceeeeee 608.02, 608.02(i)
Drafting criticism included in first Office action
..................................................... 707.07(a), 707.07(c)
Drafting Notation............ccccevvevviveieerene s 608.02
Drafting stamp no longer required.................... 608.02(0)
Examiner determines completeness................. 608.02(e)
Hlustrates Claim.......ccooveiieiiiiccee 608.02(e)
Informal (no longer used) ..........ccovevvennene. 507, 608.02(b)
Interference prints.......cccccevveveeveveve e 608.02(m)
International application ...........c.ccovvvvevnieneiisennne, 1825
Kept in application............ccoevvireniinenccnnnn, 608.02(c)
LOSE . 1302.05(a)
Mail section stamp no longer used.................... 608.02(0)
Modification illustrated.............ccoceevvvriiinnnnn, 608.02(f)
Marked-up COPY .....ccovevrrvenierienienne 608.02(v), 608.02(w)
Necessary for filing date...........c.cccoerirenen 506, 608.02
Rev. 5, August 2006

I-28

Sec. No.
New drawings required ..........ccoovveveveerverenennens 608.02(a)
New, handling ........cccoceveiiiiiicc e 608.02(a)
NEW MAtter.......ccovvviireeireec e 608.04, 706.03(0)
New, when required ... 608.02(a)
NOt received ......covvvreniicreee e 608.02(h), 1825
NOL reQUITE ..o 608.02
NOL returned ........oooeeereiee e 608.02(y)
ODjJECLION ... 608, 608.01
........................................................ 608.02, 608.02(b)
....................................... 706.03(0), 1503.02, 1504.04
Official Gazette figure.........cceevvvvvveveveseie s, 1302.09
Omitted drawings .......ccooeeeveveereerereenne. 201.17, 601.01(g)
Patented file........ccooviiiiiiiiee e 905.03
Petition to transfer from another application..... 608.02(i)
Photographs........cccocevevievieninnie s, 608.02, 1503.02
Placement in file wrapper.......c..ccoceveveveieinens 719.01(b)
Plant application............ccocoovriiincnc i 1603, 1606
Print (See also Print of drawing) ....608.02(m), 608.02(n)
PHIOr art ...ooeeviee e 608.02(g), 2125
Provisional application...........cccccoeevvvevenenennnnn, 608.02
Reference characters ...........ccooveeviieneicicnene 608.02(e)
Reference characters, change ...........ccccceeenee. 608.02(w)
Reissue application...........c.ccccvvvenienennennen, 1411, 1413
No longer transferred from original patent........... 1413
Removal from Technology Center ................... 608.02(c)
Replacement drawings for publication in PG-Pub ...1121
Replacement..........cccccoveivineninnnn, 608.02(h), 1302.05
Reversed figure NUMDErS.........coeviieicicieniee, 1302.04
Review by Office of Initial Patent Examination (OIPE)
............................................................................... 507
Required by eXaminer ..........c.ccooeveienenenenencne, 608.02
REQUIFEMENTS. ...t 608.02
REIUIM ..o 608.02(y)
SECtion HNES ..o 608.02(f)
Security Markings........ccocveierereienese e eeeesee s 121
SUBSHITULE ... 502, 608.02(h)
Sufficiency, determined by examiner............... 608.02(e)
SYMDBOIS....ociiiiiiic 608.02
Trademarks. ........cvvrreerneene s 1512
Unacceptable........coovvviviviiceiccc e 608.02(b)
Drawing COrreCtion ...........ccoceeererenenenicnienn 507, 608.02(p)
Annotated Sheets ........ccoccevvereene. 608.02(v), 608.02(w)
Approval by examiner..........cccoceevvenennenecns 608.02(x)
Marked-up COPY .....ccoovvvvrervnneannnne 608.02(v), 608.02(w)
NEW MALLET ..ot 608.04
Order for.......ocoiiiiiieec e 608.02(x)
PG-PUD ..ot 1120, 1121



INDEX

Dual correspondence--Election of species

Sec. No.
Replacement sheets.................... 502, 608.02(h), 1302.05
Required........cccoevvvvevievienicnnenn, 507, 707.07(a), 707.07(c)
Dual correspondence..........ccocceeerencieneninnne. 403, 714.01(d)
Due Care ShOWINg .......cccoeieniiiiinineseeeeee e 2734
Duplicate amendments (See also Amendment)......719.01(a)
Duplicate Claims........ccccvvvveiiererieiise e 706.03(k)
Duplicate foreign patents .........cccccevveveneresesesesnenns 903.03
Duplicate papers for plant applications............... 1603, 1605
........................................................... 1606, 1609
Duty of candor and good faith.....2001, 2001.03, 2733, 2762
Compared to duty to disclose material information
........................................................................ 2001.04
Information diSClOSUIE .........ccooeviiineiieiece e 609
ReeXamination ..........ccocceverenerieneniese e 2280
Duty of disCloSUre .......ccocvvevierererrcc e, Chapter 2000
After patent grant........cccceeveeevevinn s 2003.01
Aids to compliance ..o 2004
ChecKIiSt ..o 2004
Compared to requirement for information........ 704.12(a)
............................................................................. 2005
Compliance With ........cccccoveiiiiiniceec e 2004
Continuing applications...........ccccocervevenen. 2001.04, 2004
Copending applications..............ccccce.... 2001.06(b), 2004
Copied claims .......coeiveiiiri 2001.06(d)
Duration of.......ccooeevviiiiiiiic e 2001.04, 2003.01
Foreign applications...........cccveiviereienerinennns 2001.06(a)
Information material to patentability ... 2001.04, 2001.05
Litigation information..............cccccoceiiieiennnne 2001.06(c)
QUESLIONNAITE ... 2004
Reexamination
EX PArte ...cooviieiieiee e 2014, 2280
INter Partes .......ccocvveenieeee e 2003.01, 2684
Reissue application ..................... 1406, 1414, 1418, 1448
.......................................................... 2001.06(c), 2003
Sources of information...........cocccvviviieiniienns 2001.06
TOWhOM OWEd .....coovveiiiccc e 2001.03
Violation Of ... 2010
Claims invalidated...........cccoovvovriinieiiieieicneie s 2016
PrOTEST ...t 2013
Reexamination ..........ccoceveireneineneceses 2014
REISSUE. ....veieiicieieise e 2012
Rejection of claims in reissue application ............ 1448
WHhO haS ... 2001.01
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Sec. No.
E
Easily erasable paper .......... 608.01, 714.05, 714.07, 714.19
Effective date
Declassified matter..........ccoovevevercrevennsesennn 707.05(f)
Reference patent................. 706.02, 706.02(a), 707.05(e)
............................................ 707.05(f), 715, 901.05(b)
Effective filing date
Continuing application ............c....... 201.11, 706.02, 708
Continuation-in-part..........ccccccecevvrierieniesensennnnns 2133.01
Foreign priority effect .........cccccooeviiennne, 201.15, 706.02
International convention (See also Foreign application;
TrEALIES) ..t 201.13
Provisional application...........cccccevveverevericvnnnnnn, 706.02
Publication..........cccovvvvieineieccece e 715.01(c)
Eighteen-month publication (See Pre-Grant Publication
(PG-Pub))
Election (See also Restriction;

Election of SPecies).....ccccceverererervrieresnnenns Chapter 800
Action on nonelected claims ..........ccooeeveiviencieienn 819
After multiplicity rejection..........cccccoevvvinenine 2173.05(n)
AFLer restriCtion ..o 818
Applicant must make.........cocoovvirineininesee 818.03
Between applications, Conflicting claims................... 804

.................................................................. 822, 822.01
COoNSLrUCHIVE ..o 818.02(a), 818.02(c)
In reissue application ...........cccocviiiniiiienineneenns 1450
Fixed by action on merits..........c.co...... 818.01, 818.02(a)
Implied ... 818.02(a), 818.02(c)
INEEITEIENCE ..o 819
Optional cancellation............ccoceveeiiienicienene. 818.02(c)
Original presentation............cccovveerereinennenn 818.02(a)
STt ————— 819
Treatment of nonelected claims
............................................ 706.03(m), 821 to 821.03
In reissue application ...........ccccocvviininiencnineenns 1450
WIith traVerse .......cveeevvi e 818, 818.03
....................................... 818.03(b), 818.03(c), 821.01
WithOUL traVerse .........covveieireniceee e 821.02
Election of species
Allowable generic claim lacking...................... 809.02(a)
BaSiS...cceieiieiee e 806.04, 808.01(a)
Canceling species claims......... 818.02(c), 821.01, 821.02
Design application...........ccoeevveneiviieneicienieenens 1504.05
IMplied ... 818.02(a), 818.02(c)
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Electronic access to published applications-- Estoppel

Sec. No.
Reissue application ..........ccocvvvvvivnveinsieerenene e 1450
Requirement...........ccocvvvevvevveirciescnnenns 806.01, 809.02(a)
Requirement, prior to search...........cccceeevenene 808.01(a)
Species claims lacking ..........ccccceeenene 806.01, 818.02(b)
Electronic access to published applications .................. 1128
Electronic databases (See also PALM; PAIR)

................... 706.02(e), 719.05, 901.06(a), 902.03(e), 1730
Cassis DVD-ROM.......cccovcvvevieiee e 902.03(d)
Chemical abstracts Services ........c.ccoceereiererinennes 905.06
Derwent’s World Patents Index (WPI) ................. 905.06
DT Lo o PSSR S 905.06
e-Official Gazette — Patents (€OG:P).....c..cccceevennene. 1703
EAST oo 719.05, 902.03(e)
Full-text and full-page images of U.S. patent related

AAtADASES ..o 1730
INPADOC ..ottt 905.06
LeXIS-NEXIS...cvvvvirieeirieieinie e 719.05
Official Gazette NOtICES.........ccovvreiiriiieieieei 1703
Patent Grants Database ............coceeeveiveevneenns 1703, 1730
Questel-Orbit ......c.ccoevvieiiicecee, 719.05, 905.06
TESS (Trademark Electronic Search System)

................................................................... 1703, 1730
WEST ..o 719.05, 902.03(e)

Electronic Business Center (EBC) ................... 302.10, 1730
Electronic document........ccocvvivvivvvsesieeieieeneseneens 707.05(e)
Electronic filing system (EFS) ........... 503, 507, 511, 608.01

................................... 609.07, 1121, 1132, 1133, 1730
Computer Readable Format (CRF) Sequence Listing

...................................................... 511, 1730, 2422.03

Electronic funds transfer to replenish deposit account
.......................................................................... 509.01
Electronic Information Disclosure Statement (e-1DS) 609.07
Electronic mail ............. 502.03, 713, 713.01, 713.04, 713.05
Electronic patent assignment system (EPAS) ............ 302.10
Electronic Processing of Information Disclosure Statement
.................................................................................... 609.08
Electronic publications
Availability as prior art............ccoceovirvinineincnnn 2128
Citation of .....ccoccveveicc e, 608.01, 707.05(e)
Hyperlinks to ........ccoovevviiveieeceen, 608.01, 608.01(p)
SEArch fOr.....coovvivicee e, 904.02(c)
Employee number .........cccoovveiincnennn, 711.04(b), 905.03
Employees of U.S. Patent and Trademark Office,

property interest in patent...........ccoceeevveveveieenenne, 309

Unavailable to sign oath or declaration as inventor ... 409
Enablement..........ccoooiviniiiiinee 706.03(c), 2164
Burden on the examiner..........c.ccocoovvvveiiennneee 2164.04
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Commensurate in scope with claims................... 2164.08
Critical feature not claimed............c..cccoe... 2164.08(c)
Inoperative subject matter.............c.ccceennen. 2164.08(b)
Single means claim ..., 2164.08(a)
Compared to ULty ......ccoveviiriiiiieiicecies 2164.07
Design patent application..................... 1503.02, 1504.04
Duty or disclosure of information relevant to .....2001.04
EVIAeNnCe Of......coooeieiiece e 2164.05
Examples of enablement isSUES...........cocvvvrrannns 2164.06
Form paragraphs used to reject ..........cc.cccevvenee 706.03(c)
Reduction to practiCe........cceovvvvevveieneriesesnsnnnnns 2164.02
Relationship of predictability ............ccccocviienns 2164.03
Specification must be enabling
As of the filing date.........cccoovveniiiininnn, 2164.05(a)
To persons of ordinary skill ........................ 2164.05(b)
Test of enablement ... 2164.01
35 U.S.C. 112, sixth paragraph limitations ....2181, 2185
Energy, Department of ..........ccocoeivninnnnen, 115, 706.03(b)
Energy, related applications, special status................. 708.02
English language faulty, new specification ........... 608.01(q)
English language required ............cccccoeveeene 302.02, 608.01

Enrollment and Discipline, Office of (See Office of
Enrollment and Discipline)
Entity, small, claiming status as (See Small entity status)

Entry of amendment (See also Amendment)............... 714.18
Entry of “Contents” of file wrapper...........ccccoovrvnnene 719.01
Entry on face of file wrapper.................... 719.02, 719.02(b)
Environmental Quality Program.........c.cccccvevvincnnne 708.02
Equity (civil action)

Under 35 U.S.C. 145 ... 1216, 1216.02

UNnder 35 U.S.C. 146 ..o 1216
Equivalentsin art........ccccccoevvicnnnnnn, 904.01(b), 2144.06
Erasable (specially coated) paper ........c.ccccvvrevrennnne. 608.01
Erasure in specification, before allowance................ 1302.01
Erasure in specification, before execution.................. 608.01
Errors (See also Correction of patent)

Correction of patents..........cccceeeverereinienn Chapter 1400

Deceptive intent ........ccocveeeveieneveneneceen 140, 2022.05

REISSUE ... 1401 to 1470

Title dOCUMENLS .....c.vveviiirciee s 323

Withdrawal from iSSUE ........cccovirrieiiniiiicecene 1308
Essential material...........ccccooeiiiiiiiiiiiec 608.01(p)
Establishing sSUbCIasses.........ccocoovvireiiinciicieins 903.02(c)
Estoppel

Abandonment ..o 711.03(c)
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Collateral........cocovviieiiiiei e 2012.01
In ex parte reexamination ..........ccccoceveeevesnsennens 2259
In inter partes reexamination.............cccccoeevenennne 2659
Defensive publications.............ccooeiieiciiicinine 711.06
Different inventive entities and commonly owned
apPliCatioNS ......coevvererecc e 804.03
INtErfErenCe ....c.ccooveiiiceee e 715, 2138.01
Reasons for allowance ...........ccocvveveiniencienne 1302.14
Reissue proceedings.........coeovvererirenerinenieennnn, 2012.01
Statutory, inter partes reexamination....................... 2601
................................................................... 2612, 2614
Terminal disclaimer........c.ccccooevvivienniciennn, 804, 804.02

European Community Design treaty (See Treaties)

European Patent Convention (See Treaties)

European Patent Office (EPO)....... 120, 609, 901.05, 905.06
............................ 1801, 1819, 1823.02, 1840, 1840.01
....................... 1843.02, 1847, 1850, 1851, 1857, 1860
............................ 1865, 1865.01, 1893.03(g), 2422.04

AAAIESS ... 1865

As a PCT Chapter | international searching authority
........................................................................ 1840.01

As a PCT Chapter Il International Preliminary
Examining AuthOrity........ccccooniiiiiininie 1865.01

Evidence, of public use or on sale......2133.03 to 2133.03(b)

Evidence submitted with protest...........cc.ccoevvevrnnnns 1901.02

Examination guidelines for applying reference

under 35 U.S.C. 102(€) ....ccccervrvrrervrerieesienenns 706.02(f)(1)
Examination of application ..........c.cc.ccocvenennns Chapter 700
Accelerated Examination ............ccccoeveenennen, 708.02(a)
Confidentiality during.......cccceeverveveiievcsie e 101
Deferral of .......cccoocvvviieiece e, 709, 1002.02(d)
Order Of ..vceveiieeecese e 707.02, 708 to 708.03
Piecemeal.........ccoooviiiiiiiniiis 707.07(a), 707.07(9)
PUIPOSE ..o 701
REISSUE ..ot 1440, 1443, 1445
Request for SIR........cccooe i 1103
Secrecy order application...........ccooeoeienencieniienns 130
Statutory authority ... 701
SUSPENSION OF ... 709
Examiner

ACHION oo 707
ACION COUNLEd.......ccuiiiiiice e 1705
AFFIdaVit.......coooovvi 2144.03
Assignment of application for examination ......903.08(b)
Assignment of ex parte reexamination .................... 2236
Assignment of inter partes reexamination............... 2636
ASSISTAN. ... 707.01, 707.02
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Citing prior art in an issued patent inappropriate .....2203
Classification (See also Classification examiner) ...... 903
Consultation with Reexamination Legal Advisor (RLA)
................................ 2633, 2671, 2676, 2679, 2686.01
DiSPOSAIS ... 1705
Duty of candor and good faith to..............c.......... 2001.03
Employee number .................. 711.04(b), 905.03, 905.05
Expressing opinion of validity ............c.ccccoeviinens 1701
NAME ..ot 502, 707.09, 1302.13
New action indicated by primary .........c.ccoceevvenee 707.01
Previous action by another examiner
Allowed Claims .......ccoovviieiircee s 706.04
INEEIVIEW ... 713.01
SEANCN...c.ve e 704.10
Primary
Actions requiring personal attention .....707.01, 714.16
........................................................ 715.08, 1004
Name on file Wrapper .........ccccoovvvvineniinienn, 1302.13
Pursuit of bounties prohibited ............c.ccoceovieneenen. 1701
Reasons for allowance...........cccoovveiiennincinnnns 1302.14
Resigns, old cases special..........cccocooverinencnennnne. 708.03
Suggestion of allowable claims............cc.ccoeee. 707.07(j)
Supervisory (See Supervisory patent examiner)
Telephoning attorney.........cccoeevevvinenne, 408, 1302.14
Testimony as patent eXpert.......cccccevevereverereenns 1701.01
Time and Activity Report.........ccccceoeveieneenn. 1704, 1705
Time reporting for ex parte reexamination .............. 2238
Time reporting for inter partes reexamination......... 2638
Treatment of Protest..........ccovvvvvvieneenenncnens 1901.06

Examiner docket, time, and activity recording....1704, 1705
Examiner Reissue Guide and Checklist............ccccceee. 1443

............................................................................... 707
Examiner’s amendment ..........ccocveveieverenene e s 1302.04
Abstract changed by ........... 608.01(b), 1302.01, 1302.04
By initialing........ccocoeeiiniiicseceee e 1302.04
Claim, antecedent basis in description.............. 608.01(0)
Claim lost in interference .........ccocvvvvveviveieieneie e 2308
Claim, nonstatutory, canceled ..............c..c..... 1302.04(b)
Claim, numbers identifying............. 1302.01, 1302.04(g)
Claims, nonelected invention, canceled ...821.01, 821.02
Copending application data brought up to date.....201.11
Defensive publication...........c.ccoevvienenniencnniennnn, 711.06
Deposit account charge ........cccocevvvevvrinnncnnnnnns 1302.04
Drawing COrrection..........ccccceeeevennens 608.02(w), 1302.04
Extension of time required for............ccccovvevennen. 706.07(f)
Formal matters ...........ccooevenerencnennnne 1302.01, 1302.04
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IFW applicationsS........cccoveveveivinsneeee e 1302.04
Informalities corrected..........ocoovvviviiincieneniennn, 1302.04
Non-compliant amendment, treatment of ................. 714,
........................................................................ 1302.04
NO NEW MAter.......ccovriiiiiiicieeceee e 608.01(0)
Plant patent application practice..........c.ccocvvevrvrrnnn. 1610
Reexamination
EX PAIE ..o 2287
Inter partes
Canceling rejected claims............ccccoenee 2671, 2687
Correcting formal matters................. 2687, 2687.01
In merged reissue/reexamination................. 2686.03
Not permitted if approval required .............. 2687.01
Tothe Title oo, 2660.02, 2686.03, 2687
Reference citation corrected ..........ccceevvvvvrnnne 707.05(g)
Title of application.........cccovevevevere i 606.01
Examiner’s Answer
Appeal brief ... 1208
Appeal conference not held .............cc.ccceeene 1003, 1208
Counted as a disposal.........ccccoevvrvrnsinsieerierienenies 1705
New ground of rejection ..........ccoceevvevvevicvcieneseinens 1208
New interpretation of law .........c.ccovevveniieneniiennn, 1208
TV Director’s attention required ..........c..cceceveeee 1003
Print of drawing .......cccoceoevineniiienceee e 1204
Reexamination
EX PAIE ..o 2275
INEEI PAITES ..o 2677
Reply brief ..., 1208
SpPecial STatUS ....c..cvvvieciriiiicee s 708.01
Examiner’s letter (See also ACtion) ........c.ccccvvevvvvivinenns 707
ADbandonmeNt..........ccoviiiencree e 711.02
AdViSory action...........ccccevereneiennnnne. 706.07(f), 714.13
Amendment after final rejection .........c.ccccoceeuenee. 714.13
Arguments answered............ooceceverienennenenens 707.07(f)
Cancellation of nonelected claim............. 821.01, 821.02
Claim allowable except as to form.................... 707.07(a)
........................................ 707.07(j), 710.02(b), 714.15
Claim SUMMAIY ......ccccooviriiiniiiee s 707.07(i)
Complete and Clear .........cccocvvvvviveiieieerece e 707.07
Copies of references.........cccoevvvviviiveieicsieniennnns 707.05(a)
Copy to applicant.........ccooeivereineieiieecseeens 707.12
Correction, period for reply ................. 707.05(g), 710.06
Correction of Citation ..........c.coeeveneiienecnen, 707.05(Q)
Date Stamped .......cococevereieresere e 707.11
DECISIONS, CItd.....cvveveirereisee e, 707.06
Drafting criticism in first Office action............. 608.02(a)
...................................................................... 707.07(c)
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Election of species required, concluding paragraph
..................................................................... 809.02(a)
Examiner signature at end of letter........................ 707.09
Examiner’s amendments ................... 706.07(f), 1302.04
File wrapper entry ........ccoceevenvinenienn, 707.10, 719.01
Final rejection, clearly stated...........cccccoevvvvvnnnne. 706.07
Final rejection, concluding statement.................... 706.07
Final rejection, patentability report.................. 705.01(a)
First action, includes drafting comments.......... 608.02(a)
..................................................................... 707.07(c)

Formal matters ...707.07(a), 707.07(e), 707.07(j), 714.02
Full anticipation, expressions used.. 706.02(c), 706.07(d)

Informal application ..., 702.01
Initialed by eXaminer..........ccocevvinenneniensienes 707.08
Language in reJeCting ......cccccevvvvveeeeeeiienieinens 707.07(d)
MailiNg ..cveieie e 707.12
Memorandum Cited ...........ccoevvrireiinencieneeee 707.06
New drawing required..........ccccoeveereneenenens 608.02(b)
New examiner, primary examiner indicates.......... 707.01
NOICES CItEd ... 707.06
Numbering of paragraphs...........cccooevrieiennens 707.07(k)
OMNIbus rejection ........cccovvevineiinieeice e, 707.07(d)
Orders Cited ......coovveieieriiereee e 707.06
Outstanding requirements .........cccccverveerennnes 707.07(e)
Personal matter excluded ..........c.cccoeveieiennnne 707.07(d)
Piecemeal prosecution..........cccccoeeeieieneneniens 707.07(g)
Power of attorney invalid or lacking ...........c.ccccenee. 402
Preliminary amendment in new case......... 709, 714.01(e)
Primary examiner signs............... 706.07, 707.01, 707.09
Primary examiner’s attention required, list .............. 1004
References, citation ...........ccccceceeeenee. 707.05 to 707.05(g)
......................................................... 901.04, 901.05(a)
Refusing entry of amendment after Board decision
........................................................................ 1214.07
Rejection of claim corresponding to claim of patent
............................................................................. 2302
Remailing .......ccocoovviieiee e, 707.13, 710.06
Requirement for information............c.ccoceceveneee 706.02(c)
Restriction requirement...........c.ccoccevevivveresennne. 803, 817
REUMEd ... 707.13
Reviewed by examiner...........ccocoeveniiencnenene, 707.08
Shortened time for reply........ccocoeoviiiiiincnnn, 710.02
SIgnature .....ooeveeveeeree e 707.09, 707.10, 1302.13
Statement of rejection........cc.cccceevevevereieienn, 707.07(d)
Status letter reply.......cocoveviiiiiiicc e 203.08
Statutory DasiS ... 707.07(d)
SUMMANY ..o 707.07(i)
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Supplemental .........ccccovvveeiencn e 710.06
Undelivered..........coevvieneienineiesecee e 707.13
Examiner’s search facilities, use regulations.................. 510
Example, COMMENtS ON ........cccoeveiirieieie e 707.07(1)
Example, Operative..........ccooeovereienenns 608.01(p), 2164.02
Example, Prophetic, simulated or predicted........... 608.01(p)
Excess number of claims for fee, after notice of allowance
...................................................................... 714.16(c)
Excess number of claims over number of claims previously
PaId fOr ..cvieiiiic 714.01(e), 714.10
Excluded attorney or agent............. 105, 407, 713.05, 714.19
Execution of 0ath .........ccccoevveiecicicicnccee, 604, 605.04(a)
Executive Order
NO. BAB4 ..ot 1608
NO. 9424 ...t 302, 302.06, 302.08
NO 10,096 ..ot 509.02
NO. 10,358 ...t 710.05
NO. 12,598 ..ot 115, 120, 121
NO. 13,292 ....coiiiieieeee et 115,121
Executor or administrator...........c.cceeeerecnnen. 409.01, 605.05
Allowance and iSSUE ........cccecvvverreeveieeierieirenns 409.01(f)
Application by, after discharge ...........cc.cccvveneae 409.01(c)
Assigned application, inventor dies.................. 409.01(e)
AULhOTITY ..o, 409.01(b)
Consular certificate..........ccevvverivrieiiveineieieins 409.01(b)
Foreign country........cccceeeevveiveennnne. 409.01(b), 409.01(d)
Heir ..o 409.01, 409.01(a), 409.01(b), 409.01(d)
Intervention not required ............ccooeeeeeieienennn. 409.01(f)
Joint inventors, inventor dies...........ccccoeevnenae 409.01(f)
Specification form.........ccccccevvvivvieivcieccccece 605.05
EXNIDIT. ..., 608.03
Exhibit, Affidavit under 37 CFR 1.131.....715.07, 715.07(d)
Exhibit at iNterview .........cooeeeveniie e 713.08
Exhibit, handling ..o 608.03(a)
EX parte qUESLIONS........cccveveieriere e 713.06
Expedited Right of Appeal Notice ................. 2671, 2673.02
Experimental use (See also Public use).................... 2133.03
............................................................ 2133.03(e)
Commercial exploitation...........c.ccccecevenns 2133.03(e)(1)
Completeness of the invention................... 2133.03(e)(3)
Factors indicative of........... 2133.03(e)(4), 2133.03(e)(5)
Intent to eXperiment..........coceevevvenvcrnennn 2133.03(e)(2)
Reduction to practice .........cccceverererenenne 2133.03(e)(3)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Testing, developmental............c..cocervenennen. 2133.03(e)(6)
When experimental use ends ..................... 2133.03(e)(3)
EXPert teStimony ........ccccoveriinenieienee e 1504.03
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Expiration date of patent (See also Term, Patent)
Adjustment under 35 U.S.C. 154 ......... 2710, 2720, 2730
DESIGN .ot 1502.01, 1505
Extension under 35 U.S.C. 156.................... 2750 to 2764
2 - L S 2701
ULHHLY oo 2701
Export control of patent applications............ccccceeeruenienne. 120
Exposure of papers during interviews ................ 101, 713.07
Expounding patent [aw ..........ccccovvereiiiiinincinciee 713.02
Express abandonment .........c..ccooeeeiinininiennnn, 711, 711.01
To avoid publication of application............. 711.01, 1125
Express Mail deposit .........cocoovriiieieiene e 513
Express Mail Procedure in ex parte reexamination ....... 2224
Express Mail Procedure in inter partes reexamination
.......................................... 2624, 2665, 2666, 2666.05
Express Mail service.......... 502, 506.02, 511, 513, 711.03(c)
.............................................................. 1216.01, 2510
Expunge information in application file..................... 724.05
................................... 724.06, 1002.02(b), 1002.02(c)
Extension of shortened reply period...................... 710.02(e)
Extension of time.........c.ccocvvnniinenne. 706.07(f), 710.02(e)
................................................................... 1002.02(c)
For filing brief.........ccccoooiininnn 1206, 1208, 1215.04
For filing continuing application...................... 201.06(c)
General fee authorization ...........ccccceceveveninnen, 710.02(e)
Reexamination
EX Parte....ccccoovvvviiiieneiseseee e 1002.02(c), 2265
Inter partesS........ccovvvvvereivnennas 2648, 2665, 2672, 2682
ReQUESL.......oiieiiieiicccc e 710.02(e), 1002.02(c)
Extension, patent term (See Term, Patent)
Extraordinary situations
Abandonment, revival ..o 711.03(c)
DETerring iSSUE ......oovevvreiiiirieecse e 1306.01
Interview after ISSUE ........cocvvvvviinieee e 713.10
Reexamination, ex parte.........ccceeveverereniesinsnsnnnnes 2274
Reply period reSet ........cccvvevevveieieeieie e 710.06
Suspension of rules.........coveeiiii e, 1002
TIME O il iiiiiiieee 1206
Withdrawal from iSSUE ........cccevviiinniinccseen 711.01
F
Facsimile transmission
Assignment documents .........ccocceevvevrennne 302.09, 502.01
Central NUMDEr .......ccooeiiiiiricceeecinns 502, 502.01
COrreSPONAENCE.......ccvevvevviireie e 502.01
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Declaration or 0ath..........c.ccoceveveriinennenecee 502.01
PCT international application.................... 1805, 1834.01
..................................................... 1865, 1893.01(a)(1)
Maintenance fEesS ... reiiienieereee e 2510
Permitted types of correspondence...............cc....... 502.01
Prohibited types of correspondence.............c........ 502.01
Reexamination
EX PAIE ..o 2224
INEEr PAMTES ..o 2624
Secrecy order application, not permitted ...... 120, 502.01

Federal Circuit (See Court of Appeals for the Federal
Circuit (CAFQC))
Federal holiday

Abandonment date ..o, 711.03(c)
Appeal brief ... 1205.01, 2274
CIVIl 8CHION.....ciiiciie e 1216
Continuity between applications............c.cccccveunene. 201.11
Effect on reference.........cccocviiinicicicicne 706.02(a)
Effect on Express Mail Service .........ccccoeevvenvienennns 513
Filingdate........cccoeveeernrinnn, 502, 502.01, 505, 512, 513
Foreign application copendency ..........cc.coceevvuennne 201.13
Foreign patent.........ccoevvveverincenenisesee 2135, 2135.01
Maintenance fees ........ccoveveveienenieeiee e, 2504, 2506
Papers Not reCeiVed .........ccovvviiieieiic e 502
Period for reply ending on ........cc.ccccvevevvnnene, 505, 710.05
Prior art effective date............cccoeevviveircieniennnn, 706.02(a)
Provisional application copendency.................. 201.04(b)
PTO busSiness hOUIS .........cccccveiieiiiee e 510
Reply Period.........ccocovieniiininiee e, 710.05
Statutory bar.........ccocveeevevce e 2133
Statutory period ........ccecvveeiienenseseceeeen, 710.01(a)
Unscheduled closings ..........cocoovviieiinienncienee. 201.13
Federal license rights.........ccocooviniiiciicec e 310
Federal Rules of Civil Procedure
Rule 8(b) CIted ......cveeeieiecrce e 410
Rule 11(b)
CHEd oo s 402
ReproducCed..........ccovveiiiiriiiree e 410
Federal Telecommunications System................. 408, 713.01
Fee (See also Refunds)
AAAIESS ... 2540
APPEAL......oi 1204
Assignment reCording ..........coceeverennenensenennee 302.06
Credit card payment of ..........cccocvvvvvennne. 509, 706.07(f)
Current amounts available on USPTO web site......... 509
............................................................................. 1730
Examiner’s amendment ..........ccoccevvnenieniennn 706.07(f)
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Extensions of time.........ccoccvvevveeivecc v, 706.07(f)
FIlING o 509, 607
Claims in eXCess Of ......coveeiiiiiree e 607
Dependent claims.........c.ccoevveeneneinenens 608.01(n)
DepoSit ACCOUNL.......cviiriiiiiiere e 509.01
Disclosure DOCUMENL.........ccceovrvevrerrirecresieenennenes 1706
INAAEQUALE ..o 506
International application ............c.ccccccvvennee. 1810, 1827
Nonprovisional application ............cccccccvenen. 601.01(a)
Provisional application............ccccvvvvnienencnn 601.01(b)
Reduction for small entities ..........c.ccceevrrennnn. 509.02
Reexamination
EX Parte. ... 2215
INtEE PAITES....cvviiiieicie e 2615
REISSUE ..vieve s 1415
RETUM ..o 503, 607.02
Small entity ......ooeeiiiiii e 509.03
Issue (See Issue fee)
Maintenance (See Maintenance fees)
PaYMENT.....cci i 509
Petition tO reVIVe ..o 711.03(c)
Publication fee............. 1126, 1133, 1303, 1306, 1306.03

Reduction of basic fee for international applications
containing large sequence listings and/or tables

......................................................................... 1823.02
Reduction for small entities.............ccocoerinennnne. 509.02
Field of search ............ 708.03, 904, 904.02, 904.02(a), 1701
Notation in file .....cccccovvveeviiiiceeee, 719.05, 904
Field of search, notation by examiner.................... 705.01(a)
................................................. 719.05, 904, 904.02(a)
Figures (See Drawings)
File Information Unit (Record Room)..........c.c...... 102, 103
................................................ 508.03, 711.04, 711.06
File wrapper/history (See also Image File Wrapper (IFW))
............................................................................... 719
ACHION BNEEIEd .....oviieicii e 707.10
Allowed case data entered...........cccocevvrerrnernnnn 1302.09
Amendment endorsed..........cccoevvveeeeeinnnnns 710.05, 714.18
Arrangement of Papers........c.ccoevevveiveciereriennenn, 719.01(a)
Assignment endorsement ..........cocevevvveieeieereeieeseennns 303
CiVIl @CHION ...veicice e 1216.02
Classification data...........ccccoeeririeniiinicicieneee 719.03
Classification hiStory...........ccccovvivniinineiicnnn, 719.03
(000 ] 0] 12 =Y T 724.01
“Contents”, ENtry iN ... 719.01
Continuation, Former Rule 1.62 (FWC)
PUBIIC 8CCESS ... viiiiieccecce e 103
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RESEICHION ..o 819
Correction Of €ITOr .......ccvvviviieicee e 719.02
Data entered oN........cccoevveriennene 710.05, 719.02, 1302.09
Field of search........ccoooeiiniiice e, 719.05
Field of search, patentability report................... 705.01(a)
Foreign application cross-noting..........cccceceeevvenee. 202.03
..................................................... 1893.03(c), 1895.01
Foreign filing date entered on................ 719.06, 1302.06
Index of ClaimS ......ccoovviiiii e 719.04
Licensing and Review Stamp ........cccocevvienenineneennen. 140
Name of applicant changed.........c..ccccevveviernenen. 719.02(b)
Notes to application of another party...........ccccceneee. 101
PAPEIS TN .o 719.01
Parent application notation on ............... 202.02, 1302.09
Print of drawing .......cccoeceveevivnivviesnseceesees 719.01(b)
Printout of search history ..........cccceevvvvvivevccennenn, 719.05
Relation of application noted on.............. 202.02, 719.07
Residence changed...........ccocooviiiiiiicicnene 719.02(b)
Return of paper entered on.........c.ccocoeeveiieneenen. 719.01
“Searched” boX entries........cccovvivrerninninennns 719.05
“Searched notes” boX entries ........ccocccvervvvrennn 719.05
Signing by primary examiner...........c..ccocvevvenennn. 1302.13
Statutory period ends on nonworking day ............ 710.05
FilesS REPOSITONY ....cocvvviiiiriiiiiieceec e 711.04(b)
Filing date ................. 201.06(c), 502, 503, 505, 506, 506.02
Continued prosecution application (CPA) ........ 201.06(d)
Effective, prior application ........ 201.11, 706.02, 2133.01
Express Mailing date ..........ccocooeviiiiciennne 506.02, 513
Foreign application, Convention date
(See also Foreign application)............. 201.13, 201.15
International application...........cccccovvvvernicneinennnn, 1810
Later filed application as disclosure.................. 608.01(p)
Patent Cooperation Treaty (PCT) ....cccooevvvvvreriniennnn 1810
Petition.........cccccevvrenen. 506.02, 513, 601.01(b), 601.01(c)
..................................................... 601.01(f), 601.01(qg)
Refusal t0 acCOord .........cooevviireiiiieie e, 506.02
Review of refusal to accord ..........cccceoevenincnennn. 506.02
Subsequent publication as disclosure................ 608.01(p)
Filing date of reexamination request
EX PAITE...coivieiieece e 2215
INtEE PAITES. ...ccvieiieieree e 2627
Filing fee (See also Fee; Refunds) ........ccccvvivvincinncnnns 607
Continued prosecution application (CPA) ........ 201.06(d)
Of areissue application ........ccccceeeveevereienicinnnnns 1415
DEPOSIt ACCOUNL .....vvvivveeiieieicieie e, 509.01
INAAEQUALE.......cveeiecciec e 506
Reduction for small entities ............ccccceveiennnenn. 509.02
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Sec. No
Reexamination
EX PAItE ...oooiiiiieeeee e 2215
INEEr PAMTES ..o 2615
Reissue application...........coccovvereienenniencnceseen, 1415
REtUM ... 503, 607.02
Filing receipt (See also Postcard, self-addressed)....... 201.03
....................................................................... 503
Final action (See Final rejection)
Final Board decision in inter partes reexamination
........................................................... 2681, 2682
Final data Capture........cccoveivevveieicne e 1309
Final reJeCtion.........ccoovveiiiiiii e 706.07
Amendment after.........cccocvereiieiieniiienns 714.12,714.13
Amendment after, entered in part...........cc.ceevenen. 714.20
FIrst aCtion.......cccocevevevie s 706.07(b)
INEIVIEW .. 713.09
LT .t 706.07
Patentability report..........ccccooveviinciiienccnnen, 705.01(a)
Petition t0 VaCate ........ccvevveirireee e 1002.02(c)
Premature ......ccoovevevieiieie e 706.07(c)
Premature, Withdrawal of ............cccccooiiininne 706.07(d)
Primary examiner’s attention required..................... 1004
Request for continued examination (RCE)....... 706.07(h)
Reexamination, ex parte.........ccooeveverereeninsiesnennnes 2271

Reexamination, inter partes (See Action: Closing
Prosecution in inter partes reexamination)

Secrecy order application ..........cocooveiiiiininicienen, 130
SPECIAL .. 708.01
Time fOr reply .ooooeeiicie e 706.07(f)
Transitional procedure...........ccoevevververiererenienn, 706.07(g)
When proper........c.ccoevveenne 706.07, 706.07(a), 706.07(b)
Withdrawal ..o 706.07(e)
Withdrawal, Primary examiner’s attention..... 1004, 1005
Withdrawal of premature ...........ccocooeenvnennn 706.07(d)
Withdrawal prior to hearing on appeal................ 1207.04
Final restriction requirement............cccccceceveverennnnenn, 818.03
First action final rejection..........cccoeveeeeicieinien, 706.07(b)
First Office action form .........ccocevvvivinininieeee e, 707
First action on the merits (FAOM) (See Letter, Examiner’s)
Fissionable material..........cc.ccoovveveivnivcieicnere e, 706.03(b)
Five year pendency.........ccccoevvveneienenininninns 707.02, 708.01
Flowchart for
Effective date under 35 U.S.C. 102(e) ......... 706.02(f)(1)
Examination of computer-related inventions ........... 2106
Genus-Species guidelings...........ccocvvervieieienennns 2144.08
Prior art citation in a patent.........ccoceveieveneieneenen, 2206
Reexamination provisions, ex parte ..........cc.ccoeeeuene. 2201
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Flow sheet-- Foreign patent

Sec. No.
Reexamination provisions, inter partes............... 2601.01
Reformed PCT System .......cccccoovvveiviiecvievcnesenienn, 1842
Transitional after-final procedures (37 CFR 1.129(a)
...................................................................... 706.07(9)
Treatment of applications having conflicting claims. 804
FIOW ShEet ..., 608.02
FOIA (See Freedom of Information Act (FOIA))
FONt, tYPE .ovvivececee e 608.01, 1504.01(a)

Foreclosure (See Assignment: Security interests)
Foreign application (See also International application)

FAN o] (o1 0 Uy SRR 706.02, 2127
Certificate of correction to perfect priority
................................................. 201.16, 1481, 1481.03
Certified copy to avoid reference............. 201.14, 706.02
Certified copy not filed........c..cccovevevevcniniennnne 201.14(c)
Cross-noting on file wrapper/history .................... 202.03
Date entitled t0.......cccovevvveicereiienn 201.13 to 201.15
Design patents........cccccveveieienenenieen. 1504.02, 1504.10
Determination of priority............ccoceevenene 201.14, 201.15
DISCIOSUIE ... 201.15
Duty of disclosure of information cited........... 2001.06(a)
English language translation for benefit of date
..................................................... 201.15, 706.02
Ex parte reexamination to perfect priority ............... 2258
Filed more than a year before U.S. application
...................................................................... 201.14(c)
Filing in foreign country .........ccccooeveiiienc e 140
FIESt . 201.13
German design applications.............c.cceeeenuenne 201.14(b)
Great Britain .......cccoovvviiiiiieeees 201.15
Identification.........cccccevveviieniic s, 201.14(d)
Incorporation by reference in U.S. application .... 201.13,
.......................................................................... 201.17
Inter partes reexamination to perfect priority........... 2658
License to file ....coovevevevcceiccece e 140, 706.03(s)
Listed on oath/declaration..............ccccccvrvenen. 201.14, 602
No claim for priority ........ccccoevoiiiiiieiceen, 201.14(c)
No reference made in declaration ..................... 201.14(c)
Notice to Office after nonpublication request.......... 1124
Noting earliest date in file history/wrapper........... 202.03
Ordering COPIES.....coveereieereiee e 901.05(c)
Overcoming reference which is ................... 201.15, 715
Prior art cited in related ... 2001.06(a)
L o] 1] YR 102, 201.13, 706.02
Papers not filed .........cccooovvviiiiicecce 201.14(c)
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Sec. No.
Petition for unintentionally delayed claim for priority
............................................ 201.14, 201.14(a), 201.16
...................................... 1002.02(b), 1402, 2258, 2658
Priority document in parent application........... 201.14(b)
Reissue application claiming foreign priority
................................................................... 1402, 1417
RIibboned ..o, 602.04(a)
SAME INVENTION .......ooiiiiiece e 201.15
Sl 602.04(a)
Statutory bar ..o 201.13, 706.02(e), 2135.01
Time limits to submission .................... 201.14, 201.14(a)
Certificate of COrrection .........ccccevvvveveieierieennn, 201.16
REISSUE ..ot 201.14, 201.14(b), 201.16
Translation required ..........ccooceeevervrnnnne 706.02, 201.15
Foreign countries recognized for priority ................... 201.13
Foreign executed 0ath.........ccccoevevveieienencsc e 602.04
Foreign filing, Proving priority...........ccccoce... 201.14, 706.02
Foreign filing date
Entitled t0.....covveeeeicecce e 201.13, 719.06
On file wrapper/history ........ccccevvevreveneneiesenes 202.03
Foreign filing license........ccocoivniiiciiin e 115, 140
FOr PCT o 115, 1832
Foreign language
APPLICALION ... 608.01
Names for months ........ccccceeevvveiiviisiniiecieins 901.05(a)
Names for United States..........c.ccooeevvrierienennene 901.05(a)
Oath or declaration............ccocveveveieienene e 602.06
Foreign patent
Art COHECION.....ev v 901.07
Citation.......cccocvevevcce s, 707.05(e), 901.05(a)
Citation dates and information .............c.cc..c.... 901.05(a)
........................................................... 901.05(b), 1851
Classification.........cooeeeviieveeeiiecce e 903, 903.03
COUNENY COUBS.....viveieiiiierieierie et 1851
Database SEarch.........cccocvvevevvnivsivcieieciese s 706.02(e)
Document citation, in PCT ..., 1851
DUPHICALES. ... 903.03
Effective date ........ccoovvveineicece 901.05(b)
Family of (INPADOQC)........ccccvevveiveiieiieieieinens 901.06(a)
In prior art statement ..........ccoceevvvivcecnennnne, 609, 609.01
Individual country OVerview ............ccccoceveenenenncns 901.05
JOUMNALS ..o 901.06(a)
LaW OVEIVIEW.....ccvvieveeieieieie et 901.05
LiDrary ..o 901.06(a)
Listing at allowance ...........ccoovviiincicicic 1302.12
OPPOSITIONS ...t 901.05
Ordering COPIES ....cvvverveeriereeireeeesie s 901.05(c)
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Sec. No.
Print of, where obtained.........c..cccccovvevveierennn. 901.05(c)
REfErenCe .......ccovvvevveiieieceee e, 706.02, 901.05
Statutory bar.......ccccoceveeversieneeee 201.13, 706.03(s)
TraNSTRI . 903.05
Translation of ..., 706.02, 901.05(d)
Unlicensed, same applicant..............ccccooevvnnnnnn. 706.03(s)
Foreign priority (See also Foreign application)
.......................................................... 201.13 t0 201.16
Design patent applications...........ccccccvveevrennene. 201.14(b)
......................................................... 1504.02. 1504.10
U.S. filing date computed .......... 201.13, 706.02, 2136.03
Formal matter
Allowance and issue .............. 1302.01, 1302.02, 1302.04
Amendment of application in issue...........c.cc....... 714.16
Claim allowable except for...........ccecvvvnene 706, 707.07(j)
Review of action involving...........c.ccocvvvnene. Introduction
Right of priority
Prior foreign application.................... 201.13t0 201.16
........................................................... 1402, 1417
Prior U.S. application ..........ccccccoveverennne 201.11, 1405
Specification format..........ccoceevviiircieicicicnee 608.01
When taken Up ....cooovveeierncnennns 707.07(a), 707.07(e)
.......................................................... 707.07(j), 714.02
Former employee restriCtions..........cocoovvevevnenecnennns 1702
Form letters and forms
Abandonment...........ccocoeveiiiiii e, 711.04(c)
Action Closing Prosecution PTOL-2065.. 2671.02, 2696
Advisory ACtion..........ccceeieieieiencnne. 706.07(f), 714.13
Advisory Action — Ex Parte Reexamination PTOL-467
................................................................... 2265, 2296
AOWabILY ..o 1302.03
Amendment received after allowance............... 608.02(2)
............................................ 714.16(d), 714.16(e)
Amendment after Board decision, refused entry. 1214.07
Amendment not fully responsive...........cccccceeennne 714.03
Amendment unsSigned .........cccceeveeeeieciicinennene, 714.01(a)
Certificate of Correction form PTO/SB/44 or PTO 1050
................................................................... 1480, 1485
Certificate under 37 CFR 3.73(b) PTO/SB/%............ 324
Change of Correspondence Address, Application
PTO/SBI122 .....coooieiiieieeei e 403, 2542
Change of Correspondence Address, Patent PTO/SB/123
..................................................................... 403, 2542

Compact disc transmittal sheet for submission of
sequence listing and/or tables to the United States
Receiving Office under PCT Administrative
Instructions-Part 8..........ccccooceviieiiienicenee 1823.02
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Sec. No
Cover sheet, assignment document ....................... 302.07
Cover sheet, provisional application
(071 (Yo F PSR 201.04(b), 601
Reproduced .........ccoeovvereinincieee 201.04(b)
Credit Card Payment Form PTO-2038
Cited...ooovvereiieiee e 509, 1302.04, 1306, 2510
Reproduced .........ccovvvvieiiieneieseee e 509
D10 i 130, 1304.01
D-11 1103
DD FOrmM 441 .....cccvviiiiiiiee e 120

Death of Attorney, Application ready for allowance .406
Declaration for Plant Patent Application PTO/SB/03

............................................................................. 1604
Declaration for Utility or Design Patent Application
PTO/SB/OL ...t 602
Disclaimer in Patent PTO/SB/43..........c.ccoccevviieinins 1490
Disclosure Document Request PTO/SB/95.............. 1706
Election of SPeCies.........ccccovereiiieieiencieeieae 809.02(a)
Examiner Checklist — Reexamination
PTOL-1516 ...ccocovvirveiveccrecieereern, 2296, 2687, 2696
Examiner’s action PTOL-326 .........cccccceveviveeiveecneenns 707
EXamINEr’s aNSWEN .........covveeiuieeieeeiree e sreesreesaneens 1207
Examiner’s Biweekly Time Worksheet PTO-690E
......................................................... 1704, 2238, 2638
Examiner’s Case Action Worksheet PTO-1472....... 1705
Fee Address Indication PTO/SB/47
CItEA .o 2540, 2595
ReproducCed..........coevreiiiiiiciiiee e 2595
Final rejection.......cocooveieieieicisse e 706.07

For Design Applications Only: Continued Prosecution
Application (CPA) Request Transmittal PTO/SB/29
..................................................................... 201.06(d)

For Design Applications Only: Receipt For Facsimile
Transmitted CPA PTO/SB/29A................... 201.06(d)

45-0ay LEeter....ocveeeiee e 150

General Office Action, Ex Parte Reexamination
PTOL-466.........coviirieriiirieiseieeseiseseens 2262, 2296

General (Ex Parte) Reexam Communication PTOL-473
(With SSP)...ocviiiiiieiveecres 2250, 2266.03, 2296

Incorrect citation of references, Correction...... 707.05(g)

Information disclosure statement (IDS) PTO/SB/08

Cited ..o, 609.02, 609.03, 609.04(a), 609.05(a),
................. 609.05(b), 609.05(c), 609.06, 609.07,
......... 1893.03(g), 1901.03, 2001.04, 2003, 2004,
.................................. 2214, 2258.01, 2280, 2287
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Form letters and forms-- Form letters and forms

Sec. No.

Interference Initial Memorandum............ 2302, 2304.02,
2304.04(a)
Interfering Subject Matter, Secrecy order applications

International application transmittal (PTO-1382)
................................................................... 1830, 1832
Inter Partes Reexamination Communication (With SSP)
PTOL-2071 ..o 2696
Inter Partes Reexamination Communication (Without
SSP) PTOL-2072 ...cocveveeieeeeee e 2696
Inter Partes Reexamination Notification Re Appeal
PTOL-2067 ....cocvrvervireriennieieienienens 2662, 2674, 2696
Inter Partes Reexamination Transmittal PTOL-2070
................................. 2664, 2670, 2677, 2686.01, 2696
Interview Request, Applicant Initiated PTOL-413A

Interview Summary, Examiner Initiated PTOL-413B
............................................................. 713.04, 714.13
Interview Summary PTOL-474, Reexamination
................................................................... 2281, 2296
Issue Classification Slip (Blue slip) PTO-328, PTO-270
Cited .o 1107, 1455, 1611
Issue Classification, Designs PTO-328................. 903.07
.................................................. 903.09(a), 1107, 2287
Issue Classification Form/Sheet/Slip ...903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
DIgESES .ot 903.07
INItIAlING ..o, 903.07(b)
Issue Fee Transmittal PTOL-85B....................... 307, 324

................................................ 1306.02, 1309, 1481.01
Maintenance Fee Transmittal PTO/SB/45

Reproduced .........ccoeiiriiiiece s 2595
Nonpublication Request Under 35 USC 122(b)(2)(B)(i)
PTO/SB/35

(011 (=To I 1121, 1122, 1135
Reproduced.........ccoveiiiriiiiee s 1135
Note to SPRE/Examiner/TC Personnel of Inter Partes
Reexamination Deadlines PTOL-2061 ............... 2696
Notice of Abandonment
PTOL-1432 ..coi i 711.04(c)
Notice of Abandonment under 37CFR 1.53(f) (CPA) For
Design Applications PTO-2019 .................. 201.06(d)
Notice of Allowability PTOL-37......... 602.03, 608.02(h)
...................... 608.02(z), 609.05(b), 710.02(e), 714.13
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Sec. No.

...................................................... 812.01, 1205, 1207
............................................... 1302.03, 1302.04, 1455
Notice of Allowance and Issue Fee Due PTOL-85
................................ 115, 203.08, 406, 509.03, 602.03
........................................................ 708.02, 710.02(e)
............................................ 711.02, 711.03(c), 711.06
.......................... 714.15, 714.16, 714.16(a), 714.16(d)
..................................... 1126, 1303, 1303.03, 1304.01
............................ 1305, 1306, 1306.02, 1306.03,1308
...................... 1308.01, 1308.03, 1309, 1512, 2001.04
.......................................... 2406, 2411, 2411.03, 2575
UNdeliVered........cooveveveeiiieeciee e 1303.02

Notice of Appeal from the Examiner to the Board of
Patent Appeals and Interferences PTO/SB/31

Notice of Concurrent Proceedings — Inter Partes
Reexamination PTOL-2062..........cccccoovreririnnnnne 2696
Notice of Defective Paper — Ex Parte Reexamination
PTOL-475.....ccciviiieiiiennnnn, 2250, 2266.02, 2266.03
............................................... 2272, 2273, 2295, 2296
Notice of Defective Paper — Inter Partes Reexamination
PTOL-2069............ 2666, 2666.01, 2666.04, 2666.06,
............................................... 2666.50, 2666.60, 2696
Notice of Draftsperson’s Patent Drawing Review
PTO-948 ..o 608.02(b), 608.02(h)
.............................................................. 707, 707.07(a)
Notice of Failure to Comply with Inter Partes
Reexamination Request Fee Requirements
PTOL-2057 .....ciicieieieiseee e 2696
Notice of Improper CPA (or FWC) Filing For Utility or
Plant Applications Filed Before June 8, 1995 PTO-
2011 Reproduced........cccoevvevieveninieireieenen, 201.06(d)
Notice of Improper CPA For Design Applications PTO-
2012 Reproduced........ccoevvverieenieninienieceen, 201.06(d)
Notice of Improper Request for Continued
Examination (RCE) PTO-2051.................... 706.07(h)
Notice of Incomplete Nonprovisional Application
PTO-1123.......... 506, 601.01(d), 601.01(e), 601.01(f)
................................................. 601.01(g), 2731, 2732
Notice of Incomplete Reply (CPA) for Design
Applications PTO-2018 Reproduced........... 201.06(d)
Notice of Incomplete Request for Inter Partes
Reexamination PTO-2059 ........c.ccccoeenviieniennnnn. 2696
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Sec. No.
Notice of Intent to Issue Ex Parte Reexamination
Certificate (NIRC) PTOL-469 .................. 2235, 2250

................................................ 2250.01, 2271, 2271.01
................................................ 2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination
Certificate (NIRC) PTOL-2068 ................ 2687, 2696
Notice of Intent to Publish Statutory Invention
Registration SIR-L ........c.cccooiiiiiiiiiiee 1107
Notice of Inter Partes Reexamination Request Filing
Date PTOL-2058.......ccccceviirieiieneesesiee e 2696

Notice of Non-Acceptance of Small Entity Patent
Maintenance Fee, PTO-2140..................... 2531, 2550
Notice of Non-Compliant Amendment............. 714.01(e)

Notice of Omitted Items in a Nonprovisional Application
PTO-1669.......cccceitirririririenirines 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732

Notice of Overpayment of Patent
Maintenance Fee, PTO-211.......ccccccovvivnvrnnrnnnn 2550

Notice of Recordation...........cccccooveinenicicncnniins 302.09

Notice of References Cited PTO-892........ 707, 707.05(a)
................................... 707.05(c), 707.05(d), 707.05(e)
................................................................... 2687, 2690

Notice of Special Acceptance of Patent Maintenance
Fee, PTO-2143 ... 2530

Notice of Statutory Invention Registration (SIR)
Acceptance, SIR-N (Form D-11) ......ccccvvvvrnnnee. 1103

Notice of Withdrawal from Issue under 37 CFR 1.313(b)

Notice re Appeal and re Defective Brief — Ex Parte
Reexamination PTOL-468 .............. 2273, 2274, 2296
Notice to Comply With Requirements
Applications For Patent Containing Nucleotide
Sequence and/or Amino Acid Sequence Disclosures
PTO-1661.......cccccurvneen. 2427.01, 2427.02, 2731, 2732
Notice To File Missing Parts of Application ........ 201.03
......................... 601.01(a), 607, 710.02(d), 2731, 2732
CPA for Design Applications PTO-2021 Reproduced
......................................................... 201.06(d)
Notification of Non-Compliance with 37 CFR 41.37(c)
PTO-462.......cooiiiriireeneeeeenens 1205.03
Notification of Non-Compliance with 37 CFR 41.37(c) —
PTOL-462 ... 1205.03

-39

Sec. No.
Office Action — Ex Parte Reexamination

PTOL-466.......c.ccveiveecrieieciecriecreecve e 2262, 2296
Office Action - Inter Partes Reexamination PTOL-2064
Cited...cooeieeicecrcree, 2647.02, 2660, 2671.01, 2696
Reproduced .........ccovvviiiiiiie 2660
Office Action Summary PTOL-326................. 608.02(h)

Order Granting/Denying Request for Ex Parte
Reexamination PTOL-471.....c...cccovvevveivinennnnn 2296

Order Granting/Denying Request for Inter Partes
Reexamination PTOL 2063
Cited....ooiveeiie e 2646, 2647.02, 2696
Reproduced ... 2647.01
PCT forms (See Patent Cooperation Treaty (PCT))
Petition for express abandonment to Avoid Publication
under 37 CFR 1.138(c) Reproduced.................... 1135
Petition for Revival of an Application
For Application Abandoned for Failure to Notify the
Office of a Foreign or International Filing

PTO/SB/64a
Cited..oooeeireereeeens 711.03(c), 1124, 1135
Reproduced ........cccoeviieniniiiiinn 711.03(c), 1135
For Application Abandoned Unavoidably PTO/SB/61
............................................................. 711.03(c)
For Application Abandoned Unintentionally
PTO/ISB/BA........oooeveiieieeeineeena 711.03(c)
Plant Patent Application (35 U.S.C. 161) Declaration (37
CFR 1.63) PTO/SB/03......ccocoieeririciiirieiene i, 1604
Power of Attorney to Prosecute Applications before the
USPTO PTO/SB/80.......covreeirieririeereeirieeienens 402.07
Provisional application for patent
Cover sheet PTO/SB/16........ccccovovvveienieine 201.04(b)
PTO-150.. .0ttt 1706
PTO-211 oottt 2550
PTO-270 (Blue SHip) ....ccccoveeeeennne 903.07, 903.09, 1107
............................................................................. 1455
PTO-328.....oiciieereeese e 903.07, 1107
PTO-44TA ... 903.08(a), 903.08(d)
............................................................. 903.08(e)
PTO-690E ... 903.03, 1704, 2238, 2638
PTO-850
Cited ..ocevvnnee. 1002.02(d), 2302, 2304.02, 2304.04(a)
REProduCed.........cccooeieiiiiiieiecs e 2302
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Form letters and forms-- Form letters and forms

Sec. No.

PTO-892
Cited.....201.15, 608.01, 609.02, 609.04(a), 609.05(a),
..................................... 609.05(c), 609.06, 707, 707.05
................ 707.05(a), 707.05(c), 707.05(d)
.................... 707.05(e), 707.05(g), 901.06
.............. 1302.04, 1302.12, 1406, 1901.06
............................. 2246, 2257, 2290, 2646
...................................... 2657, 2687, 2690
Reproduced ........cccoeiiiniiiicics e 707.05(a)
PTO-948 ... 608.02(b)
............................................ 608.02(h), 707, 707.07(a)
PTO-1050 ..., 1480, 1480.01, 1485
PTO-1123 ...t 601.01(d), 601.01(e), 601.01(f)
.................................................. 601.01(g), 2731, 2732
PTO-1382 ... 1830, 1832
PTO-1472 .ot 1705
PTO-1516 ....ocviiriiiiciee e 2287, 2295
PTO-1517 .ot 2287, 2295
PTO-1590 ..ot 719.05
PTO-1595 ... 302.07
PTO-1661 ..o 2427.02
PTO-1669 .....coovrrieireinieeines 201.06(c), 601.01(d)
.................................................. 601.01(g), 2731, 2732
PTO-2011 Reproduced ........ccoevvvvrvevienieennenn 201.06(d)
PTO-2012 Reproduced ........ccccevvvvrerrnnnannnne 201.06(d)
PTO-2018 Reproduced ........cocovvvvrervierieennenns 201.06(d)
PTO-2019 Reproduced .........cccocevvienerenennnnnee 201.06(d)
PTO-2021 Reproduced .........cccocevvierecrenennnnnee 201.06(d)

PTO-2038

Cited ..o 509, 1302.04, 1306, 2510
Reproduced.........ccovverieiieiiiiees e 509
PTO-2051 ... 706.07(h)
PTO-2140 ..o 2531, 2550
PTO-2142 ..ot 2531
PTO-2143 ..o 2530
PTO/SB/08A and 08B ................ 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(h), 609.05(c), 609.06,
......................................... 609.07, 707.05(d), 1302.12,
............................................... 1406, 1901.03, 1901.06
....................... 2214, 2246, 2257, 2258.01, 2287, 2290
...................................... 2614, 2646, 2657, 2687, 2690

PTOL-37
Cited ..o, 203.08, 602.03, 608.02(b), 608.02(2)
.............. 609.05(b), 707.05(g), 710.02(e), 714.13
................................................... 812.01, 1302.03
................................... 1302.04, 1302.12, 1302.14
Reproduced.........ccvveviiiniiciiccee s 1302.03
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PTOL-85

Cited..ooeireeiece 203.08, 714.16(d), 1303, 1306
........................................ 1306.02, 1308, 1308.03
Reproduced ..........covireiiiiiiiee s 1303

PTOL-85B
Cited...oovvrveiere 307, 324, 509.03, 512, 1303, 1306
........................ 1306.01, 1306.02, 1309, 1481.01
Reproduced .........ccoevriiiiiiiice 1303
PTOL-85C Reproduced..........cooevvrerirenieireniecnen, 1303
PTOL-90............. 608.02, 707, 714.16, 1205.03, 1207.05
.................................. 1208, 1209, 1210, 2427.01
PTOL-271 .o 714.16(d)
............................................................. 714.16(e)
PTOL-303 ...t 706.07(f), 708.02
......................................................... 711.03(c), 714.13
PTOL-319 ..ot 714.03
PTOL-324 ..ot 714

PTOL-326
Cited....ooiviiciiece e 201.14(b), 201.14(c)
................................................. 608.02(h), 706.07
......................................... 707, 710.02(b), 812.01
ReProduced .........cccoeeiiiiiiiieieee e 707
PTOL-404 ...t 1485
PTOL-413 ..ot 713.04, 714.13
PTOL-46L ... 1215.04
PTOL-462 .....ccovvveiiiiennn 1205.02, 1205.03, 1207.02
PTOL-462R.......coiiiiiiiiiece e 2274, 2296
PTOL-465 ..o 2262, 2264, 2283, 2296
PTOL-466 .....ccovviiiiiicee e 2262, 2296
PTOL-467 .... 2250, 2265, 2262.01, 2266.02, 2272, 2296
PTOL-468 ..o 2273, 2274, 2296
PTOL-469 ...ttt 2287, 2296
PTOL-A71 oot 2296
PTOL-473 ..ot 2250, 2266.03, 2296
PTOL-474 ..o 2281, 2296
PTOL-475 ..o 2250, 2266.02, 2266.03, 2272
......................................................... 2273, 2295, 2296
PTOL-A76 ..ot 2687
PTOL-501 ..o 2633, 2647.02
PTOL-1432 ..o 711.01, 711.02
..................................................................... 711.04(c)
PTOL-1516 ...ocovieiieiriiiciieee e 2296, 2687, 2696
PTOL-1517 oot 2296, 2687, 2696
PTOL-2057 ..ocovieieirrreieesieeeeeee s 2696
PTOL-2058 ..ot s 2696
PTOL-2059 ...ttt 2696
PTOL-2060 .....occveiiviiicienieieesieeee et 2696
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Sec. No.
PTOL-2061.....ccoiieieireencereee s 2696
PTOL-2062.....c.ciieeieiieinirieeesieee s 2696
PTOL-2063

Cited ..ooeieicee, 2646, 2647.01, 2647.02, 2696
Reproduced.........ccveviineneiiees 2647.01
PTOL-2064
Cited .o 2647.02, 2660, 2671.01
ReProduced..........cooveieiiniiiiireeeee e 2660
PTOL-2065.....cccceeriririeirieeneseeneseeieeeas 2671.02, 2696
PTOL-2066.......ccceireriririnieenesieie e, 2673.02, 2696
PTOL-2067....cccooeirirreiennas 2662, 2674, 2675.02, 2696
PTOL-2068.......ccceiiirieienirieeesee s 2687, 2696
PTOL-2069
Cited .......... 2666, 2666.01, 2666.04, 2666.06, 2666.50
...................................................... 2666.60, 2696
Reproduced.........cccevereerere e 2666.50
PTOL 2070 ......cevnee. 2664, 2670, 2677, 2686.01, 2696
PTOL-2071 ..ot 2666.06, 2696
PTOL-2072 ..ot 2696
PTO/SB/01 Reproduced .........ccevvvveveienecieresinseens 602
PTOISB/03......oiiceireeeeee s 1604
PTO/ISB/OB ..ot 608.01(n)
PTO/ISB/OT ...t s 608.01(n)
PTO/SB/0S ............ 608.01, 609.02, 609.03, 609.04(a),
............. 609.05(a), 609.05(b), 609.05(c), 609.06,
.................................. 609.07, 707.05(d), 1302.12
PTO/SB/08BA
Cited....ooeieeireec e 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
........................................ 2614, 2646, 2657, 2687
REProduCed........cccceeieiiiiie et 609
PTO/SB/08B
Cited...coovreeeeeece e 609, 609.03, 609.04(a),
..................... 609.05(a), 609.05(b), 609.05(c), 609.06,
.609.07, 2214, 2246, 2256, 2257, 2258.01, 2290,
.............................. 2614, 2646, 2657, 2687, 2690
ReProducCed..........covveiiiiiiiereee e 609
PTOISB/16......oiiireireiceseeeeeneeeenes 201.04(b)
PTOISBI24......ooiiiieiiieeeeee e 711.01
PTO/SB/24A
Cited ..o 711.01, 1125, 1135
Reproduced.........cceveieveneirneneceeenen 711.01, 1135
PTOISB/25.....c.oiiiiiieese e 1490
PTO/ISB/26......coiiiiieiiicereeee e 1490
PTO/ISB/2T ..ot 1504.30
PTO/SB/29
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Sec. No.
CIted .o 201.06(d), 709
Reproduced .........coevveieiiieneceee e 201.06(d)
PTO/SB/29A Reproduced...........cccervevicrinnnne 201.06(d)
PTO/SB/30 Reproduced.............ccoeverveercrinnns 706.07(h)
[ IO ST =7 1 1204
PTO/SB/35
Cited .o 1121, 1122, 1135
Reproduced ..ot 1135
PTO/SB/36
(071 T 1123, 1124, 1135
ReProduced .........cccovvveiviieireiecee e 1135
PTOISB/37 ..ot 709
PTO/SB/42....... 2246, 2256, 2257, 2258.01, 2262, 2614,
........................................................ 2646, 2657, 2687
PTO/SB/43 Reproduced.........ccccvevvereererennsnsieanene 1490
PTO/SB/44
Cited .o 201.03, 1480, 1480.01, 1485
Reproduced .........ccoeiriiiiiicee 1485
PTO/SB/45
CHted oo 2515, 2595
Reproduced .........ccoviiiiiiniiieeeee e 2595
PTO/SB/47
CHted e 2540, 2595
Reproduced .........ccovviviiiiiiiice s 2595
PTO/SB/50 Reproduced.........ccccvevvevveneriennsiesieennne 1410
PTO/SB/51
Cited o 1410.01, 1414
Reproduced .........coevreiiiiiic e 1414
PTO/SB/51S Reproduced.........c.ccoceeererireniecnnen. 1414.01
PTO/SB/52
CHted oo 1410.01, 1414
Reproduced .........coveiriiiiiiice 1414
PTO/SB/56 Reproduced..........cccccovveirenieinieniecnen. 1415
PTO/SB/57
CHted v 2214, 2296
ReProduced ........ccccevveveiiiiein e 2214
PTO/SB/58
Cited e 2614, 2696
ReProduced .........ccevevvvvrierreeeeeese e 2614
PTOISB/BL ...t 711.03(c)
PTOISB/B2 ...t 711.03(c)
PTOISB/B3 ...t 711.03(c)
PTOISB/B4 ... 711.03(c)
PTO/SB/64a Reproduced ............ccccoveuene 711.03(c), 1135
PTO/ISB/64 PCT ... 711.03(c)
PTOISB/BB ..o 2595
PTO/SB/67 Cited ......coeveeiiciieiceesiee e 104
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PTO/SB/68

Cited oo 103, 711.04

REProduCed........ccoeiieiiiii et 103
PTO/SB/80 Reproduced ...........ccccevvevrerienirerinnnns 402.07
PTO/SB/81

Cited .o 402, 601.02, 1604

Reproduced.........cccoevevevenese e 402, 601.02
PTO/SB/82 Reproduced ................... 402.05, 2222, 2622
PTO/SB/83 Reproduced ................... 402.06, 2223, 2623
PTO/SBI8A.......ccooveiieiiseeece e 405,713.05
PTO/SBI ..ot 1101
PTO/SB/O5......coo it 1706
PTO/SB/O6......c.cveiiieieieiieieie et 324
PTO/SBI122.....coceieiieieeeesiee e 403, 2542
PTO/SBIL23.....cooiiieiceeereee e 403, 2542
PTO/SBIL24.......ociieiiiieiie e 403
PTO/SB/125

Cited oo 403, 2540, 2595

ReproducCed.........covvveveiniiiireee e 403
Reasons for Patentability and/or Confirmation

PTOL 476....oooiiieiree e 2687

Recordation Form Cover Sheet PTO-1595........... 302.07

Reexamination and processing forms listed... 2296, 2696
Reexamination Clerk Checklist
PTOL-1517 oot 2296, 2687, 2696
Reissue Application
Declaration by the Assignee (See Form letters and
forms: PTO/SB/52) .....cccoevvvveiinneins 1410.01
Declaration by the Inventor (See Form letters and
forms: PTO/SB/51) ..ccvcoveveieeieiecieins 1410.01
Fee Transmittal Form (See Form letters and forms:
PTO/SB/56)......ceiiiieiiniiieininieissiee e 1415
Supplemental Declaration for Reissue Patent
Application PTO/SB/51S ........ccccoounan.. 1414.01
Transmittal (See Form letters and forms: PTO/SB/50)

Request for Customer Number PTO/SB/125... 403, 2540

Request for Customer Number Data Change
PTO/ISBI124 ... 403

Request for Deferral of Examination 37 CFR 1.103(d)
PTO/SB/37 ..ot 709

Request for Ex Parte Reexamination Transmittal
PTO/SB/57 ... 2214, 2296

Request for Inter Partes Reexamination Transmittal
PTO/SB/58
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Request for Statutory Invention Registration PTO/SB/94

Request for Withdrawal as Attorney or Agent
PTO/SB/83 ... 402.06, 2623

Rescission of Previous Nonpublication Request (35
U.S.C. 122(b)(2)(B)(ii)) and if Applicable, Notice of
Foreign Filing (35 U.S.C. (b)(B)(iii)) PTO/SB/36

Cited i 1123, 1124, 1135
Reproduced .........ccovviriiiiiiiee s 1135
Response to Rule 1.312 Communication
PTOL-271...ccciiiiiiieiieieinieas 714.16(d), 714.16(e)
Restriction requirement ...........ccccooeverenienininieie s 817
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82 .......... 2222, 2622
Right of Appeal Notice PTOL-2066.......... 2673.02, 2696
SIR-C ottt 1103
SIR-E .ottt 1103
SIR-F o 1103
SIR-G oottt 1103
SIR-H o 1109
SIR-L it 1103
SIR J ettt 1103
SIR-K oottt 1109
] 1 USSR 1107
SIR-M..i it 1107
SIR-N (FOrm D-11)...ccccviiiiiieiieiiee e 1103
Statements to DOE or NASA........ccoiiiiieiieee 151
Subject matter admits of illustration ................ 608.02(a)
Terminal Disclaimer to Accompany Petition
PTO/SBIB3 ..o 711.03(c)
Terminal Disclaimer to Obviate a Double Patenting
Rejection over a Prior Patent, PTO/SB/25........... 1490

Terminal Disclaimer to Obviate a Provisional Double
Patenting Rejection over a Pending Second
Application, PTO/SB/25........cccccoivviviiviinireeene, 1490

Transmittal of Communication to Third Party Requester
— Ex Parte Reexamination — PTOL — 465

............................................... 2262, 2264, 2283, 2296
Form paragraphs (Reproduced)

2,01 e 201.06
2.03 e 201.06(c)
2.05 e 201.07
2,06 i 201.08
2.07 e 201.09
2,08 201.10
2,09 201.11
2.00 i 201.11
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Sec. No.
2.00.01 o 201.11
201 s 201.11
20101 e 201.11
2.0 e 201.03
2038 i 201.03
213D i 201.03
2.03C e 201.03
2,030 e 201.03
2,038 e 201.03
2.3 s 201.03
2.030 i 201.03
213N i 201.03
203,01 o 201.03
2.03.02 e 201.03
204 201.03
204,01 e 201.03
2,05 s 201.11
206 o 201.11
207 e 201.11
208 201.13
2.0 201.15
2.20 i 201.14(b)
221 e 201.14(c)
22101 e 201.14(a)
222 e 201.14(c)
2.23 e 201.14(c)
224 o 201.14(c)
2.25 e 201.14(c)
2.26 s 201.14(c)
227 e 201.14(c)
2.28 e 201.11
2.2 e 201.11
2.30 s 201.06(d)
230 s 201.06(d)
2.3 201.06(d)
2.3 e 201.06(d)
2.3 s 201.06(d)
2.3 s 201.06(d)
2.38 201.11
2.3 201.11
280 o 201.11
Q0L o 403
A02 . 406
403 s 406
B0 oo s 406
.06 .o 407
A07 o 407

Sec. No
BL08... e 407
409 s 402
A.100 e 401
B0 s 502
5.0L.0L. i 501
502 512
503 903.08
BI04 s 512
3001 S 509.03
B.01 . e 608.01(a)
B.02.c e 608.01(a)
B.02.01....ciiiie e 605.04(a)
B.03 e 602.01
B.05. e 602, 602.03, 605.01
B.05.0L ..t 602
6.05.02....ciiiiiie e 605.02
B.05.03..... e e 605.01
B.05.05. .. e 602.03
B.05.06....c..cciieiieeee e 602.03
B.05.07 ...t 602.03
B.05.08......eieeieiiee 602
B.05.11 .t 604.01
B.05.12. . e 604.01
B.05.13 . 602.04
B.05.14 ..o 602.04(a)
B.05.15. .o 602.03
B.05.16....ceiiieiecieeeeee e 602.01
B.05.07 .t e 602
B.05.18....ceeee e 605.04(b)
6.05.19 .. 605.03
B.05.20. ...ttt 602
B.06.....eeeeee e 603, 604.01
B.07 e s 604.02
B.08...eeceee e 604.04(a)
6.09.0L....ciiiiiiee e 605.03
B. 10 e 606.01
B.10.01 it 606.01
B.12 e 608.01(b)
B.13 s 608.01(b)
B.14 . 608.01(b)
B. 15 s 608.01(b)
B. 16 e s 608.01(b)
B.16.0L....ciceieeieecee e 608.01(b)
B.17 e 608.01(j)
B.18 s 608.01(n)
B.18.0L ..o 608.01(m)
B.19 s 608.01(p)
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B.19.01 ..o 608.01(p)
B.19.02 ... 201.17
B.19.03 ... e 608.01(p)
B.20 .. e 608.01(v)
B.21 e 608.02(b)
B.22 e e 608.02(b)
B.22.01 .o e 608.02(d)
B.22.02 ..o e 608.02(e)
B.22.03 ..o 608.02(e)
B.22.04 .o 608.02(d)
B.22.05 1.t 608.02(f)
B.22.06 ... e 608.02(e)
B.22.07 oot e 608.02(e)
B.23 e 608.02
B.23.01 .. 608.02
B.24.01 ..o 608.02
B.26 .o e 608.02(b)
B.27 et 608.02(b)
B.28 i 608.01(q)
B.28.01 ..o e 608.01(q)
B.28.02 ..o e 608.01(q)
B.29 o 608.01
B.30 i 608.01
G0 1 P 608.01
B.32 e 608.01
B.32.01 ..o 608.01
B.36 .. e 608.02(d)
B.36.01 ..o e 608.02(g)
B.37 et 608.02(h)
B.39 e 608.02(p)
B.40 .. 608.02(p)
B.4L o 608.02(p)
B.42 o 608.02(p)
B.43 e 608.02(p)
BLAB .o 602.03
BLAT e e 608.02(p)
B.48 .. 608.03(a), 714.16(d)
B.49 o 609.05(a)
B.49.01 ..o 609.05(a)
B.49.02 ..o e 609.05(a)
B.49.03 ...t 609.05(a)
B.49.05 ... 609.05(a)
B.49.06 .....ooieecere e 609.05(a)
B.49.07 ..ot 609.05(a)
B.49.08 ..o 609.05(a)
B.49.09 ...t 609.05(a)
B.49.20 ..o 609.05(a)
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B.51. i e 609.05(a)
B.52. et 609.04(b)
8.0 e e 609.03
B.54 . e 609.03
LT T T 609.03
B.56 ... ettt 1134.01
B.57 ettt s 1134
B.60.01....criiiiiiiiee e 608.05
B.60.02......cviiceieie e 608.05
B.61.01.... i 608.05
B.61.02....ccuiiireicieie s 608.05
B.62...eieteecte et s 608.05
B.63.01 ...t 608.05(b)
B.63.02...ccviiiie e 608.05(b)
B.64.01....cciiiiiiiiiieci e 608.05(a)
B.64.02....ccuiiitiiciie e 608.05(a)
B.64.03. ... 608.05(a)
B.64.04.......ooi it 608.05(a)
B.70.01..... i 608.05
B.70.02. ...ttt 608.05
B.71.01. ... 608.05
B.71.02. .ttt 608.05
B.72.01 ... 608.05
B.72.02..c et 608.05
B.72.03 .ot 608.05
B.72.04....ccoiiiice e 608.05
B.72.05....c ot 608.05
T0 e 702.01
A0 702.01
T4 oo 706.03(a)
T.05 s 706.03(a)
T.05.01 ... 706.03(a)
T.05.02..cccceii e 706.03(a)
T.05.03.cc e 706.03(a)
T.05.04. ..o 706.03(a)
7.05.05. i 706.03(k)
T.05.06.....cuiiiiieeiii e 706.03(k)
A R 706.02(i)
TU08.eeeeceee s 706.02(i)
T.09 s 706.02(i)
T.20 i 706.02(i)
T AL e 706.02(i)
T 02 706.02(i)
T12.00 e 706.02(i)
50 TSRO 706.02(i)
T2 706.02(i)
TA5 e 706.02(i), 804.03
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Sec. No.
70501 ., 706.02(f)(2), 706.02(i), 804.03
T.05.02 i 706.02(i), 804.03
T.05.03 e 706.02(i)
TAB oo s 706.02(i)
LT e 706.02(i)
T8 o 706.02(i)
T2 706.02(i), 804.03
T20 e 706.02(m)
T.20.01 o 706.02(m)
T.20.02 .. 706.02(m)
T.20.04 ..o 706.02(m)
T.20.05 i 706.02(m)
T20 oo 706.02(m), 804.03
T.21.01 e 706.02(m), 804.03
T.21.02 e 706.02(m), 804.03
T22 oo 706.02(m)
T.23 e e 706.02(m)
T2T e e 706.02(m)
T28 e s 706.03(0)
T2 o 608.01
T.29.01 o 608.01(m)
T.29.02 i 608.01(m)
T.29.03 .. 608.01(m)
T.29.04 ... 608.01
T7.30.01 o 706.03(c)
7.30.02 i 706.03(d)
T.3L1.01 oo 706.03(c)
T.31.02 e 706.03(c)
T.31.03 e 706.03(c)
T.3L04 o 706.03(c)
T.33.01 oo 706.03(c)
T3 e 706.03(d)
T34.0L o 706.03(d)
T.34.02 .. 706.03(d)
T.34.03 i 706.03(d)
T34.04 oo 706.03(d)
T.34.05 . 706.03(d)
T.34.06 ..o 706.03(d)
T.34.07 oot 706.03(d)
T.34.08 .o 706.03(d)
T.34.09 oo 706.03(d)
T.34.10 e 706.03(d)
T34 1L o 706.03(d)
TB402 it 706.03(d)
T.34.03 e 706.03(d)
TB404 oo 706.03(d)
T3415 e 706.03(d)
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Sec. No.
73D e 706.03(d)
73501 706.03(d)
T30 608.01(n)
T.37 e 707.07(f)
T.37.0L e 707.07(f)
T.37.02. e 707.07(f)
T.37.03 e 707.07(f)
T.3T.04.cc e 707.07(f)
T.37.05. e 707.07(f)
T.37.06.cccc e 707.07(f)
T.37.07 e 707.07(f)
T.37.08.cec e 707.07(f)
T.37.09. e 707.07(f)
.37 00 707.07(f)
.37 01 e 707.07(f)
T.37. 02 e 707.07(f)
T.37.03 e 707.07(f)
T.38 e 707.07(f)
T.38.0L e 707.07(f)
7.38.02..cc i 707.07(f)
7.3 e 706.07
T.39.01..c e 706.07
TAD e 706.07(a)
TADOL.cooeeceee s 706.07(a)
TALooooeic e 706.07(b)
TALOL ..o 706.07(g)
TALO2.cecceeeeee e 706.07(g)
TAL03.ce e 706.07(b)
T2 706.07(d)
TA2.0L ... 706.07(g)
TAB2.02..cccciiiieeeee e 706.07(g)
TA2.03.eceeee e 706.07(g)
A O 1 RS 706.07(g)
Y O U 706.07(h)
TA2.05...ccciiiicee e 706.07(h)
TA2.06.....coii i 706.07(h)
TA2.07 e 706.07(h)
TA2.08.ccc e 706.07(h)
TA2.08.AE .....oooovveieece e 708.02(a)
742,09 ..., 706.07(b), 706.07(h)
TA2.00. i 706.07(h)
TA2 XL oo 706.07(h)
Y U 706.07(h)
TA2.13.ciiceee e 706.07(h)
TA2AA ..o 706.07(h)
TA2.05. i 706.07(h)
TA2 LB 706.07(h)
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Sec. No.
TA3 oo 608.01(n), 707.07(j)
TAB0L oo 707.07(j)
TA3.02 oot 707.07(j)
TA3.03 .ot 707.07(a)
TA3.04 oo 707.07(j)
TAL oo 608.01(0)
TAD oo 608.01(n)
TAB oot e 714.01(e)
TAB et 706.03(u)
T4 e 706.03(u)
750 et 706.04
TBL s 714.14
TELAE . 708.02(a)
T.52 e e 709
7D s 709
TB4 o 709
TBA0L o 709
T54.02 oot 709
T56 et 709
T.5B.0L . 709
T.56.02 ..ot 709
T D s 715
758 et 715
759 s 715
T80 ot 715
TBL s 715
TB2 oot 715
783 et 715
T8 o s 715
TB5 e 716
TBB ot 716
TB6.0L .. 716
T66.02 ..ot 716
T.66.03 ..o 716
TBB.04 ..o 716
T.86.05 ..o 716
T8 e 707.05(g)
T82 et 707.05(g)
T82.0L e 707.05(9)
T.82.03 et e 707.05(a)
783 e 707.05(g)
T8 o e 713.04
TBAAE ...t 708.02(a)
TBA0L i e 714.01(a)
TBA0LAE ..ot 708.02(a)
785 e 714.16(d)
786 et 714.16(e)
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T 8T e s 714.16(d)
T.90 it 711.02
T9L e 711.02(a)
T.95 e 704.12(c), 714.03
T95.AE ... 708.02(a)
T.95.01 i 714.03
T.96 e 707.05
F.07 e 707.07(j)
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14.30.00 eoiiiiecee et 1490
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14,33 e 1490
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15.05.03. . 1503.02
15.05.04. ... 1503.02
15.05.041....ccmiiieeecee e 1503.02
15.05.05. i 1503.02
T 0 SO 1503.02
15.07.00 . 1504.01
15.08. . 1504.01(c)
15.08.01 . cciiiiiccie e 1504.01(c)
15.08.02....cuiiiiiecee e 1504.01(d)
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15.09. i 1504.01
15,00 1504.01(e)
5. 00 e 1504.02
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L 700 1504.02
15,14 1504.02
15,05 1504.02
15.15.00 i 1504.02
15.15.02. e 1504.02
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15.24.06 c..oioiiiieisee e 1504.06
15.24.07 oot 1504.06
15.24.08 ..ot 1504.06
15.25 oo 1504.06
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15,27 e 1504.05
15.27.01 oo 1504.05
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26.53.02 ...eiieicee s 2677
26.54 1 2677
26.54.01 ..ooiiiiieicee 2677
26.54.011 oo 2677
26.54.012 ..o 2677
26.54.02 ..o 2677
26.55 1 2677
26.55.01 ..ooiiiiiie e 2677
26.55.011 oo 2677
26.55.02 ...eiiiiieeceeee s 2677
26.56 1uviiiieiec e 2677
26.56.01 ...oeiiiiiiiiecce s 2677
26.56.02 ...eeieiiiie e 2677
26.56.03 ..o 2677
26.57 o 2677
26.57.01 ..o 2677
26.57.02 ...eiieecee e 2677
26.57.03 ..o 2677
26.59 ..o 2677
26.59.01 ..ot 2677
26.80 ....uiiiiiie s 2677
26.81 o 2677
26.61.01 ..o 2677
26.61.02 ..o 2677
26.61.03 ... 2677
26.82 1 2677
26.63 ... 2677
26.64 ... 2677
26.65 ..o 2679
26.65.01 ...oiiiiiiieieece s 2679
26.86 ...eveiiiiiee e 2679
26.66.01 ...ooiiieiiiieeee e 2679
26.66.02 ..o 2679
26.67 oo 2678
26.67.01 ...oiiiiiiiieece s 2682
26.88 .. 2666.06
26.69 ... 2687
26.70 e 2687
26.73 oo 2646, 2660, 2671.01
26.80 ..iiiiiiiee s 2686.04

Fraud (See also Duty of disclosure; Inequitable conduct;
Deceptive intent)

Rev. 5, August 2006

I-52

Sec. No.
Avoiding charge of......c.cccooeieiii e, 2004
Civil litigation ........ccccvviviieicinnienas 1216.02, 2001.06(c)
Claims invalidated.............ccooevviriinieienenene e 2016
INVENTOISHIP.....oviii e 201.03
On the Patent and Trademark Office........... 509.03, 1448
Protest......cccoceveivieniennnnn. 1901, 1901.02, 1901.06, 2013
Reexamination
Ex parte.....ccocoveeenininns 2014, 2216, 2217, 2258, 2280
INter partes.......cccovvveveeneciieenee 2014, 2658, 2684
REISSUE ...t 1448, 2012
Small entity Status .......ccccevevieriviinir e 509.03
Fraudulent.........cooeeeiiniic e 706.03(a)
Freedom of Information Act (FOIA)....... 103, 1002.02(k)(2)
Frivolous inVention...........c.cccvervineinincnscnieens 706.03(a)
Full faith and credit in prior Examiner’s action
Allowed Claims.......cocoiiienii e 706.04
INEEIVIBW ..ot 713.01
SBAMCH ..o 704.10
Full name of applicant ..........cccoevviiiininines 605.04(b)
Full signatory authority ..........ccccceeevenenieiencse e 1004
Function of machine rejection ............c.ccoceeennee 2173.05(v)
Functional claim, rejection ...............cc....... 2114, 2173.05(g)
Functional equivalents...........c.ccccooeniinennineniene, 2144.06
Functionality in design patent applications ......... 1504.01(c)
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General Counsel ..., 502, 1002.02(k)(1)
Mailing address ........ccoereeiireieneieeee e 501
General information............ccocevvineiiencii s 1730
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......................................................... Introduction, 703
General power of attorney for international application
............................................................................. 1807
Generic claim
Allowable........c.ccoovvviviiveieicicies 808.01(a), 821.04(a)
Transitional application...........c.cccccveieinnnne 803.03(b)
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Patentably distinct over other species............... 806.04(h)
Presented after issue of patent............ccccoevevennen. 806.04(i)
REJECLION ...t 809.02(a)
Species claims lacking ..o 806.01, 818.02(b)
Support for scope Of .......cccovvvrrinnne. 706.03(c), 2164.08
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Effective date under 35 U.S.C. 102(¢) .......... 706.02(f)(2)
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ULHHEY o 2107

Legal precedent...........cccoecevvieiinennns 2107 to 2107.03
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ENnablement........cooovieiniiince 1504.04
ODVIOUSNESS ...t 1504.03
HIV/AIDS, Petitions........cooovrureiirnieineiee s 708.02
Hours of OPeration...........ccoeovverevinincineneeees 510
Holiday, federal (See Federal Holiday)
Hyperlinks in specification...........c..c........ 608.01, 608.01(p)
|
ICIREPAT country COdES.........ccocevererirenirieinnne 201.14(d)
ICIREPAT identification numbers ..........c.ccoenv.e. 201.14(d)
Icon, computer generated..........ccoceovvereieneninennns 1504.01(a)
Identification of Papers.........ccocvvveverereriesiesinseenns 502, 503
Identification of priority application..................... 201.14(d)
Identity of inventors under 35 U.S.C. 119.................. 201.13
Idiomatic ENglish..........ccccoviniiiiniiieee 608.01(q)
Illustration (See Drawings)
Image File Wrapper (IFW)
ANLITACE .. 608.02
Paper SCaNNING ......cccoverireiieieee e 508
Power to inspect not accepted .........ccocoovvereieicieienns 104
PUBIIC 8CCESS ..o 103, 1730
Image File Wrapper (IFW) forms
Issue Classification Form/Sheet/Slip, reproduced............
........................................................................ 1302.09
(O 1 (=T B SR 903.07, 903.07(b), 903.09
........................................ 903.09(a), 1302.10, 1302.13
Implied election...........cccccuen... 818.02, 818.02(a), 818.02(c)
Improper comments, inter partes reexamination........... 2667
Improper joinder, effect on patent ...........cccoceveiiieiinnnnn 805
Improper multiple dependent claim....................... 608.01(n)
Improvement (Jepson Claim) ........cccccevvevievivnivinnnnnennns 2129
Inaccurate Claim.......cocerreeiinseicee e 2173.03
Inappropriate papers in inter partes reexamination........ 2667

Incoming-Mail Section (See also Office of Initial Patent
Examination (OIPE))
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Incomplete amendments, time for completing
-- Inquiries, Official and Congressional

Sec. No.
Incomplete amendments, time for completing
................................................................ 710.02(c), 714.03
Incomplete application.................. 506, 601.01(d), 601.01(e)
Claims OmMitted.........ccooverieeniineree e 601.01(e)
DEfiNItioN......ccoviciie e 203.06
Drawing ....ccoovvveveiesieesene s e 506, 601.01(f)
INvalid 0ath ........ccooiiiiiee e 604.06
Return of filing fee.......cooiiiiiii 506
USING 801N ...ccviiiiiiiieiciee e 608.01(u)
Incomplete claim, rejection....706.03(c), 706.03(d), 2172.01
Incomplete Protest........ccccevvvvvenvcieniecieiesece e 1901.03
Incomplete requests for ex parte reexamination ........... 2227
Incomplete requests for ex parte reexamination ........... 2627
Incomplete reSpPonSe.......c.ccovveveenercriennen 711.03(a), 714.03
Time for completing .........c..c...... 710.02(c), 711, 714.03
Incorporation by reference................. 103, 201.06(c), 201.11
................................. 201.17, 608.01(p), 2163.07,
......................................... 2163.07(b), 2173.05(s)
Foreign priority application ................... 201.13, 2163.07
In an Examiner’s Answer during inter partes
reeXamiNatioN ..........covvirieirerieise e 2677
Public access to incorporated application .................. 103
Incorrect citation of reference................... 707.05(g), 710.06
Indefinite claim ..o 706.03(d), 2171 to 2174
Alternative phrase..........ccccveevvvennne. 2173.01, 2173.05(h)
Antecedent basiS .........cccovevveveeieviencce s, 2173.05(e)
Breadth compared.........cooeiiiiiininiiee e 2173.04
Design applications................ 1503.01, 1503.02, 1504.04
International application ...........ccccccecvvvvnnnne 1845, 1874
MUIIPIICILY ..o 2173.05(n)
Must be considered...........ccocevvivreriienensieneenns 2143.03
Nonelected ClaimS.........cccooiieiiniiiee e 821
NUmerical ranges ........ccooevevvreneienenseneeeen, 2173.05(c)
o 0] | GRS 2173.05(m)
REJECHIONS ..o 706.03(d)
35 U.S.C. 112, first and second paragraph compared
................................................................... 2174, 2185
35 U.S.C. 112, sixth paragraph limitations.... 2181, 2185
Independent Claim .........ccccevvveiennsinceeeee e 608.01(n)
Independent, definition ..........ccoevveviieiicnene, 802.01
Independent inventions .......... 802, 802.01, 803, 803.02, 806
....................................... 806.04(b), 806.06, 808.01(a)

Independent inventor (See also Applicant; Inventor; Pro se
applicant)

Small entity StatusS.........ccovvvereiiniiieise e 509.02
Index of ClaimS.......ccooeiiiniic 707.07(i), 719.04
Index of patents, Classification, Numerical ........... 902.03(a)
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Sec. No.
Index to the U.S. Patent Classification................... 902.01(a)
Industrial Security Manual (ISM).......c.ccocooniiiiiincnnn 120
Inequitable conduct (See also Duty of disclosure, Fraud)
.......................................................... 2001.06(c), 2010
BeSt MOE......cviivicce e 2165
Claims invalidated..........c.ccovvereiinienninnenee s 2016
Finding affects all claims ..........ccccooviiiinnicie, 2016
Protest......cooeerncienenee e 1901, 1901.06, 2013
ReeXamination...........ccocvvvivnienineiereene e 2014
REISSUE ..ot 1448, 2012
Informal application ..........ccccooviiiiniiiien 506, 702.01
Primary examiner’s attention required..................... 1004
SEACH.....iiiici e 702.01, 704.01
Informal drawing (no longer applies)............. 507, 608.02(b)
Informality, Action calling attention to ................. 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Information Center (See Scientific and Technical
Information Center (STIC))
Information Disclosure Statements (See also Prior art)
................................................... 201.06(d), 609, 1406
Electronic Processing of..........c.ooveiiiiieenen 609.08
Relationship to requirement for information 704.14(d)
Information material to patentability (See also Duty of

diSCIOSUIE)) w.veveieiieiieieie e 2001.04, 2001.05
Copending application...........c.ccccceevrvrennnnenn 2001.06(b)
Copied Claims.......cccoeieneneneee 2001.06(d)
Foreign application...........c.ccccvvvenncneninennen, 2001.06(a)
Litigation ..o 2001.06(c)

Information on status of application referred to in patent
............................................................................... 102
Information reasonably necessary for finding prior art
.......................................................................... 704.11
Information sent to applicant for guidance...................... 703
Information submitted with protest..............ccocvvvnene 1901.02
Infringement action
Statute of lIMItationsS ........ccccevveivviiciic e, 2204
INID codes or numbers.................. 901.04, 901.05(b), 2290
Initial data capture for printing.........cc.ccocevveiiniinenn 1309
Initial examiner review of reissue.........ccooveeverncnienn, 1443
Ink color
Black ..o 707.10, 719.02, 719.05
Red o 714.18, 719.02
Permanent.......ccccccoevveieeieeiiinnenn, 608.01, 714.07, 714.19
INOPErativeNESS ......ccveeeierierierieseeseeens 2164.07, 2164.08(b)
AFFIAAVIT ... 716.07
INPADOC ..ottt 901.06(a), 905.06
Inquiries, Official and Congressional .................... 203.08(a)



INDEX

Inquiries regarding patent search, examination, or validity--Interference

Sec. No.
Inquiries regarding patent search, examination, or validity
............................................................................. 1701
Inquiry as to status of application....................... 102, 203.08
Application published ...........c.ccooeviiiiiinnns 1128, 1134
INSANILY ..o 409, 409.02
Inspection
AMENAMENT.....viiiiiiiee e 714.05
APPlICAtIoN .....coeiiiii 103, 104
Approval of POWEN ..o 104
ASSIGNMENT ..o 301.01
AULhOFIZALION ..., 402
BY aSSIgNEE ...ocvvevieieieie e 104, 106, 106.01
By excluded or suspended attorney or agent.............. 105
BY INVENLON ..ot 106
BY lICENSEE.....ceieieee e 106.01
Control of, By aSSIgNEe........ccccvvvriviveeeere e 106
File Information Unit (Record room)...........cc.cccuvuene. 103
International application ...........c.ccocvveienenciciencnn, 110
Patent file......coooovviiee 103
PELItION ..o 103
RECOId FOOM ..ot 103
Reissue application ...........ccccvernererineneise e 103
RIght OF ..o 103, 104, 106
Insufficient disclosure ................ 608.01(p), 706.03(c), 2161
Insufficient reply .....cccocovevvvvvieincn, 710.02(c), 711.02(a)
................. 711.03(a), 714.03, 2266.01, 2666.30, 2671
Int. Cl. (International Patent Classification)............... 903.09
Intellectual property compared..........c.ccooeveeieiencncnnns 1512
Intellectual Property and High Technology Technical
Amendments Act of 2002 (Pub. L. 107-273).......... 706.02(a)
INtent t0 ClaiM ...oveviii e 706
Inter-American Convention (See also Treaties).......... 201.13
INtErfEreNCe . .oveveiecee e Chapter 2300
Abandonment, suppression or concealment, notice. 2138
Access to fileS ..o, 2306, 2307.02
ACtION After .o 2308
Action after ex parte reexamination.............c.c.cco..... 2284
Action after inter partes reexamination............... 2686.02
Action suggesting claims.........cccccovvvvevererennenn, 2304.04
Administrative patent judge handles.............c.......... 2301
Allowance of losing party’s application (Estoppel)
........................................................................ 2308.03
Applicant suggests interference with patent ....... 2304.02
Applications in different Technology
CRNEIS ..t 2304.01(b)
Basis of practice.........cccocvvvrivirernnnnnn 2138.01, 2301.03
Between application and patent ..............cccceneee. 2301.03

I-55

Sec. No.

Between applications..........ccccceveveveveninsesnniens 2301.03

Cancellation of losing party’s claims............. 2308.03(a)
Claim of foreign priority

................................................................... 2304.01(c)

Claim interpretation...........ocooeverveveieneneenennns 2301.03

Claim presented corresponding to patent claim ..2301.03
to 2304.05
Claims, overlapping in two applications of same party

........................................................................ 2304.05
Claims, suggesting ........cccceverereneeneen. 1003, 2304.04(b)
Claims corresponding to count support in specification...

................................................................ 2163.03
Common OWNETSNIP ....cveeevirieiciieeeeseeeieneas 2304.05
(O10] g To1=1o] (o] o NSRRI 2138.01, 2138.04
Concurrent with appeal ........c.cccoovvveveveiniiennne, 2307.05
Copending ex parte reexamination.............cc.ccccuene.n. 2284
Copending inter partes reexamination...... 2686, 2686.02
Count, defined ... 2301.02
Counts, formulation of ..........ccoceviiieicii e, 2301.01
Dates, difference in effective filing.......c..cccccovenennnn. 2303

TC Director’s attention required ............ccoceeeeuenne. 1003
DeClaration ........ccccoveveiiiini it 2301
DefinitioNnS......ccoviiireiesicee e 2301.02
Determining priority........ccococvevvienensienencsennens 2138.01
Diligence, reasonable ............ccccvvvernnee. 2138.01, 2138.06
Disclaimer, statutory ............c.cceue.... 706.03(u), 710.02(d)
Disposal COUNt..........coviirieiiirereese e, 1705
Drawing Prints.......cocoevevenereieneneieseneesenens 608.02(m)
Election of invention not affected ..........c..cocvvvevnnnee. 819
Entry of amendment filed in connection with motion

........................................................................ 2308.02
Estoppel......ccocoovvviiiniiien 715, 2138.01, 2308.03
EVIABNCE ...cveieieieeec e 2138.04
Examination, Completion of ...........cccccoevnvnivinennne. 2303
Examiner suggestion ........ccocvevvveeeneerenenenennens 2304.04
Final disposal of claims..........c.ccccoceviiiiienninnnnns 2308.01
Fraud .....oooieiiee s 2010
Generic Claims. ... 2304.04(b)
Identification of patent, corresponding

claims presented ........ccccoeverieriennninnneene 2304.02(a)
Inequitable conduct ..o, 2010
Inter partes questions not to be

discussed eX parte........c.covereieneneienencneee 2307.01
Interference Practice Specialist............c......... 2301, 2302

...................................... 2303, 2304.04(a), 2304.04(b)

......................................................... 2307.04, 2308.03
Interference-in fact, N0 ........ccccoeiiiiiiiiiene 2308.03(b)
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Interference practice specialist(s)-- International application

Sec. No.
Interfering Subject Matter...........ccocvvvevevierennn, 2301.03
Judicial reView .........ccooeeveviieneiceneen, 1216, 1216.01
Jurisdiction over interference............cccccoeeeae 2307, 2308
Losing party, may obtain copy of
opponent’s application ..........c.ccoceevvereenns 2308.03(a)
Losing party, treatment of...........cccccevevviennnns 2308.03(a)
LOSt COUNTS.....coviiiieiieii e 715
Motions
DECISION ....cveieieiiiieieeee e 2308.02
STAY e s 2686.02
SUSPENA v 2686.02
National Aeronautics and Space Administration or
Department of Energy Ownership ...........cc.cc...... 2309
Order t0 SNHOW CAUSE.......c.oeverveiceirieicie e 2305
Patent in different Technology Center............ 2304.01(b)
Patentee suggestion........c.ccoovvviveveiecieieneseseens 2304.03
Petition refusal to initiate..........c..cceeevveivenennns 1002.02(c)
Power of attorney filed ..........ccocooviiiiiciin, 402.08
Preparation of papers by examiner............cc.ccocvevenne. 2302
Priority time charts..........ccocvevvvvivnieeieeiecre s 2138.01
PrOVOKING.....c.oiviiicicecieece e
In ex parte reexamination ............cccoeereienereaennans 2284
In inter partes reexamination.............ccccceeeeee 2686.02
Public use proceeding ..........ccoeevvireineneinnenn 706.03(v)
Reduction to practice .........ccceververvennnnn 2138.01, 2138.05
Reexamination
Ex parte, copending with interference.................. 2284
Inter partes, copending with interference
...................................................... 2686, 2686.02
References pertinent to motions,
made of record ........ccovvvviiienecee e 1302.12
Referring an Interference to the Board, Preliminaries to
........................................................................ 2304.01
Reissue application ..........ccccovevvenne. 1449.02, 2303.02
Reissue application copending with interference on
original patent .........ccocoovvveverinieneiesenee e 1449.01
Reply to suggestion for claims...... 710.02(c), 2304.04(b)
Requirements for interference............ccoeevvennennn 2302
Requiring a claim.........cccccovveveveviniciesnceenns 2304.04(b)
Requiring a priority ShOWing .......c.cccoecevevererenennnn, 2305
Revocation of power of attorney..........cc.ccoceevvenae 402.08
SEAICH .ot 1302.08, 2304.01(a)
Second Interference, N0 ........ccoeevvercirieiinenn 2308.03(c)
Secrecy order application...........cccccoeevvivinnnne 130, 2306
Special dispatch ......ccccoovcvveiieieiieee, 708.01, 2301
Statutory basis.........ccocvveiiieniiieiee, 708.01, 2301.01
Suggestion of claims..................... 2304.03 to 2304.04(b)
Rev. 5, August 2006

I - 56

Sec. No.

Suggestion of claims, time limit...................... 710.02(c)
Suspension of action pending outcome of reexamination
.............................................................. 2284, 2686.02
Suspension of ex parte prosecution............... 709, 709.01
Suspension of related applications..................... 2307.03
Terminated open to public.........cccoovvviviivcieicrceien, 103
TESHIMONY...eiiiieiireeee e 715.07(b)
Transfer of application ..........ccccoceiviincinennns 2304.01(b)
WiINning party.......c.ccoceeveveveneieneneennn, 710.02(b), 2308
Written Description, Adequate..............cc.e.... 2304.02(d)
Interference practice specialist(s) .........ccoovevvennne. 2301, 2302
................................................ 2304, 2304.04(a), 2304.04(b)
......................................................... 2307.04, 2308.03
Interlibrary 10anS..........ccoovvviiiiiieeee 901.06(a)
Interlineation in specification before execution.......... 608.01
Intermediate-final product...................... 806.04(b), 806.05(j)

International application (See also Foreign application;

Patent Cooperation Treaty (PCT))

ADSIFACE ... 1826
AACCESS ..ttt 101, 110
AGENT...oiiieee e 1807, 1864.04
Amendment before the designated office...1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before International Bureau .1853
AMINO acid SEQUENCE .......evvvvvvrieereeereeie e 1823.02
APPHICANT ... 1810
Applicants different for different designated states
..................................................... 1817.01, 1817.01(a)
AsSIgNMENt dOCUMENT ........cvriiririeeire e 301
F N1 0] 112 Y 1807
Attorney file reference number ... 1821
ClaIMS .o 1824
Common representative..........ccoocvvervrennnnns 402.09, 1807
Confidential Status...........ccoeeveieiveecee e, 101, 110
CONENT ..o 1812
CoNtiNUALION ..o 1817.02
Continuation of.........ccccoeieiiiiiiines 201.11(a), 1895
Continuation-iN-part..........c.ccoeereienernieneienennns 1817.02
COrreSPONAENCE......cveverereiere e, 1834
DEfiNItioN ..o 201
DepOSit aCCOUNLS .....ecvvevvceeieiiccie et 509.01
DESCIIPLION .. e 1823
Designation fee........covvveriineniinceee 1817.01(a)
Designation of states ...........cccceeernene 1817.01, 1817.01(a)
Drawings .....cccooevevenesieseeeeseeniesesnennns 1825, 1893.03(f)
Drawings MiSSING......ccccvevverveneiesenesesreseeeereesnenns 1825



INDEX

International classification--Interviews

Sec. No.
Early national stage entry under 35 U.S.C. 371(f)
............................. 1893.01, 1893.01(a)(2), 1893.03(b)
EIEMENLS ..ot 1812
Errors, rectification of ...........cccooeveiiiinni, 1836
FEES ..ot 1827, 1893.01(c), 1896
Filing date ......ccovvveeeiec e 1810
Foreign filing licenSe ..., 1832
Formal requirements...........ccooevenenieneeeneee e 1810
Forms (See Patent Cooperation Treaty (PCT): Forms)
Home copy......cccevvvevirnnnns 1801, 1848, 1879.04, 1895.01
International preliminary examination..................... 1860
International Search..........ccocoovvvviiiiieisicscn 1843
International searching authority ............cccccocevenene 1840
Inventor............... 1817.01, 1817.01(a), 1820, 1893.01(e)
Kinds of protection .........ccccceevvevviveceicicrescen, 1817.02
Mail SErVICE ..o 1834, 1834.02
MemDbEr STALES .......cvvveiirireriece e 1817
Microorganism deposit ..........ccccevererereieniennnn 1823.01
National Stage ........ccocevvvireiiinenereens 1893 to 1896
Numbering of Sheets..........ccccvevvviveicrercce s 1812
Oath i 1893.01(e)
Parent to national application............. 201.11(a), 1817.02
Power Of attorney.........cccoeveieiene e 1807
Precautionary designations ...........c.ccccoeeveene. 1817.01(a)
Prior art effect................... 1857.01, 1896, 2127, 2136.03
PrIOTITY oo 201.13(b), 1828
Priority document ..........ccccoceviveiiiennnne 201.13(b), 1828
PUBLICAtION ... 1857
Record COpY .....covvreinenieirienan, 1801, 1828, 1832, 1848
Rectification of obvious errors.........cc.ceeevveiirennn 1836
Refund of fees.......cccvvvvviveciincinn 1847, 1850, 1852
......................................................... 1865.01, 1875.02
Representation ...........ccccveveeieneienenee e 402.09
REQUEST ... 1821
Search Copy.....cccvvvvvvvirennnne. 1801, 1840, 1840.01, 1847
SEArCh fEE....iiiici e 1827
SEarch report.......c.ccovvereenerice e 707.05, 1844
RLTo (10 Vo] 0 (-] 115, 120, 1832
Signature of applicant..........cccceevviveevencni e 1820
Time HMitS.....ooveiieecee 1836, 1842, 1843.05
..................................................... 1879.01, 1879.01(a)
THtE e, 1821,1893.03(e)(1)
Translation for U.S. national stage ................. 1893.01(d)
Transmittal fee ..o 1827
Transmittal letter.........coooooiiiiiiiiceee 1830
Unity of invention............... 823, 1850, 1875, 1893.03(d)
Withdrawal ... 1859, 1880
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Sec. No
International classification..........cccocevvvennieneniennnn, 903.09
International patent classification.............ccccocvenene. 719.05
International searching authority ............cccoceovineinenn 1840
International Trade COMMISSION .........cccooveieeriierienieine 724
International-type search .........ccccooevviieneicnennn 707, 1852
INEINEL....oiiiee e 502.03, 1730
AAAIESS....eeeeieieeee e 1730
Database COIECtioNS..........coerveireniiiencireeee, 1730
Disclosure document program...........ccoceeerereeenienenne 1706
Electronic mail ..........cccovevevvvveeeinnnne 502.03, 713, 713.01
............................................................. 713.04, 713.05
General Information Concerning Patents.................... 703
KidS PAgES.....cveiiieiiciiieiieeese e 1730
“PatentIn” computer software (See also Sequence rules)
............................................................................. 2430
Payment of maintenance feesby.........cccceeeverennnn 2522
PCT Legal OffiCe .....ooveiiiiiiiiiiiiiceeec e 1730
Publication of Board Decisions...........cc.ccccveueenen. 1213.03
Publication of the Official Gazette..............c.ccoeueeen. 1703
SEArChING.....cvivcieice e 904.02(c)
Usage PoliCy.......cccooviiiiiiiiiiiicies 502.03, 904.02(c)
World Intellectual Property Office (WIPO)
......................................... Introduction, 1801, 1851
Inter partes QUESLIONS .........ocevveirerieirenes e 713.06
Interpretation of law, NEW.........ccccovev i, 1207
Intervening rights
In reexamination
EX PAIE.....eiieiiiiiiet e 2293
INEEr PAMTES. ..o 2693
In reinstated Patents.........cccceveveveverevesnse s 2591
IN TRISSUB ...t 1460
Intervention Dy assSignee .........cccooeveveni s 106
INEEIVIBWS ..ot 713
Advance indication of issues to be discussed........ 713.01
Allowed application .........cccocvvevvivrivinnnns 713.05, 713.10
Appointment in advance...........ccoccovveveieieiieiennens 713.01
Attorney not of record.........cocoeeviieiiiencienne 101, 402
Authority to conduct..........cooveiriiiiiiiieee 713.05
Before filing ......cooooovvvviiiee e, 713.02
Before filing amendment under 37 CFR 1.312.....713.10
Before first action................... 706.07(b), 713.01, 713.02
DemMONSLratioN .......cccereeieie e 713.08
During working days only..........cccccvvevvinennennnn. 713.01
Electronic mail ....... 502.03, 713, 713.01, 713.04, 713.05
Excluded or suspended attorney or agent...... 105, 713.05
EXNIDIT....cooiiiicc e 713.08
Exposure of other cases during ...........cc.cc..... 101, 713.07
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Invention-- Issue batch number (no longer used)

Sec. No.
Field of search.........coccceveviiiinciie e, 713.02
Finally rejected application.................. 706.07(f), 713.09
How conducted ..........cccooeiiieiiiiiicee e 713.01
Inter partes qUESTIONS.........ccceveieie s 713.06
Interview summary form ...........ccoceeveenen. 713.04, 2281
Local attorney ........ccocvvevvvevereneseseseeen, 713.03, 713.05
Made of record........ccocvvervcvreniiiinnnns 713.01, 713.04
Merged reissue/inter partes reexamination......... 2686.03
MOAEL.....oiviiiiiict e 713.08
Oral agreement not binding ...........ccceceveivncrnnne. 713.04
Patentability report Cases ........ccccocvvvvivrivsvsinninnnnns 713.01
Prior to first Office action.................. 706.07(b), 713.02
Prohibited.........ccooooiiiii 713.05
Protestor participation.........ccccoceeeveinieneicnennnn 1901.07
Question of patent validity.........cc.ccevevevenieicnernnn 1701
Record of substance required................... 713.01, 713.04
Reexamination
EX PAIE ..o 2281
Inter partes.........c.coevenee. 2666.30, 2685, 2686.03, 2687
Refused ..o 713.01, 713.02, 713.05
.......................................................................... 713.10
Requested in continuing application................. 706.07(b)
Requested in Office action...........ccocveveiieiiiencnnn 707
SOUNAING OUL....ccveieiciirieicicrec e 713.03
Special Situations .........cceeverererieresrse e 713.05
Substance made of record........... 713.04, 714.13,1302.03
Telephone ........cccoce...... 101, 408, 713.01, 713.05, 812.01
Time allowed ..o 713.01
Video CONfErenCe.....ccevvveceeecrieicvee e, 713.01, 713.04
Videotape ShOWing .....c.cccovvvveverienicvcsn s, 713.01
Where held.......c.ocooiiiiii s 713.01
Invention (See Patent; Rejection)
Brief summary ..o 608.01(d)
Detailed description ..........cccovevvervinenicnnenn, 608.01(g)
Made in this CoUNtrY ........ccovvvvvieireecee e 2138.02
Mode of Operation..........cccceveevvereiirerecsenns 608.01(h)
Inventive entity, Different...........c.cccoooiiiiinnne. 706.02(k)
...................................... 706.02(1) to 706.02(1)(3)
Inventive entity, Same(overlapping subject matter)........ 804
............................................. 804.03, 822, 822.01
Inventor (See also Applicant; Pro se applicant).............. 605
Common, at [east One........c.ccooevvrerrennnne. 201.03, 201.11
....................................................... 706.02(k), 2137.01
Continuing application.........c.cccoceverieveninniennnns 201.06(c)
Correction (See Correction of inventorship)
DeCceased........ccovvrerieenierieiaieeas 409 to 409.01(f), 1820
Rev. 5, August 2006
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Sec. No.
Execution of oath/declaration by
legal representative.........cocceevervieriennne 605.04(a)
Government property rights statement................... 151
Duty of disclosure by .........c.ccoceevrennnne. 2001.01, 2002.01
Foreign priority .......ccoceoeeveeneneienenn 201.13, 2133.01
Full first or middle name required.................... 605.04(b)
HEIMS oo 409.01(a), 409.01(d)
Initials as a given name ..........ccccoeveinenccnnenn 605.04(b)
INSANE .uvveiiee e 4009, 409.02
International application......... 1812, 1817.01, 1817.01(a)
Legally incapacitated..........c..ccccvevveverennnnnnn 409, 409.02
MIINOF ..t 409
Name change.........ccooeveevnerecnenns 605.04(c), 719.02(b)
(0011 =101 1[0 JE 201.03, 201.05
(O] o 1] OSSR 605.04(f)
=] (] (o] S 605.04(c)
Typographical, translation error............ 201.03, 601.05
None available...........ccooeoeviiiiennns 409, 409.03(b), 603
PrOOf.....coiiecc 409.03(d)
Proof of irreparable damage..........c.ccccvevenee. 409.03(9)
Proof of proprietary interest...........ccceoeeeenee. 409.03(f)
Order Of .....ooe e 605.04(f)
ProSe oo 707.07(j), 713.01
Refuses to Sign .....cccevvveveiveicriesienn, 409, 409.03(d), 603
Execution of oath........cccceveviiivcvniecece, 605.04(b)
Representative Of ...........ccooeveieiennn Chapter 400, 1706
REQUIFEMENTS.......ciiiieiieeee e 2137.01
RESIABNCE ...t 605.02
Rule 1.53(1)....ccviireiiiiiiiereene e 201.06(c)
RUIE 1.53(d)...vevviveieiiiierieiiie e 201.06(d)
Self-prosecuted Case.........coceverereernene. 707.07(j), 713.01
Small entity Status .........ccoceovvireiiiicnee 509.02
Unavailable ..........ccooeeeiiiiiiiiiecee 409, 409.03, 603
At least one joint inventor available.............. 409.03(a)
Last Known address..........ccceevvveveiveverieneenns 409.03(e)
Proof.. ..o 409.03(d)
Proof of irreparable damage...........c.cccceeenee. 409.03(g)
Proof of proprietary interest...........ccccoceveennn. 409.03(f)
Inventor’s certificate
Priority benefit ........ccccoovvveieiiieieis 201.13(a), 202.04
Rejection based 0N ........cccceevvvevevcieicceieins 706.02(e)
Inventors AssSIStance CENter ..........ccooceveveneneneseneanens 1730
IPC (International Patent Classification).................... 903.09
IPS (Interference Practice Specialist) .........cccccoevvvinanns 2302
Irreparable damage, Proof of ..........cccccevevveiicienns 409.03(g)
Issue (See Allowance and issue)
Issue batch number (no longer used) ........cc.cccoeeueeeee 1303.01



INDEX

Issue Classification Form/Sheet/Slip--Letters of administration

Sec. No.
Issue Classification Form/Sheet/Slip (See also Form letters
and forms) ......ccccceevvevivie e, 903.07, 903.07(b)
............ 903.09, 903.09(a), 1302.09, 1302.10, 1302.13
ISSUE TEE....eieii it 1306
ATEr PAYMENT ...oviiiiice s 1306.03
Credit card payment.........cccocovvvivvivineieereene e 1306
Deposit aCCOUNL ......cveveiecieiie e 1303, 1306
Failure t0 pay ....ccceeevevene e 711.03(c), 1306
Late payment ........ccocevvvinenieeneeeeeee e 711.03(c)
Petition to accept late fee..........covvvvenvenenn 711.03(c)
Reissue application ..........ccoovvvvvivnvsiesieeiesene e 1415
Who may file ....ccoveieiiice 1306
ISSUE OF PAtENt .....c.eiiiiiiiie e 1309
Deferred......ccoovviveiieieee e 1306.01
Request for simultaneous issuance ............c.co..... 1306.02
Issue of patent to asSIgNEE.......cccvverververeverere s e 307
Issuing in another TC without transfer................... 903.07(b)
J
Jacket (See File wrapper/history)
Japanese year SYSteM.......ccccoererenenenesineeie e 901.05(a)
JepPSON ClaIM ..o 2129
Joinder, IMProper......cccovvevevie e 805
Joinder, generic or linking claim allowable ........... 821.04(a)
Joinder, product claim allowable ...............c..ccc... 821.04(b)
Joinder of INVENLOrS........coooiiiiiiiecc e 409.03(j)
Joint application, definition............ccocevvveinninenn 201.02
Joint application, original oath............cccccoeevvevvnivinnnnnn, 602
Joint inventor
OALN i 602
Power of attorney to.........cccoveveerennienenicenece, 402.01
Refuses to sign application .................. 409.03, 409.03(a)
Rights of nonsigning........ccccceevvvvevevencniesesnnn, 409.03(i)
Joint inventors............ 201.02, 201.03, 605, 605.07, 2137.01
Change in order of Names ........cccocevvriiinienne 605.04(f)
COITECLION ..o 201.03
Provisional application ...........c.ccocevevvvvivivsinnnenn, 605.07
JOINE OWNEIS ..o 301
Joint research agreement.........ccocccvvevvevevecccc e 302
Common OWNErship.........ccoeveieienineieee e 706.02(k)
Double patenting rejection based on disqualified prior art
........................... 706.02(1)(3), 804, 804.02, 804.03
Evidence required for establishing................ 706.02(1)(2)

I-59

Sec. No.
Prior art disqualification under 35 U.S.C. 103(c)
....................................................................... 706.02(1)(1)
...................................................................... 706.02(1)(2)
......................................... 706.02(1)(3), 2136.01, 2141.01
Statutory basis under 35 U.S.C. 103(C) .......cuenee. 706.02
JOINLVENTUIE ..o 706.02(1)(2)
Journal, Patent Office SOCIEtY .....cccoovvvviereiereieeen 707.06
Judicial NOLICE ..o 2144.03
Judicial review
Ex parte reexamination proceedings........c.cccceeereene 1216
Patent applications ...........ccccvevveverevenie e 1216
Standards of review by the Federal Circuit ......... 1216.01
Jurisdiction
Allowed application ..........cccccoevveriniineenn 714.16, 1305
Appealed application..........ccccvevvevverenenie e 1210
Application before court...........ccocvevevenieiieicinieenns 1216
INtErference .....cocovvvieiiicee 2307.02, 2308
K
Kind COdES .....cveviievieiise e 901.04(a)
Kinds of patent documents ..........cccccevevevievieseseceennnne, 1851
Korean Intellectual Property Office (KIPO) ........... 1840.02,
............................................................................. 1847, 1850
L
LACNES. ...ttt 2190
Lack of unity of invention .........cc.ccocvveveievcnc s 823
Lack of utility .....cccccevveveieieiniecceie, 608.01(p), 706.03(a)
Language, Offensive.........c.ccocvevnneniinnnnne 608, 1504.01(e)
Language of Papers.......ccccoevvereiieneienenee e 608.01
Late payment of issue fee .......cccccvvvvvveievcicrcniennn, 711.03(c)
Law, new interpretation of............ccccceveveievcvc s, 1207
Laws, Patent (See Statutes)
Legal representative refuses to sign............c.cceue..e. 409.03(c)
Letter (See also Action; Form letters and forms; Letter,
Examiner’s)
Abandoned after allowance............ccccoevevnerirennnn. 711.05
Congressional inQUIrY ........cccceoeeeierencneneenen. 203.08(a)
Drawing transfer.........cccoveeiiiincie e, 608.02(i)
Official INQUINY ......ccovvviiiiii 203.08(a)
SEALUS ...t 203.08
Letter, Examiner’s (See Examiner’s Letter)
Letters, receipt and handling............ccocoeoervenene. Chapter 500
Letters of administration......409.01(b), 409.01(c), 409.01(e)
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Letters testamentary-- Maintenance fees

Sec. No.
Letters testamentary ........ccoccoevvvvivieeierenesesenees 409.01(b)
Library, Scientific (See Scientific and Technical
Information Center (STIC))
Library ServiCes........cccoevereieieiene e 901.06(a)
Libreville Agreement (See also Treaties)................... 201.13
License agreements under patent ...........cccoveevvrvivernennn, 301
Recording of ..., 310, 313
License rightS ClauSe ........cccooeiiiineninicee e 310
License to file foreign application.......... 115, 140, 706.03(s)
License to file international application................ 140, 1832
LICENSEE, ACCESS . .evvevevieereiiirieiesie et 106.01
Licensing and Review Section..........c.ccoceevvviveennnne. 115,120
................ 140, 150, 502, 502.01, 706.03(b), 706.03(s)
Linking claim ......806.04, 806.05(c), 809, 809.03, 821.04(a)
Transitional application ...........ccccccevvvvevcrenenn, 803.03(a)
Traverse of rejection ........ccccocvvevvvceicncresenn, 818.03(d)
List of countries giving right of priority.................... 201.13
List Of deCiSioNS .........coceveiiieiiiieice e Appendix Il
List of prior art in reexamination ..............c.cc...... 2257, 2657
Literature citation in specification.............c.ccccov..e. 608.01(p)
Litigation information, Duty to disclose .............. 2001.06(c)
Litigation not stayed in reiSSUE..........ccccevvvrereerennnn 1442.02
Litigation, reexamination copending
EX PAM...ociiei e 2286
Inter partes.......cccccvevvvverenenne. 2640, 2681, 2686, 2686.04
Litigation related reissue............... 1404, 1442.01 to 1442.05
Litigation, StayS........cccceeeveereenn. 1442.03, 1442.05, 2686.04
Living matter (See also Biotechnology)..........c.cccceeuenee. 2105
Local representative of attorneys ........c.ccocveeveevreneennen. 408

Locarno international classification designation....903.09(a)

M

Machine, process or product ...........cccecevvererrernenns 806.05(e)
..................................................... 806.05(f), 806.05(qg)

Mail (See also Mail Stop and Correspondence)
AAAIESS ..o 501
Depositing CorreSpoNdence.........cccovvverevieeveseseereanes 502
DiStribDUtION ... 501
EXPIESS..c.viviieeiiisie e 502, 513, 711.03(c)
Identification..........cceevveeiiie e 502, 503
Receipt and handling .........cccccovvvvvivvvnnnnene, Chapter 500
Undelivered........cooooovrviiienniienccienn, 707.13, 1303.02
ZIP COUR ..ottt 502
Mail date as filing date...........cccoevvininiiniee 513
Mail room date Stamp........ccceerviniincneineeenes 608.02(0)
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Sec. No
T IR] (o] o SRS 501
Mail Stop 8 (Solicitor).........cc.cccvnnee. 501, 1216, 1216.01
Mail STOP 10....ciiiiiiiieice e 1232
Mail Stop 16 (Refunds) ........cccoveverineniiicienee, 509.03
Mail StOP AF ..o 714.13
Mail Stop Assignment Recordation .............. 501, 302.08
Mail Stop CONVErSION........cccerveiererieenieesieenns 601.01(c)
Mail StOP DD ... 1706
Mail Stop Document Services........ 103, 501, 1430, 1470
..................................... 2222, 2232, 2501, 2622, 2632
Mail Stop EBC ......ccocviveieecccec e 403
Mail Stop Ex Parte Reexam................... 501, 2222, 2224
................................................................... 2226, 2231
Mail Stop Expedited Design...........cccccvvevrvrerrnnnn 1504.30
Mail Stop Express Abandonment.......... 1002.02(r), 1125
Mail Stop INTERFERENCE..........cccccocoiiiiniienenen, 501
Mail Stop Inter Partes Reexam.... 501, 2622, 2624, 2631
Mail Stop Issue Fee........cccoceverennne. 502, 1306, 1306.02
Mail Stop L&R ..o, 120
Mail Stop M Correspondence.............cccveveenen. 501, 2510
Mail Stop MPEP ... Foreword
Mail Stop OED.......cccvveiiiieicenee e, 402, 407
Mail Stop Patent Ext. ......... 501, 1002.02(b), 2754, 2754
Mail Stop PCT..... 501, 1805, 1808, 1821, 1823.02, 1865
Mail Stop Petitions...........cccceeuenee. 720, 1002.02(b), 1308
.......................................... 1901.03, 2580, 2590, 2720
Mail Stop PGPUB ..o, 1126
Mail Stop PGPUB DRAWINGS.........cccovreienininienns 507
Mail Stop REISSUE ......ooveviiviriiiiirieecree e 1410
Mail Stop Sequence.........ccoovvvrvrveeereennn, 2422.09, 2429
Mailing aCtion........ccccceveiiireice e 707.12
In ex parte reexamination............ccocceeevreriineinnnenns 2264
In inter parte reexamination............ccccccvevvcreennenn 2664
Mailing, Certificate of (See Certificate of mailing or
transmission)
Maintenance Fee Branch ...........ccoccevenviniinciieneennnn, 1501
Contact iINformation...........ccoceeoeieiene e, 1730
Maintenance fees (See also Fee; Refunds) ..........ccc...... 1730
............................................................... Chapter 2500
Attorney or agent
Handling of requests to withdraw ................c........ 2560
Revocation of power of attorney................. 2501, 2560
Change of correspondence address ................ 2501, 2542
Credit card used for payment of .................... 2510, 2522
Due dates for payment..........ccooevenenennnenicienene. 2506
Duplicate Payment ...........cccoeeirieienenene e 2532
Facsimile SUbMISSION ........ccceveieiiiiiiieceee 2510



INDEX

Mandatory Classification--Multiple dependent claims

Sec. No.
Fee address. ..o 2540
Fee amounts.........ccccocvveven e 2501, 2520
FOMMS . 2595
Information available from Maintenance Fee Branch
............................................................................. 1730
Information required with payment................ 2515, 2530
INSUFFICIENE ...t 2531
Internet SUDMISSION .......cooiiiiiiiiiiee e 2510
Intervening rights in reinstated patents................... 2591
LAt e e 2531
Mailing address for maintenance fee documents
..................................................................... 501, 2510
Mailing address for payments..........cccccevereicienenne. 501
Maintenance Fee Branch .........ccccoceveveieiennnnninne 2501
Method of payment............ccocvvivviveiciencne e 2522
Notices — Expiration, Receipt, Reminder................. 2575
Obligation to pay while reissue is pending.......... 1415.01
OVEIPAYMENT....coviieiiieiierie ettt 2550
Patents subject to payment of ...........ccoceoveneiienn 2504
Payment informalities..........c.ccoovvevviviivcencncsenen, 2530
Petition to accept.......cccvvevveveveieiennenn, 2515, 2531, 2590
ReeXamination ..........ccocevveienerieienere e 2506
Refusal to accept and record payments,
REVIEW OF ..o 2580
Reinstatement, delayed payment ..........c.ccccccevvevurnee. 2590
Unavoidable delay basis.........c..cccocvveviieieniennnn, 2590
Unintentional delay basis...........cccoeveieiniencnnnn 2590
Reissue patents............. 1415.01, 1443, 2504, 2506, 2520
Saturday, Sunday or Federal holiday, due on
................................................................... 2504, 2506
Small entity status requirements..........ccceeereeerencas 2550
Special ACCEPTANCE ......cvvirireiiriereeie e 2530
Status reqUESTS .....eoeeiee e 1730, 2570
Mandatory Classification ............cccvveerieniinienecnnen, 903.07
Manual, authority of ..., foreword
Manual, subscription address ..........ccocvervriereeenn. title page
Manual of Classification ....................... Introduction, 902.01
Manuscript deCiSioN ..........ccceveivieneiineneee e 707.06
Margin, application papers..........ccocvevvevveveereererereenns 608.01
Mark of applicant...........ccocevevenievesie e 605.04(d)
Marking in application, erasing at allowance........... 1302.01
Marking, SECUTEY .......ccvereiieieeneseee e 121
Markush claim.................... 803.02, 2173.05(h), 2173.05(0)
Antedating reference for.........cccocevviviv i, 715.03
Supporting disclosure ......... 608.01(p), 2163.05, 2164.03
Master classification file (MCF) ........cccoovvvienan. 902.03(a)
Material mistake by Office in published PG-Pub.......... 1130
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Sec. No.

Materiality of information regarding patentability (See Duty
of disclosure)

Mathematical algorithms............... 706.03(a), 2106, 2106.02
Matter not in original disclosure............cc.ceovennee. 608.04(a)
MEBEANS ... 2181
Broadest reasonable interpretation .............ccccccevenee. 2181
Equivalent compared to Doctrine of
EQUIVAIENTS ..., 2186
ODVIOUSNESS ....eveveeieie et 2183
Prima facie case of equivalence..................... 2183, 2184
Related issues under 35 U.S.C. 112, first
or second paragraphs ........ccccceveevereneninnnn 2181, 2185
Scope of the identification of prior art ..................... 2182
Single means claim............cccccvvenenne, 2164.08(a), 2181
Means plus function limitations.................. 706.02(m), 2106
....................................... 2111.01, 2114, 2181 to 2186
Mechanical SEarch ..., 719.05
Memorandum, CItation...........ccooerererenine s, 707.06
Merger of ex parte reexamination and reissue............... 2285

Merger of inter partes reexamination and reissue ....2686.03
Merits, Appeal to Board of Patent Appeals

and Interferences........cceovervineninesinns Introduction
Method of making and apparatus or product......... 806.05(e)
...................................................................... 806.05(f)
Metric (S.1.) SYStem USAQge .....c.coevvevverererereresie s 608.01
Microorganisms (See Biotechnology)
Microorganisms, deposit of .......... 1823.01, 2402 to 2411.05
Microorganisms, patentability of............c..cccoeneee. 706.03(a)
.............................................................. 2105, 2164.06
Militarily Critical Technology List (MCTL)........cccc... 120
Military officer notary ...........ccoceveieiniciiiienns 604.03(a)
MiINOT, INVENTOT ......cviviiciiicieece e 409
Misjoinder, Effect on patent ..........cccocooviiiniincncinens 805
Misjoinder of inventors ........... 201.03, 1402, 1412.04, 1481
Mistake (See Correction of patent; Errors)
Mistake by Office in Pre-Grant Publication................... 1130
Mode, Best (See Best Mode)
Mode of OPeration ..........ccoceeveveieieneinenee e 608.01(h)
MOUEL ... 608.03
Model, FEtUMN .....ocvv e 608.03(a)
Model at INTEIVIEW......c.cocveveirieiireeee e 713.08
Model filed in priority country ..........cccceeerenenne. 201.14(b)
Months, foreign language names............cc.cccveenee 901.05(a)
Months, foreign language names..........ccccocevvvvvenne. 901.05(a)

Motions in interferences (See Interference: Motions)
Multiple dependent claims

Fee calculation 607, 608.01(n)
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Multiple papers on same issue in protest-- Nonelected invention

Sec. No. Sec. No.

Handling .....coooveeiee e 608.01(n) New application (definition).........cccccccceveveieiennnnnnn, 203.01

Restriction practice ........cococvvevvienenisienencsennans 608.01(n) Assignment to examiner for examination......... 903.08(b)
Multiple papers on same issue in protest.............. 1901.07(a) Assignment to examiner in TC for examination
Multiplicity of claims..........ccoovvveiiiiiciiiens 408, 707.07(9) e 903.08, 903.08(a), 903.08(e)

................................... 714.16, 2173.05(h), 2173.05(n) Classification by primary examiner ................. 903.08(b)
Multiplicity of Species.......ccccvvvrvvrivivennnne. 806.01, 808.01(a) Examiner review for completeness ........c.ccoeeerennns 702
Munitions Lists of the International Traffic Arms INSPECLION ..o 903.08(a)

Regulation (ITAR) ..ot 120 TrANSTET .o 903.08(a)
Transfer refused ... 903.08(d)
New examiner, action bY ........cccceververereneniereneneens 707.01
N New ground of rejection by the Board of Patent Appeals

and INterferenCes ..o s 1214.01
TN 715.07(c) In inter partes rEeXamination ................... --2681, 2682

Name (See also Applicant; Inventor) New ground of rejection in inter partes reexamination

CRANGE oo 605.04(c), 719.02(0) e TR 2671.01
COITECLION ..ot 201.03 New ground of rejection on appeal.......ciuwvees. 1207.03
OB oo 605.04(f) New matter ........... e 706.03(0), 2163.06
PELItION. ..o 605.04(c) Am_endment of disclosure........ 608.04, 2163.03, 2163.04
Translation, typographical error .................. 201.03 Claim ..o 608.04, 706.03(0), 2163.03
Change, fille sent to Office of Initial Patent Examination Appealab_le .................................................... 608.04(c)
...................................................................... 605.04(c) Claim terminology ............ccovvvvvcssssvn. 608.01(0)
Full first or middle required.........cc.ccovvvevennnne. 605.04(b) Cont!nu_ed prose_cutl_on application (CPA)........ 201.06(d)
L0 (0 - RS STP 605.04(f) Con.tlnumg gppl.lcatlon """""""""""""" 201.07,2163.03
Signature (See Signature) Design application..........cccocevererennne. 1503.01, 1503.02
Uniformity With SIgNature...........ooooovooo. 605.04(b) R 1504.01(a), 1504.04
Names used intrade .......cc.ccovvveeeeiiieecie e, 608.01(v) D!sc_:lt_)sure """" s 608.04, 2163.06
National Aeronautics and Space D|V|S|_onal application .......ccoccovvieieienee 201.06
Administration (NASA)......oooooorrooro. 115, 150, 151 Drawing............... s 608.04, 706.03(0)
National application ..........cccccvvievieriiieiicicce e 201 Inh.erer_1t CharaCteristics. ................ 608.04(a), 2163.07(a)
National security, application affecting.......... 115, 120, 121 Obj_e_ctlon ........................................... 706.03(0), 2163.07
_______________________________________________________________________ 130, 140 Petitionable..............cc.cceceeeeeee........608.04(c), 2163.06
National stage application (35 U.S.C. 371).....ccccccevvrnrnns 201 Pr.ellr-nlnary AMENMENE vovsrrevorsec 608.04(b), 714.01(e)
........................................................... 1893.03 to 1896 PAOMILY oo 2163.03, 2163.05
Compared with national application .............cccce... 1896 Regxammatlgn, !nter PAFES woovssvvvs 2671.01, 2671.02
Continuation or continuation-in-part .............cc.ce.... 1895 Re!ssu_e APPHCALION. oo 1411.02

.............................................................. 1895.01, 1896 REJECUON .....ovvvvvvvvnen...... 608.04, 706.03(0), 2163.06

DIAWINGS .. cveveveeeeeeeieneseeiee e seeees 1893.03(f) Spe0|flcatlon, p.e.tltlo.nable """"""""""""""""" 608.04(c)

FiliNG QBE oo 1893.03(b) SUDSHIUTE SPECITICALION ...cvovvvvesvves v 608.01(q)

Information disclosure statement....... 609.03, 1893.03(q) Trademark definition...........ccocoveviiiininnenn, 608.01(v)

Inter partes reexamination of ...........c.cccceevveiiennnn, 2611 When entergd """""""""""""""""""""""""" 714.19,714.20

Order of examination.............cccccceeveevenenn, 708, 1893.03 NIRC (Se? Nc_>t|ce of I_n_tent to Iss_ue Ex Parte

Petitions related t0 .......cccoovvvererreieicierines 1002.02(p) Reexamlnatlon.Cer.tlflcate; _NOt'Ce of Intent to Issue Inter

PRIOFITY coovecece e 1893.03(c) Partes Reexamination Certificate)

Unity of invention...........ccocevevvivieinieneieennns 1893.03(d) Nonana_logous "’_m“_' """""""""" 804.01(c), 1302.14, 2131.05
Naturally occurring article ... 706.03(a) Design applications .......ooovvsveesveee. 1504.02, 1504.03
Negative lImitation..........c.cccvveveinenninencce 2173.05(i)

Negotiation authority .........c.ccovvereienienninerenee, 713.05
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Nonelected invention--Number, Serial

Sec. No.
Nonelected invention
Claims to
Added ... 821.03
Canceled........ccoevvvreniiiiee e 821.01, 821.02
Eligible for rejoinder ..., 821
Withdrawn ... 821.01, 821.02
Nonelected species
Claims to
Canceled .......ccoevvveeeeiieece e 821.01, 821.02
Eligible for rejoinder ..., 821
Withdrawn ... 821.01, 821.02
Non-English oath or declaration ...........c..ccccevverrennnnn. 602.06
Nonnaturally occurring manufacture or composition of
MALTEE ...t 2105
Nonpatent literature...........ceeveeveeeveienere e 901.06
Nonprofit organization, claiming status as................. 509.03
Nonprofit organizations ............ccccceeveeveveeieieiesenens 509.02
Nonprovisional application (See also Application)
...................................................... 201.04(a), 506, 601
Nonpublication request, Application...........ccccccvevvvnnne 1122

Nonpublication Request Under 35 USC 122(b)(2)(B)(i),
form PTO/SB/35

CHted. ..o 1121, 1122
Reproduced.........ccooveeriniiirece e 1135
Nonreceipt of Office letter ........ccccoevvvvecvevciciennns 711.03(c)
Nonsigning inventor’s rights...........ccccoeeveienennenn, 409.03(i)
Nonstatutory claim ...........ccccocieeiinnnnnne 706.03(a), 2107.01
Nonstatutory claim, canceled .............cc.ccoceveennne. 1302.04(b)
Nonstatutory subject matter ..........c.ccocvcvveriieniennn 706.03(a)
................................................... 2105 to 2107.01
Not fully responsive amendment................. 714.02, 2266.01
.............................................................. 2666.30, 2671
Notary Jurisdiction ...........cccoeveveneiiieneieneneese s 604.02
Notary jurisdiction, military officer ..............c........ 604.03(a)
Notary jurisdiction, venue agreement ...........cccecveunene. 604.02
NOtary SEal .....cccovevviiiiiiiceseceece e 604.01
Notation on file wrapper/history
Foreign application ..........ccccveviienninencenee, 202.03
Parent application ..........cccceeevvvvvvirennnne, 201.11, 202.02
NOLICE, CItALION ....c.vvveeccc s 707.06
Notice of allowability...........ccccoceveiiiiiiiiiiieccee, 1302.03

Notice of allowance (See also Allowance and issue; Form
letters and forms: Notice of Allowance and Issue Fee Due

PTOL-85) ..ttt 1303
Assigned application ..........ccccoeviiieneinieneiseeee, 308
Deceased INVENLOT..........ocerreeennieeniseeneies 1303.03
Reissue application ...........ccccoeviieniienensieneee 1444
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Sec. No.
Secrecy order application..........ccccoevvviivirenennnn, 115, 130
Undelivered........cooovveienciiieneieceee e 1303.02
Notice of appeal..........ccoviiiiiiiiii e 1204
Ex parte reexamination ............c.ccovvereienennienenennnn, 2273
Inter partes reexamination ................... 2662, 2667, 2674
Notice of cross appeal.........c..cccovevennne. 2662, 2674, 2674.01
Notice of Ex Parte Reexamination Certificate Issuance in
the Official Gazette ..........ccocvvvveiveiee e 2291
Notice of Ex Parte Request for Reexamination in the
Official Gazette.........ccovvevervvivrcrie e 2227
Notice of foreign filing after nonpublication request.....1124
Notice of informal patent application
FOIM e 707.07(a)

Notice of Intent to Issue Ex Parte Reexamination Certificate

(NIRC) PTOL-469 2235, 2250

.................................. 2250.01, 2271, 2271.01

2273, 2287, 2288, 2296
Notice of Intent to Issue Inter Partes Reexamination

Certificate (NIRC) PTOL-2068 2666.10, 2666.20

.................................. 2671, 2671.01, 2673.01

2674, 2675, 2682, 2686.01

2687, 2696

Notice of Intent to Publish Statutory Invention Registration,

Notice of Inter Partes Reexamination Certificate Issuance
in the Official Gazette 2688, 2691
Notice of Inter Partes Request for Reexamination in the

Official Gazette.........ccoovvvreeiiiiieie e 2627, 2629
Notice of New or Revised Pre-Grant Publication.......... 1127
Notice of Non-Compliant amendment........... 714,714.01(e),

................................................................................. 714.03
Notice of Pre-Grant Publication .............ccccociiniinnneee. 1127
Notice of references cited form (PT0O-892)..609.02, 609.03,

................ 609.04(a), 609.05(a), 609.05(c), 609.06, 707.05

............................... 707.05(a) to 707.05(e), 2687
Notices (See also Publication).............. Introduction, 707.06
Notices, maintenance fees .........ccooevereierene i 2575
Nuclear material application.............c.cccvvervinnnne 706.03(b)
Nucleotide sequences (See also Biotechnology; Sequence
FUIES) o 803.04, 1823.02, 1848
........................................... 1850, 1877, Chapter 2400
Publication on web for PG-Pubs.............ccccooeiinene. 1121
Restriction practice...........ccccoevvrenen. 803.04, 1850, 2434
Nullification of double patenting rejection................. 804.01
Number, Application ...........cccocerviereieneieese e 503, 506
Number, Drawing reference character................... 608.01(g)
Number, Serial........cccocooiiiiii 503, 506
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Numbering of papers in file wrapper-- Obviousness

Sec. No.
Numbering of papers in file wrapper ...........cc....... 719.01(a)
Numbering paragraphs of letter..........c.cccoceveienns 707.07(k)
@]
Oath (See also Declaration)
After appeal ..o 1212.02

Antedating reference (See Affidavit, swearing back of
reference (37 CFR 1.131))

T g o] g VS 409
NON-ENGlish ... 602.06
Original (See also Oath, Original, Rule 1.63)............ 602
Plant application (Rule 1.162) ........c..cccovevvevererennn. 1604
Reissue (Rule 1.175).......cccccueneeen. 706.03(x), 1414, 1444
Supplemental.........cooviiiiiiiie 1414.01
Supplemental ..., 602.02, 603
Supplemental and allowance............cccceeverierennnne. 603.01
Traversing rejection (Rule 1.132) ........cccccvvvvvirenenne. 716
Oath, Antedating reference (See also Affidavit, swearing
back of reference (37 CFR 1.131)) ..ccccoeviieiiiinicine 715
Oath, International application............c.cccceeerennne. 1893.01(e)
Oath, Original, Rule 1.63........cccooviieieee e 602
AdMINISEIING ..ovevveciieceeee e 604
AMENAMENT.....coiiiiiiiir e 602.01
Attorney adminiSters.........ocoocevereneneninieeiee e 604.06
Consular certificate.........ccovvviiniiiiiiicee, 604.04
Continuing application.........c.cccccevevieveninnieinnns 201.06(c)
Copies, filing of .....ccooviiee 602
Date Of EXECULION ....ocveveieiieiceseec e 602.05
Declaration in lieu of, Rule 1.68...........cccceoeiinrnnne 602
DefecCtiVe......ooveveeveneceve e, 602.01, 602.02, 602.03
Delayed filing ......cccoovevviiieirceeeeee e 506
Divisional application ............ccccovvevvvnniciennnn 602.05(a)
Executed before alteration of specification....... 605.04(a)
EXECULION ...t 604
FaCSIMIlE ..o 602
Foreign execution ........c.cccevevevesnnnsesieesese e 602.04
Foreign-filed applications listed .......... 201.14, 201.14(c)
.................................................................. 202.04

Invalid, By attorney in ase .........c.ccoceveveevrennencnns 604.06
Jurisdiction of notary ...........cccccevvernnnn. 604.02, 604.03(a)
NEW required .......ccovvvvveveieesce e 602.01, 602.02
[\ [o] ;1 oY 602, 602.01, 602.04(a), 604.01
............................................ 604.02, 604.03(a), 604.06
Notary Certificate .........c.ccovervvreniiiinereece, 602.01
Notary jurisdiction ............ccccoevvvenenens 604.02, 604.03(a)
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Sec. No.

Refers to preliminary amendment.............. 601.01(a), 602
Sl 604.01
Seal, Foreign application...........c.ccccocvreeinennnn, 602.04(a)
Seal, Not required.........ccoceovveneerenn. 604.01, 604.03(a)
Signed before alteration of specification.......... 605.04(a)
SUBSHITULE ... 602.02
VENUE ...ttt 604.02
Oath, Supplemental, Rule 1.67 .........cccccovereiineneiien 603
After allowance ........ccoovveeeeecii e 603.01, 714.16
Change of inventorship ..o, 201.03
Oaths, ConfliCting.......c.ccceveviiviiiiiece e 201.03
Object of INVENLION ....c.eovviiiii e 608.01(d)
Objection contrasted with rejection ...........cc.cceevnnene. 706.01
Objection, Dependent claims..........cccooverrinenne, 608.01(n)
Obijection to formal matters, When made............... 707.07(a)
................................ 707.07(j), 710.02(b), 714.14

Obvious error, COrrection...........cccoeeerereennene 1302.04, 1305
Obviously informal application ...........c.ccoceeveriinnne. 702.01
ObViousness........cccceerverenn. 706.02, 706.02(j), 2141 to 2146
Age Of referenCe ... 2145
Analogous prior art................. 1504.03, 2141.01(a), 2145
Design applications .........ccccecvevviiiensicnensenen, 1504.03
Form paragraphs used for rejection................. 706.02(m)
Number of referenCes........ccovvvvvrernienensieneee e 2145
Ordinary skill, level of ..o 2141.03
Prima facie case........cccevnen. 2142 t0 2143.03, 2144.02
Predictability ........cccoooviiiiiiiicce e, 2143.02
Rebuttal against...........ccoviriiiiniiiicseees 2145
Process claims, nonobvious product .................. 2116.01
Provisional rejection..........c.ccocvvvieiiiiicnencnins 706.02(k)
RANGES ... 2144.05
Rationale for..........cccvvvvviniiiieneiie, 2144 to 2144.09
Adjustable, making .........ccccoeoiinniniieinee 2144.04
Aesthetic design changes .......c.ccovvreierernennas 2144.04
Automating manual activity ...........c.ccecevevnennne 2144.04
Duplication of parts...........c.ccoevreinineincnnenns 2144.04
Elimination of element or step .......cccceevevenene. 2144.04
Equivalence, art-recognized..........cccoceeereneenne. 2144.06
GENUS-SPECIES ...vevvviieieiirieiecsie e 2144.08
Integral, making .........ccocvvevviveivnieieie e 2144.04
Omission of element or Step.........cccocevereeeiennne 2144.04
Portable, Making .........ccoovevvveiencienene e, 2144.04
Proportion changes.........cccccevevevevevesese e 2144.04
Purifying old product ...........cccceiiiiiniinen, 2144.04
RANGES. ... 2144.05
Rearrangement of parts........ccccccecvvevevniennnnne. 214404
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Sec. No.
Reversal of parts........cccocvevevviviiveievenese e 2144.04
Separable, Making .........cccocevvvviviieciiciece, 2144.04
Sequence, change in ..., 2144.04
Shape Changes ......ccocvvvvveieeie e 2144.04
Size Changes ..o 2144.04
SPECIES-0ENUS ..ottt 2144.08
Rebuttal arguments by applicant...............cccccoeennee. 2145
Teaching away in prior art.........cc.cceeeeuene. 2141.02, 2145
Offenlegungsshriften...........cccocvcvivivinicicienen, 901.05(b)
Offensive language...........cccoceveveveneiesnnne. 608, 1504.01(e)
Redacted in Pre-Grant Publication............ccccccceeu.e.. 1120
Offensive subject matter ...........cccocevvrennne 1003, 1504.01(e)
Offertosell ..o, 706.02(c), 2133.03(b)
Offer to surrender original patent (not required)........... 1416
Office action (See Action)
Office action in ex parte reexamination............... 2260, 2262
Office action in inter partes reexamination......... 2660, 2671
Not closing prosecution ............ccoeeveeverrenencnn 2671.01
Reopening prosecution after ACP ............ 2673, 2673.01
Reopening prosecution after Examiner’s Answer
............................................................................. 2679
Reopening prosecution after RAN................. 2676, 2677
Office date stamp .......c..coevennee. 505, 506, 710.01(a), 714.18
OFfiCE NOUIS....coiiiiiciiece s 510
Office of the Commissioner for Patents..........ccoceveevverinnnns
................................... 409.03, 1721, 1901.03, 1902.01
Duty of diScloSUre t0........cccoevriieiineceee 2001.03
Office of the Deputy Assistant
Commissioner for PatentS..........ccocevvveveieneneieneneas 1721
Office of Congressional Relations ...............ccc....... 203.08(a)
Office of Electronic Information Products.. Title Page, 1730
Office of Enrollment and Discipline........ 406, 407, 410, 502
.................................... 510, 601.03, 604.06, 714.01(a)
.............................. 714.13, 1002.02(k)(1), 1002.02(m)
......................................................... 2205, 2220, 2620
Mailing address.......cocoverereiieieiee e 501
Office of General Law .........ccccoevvviriincnnnn, 1002.02(k)(2)
Office of Initial Patent Examination (OIPE)(See also
Incoming-Mail Section) ....... 201.03, 201.06(c), 201.06(d)
......................... 202.02, 202.03, 203.08, 501, 502, 503
........................ 506, 508.03, 601, 601.01(d), 601.01(f)
.................. 601.01(g), 601.01(h), 602.05(a), 605.04(c)
............... 605.04(f), 605.04(g), 607, 608.01, 608.02(a)
...................... 608.02(z), 609.07, 707.07(a), 714.16(d)
...................... 719.01(b), 719.02, 719.02(b), 903.08(a)
........................................ 1306, 1414, 1706,2501,2560
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Contact iNformation...........ccoceverievninc e, 1730
Customer Service Center..........ccovereenerieieneneaennns 1730
Petitions handled ... 1002.02(q)
Office of International Relations ............... 201.13, 203.08(a)
Office of Patent Classification............... 903, 903.05, 903.09
Office of Patent Legal Administration (OPLA) (See also
Central Reexamination Unit (CRU))............... 103, 409.03
.................. 409.03(h), 409.03(j), 506.02, 706.02(1)(2)
........................................ 720, 720.01, 720.03, 720.04
................................. 1002.02(b), 1430, 1449, 1449.01
.......................... 1451, 1456, 1457, 2236, 2237, 2239,
......................................................... 2285, 2289, 2294
................................ 2626, 2642, 2666.50, 2667, 2668
................................................. 2686.01 to 2687, 2694
Office of Patent Publications (a.k.a. Publishing Division)
................................................. 104, 201.14(c), 203.04
...................... 502, 502.01, 508.03, 603.01, 608.01(m)
.......................... 608.02(z), 711.01, 711.05, 714.16(d)
........................... 724.05, 903.07, 1302.05, 1302.05(a)
............ 1302.12, 1303.01, 1308, 1309, 1309.02, 1611
.. 2229, 2235, 2283, 2287, 2289, 2635, 2686.01, 2687
Petitions decided .........c.ccooeverinieiinienieien, 1002.02(r)
Pre-Grant Publications Division.......... 502, 502.01, 1120

Telephone NUMDET .........cccoveieiiieicce e 1730
Office of Patent Quality Review................ 1302.04, 1308.03
Office of Patent Training..........c.cccccoevveneae Title page, 713.01
Office of PCT Legal Administration ..................... 103, 1730
Office of Petitions...................... 106, 201.03, 502, 605.04(c)

..... 605.04(f), 605.04(g), 609.04(b), 1002.02(b), 1308
Location and phone nUMber ...........ccccceevveieinieenas 1730
Office of PUblIC RECOIdS .......ccoeviiiiiiiece e
...................................... 103, 104, 711.04, 1128, 1309, 1730
Office of Solicitor...........cccceu.e. 302.04, 311, 1002.02(k)(3)
................................ 1216.01, 1216.02, 1701.01, 1720
............................................... 1721, 2207, 2240, 2681
Mailing address ........coveieieiiieie e 501
Office of the Deputy Commissioner for Patent
Examination Policy..........ccccecevevnnene. 502.03, 720, 720.01

Petitions decided DY .........ccoovriiiiiiiiieic 1002.02(b)
Official aCtION .......ccvviiiirie e 707
Official Gazette (0.G.) ............... Introduction, 409.03, 1703

Claim published ..........cccoeriineiiiiese e 1302.09

Reissue application ..........ccccoovvvvviiineisencenens 1455
From ex parte reexamination certificate............... 2287
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Official inquiries-- Order of examination

Sec. No.

From inter partes reexamination certificate......... 2691
Copies and SubsCriptions...........cccevevvevievenieiesennenn, 1703
Defensive publications............cccoceievencnenennn. 711.06(a)
Designating classification ...........cccccoceeeienennnn 1302.09
Drawing figure.......ccoooveveneiniceese e 1302.09
BOGEIP i 1703
Issuing as U.S. patent...........cccccevevevennnesnereennan, 901.05
Notice of Board title changes..........c.ccooeeereninennne 1202

Notice of ex parte reexamination certificate.. 2288, 2291
Notice of inter partes reexamination certificate

................................................................... 2688, 2691
Notice of Certificate of Correction ................ 1480, 1485
NOTICES ..t 1703
Notices of maintenance fees due.................... 2501, 2575
Notice of ex parte reexamination request ................ 2229
Notice of inter partes reexamination request

...................................................... 2627, 2629 to 2631
ONHINE oo 1703
PatentS ......ccovvecie e 1703
Published electronically.........c..cccovvveveveninnrnnnnnn, 1703
Publishing disclaimers............cccccovvevvivecviencnesecene, 1490
Reissue application filing notice.................... 1430, 1441

....................... 1441.01, 1443, 1453, 1457, 1470, 1703
Statutory Invention Registration (SIR) .........c.cc.c.... 1111
Trademarks ..o 1703

Official INQUITIES ....cveveieiciece e 203.08(a)
Official NOtICE.......coveeeciececce e, 2144.03

OIPE (See Office of Initial Patent Examination (OIPE))
“Old art” use in deciding request for reexamination

.......................................................................... 2242, 2642
Old combination..........cccccvverinenniine e 2173.05())
Omission in reply, inadvertent ............cccceeeienenne. 710.02(c)

......................................................... 2266.01, 2666.30
Omnibus claim ... 706.03(d), 2173.05(r)
Cancellation .........ccccvvvvivvivcieicee e 1302.04(b)
On-line search (See also Electronic databases)
................................... 706.02(e), 901.06(a), 902.03(e)
On sale (See also Public USe) .......ccccocevveenciniennn 706.02(c)
..................................................... 2133.03, 2133.03(b)
Affidavit or declaration.............ccocoecvinicinnennn, 715.10
Anticipation rejection .........ccoccevvveveieienieennen, 2133.03(b)
BUYET <o 2133.03(b)
Commercial activities.............coue.... 2133.03, 2133.03(c)
.................................... 2133.03(e), 2133.03(e)(1)
Completion of the invention ............ 2133.03, 2133.03(b)
............ 2133.03(c), 2133.03(e)(1), 2133.03(e)(3)

Admission of completion by 37 CFR 1.131
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Sec. No.
affidavit ... 2133.03(c)
Definition of ..o 2133.03(b)
Conditional sale .........cccocevviriniiiiin, 2133.03(b)
NOoNpProfit sale........ccocvvvvvieeiiceie e 2133.03(b)
Sale of rightS ..o 2133.03(b)
Single sale ... 2133.03(b)
Delivery of offered goods ..........ccccovvvvrennnne 2133.03(b)
Device embodying Process..........ccccuverveeereenn. 2111.03(c)
Evidence of (prior art publications)................ 2133.03(b)
Experimental use (See also Experimental use)
..................................................... 2133.03, 2133.03(e)
G0o0ds “on hand” .........ccccovereineneieieeee, 2133.03(b)
“In this COUNtIY” ....ocveeiecece e 2133.03(d)
INVENTION ..ot 2133.03(c)
Intenttosell.........ccoeovviiins 2133.03(b), 2133.03(e)(2)
Offer forsale ... 2133.03(b)
Policy considerations............ccocevvereneieneninennnn, 2133.03
“Ready for patenting”.........cccocevvverevnsnnnnnns 2111.03(c)
Reduction to practice................... 2133.03(c), 2133.03(e)
Sale by inventor or associate............cc.ccevrveneae 2133.03(b)
Sale by third party .......c.ccoceeeveineneiiinnee, 2133.03(b)
Testing by third party.........cccoeevvevrennne. 2133.03(e)(5)
....................................................... 2133.03(e)(7)
Sale Of @ ProCeSS.....coevveveierece e 2133.03(c)
Sale of “Fights” ......ccoviiiiiceee s 2133.03(b)
SBCIECY .t 2133.03, 2133.03(b)
Supervision and control over invention......2133.03(e)(5)
............................................................... 2133.03(e)(7)
Test for determining if impermissible sale occurred
................................................................... 2133.03(b)
Operating hours (See Hours of operation)
OPEratiVe ....ccveveecese e, 2164.07, 2164.08(b)
Operative eXample........cccoceveienienie e 608.01(p)
Operative, SNOWING ......ccoocvvvirceiecce e 608.03, 716
Opposition to issue of patent (See Protest)
Oral hearing in reexamination
EX P ...oveviecece e 2276
Inter partes.......ccoevevveviiveenieennnn, 2662, 2675, 2677, 2680
Open to PUBIIC......ccoiiiii e 2680
Oral hearing on appeal..........ccoooiiiniiiniiieie s 1209
Order, Citation Of..........ccoviviiiiicee e 707.06
Order, Classification ...........ccocervivenninencinescns 902.04
Order granting ex parte reexamination.............c.ccocevue. 2246
Order granting inter partes reexamination .......... 2646, 2660
Returned as undelivered..........ccoccovennienenniencncnen, 2654
Order of examination...............cc.cc...... 707.02, 708 to 708.03
Patentability report.........ccccocvevveveieievcieseens 705.01(b)



INDEX

Order of papers in file wrapper--Partial signatory authority

Sec. No.
Order of papers in file Wrapper ........cccccecvvivverinnn. 719.01(a)
Order for complianCe .......cccccevevevere e 1210.01
Ordering
Abandoned file.........ccocooiniiiininn. 711.04(b), 905.03
Allowed applications ...........coccovereinennenennnn 1306.03
Foreign patent ........ccooeeevevvvese e 901.05(c)
Patented file.....c..cccooevvevevevcccicc 711.04(b), 905.03
Publication .........cccooeviiiiiiiee 901.06(b)
Reexamination, decision
EX parte ....cccoovvevveneiceseeees 2246, 2247, 2247.01
INEEN PAITES ..o 2646
SUBCIASS LISt ...vvcvveiieice e 902.03(c)
Orders (See also Publication)................ Introduction, 707.06
Ordinary and customary meaning of claim term
.............................................................. 2106, 2111.01
Evidence of ... 2111.01

Original application (See Nonprovisional application)
Original carries title to some continuing applications 201.12

Original disclosure, inherent characteristics...........c..cc.cvevnn..
..................................................... 608.04(a), 714.01(e)
Ornamentality lacking in design applications ...... 1504.01(c)
Outstanding requIremMents .......ccocecvvereresereieseeans 707.07(e)
Overcoming a reference, Right of priority ................. 201.15
...................................................................... 706.02(b)
Overlapping applications

Same applicant.........ccocoevverieennn. 709.01, 715.01(a), 804
..................................................... 804.02, 822, 822.01

Same asSigNee.......coceeeeeeveiennnne 706.02(f)(2), 706.02(Kk)
................................. 706.02(1) to 706.02(1)(3), 709.01
.............................................................. 715.01(b), 822
Subject to joint research agreement ...........ccocoveivverinnnnns
.......................................... 706.02(1)(1) to 706.02(1)(3)
........................ 804, 804.02, 804.03, 2136.01, 2141.01
Overlapping Claims ..., 804.02
Oversight of inter partes reexamination ................c...... 2689
OWNEr’s representative........cooeveevereeenieienienens Chapter 400
Ownership and assignment........... Chapter 300, 706.02(1)(2)
.................................................................. 706.02(1)(3)
Ownership at time invention made.........c..c.cceeene.. 706.02(k)
.............................................. 706.02(1) to 706.02(1)(3)
Ownership of applications filed subsequent to recording of
ASSIGNMENT ...t 201.12, 306
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Sec. No.
P
P.O. Box (See Mail stop)
PAIR......... 102, 104, 203.08, 1121, 1128, 1730, 2232, 2632
PALM ..o 101, 102, 508.01, 508.03, 711.04(b)
....................... 1845.02, 1893, 1893.03(a), 1893.03(b)
................................ 1895.01, 2232, 2233, 2235, 2237
...................... 2289, 2629, 2632, 2633, 2635, 2647.02
........................... 2648, 2660, 2664, 2670, 2687, 2689
Application [0Cation ............ccccoevivriveieeiencne e, 2635
Application records and reports .........ccccceeevereneenns 1704
APPLICation StAtUS........ccoeiiereireese e 102
Examiner Docket, Time, and Activity Reports ........ 1705
“Flag” in reissue application ............ccccccevvveirninnnenn, 1456
Panel Review in ex parte Reexamination..................... 2271,
............................................................. 2271.01, 2287
Paper Correlating Office........coccoviriiniiiiiiiiee 508.03
Paper, easily erasable........... 608.01, 714.05, 714.07, 714.19
Paper NUMDET ........cccccvieireeeree e 714.18,714.21
Paper number of print..........cccooviiinninicieien, 719.01(b)
Paper size (See also A4 size paper)
Application Papers ... 608.01
DIraWingS ..c.ceoveveeriieseeeeeee s e eee e 608.02
Photographs........cooeeieicieiecse e 608.02
Substitute drawings ..........cccoeeererenenenenennens 608.02(h)
Papers (See also Return of Papers)
Delivered to wrong Technology Center ................ 508.01
DEPOSITING ..veveveie e e 502
DISLFIDULION .. 508
File Wrapper ..o 719.01, 719.01(a)
Identification ...........cceeeveeiiie e 502, 503
Receipt and handling...........cccccevvvviieiennnnne. Chapter 500
Received after patenting or abandonment............. 508.02
SIgNAtUre reqUIred ........ocvvverveireieisenee e 402
Submitted in reissue litigation............ccccoevvrernenns 1404
UNMAtChed .......ooveieeeece e 508.03
Parent application .........cccccovevevvieseceee e 201.04
Parent application data, Cross-noting ...........cc.ceevevenes 201.11
......................................................................... 202.02
Parent application carries assignment
to some continuing applications..........c.ccccoevvevrnne 201.12
Parent application revView ..........ccccceeevevrvenenn, 707.05, 719.05
........................................................... 904, 2001.06(b)
Paris Convention (See also Treaties)............. 201.13, App. P
Article 4 Cited.......coovvveiiiiiin, 201.13, 201.14(b)
Partial signatory authority ..........cccoevvennienenieneen, 1005
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Patent-- Patent application publication

Patent

Sec. No.
1836 (Present) SErES ......cccvevvvvereeeseeeeieeiesie e 901.04
AL SEIIBS ot 901.04
Allowance and iSSUE .........cceovevererenerenncns Chapter 1300
Application publication.............cccccooevienas 1120 to 1135
Arrangement in Examiner’s Search Files ............. 901.07
ASSIGNMENT .. 301
Borrowing from Examiner’s Search Files ............ 901.08
Citation handling ..........ccoceoeviiiineniiec e 1920
Citation of priorart in.........ccccceoevvreivnennnn 1920, 2202

Claim copied (See Claim presented corresponding to
claim of patent)

Classification change ... 903.05
Classification indices ..........cccocevveriernnne 902.03, 902.03(a)
Classification Home Page on the Internet......... 902.03(a)
Classification Home Page on the USPTO Intranet
...................................................................... 902.03(b)
Classification Insight on USPTO LAN............. 902.03(c)
Copy in ex parte reexamination request .................. 2219
Double column format.........ccocevvvereinenens 2214, 2219
Copy in inter partes reexamination request............. 2619
Double column format..........ccccevvvvverncirnnncnnenn 2614
COPY OFAEIS....c.eeiieeiiieieeeee e 1730
Correction Of .......cccceveiiiniie e Chapter 1400
Definition.......ccccoovvevveiiinciene, Introduction, 2135.01
DESIGN ..ot Chapter 1500
DESIGN SEIES ....eiuieeeieeeierie et 901.04
Design vs. Utility ..o 1502.01
Effective date................ 706.02(a), 715, 715.01, 2133.01
Extension (See Term, Patent)
File reconStruCtion ..........cccovevveievenieienercce e, 508.04
FAIES <o 905.03
Foreign (See Foreign patent)
General Information About, booklet.............c..co........ 703
ISSUE ..ot Chapter 1300
Issue Notification form..........ccccccvvvvviinninennn, 1306.03
INAEX ..t 902.03(b)
Interference......cocvcvvevvcv e 2304 to 2304.05
INVENLOISNIP .o 2137.01
JURISAICHION...c.iiice s 1305
Law, opinions NOt giVEN.........ccervveneieneniee e 713.02
Laws (See Statutes)
LICENSING. ...ttt 301
Litigation relating to reissue .........ccceceveverennnnn 1442.04
Ordering SOft COPY ...vvvvvvviiiriiiiiresc s 905.02
Owner, appeal DY ..o 1204
Owner, service of citation oN...........cccceevveeerenennn 2208
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Owner’s address in reexamination ................. 2222, 2622
OWNEISNID ..t 301
Plant Series ......ccooooeeveivicncienenne 901.04, Chapter 1600
Post-issuance information updating ............c.ccccvveuene 2501
Prior art Citation in ...........ccocvvevviveinice e 2003.01
Printing priority .......ccccvvvvvv e 1309
Publication of application...........c.ccccceenee. 1120to 1135
Reconstruction of file ..., 508.04
Reference (See Reference)
REISSUE SEIIES ...vvvrerieieie e 901.04
Reissued, effect Of ..o, 1460
Right to exclude others...........ccocoeveiennnne 509.02, 1111
................................................................... 1601, 2162
Rules (See Rules, Patent (Code of Federal Regulations))
SIMUItANEOUS ISSUE .....vevereeieeirieicie e 1306.02
Statutory subject matter.................. 706.03(a), 2107,1601
Surrender of original in reissue (not required) ......... 1416
Statutes (See Statutes)
System, Constitutional basis for................... Introduction
Term adjustment........ccccevevveievcreieseneneens 2710 to 2736
Terms (See Term, Patent)
TranSTr ..o 903.05
Transfer of rights iN........ccoceoiiiiiiincee 509.02
Type, Design vs. Utility ..o, 1502.01
ULility SErES ...ocveveveeeciecese e 901.04, 1502.01
Utility vS. design ......cccoeeviviiiiiiiiececce e 1502.01
XUSBIIBS .ttt e 901.04
Patent and Trademark Assignment System ................ 302.09
Patent and Trademark Office (PTO or USPTO)
AAArESS.. .o 501, 502
BUSINESS NOUTS......oviiiiiciieicee e 510
Employees, property interest in patent.............c.cc...... 309
Employees, unavailable to sign oath or declaration as
INVENTOIS .o 409
Matters decided by various officials........... Chapter 1000
PUBLICAtioNS ..o Introduction

Attorneys and Agents Registered to Practice Before
the United States Patent and Trademark Office
............................................ 401, 902.03(d), 1706
Development and Use of Patent Classification
SYSEEMS ... 903.02
Official Gazette of the United States Patent and
Trademark Office (See Official Gazette (0.G.))

Receipt and handling of mail....................... Chapter 500
Telephone NUMDBEIS .......cceveiiieircece e 1730
WED SItE...cviiii et 1730
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Patent application publication (See Pre-Grant Publication
(PG-Pub))

Patent Assistance Center (See Inventors Assistance Center)

Patent attorney or agent (See Attorney or agent)

Patent classification (See also Classification;

L To] AN o Chapter 900
ClaSSES ...c.vevevveirece e 707.05(e), 902.01
....................................... 902.02, 903.02(a), 903.02(b)
Cross references.......ocevevevevvsvseannas 903.07, 903.07(a)
DIgESES vttt 903.07
VL= T o[ 903.07
Manual of Classification.................. Introduction, 902.01
Master classification file (MCF)..........ccceeueee. 902.03(a)
(O] g 1] £ SR 902.04
Post classifier (See Post classifier)
ShOES...cveiviri 510, 901.05(c), 901.07, 905.04
Statutory authority ........ccccceveeeviini s, 903.01
SUDCIASSES ... 707.05(e), 902.01
........................................ 902.02, 903.02(a), 903.02(c)
Patent Cooperation Treaty (PCT) (See also International
application; Treaties).......c.ccecvvvvnnns Chapter 1800, App. T
Administrative INStructions..........c.ccccvcevvevnennnn App. Al
AGENT L. 1807
Amendment before the designated office .. 1893.01(a)(2)
............................................................... 1893.01(a)(3)
Amendment of claims before the International Bureau
............................................................................. 1853
Applicant..........ccooovviiiiiiienns 1810, 1817.01, 1817.01(a)
Applicant for United States Receiving Office ......... 1805
................................................................... 1810, 1820
Basic flow timeling ..........cccoevvvivieiiieneciee e 1842
Classification of application ...........cccccceceieeene 903.08(b)
Classification of subject matter................. 1844.01, 1879
Common representative .........o.ecvvereeveieseneeniennas 1807
CoNCEPLS, MAJOI ...vvvveeereeeeie e 1801
COUNETY COUBS ...ttt 1851
DEfiNItioNS ....ccoeeeieieiee e 1802
Design patentS........ccoevveereeiennenieeas 1501.01, 1503.01
Designated office........cccoveveveveieir e 1893.01(a)
Designation of states..........cc.cc.e.e.e. 1817.01, 1817.01(a)
FEES oottt 1827, 1893.01(c)
Reduced basic fee by filing sequence listing and/or
tables on compact disC ........ccoceevereririennn 1823.02
Filing date requirements ...........ccocveeveeeiieveenereseenn, 1810
Foreign filing HCENSE .......covvervvviiriceece e 1832
Foreign patent citation codes ..........ccceevveivrerieennnn, 1851
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Forms
Compact Disc Transmittal Sheet For Submission of
Sequence Listing and/or Tables To The United
States Receiving Office Under Pct Administrative

Instructions-Part 8 ...........ccccevveverevernrennn, 1823.02
IB/307 .ot 1893.03(e)
IB/308 ..ot 1893.01(a)(1)
PCT/DO/EO/903.................. 1893.01(a)(3), 1893.03(a)

........................................ 1893.03(b), 1893.03(e)
............................................ 1893.03(g), 1895.01
PCT/DO/EO/905................. 1893.01(a)(1), 1893.01(d)
........................................ 1893.01(e), 1893.03(b)
PCT/ISA/20L.......coiiiieiie e 1852
PCT/ISA/203.......cooeieeceeeeeee s 1843.04
PCT/ISA/206........coeirieiieeeese s 1850
PCT/ISA/210......ccooiiiiiaen, 1843.04, 1844, 1844.01
.............................................. 1845.02, 1893.03(e)
PCT/ISAI2LT ..ottt 1836
PCT/ISA/220......ccoiiieeieieee e 1844, 1845.02
PCT/ISA/23T ..ot 1845.01
PCT/IPEAJAQL .....cveveveeeeeeee, 1864, 1865, 1866
PCT/IPEAJAQS .......ocvvveieiieiee e 1875, 1875.01
PCT/IPEAJADS......cccoeeveeie 1860, 1860.01, 1874,
................................... 1876, 1878, 1878.01, 1879
PCT/IPEA/AQ9................... 1871, 1871.01, 1874, 1878
................ 1878.01, 1878.01(a), 1879, 1893.03(e)
PCT/IPEAJALD ...t 1864.04
PCT/IPEAJALL ..ot 1876
PCT/IPEA/AL2 ..o 1836, 1876.01
PCT/IPEAJALG .......oovveeiiee e 1879, 1879.02
PCT/IPEAJA20 ..o 1875.02
PCT/IPEAJA28 ...t 1878.02
PCT/RO/10L ....covveveeveercieene 1801, 1812, 1817.01(a)
............................................. 1821, 1844, 1844.01
PCT/RO/LLT .ot 1893.03(e)
PCT/RO/L36 ..o 1893.03(e)
PTO-1382.....ciiiiieiiieiieesie e 1830, 1832
PTO-1390.....ccoiirrieririeieenne e 1893.03(a)
USPTO/299.....coiiiiiiiicrese s 1850
USPTO/499.....coiiiiieeeiee 1850, 1875, 1875.01
Gazette .o 1801, 1823.01, 1857
Guidelines on qualifying for reduced basic fee by filing
sequence listing on compact disc.................... 1823.02
HEIP DESK...ocvveeieecece e 1730
INfOrmMation SOUICES........cccvvviiririrecireesc e 1730
International BUreau............ccoevvvvreinineenenieennens 1801
International preliminary examination ...... 1860, 1860.01
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International preliminary examination report........... 1879
International preliminary report on patentability ..... 1801

........................................... 1845, 1879.03, 1893.03(e)
International publication ..........cccccoeiiiiiicicnn 1857

Prior art effect.........ccccvevrnnenn. 1857.01, 1896, 2136.03
International search report .........cccccoeeeeverieresnneenn, 1844
International searching authority ............cccccecevvenenn. 1840
Member COUNLIIES ......ccuevveiiieiirercee e 1817
National procedure............coovevriiiinenncneeesee 1893

National stage (See National stage application (35
U.S.C. 371))

Numbering of SNEets..........ccccvevveiviicieicce e 1812
Office of PCT Legal Administration ............... 103, 1730
Priority ......ccococvervrinnns 201.13(b), 1828, 1893.03(c), 1895
Priority document .........cccccoevvivvvnvennnenn, 201.13(b), 1828
PUBIICALION ... 1857
Receiving office.......ccoocieiiiiicceee e, 1801
Receiving office procedure...........ccocooveiiiinicnnnn, 1801
Record copy transmittal ...........ccocoovivnenninenienn, 1801
Reply to invitation concerning lack of unity of invention

........................................... 1850, 1875.02, 1893.03(d)
Reply to written opinion .........cccccccooevevienieenen, 1878.02
Representation before the designated office .............. 402
Revocation of agent ... 1808
Schedule Of FEES......cvvriiicer e 1827
Search report.........ccoceevveerieviennnn, 707.05, 1302.14, 1844
SECIECY OFUEN ... 120
Sequence listings .....c.ccoovveeieienencieiee, 1823.02, 1848

On electronic Media .........coccvereireneireneenns 1823.02
Signature MISSINgG......ccveoververererere s eese e 1820
Unity of invention............... 823, 1850, 1875, 1893.03(d)
Written opinion, preparation........... 1845, 1878, 1878.01

Written opinion, time to reply t0.1845.01, 1878, 1878.01

Patent Cooperation Treaty Administrative Instructions

........................................................................ App. Al
105 Reproduced ........ccooevrenieieienieeneeee e 1834
204 ReProduCed .........ccccovvermeenerieeienieesieneeienneeas 1823
205 ReProduCed ........ccoevvereiierieiie e 1824
208 Reproduced ........cccveveeerierieienesesesiesnaneas 1823.02
209 Reproduced ........ccovevvererernre e 1823
404 ReproducCed .........cooveiveriiiniineese s 1857
502 ReProduCed ........ccoevierieiierieinie s 1850
513 ReProduCed ........ccoceoviereiiierieiie e 1848
603 ReProduced ........cccoveveeereerieiesesese e 1875.02
604 ReProducCed ........ccocevierieinerieeie e 1879
605 REProduCe .......ccovveiierieisie e 1872
606 ReProduCed .........cccoviermeinienieiie e 1880
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607 ReProduced .......ccocvvvvvieeieeieere e 1876
801 ReProduced .......cccevevieririnerieesie e 1823.02
803 ReProduced ........cccceoevrereinicrieinieneieneeas 1823.02
Patent Cooperation Treaty Articles..........cccoceoevvnenee App. T
3 ReProduced .......cccoviiriiiii 1812
5 ReProduced ........ccoeeieieieiieecese e 1823
6 ReProducCed .........cccoooeieiiiiiieieee e 1824
7 ReproducCed ........cceoveirieiiiriiicnee s 1825
11 Reproduced .......cccvvvrviveieierene e 1810, 1896
17 Reproduced .......cccecvviiiiniicenee e 1843
18 Reproduced ........cccecvvevvieireieece e 1844
19 ReproducCed ........ccoocvieiiiinieieeee e 1853
21 Reproduced .........ccoverveererieiieeeie e 1857
29 Reproduced .........ccoerveneririnenee e 1857
30 Reproduced .......ccccevveveeeieiese e 110
31 Reproduced ................ 1864.02, 1864.03, 1865, 1869
32 Reproduced ........ccccooeieieiiiineee e 1862
33 Reproduced ........c.ccoceoveeneiinenieeseee e 1878.01(a)
....................................... 1878.01(a)(1), 1878.01(a)(3)
34 Reproduced .......ccoevvevieieiiennn, 1862, 1864.01, 1874
..................................... 1875, 1878, 1878.01, 1878.02
35 Reproduced ........ccccooevereiiiineee e 1879
36 Reproduced ........cccceveveieniniiennns 1879.02, 1879.03
37 Reproduced ........cccoereeierieineee e 1880
38 Reproduced .......ccoceveveveirreeeee e 1879.04
Patent Cooperation Treaty Rules
4.3. Reproduced ........ccoeoviiniiiiniceces 1844.01
4.9. Reproduced .......cccooeeviiniiiiniiees 1817.01
4.11. Reproduced .......cccocevevvrvrivinninnnen, 1817.02, 1819
4.15. Reproduced .......c.ccevvvviivieeieiene e 1820
5.1. Reproduced ........cccocovvieiininieieiciene e 1823
5.2. ReProduced ........cccoevrernineiinineeseneeens 1823.02
6 Reproduced .........ccceveriiieieine e 1824
6.1. REProducCed .......ccccooeeririninieiceneese e 1824
6.2. REProduced .......cccocevvverveenineieieesese e 1824
6.3. Reproduced .........cocoovvieiinineiiecee e 1824
6.4. REProduced .........ccoeererieieneieieniciseneesieeas 1824
6.5. REProduCed .......ccccooeiriririnieineneese e 1824
7 ReProduced .......ccccoeeveiiieiieeee e 1825
7.1. REProduced .......ccceovvevivireenreieiee e e sre e 1825
7.2. ReProduced ........cccocoveieiinineeieiesese e 1825
8 Reproduced .........ccceveiiiiiieinee e 1826
8.1. Reproduced .......cccoevvvvveninrinineinne 1826, 1844.01
8.2. Reproduced .......cccocevvvevenivniniennnne 1826, 1844.01
8.3. Reproduced .........ccocviiiiinince e 1826
11 ReproduCed .......cccooceieiiieninieece e 1825
11.5. Reproduced .......ccccooeeimieiiciieniee e 1825
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11.6. Reproduced ........ccccevvvvrvseseseeieneee e 1825
11.11. ReproduCed ........cccevevevieeireeieeieseee e 1825
11.13. ReproducCed ........cccoceverenireneeieeee e 1825
13 ReproducCed ........ccooeeeeieeniiiicseseeee e 1850
13.1 Reproduced ........ccooveveiineneiieneeseee e 1850
13.2 Reproduced ........cccoveveererernnnse e 1850
13.3 Reproduced ........ccccvevievireiecese e 1850
13.4 Reproduced .........cccoeveeneieniiienieeeeeee e 1850
13.5 Reproduced .......c.cccoveveviieneiieneee e 1850
13" REProdUCEd .......vvevvereeereeeeeeereeeerieries 1823.01
1351, ReProduCed .........oveeveeeeeeeeeeeereereesss 1823.01
132, REPrOAUCED ..., 1823.01
1353, ReProduced .........cccovevvvverersreiriesrsris 1823.01
1354, Reproduced .......ccoooevveeveeererierienian, 1823.01
1355, REProdUCEd .......c..oveeveeeeeeeeeeeseseesrs 1823.01
1356, REProdUCED .......o..veveeeeeeeeeeeeeeeeens 1823.01
137, REPrOAUCED .......eeveeeeeeeeeeeeeeeeeees 1823.01
13" Reproduced ........cc.ccvveevevereereeeeeseeeeeeesnen, 1823.02
13"".1 Reproduced ........ccccoevevvrvrrverrennen, 1823.02, 1848
13" .2 Reproduced ........cccoevvvvereveereeersreriennne 1823.02
17 Reproduced .......ccoeeeveiiiecieeee e 201.13(b)
17.1. Reproduced .......ccocevvvvviveveieeieiesenies 201.13(b)
17.2 Reproduced ........cccooeviieiiiiiiee e 201.13(b)
33 ReProduced ........cccooveererieinieieineee e 1843
33.1. Reproduced ........ccceovvevinnreieeeee e 1843
33.2. Reproduced ........cccoovveviennieineeeeee e 1843
33.3. Reproduced .........cccoceiiriniiiiiieeee e 1843
37.1 Reproduced ........cccoeeerenienieneiieeeeie e 1844.01
37.2 Reproduced ..........ccovveereneenienieincesieneeieas 1844.01
38 Reproduced........cccovvvvveierienene e 110, 1844.01
38.1 Reproduced........cccoeveveieseieeeeieeiee e 1844.01
38.2 Reproduced ........cccoeeerenienieneeeneeiee e 1844.01
39 Reproduced........ccccerveererinenenieesie e 1843.02
39.1. Reproduced........cccoovrerieineneeneee e, 1843.02
40 ReproduCed.......ccevveveriesiresiecese e 1850
40.1. Reproduced .........cccovvereirerieirieeeneeeeneens 1850
40.2. Reproduced ........ccoooeeiriiiiieee e 1850
41 ReProduCe ....c.oceveeiieiiriinieieesie s 1852
41.1. Reproduced ........ccoovvvvrviieieeee e 1852
43bis Reproduced .........ccccvvvvivcivireeeeee e 1845
43bis.1. Reproduced ..........ccocoevvereininiiineieeines 1845
44ter. Reproduced .........cooeeeeiiiene e 1879.04
46 REProduCe ......ocevveviiviiiinieieenieeee s 1853
46.1. Reproduced ........cccoovvvvvircieeee e 1853
46.2. Reproduced .........cccvveriiireinirieeseneeseeens 1853
46.3. Reproduced ..........ccovverririeenirieeseseeseens 1853
46.4. ReproducCed ........cccovvveiviiriiiiinieiseeeses 1853
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46.5. Reproduced .......cccevviviiviieesee e 1853
54 Reproduced .........cccooeveivierieienenieese e 1864.02
54.1. Reproduced .........ccocevviiriiiiiieineneeieas 1864.02
54.2. Reproduced .........ccoceiviiniiiiineineneeneas 1864.02
54.3 Reproduced .........ccccvverrinenininieinees 1864.02
54.4. Reproduced ........cceevvveieiieiene e 1864.02
60 ReProduced ..........cocerveeverieese e 1868
60.1. Reproduced .........ccoceovvireiiiineiseee e 1868
61 ReProduced .........cccocereererieienienee e 1881
61.2. Reproduced ........ccooevviriieiinnenere e 1881
61.3. Reproduced ........cccoevvviveiieiiere e 1881
62 Reproduced .........cccooeriiinieiiiee 1871, 1871.01
62.1. Reproduced .........ccoceovvenieirienieinen, 1871, 1871.01
62.2. Reproduced .........cccocvvvvvnivrninennnn 1871, 1871.01
62bis Reproduced ..........ccccvvvvveivnineieiesese e 1871
62bis.1 Reproduced ..........ccooveveiveveereiene e 1871
64 Reproduced ........cccooeeieiiienenene e 1878.01(a)
64.1. Reproduced .........ccocevvveriieniiineneene, 1878.01(a)
64.2. Reproduced ........cooevvveriiieniiieneee 1878.01(a)
64.3. Reproduced ........cccoeveinieiineie e 1878.01(a)
65 Reproduced .........cccooeiiieniiinineies 1878.01(a)(2)
65.1. Reproduced .........ccooveniieniiinennns 1878.01(a)(2)
65.2. Reproduced .........ccoceovireniniinienn, 1878.01(a)(2)

66 Reproduced . 1843.02, 1864.01, 1870, 1878, 1878.02

66.1. Reproduced .........cccoevvveveiieieie e 1843.02
66.1bis. Reproduced ..........cccovviereeiieienene e 1878
66.3. Reproduced .........ccccooeiineniineeiieeens 1878.02
66.4. Reproduced .........ccoceovviieiiniieineee s 1878
66.5. Reproduced .........ccoceoviirvieieininesce 1878.02
66.6. Reproduced .........cccocvvviviiviineiesee e 1878.02
66.7. Reproduced .........ccoovieiiniiiiiie e 1870
66.8. Reproduced ..........cccceeevrvreinnnns 1864.01, 1878.02
66.9. Reproduced .........ccocevvviriiiiineieee 1878.02
69 Reproduced .........cccocerveiinniiieneene e 1879.01
69.1. Reproduced ..........ccocvverirrnnnne. 1879.01, 1879.01(a)
69.2. Reproduced ..........ccoceeverennnnne. 1879.01, 1879.01(a)
70 ReProduced .........cooerveerennencnieese e 1879.03
70.17 Reproduced ........cccccoevererveneineneiiienens 1879.03
71 Reproduced .......ccoeveveveirceseee e 1879.02
71.1. Reproduced .......cccvevvveveiieieie e 1879.02
71.2. Reproduced ........cccooeveniriiiieienene e 1879.02
72 Reproduced .........ccoereenineeneieee e 1879.03
72.1. Reproduced .......cccovvivireiicnieese e 1879.03
72.2. Reproduced ........cceevvveveiieieie e 1879.03
72.2bis. Reproduced .........cccceoeveieienencnenieen 1879.03
72.3. Reproduced ........cccooeviiiniiniieienee e 1879.03
82 Reproduced ........ccccooereinireincnee e 1834.02
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82.1. Reproduced ........cccooevvvvrnreneseeeee e 1834.02
82.2. Reproduced ........ccocceveveniie e 1834.02
90.4. ReproducCed ........cccooerereneneiieieeee e 1807
90.5. Reproduced ........ccccoceierineneniiieee e 1807
90.6. Reproduced .........ccoeereiiireiicnieece e 1808
90" ReproduCed .........oooeveeveeeeerereesresreseenn. 1859, 1880
90”1 REPrOAUCEM ..., 1859
90,2 REPrOAUCET .......ceecvevereereeeeeeeeesesseeeieenean, 1859
90°.3 REProAUCEd .......cc.ovveceecrerreerreeriesieesieenieae 1859
90°.4 REProdUCEd ........c.ovveveecreerreerreerieereereeneens 1880
90”55 REPrOAUCED ..., 1859
90,6 REPrOAUCEM ..., 1859
90,7 REProdUCET ........eocvevereereereeeeseeseeseenieenean, 1859
91 ReproducCed ........ccceoveererieenieieese e 1836
91.1. Reproduced ........ccceevrervrnreireeeeee e 1836
92 Reproduced .......cccveveveieierere e 1834
92.1. Reproduced ........cccoeevevieniiecreeeeee e 1834
92.2. ReproducCed ........cccooeiirenininieeneee e 1834

Patent and Trademark Depository Libraries (PTDLS)
Accepting documents under the Disclosure Document

Program ... 1706

Patent application publication (See Pre-Grant Publication

(PG-Pub))

Patent pending (See Statutes: 35 U.S.C. 292)

Patent search facility ...........ccoccevvnee. 103, 2232, 2629, 2632
HOUIS .o 510, 1730
Regulations for public Use ..o 510

Patent term extension/adjustments............ 1303, 2211, 2250

.............................................................. 2611, 2666.01

Patentability (See also Reasons for Allowance; Rejection)

................................................................ Chapter 2100

Patentability report ... 705
APPEAl.....coi e 705.01(a), 1207
COUNT e 705.01(c)
Date StatUS.....ccveieree e 705.01(c)
Dispute between eXaminers ..........ccocovervrernne 705.01(a)
Drawing ....ccccceoeeeeeneneneneseneenns 608.02(n), 705.01(d)
Final aCtion ........cccoeviininie e 705.01(a)
[ 0] 0T (o] o] SRR 705.01(e)
INILTALE .. 705.01
INEEIVIEWS ..o 705.01(f), 713.01
Limitation as t0 USE.......ccccvvervreieeierieieie e 705.01(e)
Practice used only in extraordinary situations........... 705
Primary decides propriety......c.cccceevvevverereresesinnnn, 1004
Print of drawing .........cccccevveevrennne, 608.02(n), 705.01(d)
PUIPOSE ... 705.01(e)
REQUESE TOF ... 1003
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RECOIdiNG ...vvevveiee e 705.01(c)
Restriction, Effect ONn.........ccocevvinviiencece, 807
SEArCH...cvii 705.01(a), 705.01(b)
Sequence of examination .............cccccveervnnnn 705.01(b)
Transfer of appeal ... 705.01(a)
Panel review in inter partes reexamination............... 2671.03
Patentability statement..........ccccoovereienencieneiecee 1302.14
Patentable novelty, pointed OUL..........cc.ccoeiviiicinenae 714.04
Patentable subject matter
COMPULEr PrOgramS. .......oeverereeeeeeiereenrenre e 2106
Disclosed but not claimed .........ccocooeveveiiinnincinene 706
Living subject matter.........ccocovvevrerinivrieennenn 1601, 2105
Mathematical algorithms..............ccccoeene. 2106, 2106.02
o 0] £ 1601, 2105
Patented file ... 905.03
Patented file, ordering..........cccccevveveiciicsnsreene, 711.04(b)
“Patent In” computer program (See also Sequence rules)
................................................................... 1730, 2430
Patents of addition, foreign..........cccoovevveiicrnnns 901.05(b)
Payment Of fEES .....covvveiice e 509
Payor number (See Customer numbers)
PCT (See Patent Cooperation Treaty (PCT))
Pencil notations, erased at allowance ...........cc.c........ 1302.01
Pending application as prior art (See also Application
publication) ...........c.cc..... 706.02(f)(2), 706.02(k), 901.03
Pending application preserved in confidence .................. 101
Pending applications as references (See also Application
Publication)........ccccoeverinienciinnns 706.02(f)(1), 706.02(f)(2)
........................................................ 706.02(k), 901.03
Period for reply ... 710
After Board decision ..........cccceveieiincneniniennee, 1214.01
ATter final ..o 706.07(f)
In transitional application .............ccoceevvenne. 706.07(g)
After interference ... 710.02(b)
Amendment after.........ccoovvvieniiienn 714.17
Claim copied from patent...........ccccceoevevereenn. 710.04(a)
Claims all allowed.............. 707.07(a), 710.02(b), 714.14
Computed ..o 710.01(a), 710.05
Copying claim from patent does not extend statutory
0121 oo OSSR 710.04(a)
Correction of citation ...........ccccceeeenee. 707.05(g), 710.06
Date of receipt of amendment............... 710.01(a), 710.05
Defective Office action ..........ccco.e..... 707.05(g), 710.06
Difference between shortened statutory period and time
ML 710.02(d)
EXIENSION.....ociiiiiciiiicieeee e 710.02(d), 710.02(e)



INDEX

Periodicals--Petition

Sec. No.
Extension of time to commence civil action
............................................................... 1002.02(k)(1)
Extension of time to file notice of appeal at CAFC
............................................................... 1002.02(k)(1)
Full statutory period for reply ..o 130
Holiday, Saturday, or Sunday expiration of time
......................................... 505, 513, 710.05, 710.01(a)
Incomplete reply ..., 710.02(c), 711.02(a)
..................................... 714.03, 2266.01, 2666.30
Less than six months.......... 710.02, 710.02(b), 710.02(c)
............................................ 710.02(d), 710.02(e)
Miscellaneous factors ..........ccccoveveieneneieneicsennns 710.06
PetitioN .c..ooeiieieeee e 1002
Property rights under AEC and NASA Acts.............. 150
Remailing.......ccccoovvvveveeicc e 707.13, 710.06
RESTANING ...vecvveveer e 710.06
Saturday, Expiration of time......... 505, 710.01(a), 710.05
Secrecy order application...........ccooeieierenciencienns 130
Shortened, Extension .............c........ 710.02(d), 710.02(e)
Shortened statutory period................... 710.02, 710.02(b)
...................................................................... 710.02(e)
Shortened statutory period, Distinguished from time
M 710.02(d)
Shortened statutory period, When used ............ 710.02(b)
Statutory Period .......c.ceevvveveriereiere e 710.01
HOw computed..........ccocerievnenieeneeeseeee, 710.01(a)
Suggesting Claims .........cooeiriiiiiiiinieee 710.02(c)
Sunday, Expiration of time........... 505, 710.01(a), 710.05
Supplemental action...........ccoceovverviicinincinen, 710.06
Time computation .........cccceeveeerernnnn. 710.01(a), 710.05
Time lmit action........ccocevvvreiiineeee e 710.02
Time limit action, When used............cc.cccoeenene. 710.02(c)
Two periods running........cccceeeveecreenen 710.04, 710.04(a)
Withdrawal of attorney or agent during................ 402.06
PeriodicalS........cccovevveverieereie e 901.06, 901.06(a)
Period of enforceability.....2204, 2211, 2610, 2611, 2686.02
Permanent ink .........ccccooeeveiinninnnns 608.01, 714.07, 714.19
Perpetual motion ...........c.cccveniinnnn 506, 608.03, 706.03(a)
.............................................................. 707.07(g), 2107.01
Persons who may cite prior art relating to an issued patent
..................................................................... 2203
Pertinent prior art ..........cccoceveeneneinerseecseee, 904.02
Petition
Abandonment holding........ 711.02, 711.03(c), 711.03(d)
.......... 1002.02(c), 1002.02(p), 1002.02(q), 1002.02(r)

Abandonment holding, examiner’s statement...711.03(d)
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Sec. No.
Abandonment holding for failure to provide timely
notice of foreign filing........c.ccooovviiiinciiienecen, 1124
Accept color drawings or photographs..............c.c..... 507
.................................................... 1002.02(d), 1503.02
Accepting late issue fee........ccooevvvniniinenn 711.03(c)
Accept omitted Pages........ccoeeverereriesieiiennens 1002.02(p)
Access to application........... 103, 1002.02(b), 1002.02(p)
Access to interference agreement.................... 1002.02(f)
Access to interference application................... 1002.02(f)
Access to unopened preliminary statements... 1002.02(g)
Add inventor in provisional application......... 1002.02(q)
AdMit model........cooeviviiiiii e 1002.02(c)
Attorney withdrawal.................... 1002.02(b), 1002.02(c)
................................................................... 1002.02(p)
Biotechnology processes under 35 U.S.C. 103(b)
..................................................................... 706.02(n)
Board decision in inter partes reexamination........... 2681
Board of Patent Appeals and Interferences involved
...................... 1002.02(f), 1002.02(g), 1002.02(j)
Certificate of Correction.............. 1002.02(d), 1002.02(g)
.................................................................... 1002.02(1)
Change in inventorship................ 1002.02(d), 1002.02(e)
................... 1002.02(l), 1002.02(p), 1002.02(q), 1481
Change inventor’s NamMe.........cocoovevernenennenns 605.04(c)
Change in order of inventors names.................. 605.04(f)
Color drawings or photographs ..........c.cceceeeeeeieneenne. 507
.................................................... 1002.02(d), 1503.02
Common ownership situation............c.ccccoceevee. 706.02(k)
Concurrent ex parte and inter partes prosecution
................................................................... 1002.02(g)
Consideration of submission after NIRC in inter partes
FEeXamination ..........ccocoverererenienee e 2687.01
Converting a 111(a) application to a 371 application
................................................................... 1002.02(p)
Converting a 371 application to 111(a) application
................................................................... 1002.02(p)
Converting a nonprovisional to provisional ... 1002.02(b)
............................ 1002.02(c), 1002.02(p), 1002.02(q)
Correct filing date ........cooeevvivvveivciicerecen, 506.02, 513
.................................................. 601.01(b), 1002.02(b)
Correction of inventorship ................ 201.03, 1002.02(d)
................................................. 1002.02(e), 1002.02(1)
................................................ 1002.02(p), 1002.02(q)
In ex parte reexamination ..........cccccceevervrennnns 2250.02
In inter partes reexamination................. 2658, 2666.03
Counter-terrorism inventions ............. 708.02, 1002.02(s)
Defer issuance ........ccoceeevvieeencenns 1002.02(b), 1306.01
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Petition-- Petition

Sec. No.
Delegation of Director’s authority ...........c.......... 1001.01
Denial....ccceiiiriee e 1002.02
Denial of request for reexamination................ 1002.02(c)
EX PArte ....coovveveevieeceee e 2246, 2248, 2265
INtEr PAITES ..o 2647, 2648
Director’s duties.........ccooeevvenecriennnn Introduction, 1002
DiISMISSEA...c.vevviviieriiieieese e 1002.02
Dismissed without prejudice..........ccccceeererennnne 1002.02
Divisional reiSSUe.........ccevvrereiirieneeneee e 1002.02(b)
Entry of amendment............ccccooeveennen. 1002.02(d), 1206
Entry of amendment after RAN in inter partes
reexamination.........cc.cceveerveenen. 2672, 2673.02, 2675
Entry of late paper for revival of ex parte reexamination
.......................................................... 1002.02(b), 2268
Entry of late papers for revival of inter partes
reexamination proceeding ................ 1002.02(b), 2668
Expedited examination of design applications
....................................................... 502, 1002.02(c)(3)
Express abandonment after payment of issue fee
.................................................................... 1002.02(b)
Express abandonment to avoid pre-grant publication
........................................................... 502, 1125, 1135
Facsimile submission...........cccoeeiiieiiciencnenn 502.01
Expunge papers from file............ 1002.02(b), 1002.02(c)
Expunge information .............ccccoev.ee. 724.05, 1002.02(c)
Extension of time............... 710.02(e), 714.17, 1002.02(q)
Application before Office of Patent Legal
Administration ..., 1002.02(b)
Application before Office of Petition .......... 1002.02(b)
Filing date.......cccoveveiiecccce e, 506.02, 513
.................................... 601.01(b), 601.01(c), 601.01(f)
.................................................. 601.01(g), 1002.02(b)
Final rejection .......coccvveveivensiicesc e 1002.02(c)
SIR application ........ccoveriiiiniieeeece e 1105
Foreign filing license .........ccccccvvevnens 140, 1002.02(c)(1)
Facsimile submission..........ccccoceveviieneisienenans 502.01
INSPECLION. ..ot 103
Interference............... 1002.02(c), 1002.02(f), 1002.02(g)
Interview in merged reissue/inter partes reexamination
........................................................................ 2686.03
Late foreign priority claim..........ccccooecenennnen. 1002.02(b)
Maintenance fees, accept and record .............. 1002.02(b)
............................................................................. 2580
Maintenance fees, delayed payment/reinstatement
...................................... 1002.02(b), 2515, 2531, 2590
Make special (See also Special application)
........................................ 708.02, 1002.02(s), 1504.30
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Sec. No.
Matter subject to................... Introduction, 706.01, 1002
Merge reexaminations............ccoceevevenns 1002.02(b), 2283
Merge reissue and ex parte reexamination
......................................................... 1002.02(b), 2285
Merge reissue and inter partes reexamination
.......................................... 1002.02(b), 2667, 2686.03
Modification of secrecy order .........c.ccocvrveveverinerenens 120
NEeW Matter.........ccoeveriniriiinnenn 608.04(c), 1002.02(c)
Nonsigning invVentor.........c.cccoceeeneee. 409.03, 1002.02(b)
................................................................... 1002.02(p)
Objection by examiner ..........ccccocevvvvvvvsnnnnnns 1002.02(c)
Patent term extension ..........cccccevevereneneninn 1002.02(b)
Period for filing.........ccovviivininieceee, 1002
Premature Action Closing Prosecution (ACP) in inter
partes reexamination ..........cccccceeeevenenienesinnnennns 2672
Premature final rejection................ 706.07(c), 1002.02(c)
Preliminary amendment as part of
original disclosure...........cccoovevviineiicnenas 608.04(b)
ProCEAUIE ... 1002.01
Public use proceedings........cccccevvveieiesnninnns 1002.02(b)
Publication DiviSion............ccooveeiniinieieniennn. 1002.02(r)
Reconsideration of denied petition (ex parte
FEEXaMINALION) ......ecveieieieierieie e 2268
Rescission of secrecy order...........ccccceeee. 1002.02(c)(1)
Refused assignment.........cccoveveveereresennsnenennn 313, 317
Refusal to enter amendment.............c..c.coe...e. 1002.02(c)
Refusal to initiate interference ............cc........ 1002.02(c)
Refusal to issue Certificate of Correction ...... 1002.02(c)
Registration to practice............ccoceevvervinennae 1002.02(m)
Reinstate rejection after Board decision......... 1002.02(c)
Reinstatement..........ccooveviieeieierece e 1002.02(m)
Relating to PCT international application and/or
national stage application ...........c.c.ccoeue.e. 1002.02(p)
Relating to reexamination or reissue............... 1002.02(b)
Reopen prosecution after Board decision....... 1002.02(c)
Reopen prosecution after Board decision in inter partes
FEEXAMINALION ..o 2682
Requirement for information..............cc.cc.c..... 1002.02(c)
Rescission of secrecy order........cc.cecvevvevcrevenieinnnnns 120
Resetting period for reply.......cccccevvvevivinnnenn 1002.02(c)
Restriction requirement holding......... 821.01, 1002.02(c)
Retroactive foreign filing license ...........cccccovevvinnene. 140
Return model ..o, 1002.02(c)
Return original 0ath..........cccceeevevincicinnin, 1002.02(c)
Revival .......ccccooovviviiniienn, 711.03(c), 1002.02(b), 1124
Revive PCT application ..........cccccocevvreniennnnen, 1002.02(p)
Rule 1.48 (inventorship).......cccooeiinin e, 201.03



INDEX

Petition for Express Abandonment to Avoid Publication Under 37 CFR 1.138(a) PTO/SB/24A--Plant patent

Sec. No.
STTo (103 Vo] (0[] T 1002.02(c)(1)
Sequence rules .......cocveveveieccie e 1002.02(c)(2)
Special status .........cccceuruee. 708.02, 1002.02(s), 1504.30
Stay ex parte reexamination proceedings ...... 2284, 2285
Stay inter partes reexamination proceedings........... 2667
......................................................... 2686.02, 2686.03
Sufficiency of an affidavit ............cccceevevennne. 1002.02(c)
Supervisory authority of Director of the USPTO
................................................ 1002.02(b), 1002.02(c)

Suspend action — public safety or defense . 1002.02(c)(1)
SUSPENd FUIES ..o 1002.02(b)
Suspension of second or subsequent inter partes

reexamination reqUESES..........cccevvererereereriesieneenne 2640
Time for filing......ccooviiiiii 1002
Trademark related..........ccoovvevvivvveieiecncreveenn, 1002.02(i)
Transfer from another application ..................... 608.02(i)
Unavoidable delay, withdraw abandonment..... 711.03(c)

.................................. 1002.02(b), 1002.02(c)(3), 1306
Unintentional delay, withdraw abandonment ... 711.03(c)

.................................. 1002.02(b), 1002.02(c)(3), 1306

Failure to provide timely notice of foreign filing . 1124
Unintentionally delayed claim for foreign priority

............................................ 201.14, 201.14(a), 201.16

...................................... 1002.02(b), 1402, 2258, 2658
Unintentionally delayed claim for priority to a U.S.

application.............cc....... 201.06(c), 201.11, 201.11(a)

................................................ 1002.02(b), 2258, 2658
Vacate order granting request for ex parte reexamination

............................................................................. 2246
Vacate an order granting inter partes

rEeXamiNAtioN ........ccccevvvirieiserecse e 2646
WaiVe TUIES ... 1002.02(b)

Waive time provisions in ex parte reexamination.... 2265
Waive time provisions in inter partes reexamination

......................................................... 2648, 2668, 2672
Withdrawal of lapsed patent ............ccccoevevennen. 1002.02(r)
Withdrawal from issue, after issue fee paid

.................................................. 502, 1002.02(b), 1308
Withdrawal from issue, issue fee not paid

.......................................................... 1002.02(c), 1308
Withdrawal of a terminal disclaimer...............c........ 1490
Withdrawal of abandonment.............ccccceeeee. 1002.02(b)
Withdrawal of attorney ...........ccoceevvrenniennn 1002.02(s)

IN INterferenCe.......occovvivvveieiee e 1002.02(g)
Withhold from issue, before issue fee paid.....1002.02(c)
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Sec. No.

Petition for Express Abandonment to Avoid Publication
Under 37 CFR 1.138(a) PTO/SB/24A
Reproduced
Petition for Revival of an Application For Patent
Abandoned for Failure to Notify the Office of a Foreign or
International Filing PTO/SB/64a

CITEA ..o 1124

ReProduCed ........ccovvereiiireereee e 1135
Petitionable matter...........ccoevvrievivninnin e 706.01
PG-Pub (See Pre-Grant Publication (PG-Pub))
Pharmaceutical subject matter

Safety review by FDA ..o 2107.03

Statute (See Statutes: 35 U.S.C. 155)

ULHHLY oo 2107.01
Phi, Greek letter usage.........ccoeveveiverveieieneresienn, 608.01(g)
Philippines-United States search exchange ................... 1711
Photograph as drawing ..........c.cccceeuee. 507, 608.02, 1503.02
Piecemeal prosecution ...........cccocevverecenenscnienens 707.07(g)
Plant Breeder’s RightS.........ccccviveiiieici i, 1613
Plant Convention, UPOV ........cccooiiiiiiiincc e, 1612
Plant patent ..........ccooveiiiieneiceeee Chapter 1600

ACHION .. 1610

AAVETTISING ..o e 1610

AFFIAAVIT ..o 1610

Agricultural Research Service (ARS) ............ 1608, 1609

ATOWANCE ..ot 1611

Application publication.............cc.ccocecvnenne. 1120 to 1135

Asexual reproduction ...........cceceverveneienennns 1601, 1605

BaCeria ...ocoveiiiriece e 1601

ClaiM ..o 1605, 1610

Color drawing.......ccoceeerenenene e 1603, 1606

Color identified ........ccccovevririeiieeee e 1605

DeClaration ........ccovveieieiese e 1604

DEfINItIONS.....cviirieiie e 1601

Department of Agriculture .........ccccooovvvivieincincnennn, 1608

DEPOSIT ..t 1605

Duplicate papers.......ccccoevereienereennns 1603, 1605, 1609

Elements of application...........ccccoevviviiviveciercnen, 1603

EXamination ........cccoceveiiieneienenee e 1608

Examiner’s amendment........ccocoveeeverieienenesenienennens 1610

EXECUtiVe OFder ......ccoeviiiiiieeiee e 1608

ISSUE ..ttt 1611

Laudatory eXpressions..........ceverereveesesnsreseseenens 1610

Method claim Improper........ccococcveveieneiesieneieseens 1605

OALN ..t 1604

PATS...ceieeiee e 1603
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Plant patent series-- Pre-Grant Publication (PG-Pub)

Sec. No.
Plant varieties excluded ...........ccccooveiviniinncnnnne, 1601
Priority Claim ......c.cccoviiiiiicccce e 1613
Publication of application ............cccccceueunee. 1120to0 1135
Report of Agricultural Research Service ....... 1608, 1609
Rules applicable..........cccoooviiiiiiiniiee 1602
SIGNALUIE .. 1603
SPeCIfiCatioN .....cccoveveiece e 1605, 1610
SPECIMENS ...t 1607
Statutory Dasis........cccoeveiiiiiii 1601
TOIM et 2701
TUDEIS .. 1601
UPQV CONVENLION.....ccviiiriieiieieienisieenesiee e 1612

Plant patent SErieS.......coovvreririinire e 901.04

PO Box (See Mail stop)

Post classifier .........ccoocvevvvnnnne. 902.04, 903.02(c), 903.07(b)
............................................ 903.08(d), 903.08(e)
..................................................... 903.09, 903.10

Requesting consideration by ...........cccccoevenene 903.08(d)

Post employment agreement of former Office employee

....................................................................................... 1702

Post Office, Depositing papers in.........ccococeverveienerenenens 502

Post Office address (See also Correspondence; Mail Stop)

Applicant.........ccoerieninnas 409.03(e), 605.03, 719.02(b)
ATIOMNEBY ..o 601.02

Postal Service interruptions and emergencies................. 511

Postcard, self-addressed...........cocooeevrienrneinnnne 203.08, 503
........................... 601.01(d), 601.01(f), 601.01(g)
........................... 719.01(a), 1204, 1901, 1901.05

Power Of attOrNeY ........ccoviiiriiieeere e 402

Application in interference .........cccccocvvvvvivenenenn, 402.08
Application oath or declaration includes .............. 601.02
ASSIGNEE APPOINTS ....eeeieiieieieie e 402.07
ASSIGNEE rEVOKES ...t 402.07
Associate attorney.........ccoeveeviirereicnieennens 402.02, 406
Attorney not of record.........ccccoovveveiviiviicieiennn, 714.01(c)
Canadian patent agent...........ccocevvevrereneneinneneeneens 402
Change in plurality of applications or patents............ 402
COINVENTON ... 402.01, 402.10
Customer NUMDEN.........coccovviircceee e 402
Death of applicant...........cccceovvvvvinnnne, 409 to 409.01(f)
Death of principal attorney ............ccocevveeveieiencennnn, 406
Exception as to registration...........c.ccoceevvervierennns 402.01
General, for international application ..................... 1807
INVAIID. o 402
Joint applicant........cccccvveriiininnie e 402.01
Limited recognition..........c.cooouvvviieieicneienene e 402.01
Notice of revoCcation..........cocvvverieinieeieicncie e 402.05
Rev. 5, August 2006
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Sec. No
Post Office address........cooveviereieneieieneneenieas 601.02
Provisional application............cccccvviiiiniiniieicies 103
Reexamination, inter partes.............c.cceeene. 2613, 2622
Revocation.........c.cccceeneee. 402.05, 402.07, 402.08, 402.10
After AHIOWANCE.......ccovvveieieee e 2501
Secrecy order applications.........c.ccoevveviveievicneieneenn, 120
Unregistered attorney or agent ............cc.cc..... 402, 402.01
Withdrawal of attorney or agent.................. 402.06, 2501
Withdrawn in patent...........ccocvevvivvcvnivnininennns 2223, 2501
Power t0 inSpect ........cccvvevvervenens 103, 104, 324, 402, 713.05
Power to inspect, approval...........ccccoevvvvivniveiveieeieiesenn, 104
Power to inspect, suspended attorney...........ccoceeervrennns 105
Practitioner (See Attorney or agent)
Practitioner’s names on patents .........ccoceoveererenenieennens 1309
Pre-Grant Publication (PG-Pub)...........c.cccce.e.. 1120 to 1135
Amendments prior to publication...........ccccceeeiernene 1121
Appendices not published ...........ccccooeiiiiiiniicnne 1121
Application in a foreign language ...........c.cceeuenen. 608.01
Assignee information published.............ccccccvvinnene. 1121
Certification as to intent to file counterpart applications
............................................................................. 1122
Claim sets, multiple........ccooooiiiiiii 1121
COMPULEr PrOgramS. .......covrereeeeeerieresrese s 1121
(070] 1] (=] 1| OSSR 1120, 1121
Conversion to provisional to
avoid publication ............ccoceiiiiiiiinciene 601.01(c)
Complete application required ..........cc.ccoevvrereene. 1120
Copies of published application files ............cc.cc.... 1128
Correction of errors in the PG-Pub...........c.cccceoeuenns 1130
Correspondence address.......cccevvevverereneresesrenennns 1121
Correspondence regarding published application..... 1134
Disparaging remarks not published..............c.c....... 1120
Disparaging prior art .........ccceeeveverereneneiesennnne 2131.05
Drawings ....ccovevevereeerenenesese e 507, 1120, 1121
Early publication ...........ccccovvviviicieiiee e, 1129
Express abandonment to avoid publication................ 502
................................................................... 1125, 1135
Facsimile suUbmMIsSioN ........cccceeveierevcneveseee, 502.01
Fee, publication........... 1126, 1133, 1303, 1306, 1306.03
FOIMMS oo 1135
Inappropriate nonpublication request.........c..cccceu.. 1122
Material mistake by the Office...........ccocvvniiinnenns 1130
Nonpublication request ..........ccccvvervrreneinieneeeen, 1122
Notice of foreign filing.......cccccvvevvvveriicrceceen, 1124
Notice of Publication............ccccevvivrernienenieneeen, 1127
Notice of New or Revised Publication..................... 1127
Offensive language not published ..............ccccceenee. 1120



INDEX

Pre-Grant Publication Division--Prior art

Sec. No.
Public access to published application........... 1128, 1132
Publication date, projected........c..cccccevveerennene. 1120, 1122
Publication fee ........ccccovvvvvvvinininnnnenn, 1126, 1133, 1303
RCE’s not published...........cccccooiiiiiniiiiiceee, 1120
Redacted publication............ccoccovennincnnincinee 1132
Refund of publication fee .........ccccvvveveveviiecen, 1126
Replacement drawings prior to publication ............... 507
................................................................... 1120, 1121
Republication..........cccoeviiniiic e 1130
Request for early publication............cc.ccoecvninnnnnn. 1129
Request for nonpublication..........c.ccccccevevvrivneninnnn, 1122
Request for redacted publication ...............ccceennne. 1132
Rescission of nonpublication request............. 1123,1124
Residence changed..........ccoceoveniiniiciicnie 719.02(b)
Sequences published on Internet.........cccccceevvnenene 1121
Status information of published application ............ 1128
Substitute specification required...........cccceeeverrenenn. 1120
Tables, 1arge ... 608.05(b)
Third party iINQUIFIES .......coovveviiriiccees 1134
Voluntary publication ..........ccocvevvevveverevcre s 1133
When published ... 1120
Which applications ...........ccccevviviieivicvevcnece e 1120
Pre-Grant Publication DiviSion ...........cccccccvenenne. 502, 1120
......................................................... 1122, 1125, 1126
Preamble, design application...........cccceeververerernenn. 1503.01
Preamble, effect Of ... 2111.02
Preamble, Jepson claim ..o 2129
Predicted tests in specification ............cccccoceeenennne 608.01(p)
Preliminary amendment ............ccoceovineinnene. 506, 714.01(e)
Preliminary amendment
Entry denied ........ccooveveievii e, 714.01(e)
Excess claims.......cccocevvreneninnne. 506, 714.01(e), 714.10
NEW Matter........ccevvvriririiinireenns 608.04(b), 714.01(e)
Non-compliant amendment, treatment of .................. 714
Preliminary handling of public use or on sale............... 2122
Preliminary hearing, public use proceeding................ 720.03
Premature final rejection ...........ccoccooeieiiicncnnnne 706.07(c)
Premature response in inter partes reexamination......... 2667
Prima facie showing, public use proceeding.............. 720.02
Primary examiner..........c.c........ 705.01(a), 706.04, 706.07(c)
...................... 706.07(d), 707.01, 710.02(b), 710.02(e)
.................. 711.03(a), 713.01, 713.02, 713.10, 714.16
.......................... 714.16(d), 714.19, 715.08, 716, 2271
............... 2633, 2636, 2648, 2660, 2671.01 to 2671.03
Actions requiring personal attention................. 705.01(a)
............................................ 707.01, 707.09, 710.02(b)
............................................... 713.02, 714.16(d), 1004
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Sec. No.

Name on file Wrapper......c.ccccvevvevevevescse s 1302.13
Print of drawing (See also Drawings)................... 608.02(m)
AAItional........c.ccoveiiiii e 608.02(m)
AREration ..o 608.02(m)
COolOred......coeiriiiriee e 608.02(m)
Examiner’s notation on ..........ccccceecevvreinennnne. 608.02(m)
File Wrapper ......ccooevviieieee e 719.01(b)
Kept in Technology Center ..........ccccoveveeriennn 608.02(c)
MaArKed-Up ....coviveieiierieese e 608.02(v)
MaAFKING ....oveiveieiieeee e 608.02(m)
Patentability report........c..ccccvevennne. 608.02(n), 705.01(d)
Returned drawing .........ccoceverenenienieieieenens 608.02(y)
Printed matter NONStatutory..........cccoceveevvereeniennas 706.03(a)
Printer waiting ........cccocevvvvrnvennnnenn 708.01, 1305, 1309.02
Printing date, declassified material......................... 707.05(f)
Printing practitioners names on patents.............ccceceeene 1309
Printing Priofity .......cocoveieniiineee e 1309
Prior art (See also Reference)..........ccccccvvevnnene Chapter 900
AdMISSIONS 8S...evvcvrerieieie e eneas 2129
ANAIOGOUS ..o 2141.01(a)
Disqualification under 35 U.S.C. 103(C) .....ccevvvvevrreennne
............................................ 706.02(1)(1), 706.02(1)(2)
.................................... 706.02(1)(3), 2136.01, 2141.01

Duty of disclosure of ...........cccooevviiiinnieninnennn, 2001.04
Effects of international application publication........ 1857
......................................................... 1857.01, 1895.01
EQUIVAIENTS .....coiivicieeee e 2144.06
Electronic Information Disclosure Statement........ 609.07
Filed on Saturday Sunday or a Federal holiday................
..................................................................... 609.04(b)
Foreign application @S .........cceevevenenesiesesennens 2135.01
Information reasonably necessary for finding....... 704.11
International application publication................ 706.02(a)
............................................... 1857.01, 2163, 2163.03

Kind COUBS......oviieirciieeeiee e 901.04(a)
Level of ordinary sKill ...........c.cccoeeveiiiiiecnnnn, 2141.03
Patents as........ccovverereeeenenn 706.02(a), 2126, 2132, 2136
Publications under 35 U.S.C. 122(b)................... 1895.01
.................................................... 1896, 2136, 2136.03
Scope and content of .........ccoevvvvieeiecierce e, 2141.01
Means HMItations .........ccocovevrereineneiseseeses 2182
Search (See also Search) .........cccceveeviieinnnn. Chapter 900
Statutory Invention Registrations as............ 901.02, 2136
Suitability of ....ccvvvice 2144.07
Third party sSUbmissions ...........cc.ccoevvvenne 609, 1134.01
Used in deciding request for reexamination...2242, 2642
Well-known inthe art...........cccooeoeiiiiiiieinnn 2144.03
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Sec. No.
Prior art citations in reexamination proceedings
EX PArte. e 2202
CONEENT .. 2205
Copies of Prior art..........ccoceveevieiinienicie e 2205
English translations...........cccocveviniiiiieincnn 2205
Explanation of pertinence..........cccocvvvivvivvnrnnnnnn, 2205
FIOWCHArS ..o 2206
Handling ......ooveiiiee e 2206
Sample letter ... ... 2205
Service on patent OWNEr ........ccccecvvevvcnieniseniene 2208
Time for filing ....ccoovvviveecee e 2204
INtEr PAItES......oovieeviie e 2602, 2646
................................................. 2654, 2656, 2657
After the order to reexamine............cccco...... 2602, 2667
After a Notice of Intent to Issue Inter Partes
reexamination Certificate issues ............. 2687.01
Before the first Office action..........cccccvvvvrennnn, 2625
Before the order to reexamine .................... 2602, 2654
By another requestor...........ccovvveinenecnenccnenns 2656
By the patent OWNer.........cccocvcvvviveeeiece e 2656
SEOrage Area.....eovvvveiiie et 2667
With the REQUESL ......covveiiiieiiecccee e 2656
With third party’s comments ................. 2666.05, 2667
Prior art copies in reexamination
EX PAITE...cocviciieece e 2218
INEEE PAITES. ..o 2618
Prior art filed by protestor............cc.cccceeee 1901.02, 1901.03
Prior art on drawing ........cccceeeevveiinennenns 608.02(g), 2125
Prior art statement ........ccocoeoveieerereiinriene 609, 1893.03(g)
Provisional application ..........cccccevevereieviesiese s, 609
Reissue application ..........cccoceveiviieneienienieiese e 1418
Prior art, statement applying (reexamination)..... 2217, 2617
Prior art used in determining reexamination request
EX PAIE....ccv i 2244
INEEE PAITES.....cvveieeeee e 2644
Prior examiner’s action .................... 704.01, 706.04, 713.01
Priority
Claiming in continued prosecution
application .........cccoeveeeveninieiennn, 201.06(d), 1302.04
Claiming in ex parte reexamination......................... 2258
Claiming in inter partes reexamination ................... 2658
Claiming in reissue application............ 1402, 1405, 1417

Foreign application (See also Foreign application)

Corrected by Certificate of Correction ................. 1481
Design applications............cc.ceevevennen. 1504.02, 1504.10
EX parte reexamination............ccoceovereirennicnnenns 2258
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Sec. No.
Incorporation by reference. 201.13, 201.17, 608.01(p)
Inter partes reexamination ...........ccccocevveriecenieeenn, 2658
Proper identification.............c.ceevenennicnenn 201.14(d)
Formal requirements .......... 201.11, 201.14, 706.02(f)(1)
Incorporation by reference to earlier application
....................................... 201.06(c), 201.17, 608.01(p)
International application...... 201.11(a), 1828, 1893.03(c)
Corrected by Certificate of Correction.................. 1481
Inventor’s certificate ..........ccoovvvvineisicnenn 201.13(a)
Overcoming referenCe........ccocevevvereinnescnnn, 201.15
Patent printing ........cccocvvvvvveinsieeee e 1309
Petition for unintentionally delayed claim to benefit of
prior U.S. application..............cc....... 201.11, 201.11(a)
Prior U.S. application ..........ccccvvvvineincniiinenns 201.11
Corrected by Certificate of Correction.....201.11, 1481
Design application..........ccccvevveveeveievesnse e 1504.20
In ex parte reexamination ..........c.ccoceevevieiinieniennnns 2258
In inter partes reexamination............cc.cceeeeneenen. 2658
Provisional application...........cccocvvvvnieninnennn, 706.02
TIMe ChartS.....ccooveee e 2138.01
Time for filing ..o 201.13
Priority document (See Foreign application)
Priority practice (See Foreign application)
Private use (See also Public US€) .........cccccerveunnen. 2133.03(a)
Proceedings, Termination of..................... 201.11, 711.02(c)
Process of making and product made ..................... 806.05(f)
Processing and retention fee .........cc.ccoeveieinienn. 601.01(a)
Processing of reexamination in Technology Center
EX PAre ..o 2233
INEEE PATES ....vveveeeeie e 2633
Product and process of using.............. 806.05(h), 2173.05(p)
Product by process.........cccceverereienenennns 2113, 2173.05(p)
Product of human ingenuity..........cccccvvvvinennencncnnen, 2105
Product of NAtUre .........cccoeveiriiiineeccce 706.03(a)
Program Management System (PMS) ................. 2238, 2638

Programs, Computer (See Computer programs or software)

Prolix claim ... 2173.05(m)
Proof, burden of ..........ccccevveviviceenn 2112,2112.01, 2113
Proof of authority of administrator or executor ..... 409.01(b)
Proof of foreign filing..........ccooviviveiiiecee 201.14
Proof of irreparable damage ........cccccoeevvviinirinnne 409.03(g)
Proof of ownership, reissue application.................... 1410.01
Proof of unavailability or refusal to sign ............... 409.03(d)
Proofreading of action ............ccccvevevevevescse e 707.08
Proper multiple dependent claim..........cc.cccoouenneen. 608.01(n)
Property rights statement............ccocecvvevinenscncsenn 150

Contents OF ..o 151



INDEX

Property rights under AEC and NASA Acts--Public domain

Sec. No.
Property rights under AEC and NASA Acts... 115, 150, 151
Prophetic examples in the specification.................. 608.01(p)
Proprietary interest, Proof of............cccooiiniinns 409.03(f)

Proprietary materials (See Protective order material; Trade
secret material)
Pro se applicant (See also Applicant; Inventor)

Appeal brief ... 1205
Certificate of Mailing........ccocoooriiiiiiie 512
Change of address.........ccocvvevrivirerennnnn 601.03, 719.02(b)
DEath.....oieci s 409.01(f)
Duty of diSCIOSUTE........ccccvvvricrireeeeeee e 2002.01
Examination of application...........cc.cceevvvvivennnne. 707.07(j)
EXaminer’s aCtion ..........ccccocevenerenienieie e 707
INEEIVIEW ..o 713.01
Legal representation...........ccccveeveveeereererescsesesennnns 401
Telephone restriction practice........c..ccoevvvvererernnns 812.01
Prosecution
Closed, application allowable except for formal matters
................................ 707.07(j), 710.02(b), 714.14
Closed, SECrecy Order CaSES........cvuververeerrererererennens 130
Prosecution after appeal ...........cccoovvvvireiieveicienenn, 1207.04
Piecemeal........cccoeivveiiciece e 707.07(g)
Reopening after allowance...........ccccccoceieniiennne 1308.01
Reopening after Board decision.............ccccceevnene 1214.07
Prosecution 1aches..........ccovviieneniineineneeee e 2190
Prosecution of Secrecy Order application.............c..c...... 130
Prosecution reopened after court decision................ 1216.01
Protective order material (See also Trade secret material)
....................................................... 724 t0 724.06
SUBMISSION......oiiiiiiieiirc s 724.02
o (0] (1) APPSR Chapter 1900
Access by protestor.........ccoceeceeeieniene. 1901.05, 1901.07
Acknowledgment of protest...........cccocevverennnn. 1901.05
Certificate Of SEIVICE......ccevvrerrir e, 1901.03
Comments of applicant...........ccccceevevevcneiennnnnn, 1901.06
ComMPIEte...coeivieice e 1901.03
Copies of documents.........ccccoeeveiencnenineieenns 1901.03
Express consent of applicant required ..................... 1134
Filed in reissue where patent is in
interferenCe.. ..o 1449, 1901.06
Handling .....ooovvvviiieseee e 1901.05
Improper Protest.........cccoevvvvvevcrinenenene, 1134, 1901.03
Information which can be relied on..................... 1901.02
Involving fraud, lack of good faith or candor, or
violation of duty of disclosure.............. 1901.06, 2013
Multiple papers on same iSSUE ............coeverennen. 1901.07(a)
Reissue application ...........ccccoeevrenen, 1441.01, 1901.04
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Sec. No.
Reissue litigation.........c.ccoevevevveiciennns 1901.03, 1901.04
Requirement for information...........cc.ccoeevveiniienens 1901
Review of adverse deciSion..........cccoceeveveveneicenenne. 1906
Service on patentee or applicant............cc.ccoeene. 1901.03
TC Director’s attention required ..........c.ccocecvreerene. 1003
Timeliness of protest........c.ccoevvvvevevevenievesneenn, 1901.04
Trade secret information ...........c.ccoceevvenene. 724, 1901.02
Treatment by examiner...........ccccocvvnenenennenn, 1901.06
Under Rule 1.291 ... 1901
Who can file ......ccoooeveveiiic 1901.01
Protestor partiCipation..........cccccvcvvevesesineirereeseesies 1901.07
Provisional application ............cccocvvnennne. 201.04(b), 1706
Abandonment..................... 201.04(b), 201.11, 711.03(c)
AACCESS ..vvvrieeee e ettt ettt 103, 104
ASSIGNMENT OF .o 302.03
Assignment of application claiming benefits of ....306.01
COomPIEtenesS ......coovereiirieiieie e 506, 601.01(b)
CoNnVersion t0 ......ccccerererenieerienee 201.04(b), 601.01(c)
Correction of inventorship ..........ccccoevvneinenne, 201.03
Cover sheet for ..., 201.04(b)
Data, on file wrapper/history of ............. 202.02, 1302.09
Data, in specification of ............ccccooviiiiiiiienns 1302.04
DIaWing......coveeieerieiienieese e 608.02
Effective filing date.........cc.cccoverieiennen 601.01(b), 706.02
English language translation for benefit of date....201.11
Filing reCeIPt ...cvovviiiiieiecee e 503
Guidelines for drafting .........cccccovevvinenninenciee 601
Information disclosure statement ...........ccccoevereneennn. 609
JOINt INVENEOIS IN..cvveicce e 605.07
Last day of pendency.......c.ccccecevevvnnneineennan, 201.04(b)
Ordering of abandoned............cccceeeieneneiencnienn 905.03
Priority ..ooooeveecece e 201.04(b), 201.11
Error in, as reissue grounds..........cccvevvvreseneennnnn 1402
Request to convert to nonprovisional............. 1002.02(b)
................................................................... 1002.02(q)
REVIVAL ..o 711.03(c)
Statutory Invention Registration ............c.ccoceevnenne. 1101
Small entity Status .........ccoeoviriiiinincee 509.03
SPECITICAtION.....cv v 601.01
PTO employee restrictions, assignment...........cc.ccccvevvenee. 309
PTO employee restrictions, unavailable to sign oath or
declaration as iNVENTOF..........ccocevvreiieieree e 409
Public access to ex parte reexamination file.................. 2232
Public access to inter partes reexamination file ............ 2632
Public domain (See also Public use; On sale; and
Disclaimer) .....cccoeveveie v 2121.03, 2133.03
.......................................................... 2133.03(a), 2145
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Public inspection, Application file-- Quayle practice

Sec. No.
Dedication to public...........ccccvveveiviiieieicreinn 715, 1490
Public inspection, Application file............c.......... 103, 1128
Ex parte reexamination ...........ccceeeverencrenncns 103, 2232
Inter partes reexamination..................... 103, 2609, 2632
Redacted application publication..................... 103, 1132
REISSUL......eveiiriiieirieie e 103, 1430, 1470
Public inspection of assignments .........cc.ccoevevvervennn. 301.01
Public Law (See Statutes)
PUBHC POLICY ..o 706.03(a)
Public right to inspect fileS.........c.ccovvenvinennnnnn. 103, 1128
In ex parte reexamination ...........cccccecevvreenennnn, 103, 2232
In inter partes reexamination................. 103, 2609, 2632
Public sale (See also On sale; Public use)................ 2133.03
Public search facility (See Patent search facility)
PUDIIC SBAICNErS. ... 101
Public use (See also On sale) .......c.ccevveverererinnnnns 706.02(c)
..................................................... 2133.03, 2133.03(a)
Affidavit or declaration............ccocooiiiinicicnnnne 715.10
ANLICIPALION ...oviieiicc e 2133.03(a)
Commercial exploitation...........c.cccceerennne 2133.03(e)(1)
Commercial USE ......ccovevevievievcne e 2133.03(a)
Completion of the invention ............cccccceevvennennn. 2133.03
.................................... 2133.03(c), 2133.03(e)(1)
Definition Of ..o, 2133.03(a)
Y o (<] o 706.02(c)
Experimental use (See also Experimental use)
............................................. 2133.03, 2133.03(e)
In this country ..........ccoceeeevenennne 706.02(c), 2133.03(d)
Intent to experiment........... 2133.03(e)(2), 2133.03(e)(3)
INVENLEION ..o 2133.03(c)
Policy considerations...........ccccoeevveieiecvenicnieinens 2133.03
Public knowledge or on display..........c.cc.c..... 2133.03(a)
SBCIECY ..ttt 2133.03(a)
SINGIE USE ..ot 2133.03(a)
Control over invention..........cccceeevvvivivennenn, 2133.03(a)
............................... 2133.03(e)(5), 2133.03(e)(7)
Testing by third party......... 2133.03(e)(5), 2133.03(e)(7)
Use with expectation of privacy ...........c.cc...... 2133.03(a)
Use by inventor or associates.........cc.cecvrvaneae 2133.03(a)
Use by independent third parties.................... 2133.03(a)
Public use proceedings.........ccovevrerieienereeenereeesiereeeeneas 720
AFFIdaVILS ..o 720.01
Final decCiSioN........cocovvieverire e 720.05
Oral argument.........coccvviviveieieee e 720.04
PELItIONS ..o 1134, 1002.02(b)
Preliminary handling............ccocovvvevnieiencnnecnen, 720.01
Preliminary hearing...........ccoovonininenneneen, 720.03
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Sec. No.
Prima facie showing.........ccccoevvveiveveeceicnenenenn, 720.02
Rejections after........ccocvvviievciineiseieiese e 706.03(v)
ReJeCtions ON.......ccoeveerenininicee 706.03(v), 720.05
TESHIMONY ... 720.04
Publication, Defensive..........ccoeue... 711.06, 711.06(a), 1111
Publication of Statutory Invention Registration ............ 1111
Publication date ..........ccccevereivierieinenns 706.02(a), 707.05(f)
Publication fee.................. 1126, 1133, 1303, 1306, 1306.03
Publication of abstracts..........c.ccccocevvcnnne. 711.06, 711.06(a)
Publication
Board decCiSioNnS ........ccvvreireneinenecse e 1213.03
(07111 [0 R 706.02, 707.05(e), 901.06
Date OF ..o 706.02(a)
Declassified ... 707.05(f)
NOLICES oo Introduction, 707.06, 1703
Official Gazette (O.G.) ...ccccvivvvevrieererese e, 1703
Orders.....cccooeveneniieienen Introduction, 707.06, 1703
Own, as reference.......cccoeveererencnn 715.01(c), 2132.01
Patent and Trademark Office ...........ccccvvenne. Introduction
Pre-Grant (See Pre-Grant Publication (PG-Pub))
Prior art effect of international ........... 706.02(a), 1857.01
........................................................................ 2136.03
RUIES ChaNQES......cviviricirieee e 1703
Under 35 U.S.C. 122(b) as references
.................................... 1857.01, 1896, 2136, 2136.03
VOIUNANY ..o 1133
Publishing Division (See Office of Patent Publications)
Pulling abandonments............ccocoveineneiineneennen, 711.04(a)
Q
Quality AsSSUranCe..........ceeevevevereane. 1302.04, 1308.03, 1720
IN reexamination..........cocevvveveieneneiesenesennns 2289, 2689
Quality Assurance Specialist (QAS).......cccceeeeens 2289, 2689
Quality control program ..........cccceeeeeriereienennieneeas 1308.03
Quayle practice........ccevevererervrerrsnrenns 710.02(b), 714.14
ACION reCOTAING..c.vveveeeeierierese e 1705
After final rejection.........ccocvevevcvicncie e, 706.07(f)
Allowance action..................... 707.05(a), 714.14, 714.15
Claims later added..........ccoovvvveiieveieienene e 714.20
Copies of references.......cccocvvvvvvveveieercreseennn, 707.05(a)
Design application...........ccccceevevevencvene e 1504
Examiner’s amendment used instead of ........... 608.01(b)
Formal matters corrected...........ccccc..... 706.07(f), 812.01
Information disclosure statement ........ 609.01, 609.04(b)
Primary examiner signature required ...........cc.coove.n.. 1005
Reexamination, ex parte ..........c.cccoeue.e. 2250.01, 2266.01



INDEX

Query Printer Waiting--Reexamination, Ex parte

Sec. No.
REISSUE .....evicierieicie e 1444
Shortened statutory period.................. 710.02(b), 2250.01
Query Printer Waiting .........ccooceveieienciencncnccene 1306.03
R
Ranges
ANticipation Of ... 2131.03
ObViousness Of........ccceeviieinieieiene s 2144.05
Ratification of papers filed
Death of attorney ........cccccvviviveieciececree e 406
Death of INVENLOr ......cccoovveieiiece e 409.01
Signature improper or lacking .........cccccceceienene 714.01(a)
Real party in interest .........ccoceovvvvriincnnenn, 1205, 1207.02
In inter partes reexamination............... 2612, 2614, 2677
Reasons for allowance..........ccccoccverveneineneiieen 1302.14
Amendments after final rejection............c..cccceei. 714.13
Appeal reCord........oovvieeieiiiie e 1213.02
Applicant’s comments ON ...........ccoeevereevnennnn 1302.14
Claim NarroWiNg ......covevveeerevereseseeieeseese e 1302.14
Comments on, ex parte reexamination .................... 2287
Comments on, inter partes reexamination.......... 2687.01
Estoppel effect .......cooeieiiiiiiiiiieee e 1302.14
Failure of applicant to commenton .................... 1302.14
Patent Cooperation Treaty application. 1845.01, 1878.01
Presumption of acquiescence by applicant ......... 1302.14
Public use proceedings.........cccoceveieninencnnnennnns 720.05
Reexamination
EX PArte ...cooviieieiee e 2262, 2287
INEEE PAITES ...vveveeeee e 2687
Rebuttal brief in inter partes reexamination appeal
................................................................... 2678, 2679
RefUSEd ENEIY ..o 2679
Recapture
Claimed subject matter .................. 706.02(1)(1), 1412.02
Matter in FISSUE ...ovevveeieeirieieisieiee e 1412.02
Of patent rights
Disclaimed by filing a disclaimer................c........ 1490
Waived when SIR published..........ccccccoevvrnnnnnnn. 1111
Receipt of mail and papers.......c.ccoevevevervrnnnnns Chapter 500
Arrangement of papers in file wrapper ............. 719.01(a)
Depositing correspondence..........cocvveeereeeniieniennenns 502
Entry of amendments...........ccoceovieniieninnenecnnen, 714.18
Filing reCeipt....ccveieie e 503
Office date Stamp ..o 505
Period for reply ......cccoevviveriicenc e 710.01(a)
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Sec. No
Receiving Office PCT procedure..........cccocevvrvsvnvnnnnnn 1801

International BUr€aU...........cccurveiririeeniieeiecenes 1805
Reciprocal privileges, foreign priority..........cc.cc.cc...... 201.13
Reciprocal security agreements ..........cccocevererercreneenns 120
Reclassification

ClASSES....ocvviieirerieiee e 903.02(a)

Patents ........cooviiiiiiii 903.05

SUBCIASSES ...t 903.02(c)
Recombinant DNA (See also DNA,; Biotechnology)

Special StatUS........coeireiiiricee 708.02
Reconsideration in ex parte reexamination ................... 2269
Reconsideration of abandonment .............. 711.03, 711.03(c)

Based on insufficient reply........cccocveniinenn 711.03(a)

Based on failure to reply within period............ 711.03(b)
Record of interview .........cccocevevvveienicicnnns 713.01, 713.04

Record room (See File Information Unit (Record Room))
Record system for reexamination

EX PAre ..o 2235
INEEE PAITES ..o 2635
Recording assignment...........c.ccocvevvevvererernnnn, 301, 302, 317
Recording change of business name...........ccccocvvevrennnne. 314
Recording government interests ...........c.ccoceevene. 302, 302.07
Recording of joint research agreement............... 302, 302.07
Recording license agreement...........ccocevvevvinenncniennnes 313
Recording of other documents............c.ccccccevvenene. 313 to 317
Recording security interest..........ccoevvneneninieniieieneee 313
Redacted publication of an application...............c.......... 1132
Reduction to practice........ccoceveveivinnnns 715.07, 2133.03(c)
......................................................... 2138.01, 2138.05
Reexamination, EX parte .........ccccocevevvevnninnnns Chapter 2200
Access tofile.......ccooevnennne 103, 724.04(c), 2209, 2232
Action following Board decision ............cccccveeneene. 2278
Address of patent OWNEr..........cccocvvvriinenvinieinienns 2222
AAMISSIONS ... 2217, 2258
AFfidavits ..., 2216, 2217, 2258, 2265
After final practice ..........ccocvviiieiiiiiiie s 2272
Amendment........ccccovreieniiiinins 714, 2234, 2250, 2295
ADSEFACT ... 2287
After final rejection.......ccccevevevie v, 2272
EXBMINEI™S .ottt 2287
Filed with request...........ccooeieiininiee, 2221
IMPIOPET ... 2250

In a merged reissue/ex parte reexamination.......... 2285
Prior reexamination certificate issued......... 2250, 2295
Provisions of Rule 1.312 do not apply ................. 2287
Reissue patent iSSUed .........cceverereienene e 2250
ANCHIArY ISSUES ..o 2217, 2258

Rev. 5, August 2006



MANUAL OF PATENT EXAMINING PROCEDURE
Reexamination, Ex parte-- Reexamination, Ex parte

Sec. No.
APPEAL ... 2273
Appeal brief ... 2274
Appeals to Courts .......ocoovreririnnnnne 1216, 1216.01, 2279
Application file location ..........c.ccocvoeiiiiiiicncen 2635
ASSIGNMENT .o 301
To an examiner .........ccoceeveenen. 2236, 2248, 2255, 2285
ATOINEY O AQENT ......vviivieriee e 2213
Name on certificate...........ccoovrriiiiiieie e 2287
Basic characteristiCs........ccoovvvvrinieeieieree e 2209
Certificate Of ......oovvveiiiiiceece e 2288, 2294
Reissue patent as........cccovevvveeervenierierenienns 2290, 2294
Certificate attached to patent COpYy......cc.ccevververvennn. 2292
Certificate distribution ............ccoovveiiiiiiiiiienc 2292
Certificate format..........ccooeverinienienisceeeee 2290
Certificate of mailing or transmission...................... 2224
Certificate of prior reexamination in later request
......................................................... 2214, 2219, 2619
Certificate Of SEIVICE.......cccoviiiiiriiireeee e 2220
Certified COPY ...ovvveieiiicereere e 2232
Citation of prior art.........ccccocvvevviveicrcicsc s, 2202
After first office action .........ccccocevvvevviiiiciies 2271
Claim for Official Gazette..........ccccocvvvervieniicniens 2287
Claim, multiple dependent, preparation for publishing
............................................................................. 2287
Claim NUMDBErING ..cvevveieee e 2250
Claims considered...........ccocoveivreneieneresennan. 2243, 2258
Claims invalid/unenforceable ............cccoceieiininnne 2286
Claims presented for interference ............. 2283, 2304.02
Clerical handling.........c.ccovvereiiiineiiieiene e 2270
Collateral estoppel .......ccvevvevereririeirseseeeeeeee 2259
Comments on “Statement of Reasons for Patentability
and/or Confirmation” ..........cccooviiieieninc e, 2287
COoNCIUSION ..o 2287
Concurrent proceedings ........c.ccoeeererieennnn. 2282 to 2686
Conduct of proceedings .......ccocvevvrvevereererereseseenns 2254
Consideration of responses........cccccovververennan. 2252, 2253
Consolidated proceedings..........ccoceevrereeneieenenns 2283
Constructive notice to patent OWNer...........ccocecvevenee 2230
Content Of reqUESE........coevvererere e 2214
Copending proceedings..........cceverereerrereenns 2283 to 2686
Copy of patent in request .........ccoverveeveriniieeieas 2219
Double column format............ccccoeiennnenn 2214, 2219
Copying Of file ....ooviiiiicie 2232
Correction of inventorship..........c.ccccvevnne. 2250.02, 2258
Correction Of reQUESE ........ovverieireice e 2231
COITESPONUENCE ..ot 2224
Criteria for deciding reqUeSt ..........cccocerevenereenenas 2242
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Decision of Board of Patent Appeals and Interferences
............................................................................. 2277
DECiSiON ON FEQUEST .......cvevvrviieiirieieise e, 2240
Decision ordering reexamination ............c.ccocecerennn. 2246
DECISION PrOCESSING....ccvevererreirierieesie s 2245
Defective SUBMISSION .......ccvvvviiiiiieeee 2266.02
Denied.......ccoeivieieiieieese e 2240, 2247, 2247.01
Dependent claim treatment............c.cccceevrerinennen. 2260.01
Director’s iNItiative ........cocovevvve v, 2239
DOMESLIC PrIOMILY ..ovveieeiceirieicceec e 2258
Double correspondence..........coovvveeeeevereesiesiesnennns 2224
Double patenting ........ccccceeveveneneiinicieens 804, 2258
Drawing COrrection..........cocuvrerireneneneniecnennens 2250.01
Duty of diSCIOSUTE ......ccevvvvrrriririreienen, 2003.01, 2280
EleCtronic COPY....ccovvvevvriesiecieiece e 2209, 2232
Entry of amendments .......cccccoeeveveievesnnnenns 2234, 2270
Entry of court decisions in patent file ..................... 2207
EXAMINEr ...ocviiiieieeee e 2236, 2248, 2255
DEPOSIION ..ot 1701.01
Examiner’s amendment........ccocoovvvvennienenineneennen, 2287
EXaminer’s anSWEN .........ccooireiieienene e 2275
Expiration of patent..........cccceeeviiiiiiencnnn 2211, 2250
Explanation of prior art.........c.ccoccoevevnencineneenne, 2217
Extension of time ..o 2265
Failure to timely reply to Office action..................... 2266
FEES it 2215, 2233, 2283, 2285
Final action........cccccoveeveieiieccnennne, 706.07(a), 2265, 2271
FIOWChAIt ....oviiiiiceee e 2201
FOreign Priority ......cooeoevereieneiseneesesee e 2258
FOIMMS oo 2296
Granted.......ococovereieneieienee e 2246, 2247.01
Grounds of rejection.........cccooeieieiinienciieeee e 2217
Identity Of reqUESEEN ........covevriiicc 2212
INAPPropriate PAPErS.......coevvrereereriese e 2267
Return of Papers.......ccoovvviveiieiercre e 2267
Incomplete requeSt ......ccvcveieicie e 2227
Informal submisSION..........ccoooviiiiiiiic e 2266.02
Initial Processing .........ccoevvvireinineisreseseee 2226

Inquiries from persons other than the Patent Owner

........................................................................ 2212.01
Interference copending......c.cccceevevenesesnsieseeeenean, 2284
Intervening rights ... 2293
INEEIVIEWS IN..oiiiiiiicicciceece e 2281
INtrOAUCTION ... 2201
Listing of prior art.........ccccccocevvvienninienc e, 2257
Litigation copending .........ccocevvvieveiinieneninienere e 2286
Litigation reVIew ..........coceeeeieeieiencne e 2240, 2287
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Mailing of Office actions.........cccceevevvereiciincininnne 2264

MEIQEN .o 2283, 2686.01

Merger with reissue proceedings ..........ccccevuereene 1449.01
Multiple dependent claim handling, preparation for

PUBLISNING....c.oiiiiii e 2287

NEW MALET......eeiiiiiieiieiere e 2270

NIRC (See Form letters and forms: Notice of Intent to
Issue Ex Parte Reexamination Certificate (NIRC)

PTOL-469))
Notification of Concurrent Proceedings .................. 2285
Of a reexamination...........cccoeveierereieneiene e 2295
Office action .....covveveeiiceceee e 2260, 2262
Official Gazette
Notice of certificate ..........ccoovrvvriviieienieiere 2291
Notice Of reqUeSE.......cccovvreverrrece e 2229
“Old art” (i.e., previously considered/cited)
.............................................................. 2242, 2258.01
Oral NEANING ....cveverie e 2276
Orders for copies Of .......ccocveviieieiiiiieneeee 2232
Patent copy in reqUESE........ccovvveveieeeeesese e 2219
Double column format..........ccocevvvereinienas 2214, 2219
Patent owner’s address.........cooveevvenieienereeenieresennns 2222
Patent owner’s statement ...........c.ccooevienieiciieniene 2249
Patent owner’s statement of interview..................... 2281
Patentability review conference...... 2271, 2271.01, 2287
PetitioN .....cce e 1002.02(b)
Correct inventorship ........c.ccooevevenieeieiene 2250.02
Denial of request...........ccc...... 1002.02(c), 2246, 2265
For entry of late papers (revival of terminated
ProCeedings) . ..cvcvervevrerere e s 2268
Merge proceedings .........cooevvrerreenerenennans 2283, 2285
Reconsideration ..........ccocooeverinienieieiee e 2268
Stay proceedings pending interference.................. 2284
Stay proceedings pending reissue..........c.cocvvvnnns 2285
Unavoidable delay .........ccccovvivniveiciencnievese 2268
Unintentional delay...........cccccoovveiiciivcncicce, 2268
Vacate order granting reqUest.........c.cccceeevereriennnn. 2246
Waive time provisions..........cccoeeveneieneniccnenens 2265
Power of attorney, withdrawal .............cccccoevrrrnnee. 2223
Preprocessing staff..................... 2226, 2229, 2232, 2239
Printing of certificate ........ccccooeveiv i, 2288
PRIOF @t ..o s 2218
Prior art considered.........c..coccvevveveeericieieneens 2244, 2256
Prior art previously cited/considered ........ 2242, 2258.01
ProCeedings......cccoevveiierieiiieneie et 2209
Processing in Central Reexamination Unit and
Technology Center........ccoccovevevnciinennn 2233, 2245
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Clerical handling........c.ccoovvvviviireieiere e 2270
Project COB........oviiriiere s 2238
PUDIIC @CCESS .. 103, 2232
Quality Assurance Specialist (QAS) ......c.cccverieenes 2289
QUAIILY FEVIEW ... 2289
Reasons for patentability and/or confirmation
................................................................... 2262, 2287
Reconsideration of Office action............cc.ceeeevenenne. 2269
RECOrd SYSLEM .....cviviiiiiiicerese e 2235
Refund if request denied ...........cccccovevrvrennenn 2247, 2248
Reissue copending........cccoeevevvvesvnieiinennns 1449.01, 2285
REJECLIONS.....ceviiiiiie e 2242, 2258
Using “old art” ........cccoovreineneiniec e 2258.01
REMINAEIS ..o 2287
Reply by third party requester..........c..c.ce..... 2251, 2253
Period for reply cannot be extended...................... 2265
REPOIES .. 2235
Representative of reqUeSter.........cccocveviirciicnienens 2213
REQUEST.......ceiiee e 2210
After reissue patent iSSUES................. 2240, 2258, 2285
After first reexamination certificate issues............ 2294
CONEENT....oiieeeee e 2214
Correction ProCesSiNg .......ccoeovrerreerenreiereneeennens 2231
DECISION ..o 2240, 2244
DeciSion Criteria.......ccoevviireiiireisenee s 2242
DENIEA ...viveieiieiee e 2247, 2247.01
After reissue patent iSSUES.........cccvvvererieniennnne 2240
During interference ... ienine s 2284
Facsimile submission not permitted................... 502.01
Filing address........ccoovvveveieeiercccce e 2224
Granted........ccoovvevrinerininesee s 2246, 2247.01
GUIAEIINES ... 2242
“Old art” (previously considered art) involved
....................................................... 2242, 2258.01
Response to Office action .........cccccevvvevevvnvieenenne, 2266
ReStriCtion IMProPer.......ccccvvviveeeiieieenie e se e 2258
REVIBW ...t 2289
Sample letter requesting reexamination .................. 2214
RS {ol ] oL O 2258
SEAICH ..ot 2244, 2258.01
Second or subsequent request...........ccoeeervenene 2240, 2283
Prior art considered...........ccooeieiiiciiiennns 2240, 2242
Service by patent owner on requestor of patent owner
SEAEMENT. ... 2249
Service of papers.............. 2220, 2266, 2266.02, 2266.03
Special status for action............ccoceevverviereiieiennn, 2261
Statement applying prior art...........cccccoceveevercrennnne 2217
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Sec. No. Sec. No.
Statement DY OWNEF ........cocvvvvvrerecieeeee e 2249 After Action Closing Prosecution (ACP).............. 2671
Statement of Reasons for Patentability and/or 2672, 2673
ConfirmMAation .........ccoverinereineree e 2287 After expiration of the patent............c.cccoenne. 2666.01
Statutory Dasis........cccovveiiiicie 2201 After Notice of Intent to Issue Inter Partes
SEAY Lot 2283 Reexamination Certificate (NIRC).......... 2687.01
Submission defective or informal ....................... 2266.02 After Right of Appeal Notice (RAN)........c........... 2673
After final ... 2272 e 2673.02, 2675
Submission not fully responsive ............ccccceeeenee. 2266.01 ClaIMS .o 2666.01
After final ...c.oooovviieii 2272 Defective....ooovviceeececceeei 2666.50, 2666.60, 2667
Substantial new question of patentability ...... 2201, 2216 Dependent claim ......ccccoovvvveierencie e, 2660.03
................................................ 2240, 2242, 2244, 2246 DrawingsS ...cccovvverrireennreennreenenneeesnenenennenene. 2666.02
Using “old art”.......cccooeveivreneinnencsees 2242, 2258.01 ENEIY s 2670
“Sufficient cause” for extension of time.................. 2265 In a merged reexamination proceedings
SUSPENSION ...ttt 2283 2670, 2686.01, 2686.03
Terminated.......cccoovveverieresese e 2294 Of areissued patent.........cccccevevevervsesesennnan, 2686.03
Terminated fileS ... 2294 THE oo 2660.02
TICKIEr TEPOIES...c.viviiviieiiciicese s 2235 To provoke an interference ........c.ccocevveeeriennnen, 2686.02
Time for request deciSioN...........ccovvveveicieiencein 2241 UNSIGNE ...t 2666.50
Time for reqUeSEING........covvereirirreerees 2211 Appeal (i.e., Appellant) Brief..........ccovniiiinnan. 2675
Time for response t0 actionsS..........ccecvvvvvvvvesnnnenn, 2263 DefeCtiVe ..o 2675, 2675.02
TIME rEPOItING ..vovevevieveieiicieee s 2238 Appeal Conference.........cocvvevvevverieeseienennns 2676, 2677
Title report ..ccvvceeccee s 320, 2287 Appeal to the Board of Patent Appeals and Interferences
TraNSTON .o 2237 2674 to 2680
Translation required..........ccccoevvenenineinenecns 2218 FIOWChart ..ot 2601.01
Untimely filed paper prior to order...........cccccvnnnee. 2225 Appeal to the Court of Appeals for the Federal Circuit
Untimely filed papers........ccccoeivveneienienicienee e 2267 s 2682, 2683
UNtimely reSPONSES........ccvevrverieierieieie e 2252 Appeal to the U.S. District Court for the District of
Use of transmittal form (PTOL-465) ...........ccceuennee. 2264 Columbia not available.............cccoiiiiniiiiens 2683
VACALE ... 2294 Appellant defined ..o 2674
Vacated, claims invalid/unenforceable. .................... 2286 Assignment to examiner...........ccccvev.e. 2636, 2648, 2655
Who may file request for .........ccccvvvvvnciiencninn, 2212 Certificate of inter partes reexamination ................. 2688
Withdrawal of attorney during.................... 402.06, 2223 2690, 2694
Withdrawal of power of attorney............cccccoeevnnene. 2223 DiStribULION .......coveiiireiiie s 2692
Reexamination, Inter partes (See also Reexamination, Ex 0] 1111 R 2690
Parte).....ccoveeeieiere s Chapter 2600 Reissue patent as.........ccevevvevvevveiereneiennnas 2688, 2694
Access by public................... 103, 724.04(c), 2609, 2632 Certificate of SEIVICE ..ocovvevveiceieii 2620, 2666.06
Action closing prosecution (ACP)............ 2660, 2666.05 Certificate of mailing or transmission...................... 2624
...................................... 2666.10, 2667, 2660, 2666.05 et neeeenenens 2065, 2666, 2666.05
................................................ 2671.03, 2673.02, 2682 Certificate of prior reexamination in later request
CONENE ..o 2671.02 2214, 2219, 2619
PrEMAtUIE......cuecviiieceiciececee e 2672 Certification as to statutory estoppel.............. 2612, 2614
RESPONSE L0.....cviiiciiciiir e 2672 Clerical handling .........ccccooeviiiiiniie e 2670
AAMISSIONS ..o 2617 Collateral estoppel.........ccocovviiiiiniiineseeees 2659
Affidavits................. 2616, 2617, 2658, 2666, 2675, 2677 Comments on Statement of Reasons for Patentability
Amendment by patent owner and/or Confirmation .........cc.coeevveineininnennns 2687.01

Comments by third party (See Reexamination, Inter
partes: Response by third party)
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Concurrent proceedingsS ........cccevevvvrvresrnrennns 2282, 2686
Constructive notice Of ........cccoevverviiencicienn, 2630, 2654
Copending proceedings........cccceeereereeruereenuene 2282, 2686
Copies of the prior art with request............cc.cceeeee. 2618
Copy of printed patent with request...........cc.cccenee. 2619
Double column format..........ccocevviriiiiininennnns 2614
Copying of the file by the public ........cccccceerenrnnenn. 2632
Correction of inventorship..........c.cccceeueeee. 2658, 2666.03
COITESPONUENCE ..ot 2624
Court of Appeals for the Federal Circuit ....... 2682, 2683
Court ordered........coooeeveineneieneneeee e, 2686.04
Cross appeal to the Board of Patent Appeals........... 2674
Cross appeal to the Federal Circuit...........ccoceevennene 2683
Decision by the Board of Patent Appeals and
INtErferenCes. .....covvveenereeneee e 2681, 2682
Decision on the request for inter partes reexamination
................................................................... 2640, 2641
After Court deciSion ........ccoceveeeerieeieienenenene 2686.04
CONTENT .. 2646
Criteria for deciding........cccccoevvivevveieeicre e 2642
Deadline for mailing.........cccoceevviviiveiievcinieseene, 2641
Denial .....ccoovvviiiiiscee e, 2640, 2647, 2647.01
........................................................... 2648, 2694
Grant...c.oi e 2640
“Old art” (previously considered art) used ........... 2642
Processing.......ccoeeveveveeeiveeennane. 2647, 2647.01, 2648
Prior art available...........cocooiiiiii 2644
Reissue about t0 iSSUE.........ccevererereeicirieene, 2686.03
Dependent claim treatment ............cccoceeeverennne. 2660.03
Design applications.........ccovevveviericreiesese e e 2611
Determining if a reexamination was filed for a patent
........................................................................ 2632.01
DOMESLIC PrIOMILY ...cveveceiieiccrieee e 2658
DIaWiNgS....c.vevereeieiirieieiiniee e 2666.02
Duty of diSClOSUTe.......c.covevveriercreriecee 2003.01, 2684
EleCtronic COPY ....coovvrvverieieeceee e 2609, 2632
Enlarging claim scope prohibited ............. 2658, 2666.01
Estoppel, Collateral...........ccccooviiiiniiiiniieee 2659
Estoppel, Statutory..........ccccevvevereennn 2601, 2612, 2614
Examination scope..........ccccvevnne. 2658, 2671.01, 2671.02
Examiner consultation with a Reexamination Legal
Advisor (RLA)
After response by parties........cccevevereiiennienennns 2671
Before appeal.......c.ccccoevevivniiieccee e 2676
Before the decision on the Request..............cc...... 2633
In merged reexamination proceedings............. 2686.01
Regarding multiple reexamination requests..... 2686.01
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Sec. No
Review of Rebuttal Briefs...........ccocoovivininnnnn 2679
Examiner’s Amendment

Canceling rejected claims ............ccccoeevnnene. 2671, 2687
Correcting formal matters....................... 2687, 2687.01
In merged reissue/reexamination .................... 2686.03
Not permitted if approval required................... 2687.01
Tothe Title...ooovvevveieiiee, 2660.02, 2686.03, 2687
EXaminNer’s ANSWEN ........c.cccovreeieieniene e 2677
Expedited Right of Appeal Notice ............ 2671, 2673.02
“Express Mail” procedure ..........ccceevrerieennen. 2624, 2665
.............................................................. 2666, 2666.05
Extensions of time.........ccoceoeiinini i 2665
After Action Closing Prosecution............cccccceve... 2672
To amend the claims after a Board decision containing
a new ground of rejection..........cccccoeevenienne. 2682

To appeal to the Court of Appeals for the Federal
CIFCUIT. .. 2682
To complete a reply held non-responsive ........ 2660.30
To petition denial of the Request................. 2648, 2665
Facsimile transmission, correspondence by ............. 2624
FBES L. 2634
For a copy of the file on CD...........ccoceviiiiiinnene 2632
Refund.......cooeeiiiincce e 2615, 2647, 2648
Final Board decision............cccveevuveveeeiineininns 2681, 2682
Filing date .....c.coevveviiice e 2627
FIOWCNAIS ..o 2601.01
FOreign Priority .......ccoeovvereeneiseseesesee e 2658
FOrmS listed.......oovieiecieceeeee e 2696
[ Lo S 2684
IMProper COMMENTS........ccceevveieeiie e 2667
INAPPropriate PaPerS......ccccoererereresieseeeeie e 2667
Incorporation by reference in Examiner’s Answer...2677
Interference copending.........c.ccoevvvrvinienns 2686, 2686.02
Intervening rights ... 2693
Interviews in a merged reexamination/reissue ....2686.03
Interviews not permitted.................. 2666.30, 2685, 2687
Litigation concurrent............. 2640, 2681, 2686, 2686.04
Litigation Search ... 2686.04
Litigation stayed..........cccocvvvvvnivnincieieee e 2686.04

Merger of multiple requests for reexamination...2686.01
Merger of reissue and inter partes reexamination

........................................................................ 2686.03
Multiple requests for reexamination filed
.......................................... 2640, 2686, 2686.01, 2695
New grounds for rejection..........ccccoceeevivvecnnnenn, 2671.01
By the Board of Appeals..........ccccceevvvinnens 2681, 2682
NEW MALLer ......ccviiieiieiieie e 2671.01, 2671.02
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NIRC (See Form letters and forms: Notice of Intent to
Issue Inter Partes Reexamination Certificate (NIRC)

PTOL 2068)
Non-final Board decision............ccocceoivviieiencicnnne 2681
Non-responsive reply by patent owner/third party
......................................................... 2666.30, 2666.50
Notice of appeal........c.cccoeveverrennnnnn. 2662, 2674, 2674.01
Premature........cooooiiiiiice e 2667
Notice of cross appeal...........c.e.... 2662, 2674, 2674.01
Notice of Inter Partes Request for Reexamination in the
Official Gazette .......ccccevvvvvververeiere 2627, 2629
Notice of Inter Partes Reexamination Certificate
Issuance in the Official Gazette................. 2688, 2691
Office aCtion ....ocvveveeiiieccee e 2660, 2671
Not closing prosecution..........ccocceevvevvvevinenins 2671.01
Reopening prosecution after ACP ......... 2673, 2673.01
Reopening prosecution after Examiner’s Answer
..................................................................... 2679
Reopening prosecution after RAN.............. 2676, 2677
Oral hearing .......ccccoevvevvvrvennnnn, 2662, 2675, 2677, 2680
Open to PUBIIC .....ooveviiiic e 2680
Order granting inter partes reexamination..... 2646, 2660
Returned as undelivered ............cccooevieiieiieenenen, 2654
OVErSIGNT....ooieiiieieece e 2689
Patent copy with request...........ccoevviveiveievcneresien, 2619
Double column format..........ccccovvevveneirnnncrienn 2614
Panel REVIEW .......cccccvveiiiicic e 2671.03
Petition .....coe i 1002.02(b)
Board decCiSion ........c.coceveievenenenieeeeee e 2681
Consideration of submissions after NIRC ....... 2687.01
Correct inventorship ........ccoceveeeverinnnns 2658, 2666.03
Denial of request for inter partes reexamination
........................................ 1002.02(c), 2647, 2648
Entry of late papers for revival of reexamination
ProCeeding......ccevveieviiriie e 2668

Enter an amendment after RAN .. 2672, 2673.02, 2675
For an interview in a merged reexamination/reissue

................................................................ 2686.03
Merge inter partes reexamination and reissue

................................... 1002.02(b), 2667, 2686.03
Premature Action Closing Prosecution................. 2672
Reopen prosecution after Board decision............. 2682
Suspend second or subsequent requests................ 2640
Stay reexamination.................. 2667, 2686.02, 2686.03
Unavoidable delay ........c.cccoevvvirninenniieicinn 2668
Unintentional delay..........ccccoovvvriiiiinciniiennn, 2668
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Sec. No.

Vacate order granting inter partes reexamination
...................................................................... 2646
Waive time provisions .............c........ 2648, 2668, 2672
Premature response/COomments..............c........ 2625, 2667
Prior art citation................ 2602, 2646, 2654, 2656, 2657
After the order to reexaming ...........cc.co.c..... 2602, 2667

After a Notice of Intent to Issue Inter Partes

Reexamination Certificate issues............. 2687.01
Before the first Office action..........cc.ccocvvevevennenn, 2625
Before the order to reexamine..........c......... 2602, 2654
By another reqUEStOr.........cccccvveveinseeeseeeeie s 2656
By the patent OWNer ..........cccceoviiiiiiniie e 2656
SEOrAQe Area.......ccvivirriiririeeieee s 2667
With the REQUESE.......coviiiirieiccec e, 2656
With third party’s comments.................. 2666.05, 2667
Prior art copies wWith request...........cccceceveevvrvivennnne. 2618
PrOCESSING .vevviveeireie et 2670
After a decision by the Board..............ccoceevrennnnne. 2682
Amendment.......cccooevevveeiveeeneens 2666.01, 2670, 2687
Clerical ......cooeiiiieiiiee e 2670
EXaminer’s ANSWET .........ccvvrveerieenerieeneneeneneenes 2677
INAPPropriate PaPErS.......ccceevereeeseeeereeeereeseenas 2667
Merger of multiple reexamination requests .....2686.01

Merger of reissue and inter partes reexamination
................................................................. 2686.03
Terminated inter partes reexamination................. 2694

Proof of service (See Reexamination, Inter partes:

Service of papers)

(00 o] [Toar: (ol ot 103, 2609, 2632
PUBHCALION. ..o 2687
Publication of Board decision ...........ccccocevveeniennnnen. 2681

RAN (See Reexamination, Inter partes: Right of Appeal
Notice (RAN))

Real party in interest identification ...... 2612, 2614, 2677
Reasons for Patentability and/or Confirmation ........ 2687
Rebuttal Brief........cccoovvviieiiiiececeeeen 2678, 2679
Refused entry ... 2679
RECOMS....eiieeeieieee e 2635
Reissue copending.........ccccveevrvennane. 1449.01, 2643, 2686
........................................................................ 2686.03
Reissue previously issued...........ccocoevrerierennen. 2640, 2686
Remand by the Board of Appeals................... 2681, 2682
Reopening prosecution after an Action Closing
Prosecution (ACP).....cccceevvivvvevivennnne. 2673, 2673.01
Reopening prosecution after a Board decision.......... 2682
Representative of requestor.........cocevvievereceneenen, 2613
Request for extension of time...........c.ccccccveiiiinens 2665
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Request for reconsideration by patent owner........... 2666
Request for inter partes reexamination
Claims consSidered...........cocvverenirieniiee e 2643
CONEENT .. 2614
DENIBA ..o 2640, 2647
Facsimile transmission not permitted ...... 502.01, 2624
Filed after reissue iSSUEd..........ccoecvrrviireniennnnes 2658
Filed while interference pending ............c........ 2686.02
Filing address........ccocoveivinvnicerecns 2624
Granted ......oovevveiecieeeeee e 2640
INCOMPIELE .. 2627
Prior art cited With ........c.ccooviiiiiiiicc 2618
Second or subsequent filed..................... 2640, 2686.01
Statement applying the prior art ...........cccceevivnene 2617
Time for filing ....cooovvovvveeceee e 2611
Request for Rehearing by the Board.............. 2682, 2683
RES JUAICALA ...cveveveciececece e 2659
Respondent Brief ..........ccoovviiiiinicicicce e 2675.01
DefeCtive. ..o, 2675.01, 2675.02
Respondent defined..........cccovevvvevnieencnevcne e, 2674
Response by patent OWNer .........c.ccoovevvevvevenevennennn, 2666
After Action Closing Prosecution............... 2671, 2672
Defective......covvivieicceieieinns 2666.30, 2666.40, 2667
IMProper COMMENTS.........cccovvverieineeeeesenens 2667
Late (See also Reexamination, Inter partes: Time
periods for response) .........c.ceeevrvennn. 2667, 2668
NO proof of SErvice.......covviviiiiieie e 2667
No response filed..........cccooveiiienennnne .2666.10, 2671
................................................. 2671.01, 2671.02
Not fully responsive.........c.ccccocevcvrennnne. 2666.30, 2671
Person not of record.........cocoevveiieicinieiennn, 2666.50
Premature.........cooooiiiniei e 2625, 2667
To Notice of Defective Paper ........... 2666.40, 2666.60
To Office action.......ccceevveveevcic e, 2666, 2666.30
LI [0 11 o] 1o TSP 2667
Unsigned........cccoveivevieieieie e 2666.50, 2667
Response by third party
After Action Closing Prosecution............... 2671, 2672
After patent owner corrects defect.................. 2666.40
Comments regarding response by patent owner
................................... 2666.05, 2666.20, 2666.30
DefectiVe. ... 2666.50, 2667
Improper comments..................... 2666.05, 2667, 2671
Late (See also Reexamination, Inter partes: Time
periods for response) ...........ccoceevrvene. 2667, 2668
NO proof Of SErVICE ......cccvveiiiicisee e 2667
No response filed........cccocoeniiinininnnn. 2666.20, 2671
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Other than third party requester .........cc.ccecvevvernenen. 2667
Period for response........cc.ccoveevrverennen. 2666.05, 2666.20
Person not of record ..........ccoceeoeieieiencie e, 2666.50
Premature COmMmENtS.........ccccoveevieieniinninne 2625, 2667
Premature appeal.........ccocoovinvininiince 2667
Prior art submission with ............c.ccoev. 2666.05, 2667
TOOONG ..ot 2667
UNSIgNed ......ccooereeiineiiccese e 2666.50, 2667
REVIBW ... 2689
Right of Appeal Notice (RAN) ............ 2666.05, 2666.10
............................................ 2667, 2671 to 2674, 2677
CONEENL....oieiiee e 2673.02
SCANNING ...ttt 2632
Scope of examination................. 2658, 2671.01, 2671.02
Service of PAPersS......ccocvcvvivciecieccre e 2666.06
Certificate Of ....covvvveiiicec, 2620, 2666.06
Proof of service.........cccoeenuene. 2666.06, 2666.50, 2667
To patent OWNEr .......cccevveveereennn. 2620, 2654, 2666.05
To third party requestor................ 2654, 2666, 2666.05
Special StatUS ......ccvceeieieie e 2661
Statement applying the prior art..........cccccveieiennne 2617
Statutory estoppel........ccocevviiniiinnnns 2601, 2612, 2614
Stayed pending litigation outcome....................... 2686.04
Stayed pending reissue oUtCOME ..........c.cceevevnne. 2686.03
Submissions prior to the first Office action.............. 2625
Substantial new question of patentability
..................................... 2614, 2616, 2617, 2640, 2246
.............. 2642 to 2647, 2648, 2658, 2686.01, 2686.04
‘Sufficient cause’ for extension of time ................. 2665
Suspension of requests for inter partes reexamination
.............................................................. 2640, 2686.01
Terminated .......cccoeeeieiiiii e 2694

Third party requestor (See Reexamination, Inter partes:
Response by third party)
Time for requesting inter partes reexamination....... 2611
Time periods after appeal for filing:
Amendment after Board decision containing a new

ground for rejection .........cccceevvererccniennn 2682
Notice of Appeal in the Federal Circuit................ 2682
Notice of Cross Appeal in the Federal Circuit......2683
Request for Rehearing..........cccocevevevennnnnnenenen, 2682

Time periods during appeal for filing:

Appeal (i.e., Appellant) Brief.........ccoovinininne. 2675
Corrected/Supplemental Appellant Brief

....................................................... 2675, 2675.02
Corrected/Supplemental Respondent Brief

.................................................. 2675.01, 2675.02
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Sec. No. Sec. No.
Corrected/Supplemental Rebuttal Brief................ 2679 After appeal........cccoovviviiieiiiee e 1207.02
Notice of Appeal........cccovvvrviiiiniiieceens 2674 By applicant.................. 707.05(b), 707.05(c), 1302.12
Notice of Cross Appeal..........cccoceerenee. 2674, 2674.01 COITECHION ..ot 707.05(9)
Rebuttal Brief ... 2678 Period for reply .......cccoeeveniniicrcc 710.06
Request for Oral Hearing.........ccoceovvveirvnicnnenn 2680 Claims foreign date ..........coovereeiineininenene 715.01
Respondent Brief.......c.cccocevevivviviviniieceien, 2675.01 Combination of references ..........ccocvevvveivinennn, 706.02(j)
Time periods for reSponSe........ccocvvvvvrernererineneenns 2662 Copending .....ccoerveereieieiininieas 706.02(f)(2), 706.02(k)
After Action Closing Prosecution.............cc.cccue.... 2672 706.02(1) to 706.02(1)(3), 709.01
After defective SUDMISSION ........ccoevviircinienne 2666.30 COPIES. ettt 707.05(a)
................................................. 2666.50, 2666.60 Cross, how Cited.........cccoevvevveveceiererenesenennnn. 707.05(€)
After Office action.........c.cccvrvereene. 2662, 2665, 2667 Cross reference addition............coccoevveeienicinnnns 905.02
To make claims the same in each concurrent Date, determination of.............ccceeerveunnns 707.05(f), 2124
reexXamination...........coceeereeenenieenieseenn. 2686.01 2126, 2128 t0 2128.02
Time reporting by Office personnel.............c.ccc...... 2638 Date, exception to the rule...........cooecvreniiinnenen, 2124
For a Panel ReVIEW.........ccccvvivvvivnninceseenns 2671.03 Declassified printed matter..........ccccecvvvrvnnnnne. 707.05(f)
THE et 2660.02 Defensive publications............c..ccoeeveviiciennnns 901.06(d)
TraNSTN .o 2637 Design application..........cocoeevineiieiinicnenenne 707.05(a)
Unpublished legal opinions...........c.cccoveviiineiinennn 2677 Disclosure, broad...........cccoceveiinineieneneieneeeee 2123
Reexamination Legal Advisor (RLA)................. 2632, 2633 Disqualification under 35 U.S.C. 103(C) ....coevvrvervrvervencnn
........................................ 2640, 2641, 2647.02, 2664, 2670 rererenerennreeneeneneeenneens 106.02(1)(1), 706.02(1)(3)
................................... 2675, 2679, 2686.01, 2686.04, 2689 Drawings as prior art..........ccoceeeverenenenesenieneennn. 2125
Reexamination Processing System (REPS)........... 103, 2632 Effects of international application publication........ 1857
Reference (See also Prior art) 1857.01
ALl Series patent.........coveveneineneineee e 901.04 Effective date
A.P.C. publication............ccceevrvivrvnrenreresenn 901.06(c) Patent ..... 706.02, 706.02(a), 707.05(e), 707.05(f), 715
Abandoned application ............cc.covevrennne. 901.02, 2127 Publication .........cccceevvvrviniennn 706.02(a), 715.01(c),
ADDIeviatures ........ccccooeee i 901.06(d) 1857.01, 2128.02
ADSLIacts .....ccoceveieiiieese e 706.02, 901.06(d) Electronic publications.......... 707.05(e), 904.02(c), 2128
AAItional ..o 707.05(d) Enabled disclosure ... 2131.01
AdMISSIONS ... 2129 Enabling, plant genetics .........ccccovvvvvieienninnnnns 2121.03
ANalogous art........cc.ccoeevrerieeiennas 904.01(c), 2141.01(a) Enabling, compounds and compositions............. 2121.02
.............................................................. 2143.01, 2145 Enabling, apparatus and articles..........................2121.04
Antedating (See Affidavit, swearing back of reference EQUIVAIENTS ... 904.01(b)
(37 CFR 1.131)) Every element rule for anticipation..............cc.coov..... 2131
Applications, domestic and foreign ...........ccccvevennee. 2127 Evidencing the meaning of a term
Applying reference under 35 U.S.C. 102(e) .706.02(f)(1) used in the primary reference ..........cc.ceveennen. 2131.01
Arrangement in Examiner’s Search files .............. 901.07 Foreign patent....706.02, 707.05(e), 901.05(a), 901.05(b)
As evidence of inherency..........ccoeevenvenenne, 2131.01 Forfeited application ...........cccovvrviiiininiicenns 901.02
As evidence in multiple reference, From interference .......ccoovvvvvvviecceciescce e 1302.12
35 U.S.C. 102 rejection .......cccccevvevveveerveriennenns 2131.01 Incorrect citation .................. 707.05(g), 710.06, 1302.12
Assigned application as .........ccocoevvernienenieienenenns 804.03 INOPErability ....covevviiieiccc e, 716
AVAIADTITY .o 2128 Internal documents, confidential ............c............ 2128.01
Between applicant’s priority date and INENVENING ..o 201.15, 706.02(b)
U.S. filing date ....c.ccocoevvevvreinnnnnn, 201.15, 706.02(b) Joint patent to applicant and another................ 715.01(a)
Borrowing from Technology Center..............c...... 901.08 715.01(c)
Citation .............. 707.05 to 707.05(g), 901.04, 901.05(a) Listing at allowance ...........ccoceeeviiiiiinnnne 1302.12, 1455
After allowance ........cccocoocevvienennnn 1302.12, 1308.01 Lost counts in interference ........c.ccocoovviervinnnnne 2138.01



INDEX

Reference characters--Reissue application

Sec. No.
Multiple reference rejections under
B5USC 102.....oiiiiiieieieereee e 2131.01
Newly discovered after allowance...................... 1308.01
Nonanalogous art
(See also Reference: Analogous art) .............. 2131.05
............................................................ 2141.01(a)
None cited by examiner ..............c....... 707.05, 707.05(a)
Operability ..o 2121
Ordering official Cross ..........ccocevvreiiireiiininen, 903.06
Overcome
Under Rule 1.130......c.cocviiiiiineseneeeseeee e 718
Under Rule 1.131 (See also Affidavit, swearing back
of reference (37 CFR 1.131))................ 706.02(a)
................................ 706.02(f)(2), 706.02(k), 715
................................... 1302.14, 2132.01, 2133.02
Under Rule 1.132.........ccoo....... 706.02(f)(2), 706.02(K)
........................................................ 716, 2132.01
Overcoming under 35 U.S.C. 119......ccccevvrvennnne. 201.15
Paper, orally presented..........c.ccoceoeverinieneienennnn 2128.01
Patent .......coo i 901.04, 2126
Patent, date available ..........cccccoveeveieiencieien, 2126.01
Patent, Foreign (See Foreign patent)
Patent, official number lacking ..........ccccccoceiinenn. 901.04
Patent claiming same invention ............. 715.05, 2301.03
Pending application (See also Application).......... 901.03
Publication of applicant’s invention ................. 715.01(a)
........................................ 715.01(c), 2132.01, 2133.01
Publication, date available ..............ccccccoenennnene 2128.02
Publication, printed..........ccccoevvivnininieerene e 2128
Publications.........c..ccccceverennns 706.02, 707.05(e), 901.06
........................................... 2131.01, 2132.01, 2133.01
Published abstracts of application........ 706.02, 711.06(a)
......................................................... 2131.01, 2133.01
Rejection over broad disclosure instead
of preferred embodiments .........cccccovvvveieiiinnnnns 2123
Replacement of MisSiNg.......cccccovverinieneriieneennen, 901.09
Same asSignNee.......coceeeeveereerienene 706.02(f)(2), 706.02(Kk)
................ 706.02(1) to 706.02(1)(3), 709.01, 715.01(b)
Selection of pertinent...........cccceovviveinieeieiece 904.02
Statutory bar.........c..ccceveenene 706.02(a), 201.13, 2133.02
Statutory Section t0 USE ......cccceevverveererieenieneans 706.02(a)
Supply procedure............... 707.05(a), 707.05(g), 710.06
Swearing back (See also Affidavit, swearing back of
reference (37 CFR 1.131)) ..c.cccovvvevevernennn, 706.02(k)
................................................. 715, 2132.01, 2133.02
TRESIS ettt 2128.01
UEHIEY oo s 2122
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Sec. No.
“Well known in the art,” supported by................. 2144.03
Reference charaCters.........cocoovvveieneineneieseiennens 608.01(Q)
Reference to foreign application....... 202.03, 202.04, 901.03
Reference to prior patent ..........c.ccocvereeeneincnenens 608.01(p)
......................................................... 608.01(r), 901.03
Reference to related application (See Cross-noting)
Reference to related application
FOr diSCIOSUIE ..o 608.01(p)
Refile application (See also Application; Substitute
APPLICALION) ..veveiiciiie e 201.10
Refunds (See also Fee; Deposit account) ........... 509, 607.02
Additional invention or species....... 803.03(a), 803.03(b)
Canceled Claims ........ccooveierini i 506
Correspondence address..........coeve... 509.03, 2540, 2542
Filing fee ..o, 201.04(b), 503, 506, 601.01(a)
International applications........... 1002.02(p), 1819, 1847
........................................................... 1850, 1864
International search fee ............ccocoevenee. 707, 1819, 1847
........................................................... 1852, 1859
ISSUE TEE...veiviiei e 1308.01, 1308.03
Maintenance fee................ 2520, 2540, 2542, 2550, 2590
Oral NEANING.....ccveeeieie et 1209
Publication fee.......cccooiiiiiiiiice 1126
Reexamination
EX parte....c.ccccoecvvvevveniense e 2215, 2247, 2248
INtEr PAIteS......ccoveiirieiieeeeeeie 2615, 2647, 2648
Refund Section, Office of Finance........... 509.03, 607.02
Petition TeE ...cveee e 506.02
Small entity fee ..o, 509.03, 2550
Statutory Invention Registration (SIR)..................... 1109
Refusal to publish SIR ..., 1105
Registration, Attorney or agent...........c.ccoceevverienene 402, 1702
Regulations, examiner’s search facilities.............cc.co....... 510
Regulations, public search room...........c.ccoevevveivevererennnn. 510
Rehearing by Board of Patent Appeals and Interferences
....................... 1002.02(j), 1214.01, 1214.03, 1214.04
Rehearing by C AFF.C. oo 1216.01
Reissue application ..........c.ccoceeveneiienienen 1401 to 1470
Absolute intervening rightS.........cccocvevievivivvninennns 1460
ACCESS L0 ..o 103, 724.04(b), 1430, 1470
Acknowledgment of protest ..........ccccecvveiviinnenn, 1901.05
Additional information required........... 1442.01, 1442.04
Adjudication of original patent.............c.cccevnnnn. 144201
AIOWEANCE ... 1455
AMendment........ccoovvvvereiene e 714, 1411, 1453
EXAMINEI™S .o 1455
Of drawings......ccoeeerieeiiereie e 1413, 1453
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Sec. No.
So that reissue can be merged with ex parte
reexamination...........coervvereienenieiesee e 2285
So that reissue can be merged with inter partes
reexXamination...........ccoceeereeeneenienieseenn 2686.03
Amends or corrects original patent........... 1400.01, 1402
Appeal brief ... 1454
Assignee CoNSeNnt .........cccceeeveevenenn, 1410.01, 1443, 1451
Broadened..........cccoooiiiiiiiiiiniies 706.03(x), 1412.03
Cannot be used to remove terminal disclaimer ........ 1490
Certificate of correction.............. 1411.01, 1412.04, 1443
........................................................ 1480 to 1485
Claim
Broadening ........c.ccooeeeeieeiinenenenne 1412.02, 1412.03
DePENENt....c.eiviiceiriieciereeere s 1412.03
FOrmat .....ooveiee e 1411, 1453
NUMDEIING ...covivvr e 1451, 1455
Oath requiremMent..........cccoveeevieviese e 1414
Printed in Official Gazette ............cccceveieienennnn 1455
Same invention as original patent................... 1412.01
TOO NAMTOW .ottt 1402
Collateral estoppel .......cccevevvevieiieieiiirceeieieen, 2112.01
Consent by assignee.........cc.ccevevaee. 1410.01, 1443, 1451
CONEENL. ... 1410
Continuation .........cceeeeeeevveeveeeennnn. 1410.01, 1414, 1451
Copending application reference ........cc.cccecevvrvvnene 1402
Copending ex parte reexamination proceedings...... 2285
Copending inter partes reexamination proceedings
........................................................................ 2686.03
Correct INAJEQUACIES........ccerveererieeie e 1402
Court decision involving original patent............. 1442.01
Court Ordered........ccooeeveriieneienenece e, 1442.05
CroSS NOLING ....cveverieeieeieeieeee e 1451, 1455
Deceptive iNtention ..........cccoeeiiienneneiseeeeee 1414
Declaration.........c.ccccevenves 1410.01, 1414, 1414.01, 1444
Supplemental ...........ccccoevvvevnnenn, 1414.01, 1444, 1455
Defective oath, ground for rejection.................. 706.03(x)
............................................................................. 1414
Dependent Claim ... 1455
[T o o U 1457
DilIgENCE....ectv e 1403
DiSCIaIMEr .....cviiiiiieise e 1411.01, 1450
DivisSional.......ccccovvvvereiisieneceeens 1002.02(b), 1410.01
................................. 1412.01, 1414, 1450, 1451, 1457
Domestic priority, delayed claim.............cccccovene. 201.11
Double patenting........cccoovvereirenninenee e 1451
DIaWingS....covoerveeirerieenerieesieseeeseeeas 1413, 1414, 1453
Duty of disclosure..........ccoceovvvereienennas 1406, 1418, 1448
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Sec. No.
.......................................................... 2001.06(c), 2003
Election of SPECIES.........cciveeveiiierieese e 1450
Equitable intervening rights ..., 1460
Error correction after allowance
.............................................................. 1414.01, 1444
Error in original patent.......... 1401, 1402, 1414, 1414.01
EXamination ........ccccoveveviienencsienecnns 1440, 1443, 1445
Review of Oath/Declaration..............cccccocevvrunnene. 1444
Examiner Reissue Guide and Checklist ................... 1443
Expedited examination....... 708.01, 1441, 1442, 1442.03
DESION v 1457
Expired patent .........cooviiininiiceee e 1415.01
Filing fee ..o 1415
Final Office action.........ccccoevvivvvcievcne e 1443
Foreign priority claim............. 201.14, 201.16, 201.14(b)
................................................................... 1402, 1417
FOrMat ......ccccovveiiireise e 1410, 1411, 1411.01
Fraud ....cocooeveiiiecscccce e 1448, 2012
Grounds for filing.........cccoeviiiiiiiic s 1402
Inequitable conduct ..........cccccevvvniieiniinceenn, 1448, 2010
Information disclosure statement ..........c.ccoceeeveenee 2003
Initial examiner reVIeW. .........ccccceeveniie i 1443
Inoperative or invalid, Oath requirement ................. 1414
INSPECTION ... 103
INtErfErenCe .ovovveiece s 1449.02
Interference on original patent concurrent with ..1449.01
Intervening rights ... 1460
INVeNtorship error........cocevvveeenceencenene, 1402, 1412.04
List Of referenCes.......ccovveevvvvvce s, 1455
Litigation involved........ 1404, 1442.01 to 1442.05, 1443
Marking envelope ........cccccoevvreneneninenieeee 1404
Litigation Protest ..........ccoevvrennienenseneseee 1901.03
Maintenance fees on original patent................... 1415.01
Merger of reissue applications after restriction........ 1450
Merger of reissue application with ex parte
rEeXamiNation .........cccoervrereiseneese e 2285
Merger of reissue application with inter partes
reeXamination ..........ccocovevvreeeeieenene e 2686.03
Multiple filingS......ccooviiv i 1451
NEW MALET ... e 1411.02
Numbering of claims...........ccccovviveiicieicnnn, 1451, 1453
Notice in original file ..........ccocooiiiiiniiiiee, 202.05
Oath...cvciccccc e 1414, 1414.01, 1444
Primary examiner’s decision..........ccocveevvevivennnnnn. 1004
Supplemental.........c.cccoceveieiennns 1414.01, 1444, 1455
Offer to surrender patent (not required) ................... 1416
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Rejected application--Rejection

Sec. No.
Official Gazette
Claimto be printed in........c.ccoeveviiivcieicicies 1455
Filing notice in........ccocevenenennnn 1430, 1441, 1441.01
........................................ 1443, 1452, 1457, 1470
Omission of feature.........cccocvvcvvvvienenieieienen, 1411.02
Open to publiC........cccccvvivvivnivnninceienn, 103, 1430, 1470
Ordering copies of papers infile.........ccocovvvinnenn, 1430
OWNETShIP. ..o 201.12, 1410.01, 1443
Patent SEIES ....cvevereerie e 901.04
Patent term, affect ON......ccccccvvivvieiiice e, 1405
Petition to merge reissue and ex parte reexamination
.......................................................... 1002.02(b), 2285
Petition to merge reissue and inter partes reexamination
..................................................... 1002.02(b), 2686.03
Petition to stay reissue pending ex parte reexamination
............................................................................. 2285
Petition to stay reissue pending inter partes
FEEXamINAtioN.........ccovreeieieriese e 2686.03
Print of drawing ........ccccoeevvennenenn 608.02, 608.02(m)
Prior art consideration..........ccoccovveveienenisienenisennens 1402
Prior art statement..........cooevereieienisieneeseee e 1418
Priority COrrection.........ccoceevvvevecvnnnnn, 201.14(b), 201.16
......................................................... 1402, 1405, 1417
Protest......ccccvevveeveieeesee e 1441.01, 1443, 1901
Protest filed in reissue where patent
isininterference.......ccovvvvveeicensineenn, 1443, 1449
Public aCCeSS.....viieiiee e 103, 1430, 1470
Recapture of matter.............cccceee.e. 706.02(1)(1), 1412.02
Reexamination proceedings copending .............. 1449.01
o o= 1 RS 2285
Inter partes ........cccceeeveveeenne. 2643, 2686, 2686.03, 2695
REJECHION ... 706.03(x)
Request for Continued Examination (RCE)............. 1451
Requirement for information ............cc.ccoeeenennne. 1442.04
RESEFICION......cveiiiiece e 1450, 1451
DESIGN ..ot 1457
Return of original patent...........cccccooiieieiinciennnn, 1416
REVIBW ...t 1456
Same invention as original patent....................... 1412.01
Special for examination ......708.01, 1441, 1442, 1442.03
DESIGN ...ttt s 1557
Specification ................ 1410, 1411, 1411.01, 1453, 1455
Statutory Dasis........cccovvviiiiiii 1401
Statutory disClaimer.........ccocovvvievivinsieseee e 1490
Stayed pending ex parte reexamination.............. 2686.03
Stayed pending inter partes reexamination ........ 2686.03
Submission of Papers iN.........cccccvevevneiniicinenns 1404
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Sec. No.
Suit on original patent ..........cccccevererevenene s 1442.01
Surrendered patent returned to applicant.................. 1416
SUSPENSION. ...ttt 1450
Terminal disclaimer............... 1410.01, 1411, 1451, 1490
Transfer of original drawing
(prior practice) ......cccevevevevvsesnse s 608.02(i), 1413
Treatment of Protest........ccocevvveieiincnc i 1901.06
TWICE FEISSUBT.....ccuveviiiiieiie et 1411
Two month delay period ..........ccccoceveninnen. 1441, 1441.01
Rejected application ...........cccvevviineiineisc e 203.02
Rejection (See also Anticipation rejection; Indefinite claim;
ODVIOUSNESS) ...ttt 706
Abandonment of invention.............. 706.02(d), 706.03(s)
Admission by applicant................. 706.02(c), 2133.03(c)
After allowance of application ................. 706.04, 706.05
................................................................ 1308.01
After allowance of claim ... 706.04
After allowance, primary examiner review of.......... 1004
After appeal, New rejection..........ccccoeevevrennnenn. 1207.03
After termination of interference..........c.ccococvvinnne. 2308
Against public poliCy .......c.ccooeviiiiiiiiiee 706.03(a)
AQOregation..........coceverererenene e 2173.05(k)
All valid grounds.........ccooevveeiencncieneee 707.07(g)
Allowed claim by Board of Patent Appeals and
INtErfErENCES ...vovevieiceeee e 1213.02
Alternative phrases.........cccceeeveveiiesiesinsnnnnns 2173.05(h)
Anticipation (See also Anticipation rejection) . 706.02(a)
.............................. 707.07(d), 2131, 2132, 2133, 2136
Art (See also Prior art) ........ccoceeeeveneinenecnenns 706.02
Assigned applications, Same applicant ................. 804.03
Atomic Energy ACt.........ccccvvivvveenieeicieienies 706.03(b)
AULNOISNIP ... 2137
Backup rejections ..., 706.02
Bar, Statutory ............... 706.02(a), 2133 to 2133.03(e)(7)
OVEICOMING...cvviveeieererierienie e e e e eree e 706.02(b)
Board of Patent Appeals and Interferences introduces
................................................................ 1214.01
Board of Patent Appeals and Interferences statement on
allowed claim.......cccoevviiiicii 1213.02
Breadth ... 2173.04
Broadening in reissue application ..............c........ 1412.03
Broader than the disclosure...........cccociveriinnnne 2173.03
Chemical practice
Markush ........ccccceveveieiennnienn, 2173.05(h), 2173.05(0)
Undue breadth................ 2163.05, 2173.04, 2173.05(h)
Claim presented corresponding to
claim of patent ..., 706.06
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Sec. No.
Claim presented corresponding to
claim of patent, failure to reply .................... 706.03(u)
ClaIMS .. 706
Combination of references............... 706.02(j), 707.07(d)
................................................................ 2131.01
Common KNOWIEAQE .......cccevvvevevireieeeiee e 2144.03
Commonly assigned..........ccoceevrviieevieienesie e 2146
Computer programming Cases .................. 2106, 2161.01
Conflicting applications.............. 706.02(f)(2), 706.02(k)
................................. 706.02(1) to 706.02(1)(3), 709.01
.................................... 715.01(b), 804, 804.01, 804.02
.................................................................. 822, 822.01
Contrasted to 0bjection ...........ccocveriniiiicicnennn 706.01
Copending applications, different inventive entities
............................. 706.02(k), 706.02(1) to 706.02(1)(3)
CUMUIALIVE.....ee v 706.02, 707.07(d)
DediCatioN.....cccvveiiirieiec e 715, 1490
Defective reissue oath...........ccccccevvenenne. 706.03(x), 1444
Dependent Claim ..........ccooereiiineininecee 608.01(n)
Derivation of iINVeNntion...........c.ccoceevieneinieneisenen, 2137
DisClaimer.......cccccoveveeeieiiieieenn, 706.02(k), 710.02(d)
Double patenting (See Double patenting)
Duplicate claims .........ccccceoiieniiieiiieneeeee, 706.03(k)
Estoppel, defensive publication .............cc.cccceeenee. 711.06
Estoppel, interference .........ccoovevveveveeveiencnennens 2308.03
Final (See also Final rejection) ......... 706.07 to 706.07(f)
Foreign application, statutory bar .................... 706.02(e)
Form paragraphs used..................... 706.02(i), 706.02(m)
FOrM USEA ..o 707
Fraud upon public........c.ccceveviieiiiiriccee 706.03(a)
Frivolous invention ...........cccoeevenniciencicsenn, 706.03(a)
Full anticipation, expression recommended....... 706.02(i)
...................................................................... 707.07(d)
Function of machine .........cccooveviiiinincns 2173.05(v)
Functional claim .........cccccovevvvieinennne, 2114, 2173.05(g)
Functional equivalents.........c..ccococeveieieneieniennn 2144.06
Generic claim.......cccccovoeinnn. 715.02, 806.04, 809.02(a)
Genus and SPECIES......ccovvvrereerienas 806.04(h), 806.04(i)
......................................................... 2131.02, 2144.08
Ground clearly stated...........c..cc.e..... 706.02(j), 707.07(d)
INACCUNALE........ovieiieiiieie e 2173.03
Incomplete ..o 706.03(c), 707.07(j)
INAEfINIte ..o, 706.03(d)
INOPEratiVENESS ...c.vevveieciecie e 2164.08(b)
Insufficient disclosure...........ccoovvoiienincnnnnnn, 706.03(c)
Insufficient disclosure, trademark..................... 608.01(v)
Interference, estoppel........cccoevvereinencinienne, 2308.03
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Sec. No.
Interference terminated ...........ccccceevenee. 706.03(v), 2308
International publication as prior art ............... 706.02(a),
......................................................... 1857.01, 2136.03
Judicial NOICE.......ccovviiiiiiicie 2144.03
Language used.........c.cooevvreneenienenn 706.02(j), 707.07(d)
Linking claim .................. 806.04, 806.05(c), 809, 809.03
Markush, improper..........c.c........ 2173.05(h), 2173.05(0)
MUIEIPHCIEY ... 2173.05(n)
Negative limitation..........ccccocoevevniiinicinene 2173.05(i)
New, after appeal ..o 1207.03
New, after final rejection...........cccccceeveieiennne 706.07(e)
NEW MALLer .....ccvevvirieiiriiiieie e 706.03(0), 2163.06
Nonelected iNVention............cccccoevevvicicienennns 706.03(m)
Nonstatutory claim..........c.ccoceovineinenns 706.03(a), 2107
Nonstatutory subject matter ...........c.ccoceeevrennnne 706.03(a)
Not based on pPrior art..........ccoceeevveveiveieereererenenns 706.03
NOLINVENTON ... 706.02(g)
Not readable on disclosure...........ccccovvvneinenen. 2173.03
Oath, defective reissue ........c.ccoeveerenne 706.03(x), 1444
Obijection distinguished...........c..ccoevevevereienennnnn, 706.01
Obviousness (See also Obviousness) ............c....... 706.02
..................................................... 706.02(j), 707.07(d)
Official NOLICE. ... 2144.03
Old combination..........ccccvervineniiinensesee 2173.05())
Omnibus claim.....c.cccocevviiiennnnn, 706.03(d), 2173.05(r)
OMNIbus rejection ........cccceeveveneie s 707.07(d)
Overcoming 35 U.S.C. 102 rejection ............... 706.02(b)
Overlapping applications............. 706.02(f)(2), 706.02(k)
................................................ 709.01, 715.01(b), 804
........................................ 804.01, 804.02, 822, 822.01
Perpetual motion .........c.ccoovviiiiiniiiciceee 706.03(a)
Personal remarks avoided.............ccooeoienennnen. 707.07(d)
Previously allowed claim ..o 706.04, 1004
Prima facie case of obviousness ...........cc.cec..... 706.02(j)
Printed matter.........cccocvvvvvnivnneieieeecesese s 706.03(a)
PrIOT At ..o 706.02
Prior art between applicant’s foreign priority date and
U.S. filing date.........ccooevvereinnnnn 201.15, 706.02(b)
Product by process ........cccecevevereininnns 2113, 2173.05(p)
Product of nature ........cccccecvvevveeeieciesesesesiens 706.03(a)
ProliX....ooiiiiieiiice e 2173.05(m)
Provisional rejection.................... 706.02(f)(2), 706.02(k)
................................................................. 706.02(1)(3)
Public sale (See also On sale and Public use) .. 706.02(c)
Public use (See also Public use) ........c.cccccvenee 706.02(c)
Public use proceeding..........cccocevvrenene 706.03(v), 720.05
RaNGES ..o 706.03(c), 2131.03, 2144.05



INDEX
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Sec. No.
Recapture in reissue application ............ccccceeevnine 1412.02
Reissue application
Broadened claims ............ 706.03(x), 1412.03, 2163.05
Defective 0ath.........ccocoveiiiiiinns 706.03(x), 1444
RECAPIUIE ..o 1412.02
Repeated ........ccoveveierini s 707.07(f)
ReS JudiCata ......cccecveieicccce e 706.03(w)
Scientific prinCiple........cooveiiiiiieee 706.03(a)
Secondary considerations ...........ccccocevervrenenne 2131.04
Single means claim ..o, 2164.08(a)
Species and genus.........ccoeeeerernenn. 806.04(h), 806.04(i)
................................................. 2131.02, 2144.08
Statement Of ... 707.07(d)
Statutory bar................. 706.02(a), 2133 to 2133.03(e)(7)
Suggested claims not made...........ccocvevivveiennnne 706.03(u)
Technical........cooiviiii 706.03
Trademark or trade name............ccocveeveveiveinenn, 608.01(v)
Undue breadth...........ccooeiiiiiiiinn 2163.05, 2173.04
ULHHEY o 706.03(a), 2107
VAQUE ....oviereieeeeie et eneas 706.03(d)
Well known inthe art..........ccccoovreivienciieiennnn, 2144.03
Rejoinder........cccoeevvvnnnne. 806.05(c), 806.05(f), 806.05(h),
........................................................... 806.05(i), 809, 812.01,
.................................................. 821, 821.01, 821.02, 821.04,
........................................... 821.04(a), 821.04(b), 1302.04(h)
Related inventions...........cc.ccevnia. 802.01, 806.04(b), 806.05
............................................. 806.05(j), 808.02, 809.03
Rejoinder of, generic or linking claim allowable
...................................................................... 821.04(a)
Rejoinder of, product claim allowable............... 821.04(b)
Related inventions, SPECIES .......ccovvvvrerieerieieininns 806.04(b)
Remailing Office action ...........ccocoovvennennne. 707.13, 710.06
Remand by Board
AFFIdaVit.......cooooviic 1211.02
AMENAMENT.....ciiiiiiei s 1211.01
Further search .........ccccoceveeieneiiencese e 1211.03
INgeneral ... 1211
Ex parte reexamination ..........cc.cceeeeverennneenn 2274, 2275
Inter partes reexamination............c..c........ 2675, 2675.01
......................................................... 2677, 2681, 2682
SPECIAL ..t 708.01
Removal of application from Office .........cc.ccoeevreriinnns 101
Renumbering Claims..........ccooevveneiieneiieecee 1302.01
Reopening after allowance...........cccccoevevvevencrcnnenn, 1308.01
Reopening after court decision...........c.ccocevvveenieennen. 1216.01

Reopening prosecution after Action Closing Prosecution in
inter partes reexamination.............c.ccooenee. 2673, 2673.01
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Sec. No.

Reopening prosecution after Board decision in inter partes
reexamination
Replenishment of deposit accounts (See Deposit account:

Replenishment)
Reply (See also Amendment; Period for reply)

After abandonment.........ccoceoveniinienernieneee 714.17
After Board decision ...........c.ccoceevennne. 1214.01, 1214.06
After final rejection ..o, 714.12,714.13

By filing RCE .......cooviiiiiiee 706.07(h)

Within 2 months.........coeviiniininineee, 706.07(f)
Attorney arguments........cccceeeverereriennn 716.01(c), 2145

By patent owner in inter partes reexamination (See
Reexamination, Inter partes: Response by patent
owner)

By third party in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Complete ......coeviiiiiiice e 714.02 to 714.04
Copying claim from patent not a reply.............. 711.02(b)
Election requirement ..........ccocoovvrvienennicnenens 809.02(a)
........................... 818.03(a), 818.03(b), 818.03(c)

Formal matters .........ccooeviiineieeee e 714.02
Incomplete.......ccooovvinnnns 710.02(c), 711.02, 711.02(a)
.................. 711.03(a), 714.02 to 714.05, 2266.01

In ex parte reexamination............ccoceeveirerncreinnenn 2266
Incomplete, election of species lacking............ 809.02(a)
............................................................. 818.03(b)
Incomplete, proceedings not stayed by petition ....... 1002
Incomplete, time for completing ............... 710.02(c), 711
........................................................... 714.03, 2266.01
LAt 711, 711.02
Late, BXCUSEA.....coviieiieieie e 710.02(d)
Patentability pointed out......... 706.02(b), 714.02, 714.04
Restart period for ... 710.06
Restoration of canceled matter...............ccce.e.e. 608.01(s)
Restriction requirement..........cc.ccocevererenennnn. 818 to 819
Signed by all applicants...........ccccceeveveveinnnn. 714.01(a)
Statutory Period........ccoeveieieniiieneeee e 710.01
Unmatched with application file ...........cccoceoeenes 508.03
Reply brief ... 1208
Representative capacity ..........ccocvvevrvanns 402, 405, 714.01(c)
Cannot expressly abandon.............cccccceennee. 711,711.01
Cannot sign terminal disclaimer............c.cccoeveenneee. 1490
INEEIVIEWS ...t 405
Representative of foreign assignee.........ccocvvevevevvnene. 302.04
Representative of inventor or owner.................. Chapter 400
Representative of reqUESEEr........ccccveveveievene e, 2213
Representatives of out-of-town attorneys............cc.cceee.... 408
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Sec. No.
Republication of PG-Pub .........cccccvviiviviiieccee 1130
Request for Continued Examination (RCE)........... 706.07(h)
After alloWanCe. ..o 1308
Conditions for filing..........ccocevoiriiiiiiiiie 706.07(h)
Design application ..o 1502.01
Improper CPA treated as..........ccoovvevrvevereernennn. 201.06(d)
Inter partes reexamination of.............cccccceevevennnnn, 2611
Submission requirement ............ccoceeeereereneniens 706.07(h)
Suspension of action iN ..., 709
Terminal disclaimer, effect in.......c..ccooceeeeiiiivecnnnns 1490
Request for ex parte reexamination
DECISION CIItEMIA. .. viverieviierieie e 2242
Facsimile submission not permitted...................... 502.01
Notice of request in Official Gazette.............cccue.e. 2229
Requester’s representative ..........cccooevevevenvnesennn, 2213
Time for filing.....cccoovvevievc e 2210, 2211
TIMe t0 deCide .ovovvevvreiicicec e 2241

Request for inter partes reexamination (See Reexamination,
Inter partes: Request; Reexamination, Inter partes:
Decision on the request for reexamination)

Request form (PCT/R0O/101) ......1812, 1821, 1844, 1844.01
Request for patentability report.................... 705.01(e), 1003
Request for reconsideration of patent term adjustment
........................................................................... 1002.02(b)
Request for rehearing of Board decision.............. 1002.02(h)
.................................................. 1214.01, 1214.03, 1214.04
Inter partes reexamination.............cc.cceceeeeeene 2682, 2683
Request for reinstatement of period of patent term
AAJUSTMENT ..o 1002.02(b)
Request for Statutory Invention Registration (PTO/SB/94)
FEPFOAUCEM......veeeiieiieiciee s 1101
Request to convert provisional application to nonprovisional
APPHICAtIoN ...oveciie 1002.02(b)
Request to issue patent in name of assignee after issue fee
PAI. .. 1002.02(r)
Requirement for information.................. 704.10 to 704.14(d)
............................................ 706.02(c), 710.02(d)
............................................ 1901.06, 2122, 2123
After the first action on the merits.................... 704.11(b)
Authority for requirement...........ccocoeveveiiicieiens 704.10
Consideration of information submitted ........... 704.14(b)
.............................................................. 707.05(b)
Format of requirement ............ccoceeveneinenennn 704.14(a)
Relation to duty of disclosure.................. 704.12(a), 2005
Relationship to information disclosure statements
............................................................. 704.14(d)
REPIY 0. 704.12
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Sec. No.

Elements of a complete reply........cccccceennee. 704.12(b)
Time periods fOr ..., 704.13
Treatment of an incomplete reply ................. 704.12(c)
Scope of requirement ..........c.ccoeeeveene. 704.11, 704.11(a)
What information may be required ......704.11, 704.11(a)
When requirement may be made...................... 704.11(b)
Requirements must be repeated............ccccceeeneenne. 707.07(e)
Requisites of the application............ccoceovineininccienne, 702
Res judicata.........cccccueneee 706.03(w), 707.07(g), 2259, 2659
Rescission of nonpublication request .................. 1123, 1124

Rescission of Previous Nonpublication Request (35 U.S.C.
122(b)(2)(B)(ii)) and if Applicable, Notice of Foreign
Filing (35 U.S.C. (b)(B)(iii)) form PTO/SB/36

(O (=T [ 1123, 1124
ReProduced ........cceoeveviieirsese e 1135
Reservation clause in application .......... 608.01(e), 608.01(t)
Residence, Applicant’s.........c.ccocvevninnnne. 605.02, 719.02(b)
Resignation of examiner, old cases special................. 708.03
Respondent Brief in appeal of inter partes reexamination
......................................................... 2675.01, 2675.02
Response (See Reply)
Restriction (See also Election; Election of species)
................................................................. Chapter 800
ACtion, EXaAMINEI’S ...ccvveieeeeiee e 814 to 817
Action after, special............cccoviveieiiiiiicciie 708.01
ACtion on the MENItS ......ccoveiiiiiiceee e 810
Apparatus and process or product................ 806.05(e) to
............................................................. 806.05(g)
Application referred to second examiner ................... 815
BaSIS ..ttt 802
Burden, without SErious...........cccoeveiininenineeee 803
Claimed subject matter...........cccvevvereineneinenn 806.01
Claims to divisible inventions added
before action ... 818.02(a)
Combination and subcombination
............................................ 806.05(a), 806.05(c)
CoNtiNUALTION ....oveivieiiieee s 819
Design application...........ccoeevvenviieneienensee, 1504.05
DEfiNItioN ...ovevii e 802.02
Distinct invention ............ccceevvveenen. 802.01, 806, 806.05
DiStiNCt PrOCESSES....vcvevreieieie et sie e 806.05(j)
Distinct products ..........ccocveiinineciiecie e 806.05(j)
Election other than express.........ccoceevvevvieneienennns 818.02
Election fixed by action on claim............c.cc.ceee.ee. 818.01
Final requirement ..........ccoccvvvieiieienceceeieccece e, 821.01
Grouped in parent application............c.cccceveivenenn 811.04
IMPrOPEr.. ..o 803, 806, 808.02
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Restrictions on employees of Office--Right of Appeal Notice (RAN)

Sec. No.
Independent embodiments ......802.01, 806.04(b), 806.06
Independent inventions..............cc.o...... 802.01, 803, 806
................................................. 806.06, 808.01(a)
Intermediate-final product ............... 806.04(b), 806.05(j)
INErOAUCTION. ..o 801
Linking claim.806.04, 806.05(c), 809, 809.03, 821.04(a)
Linking claim, traverse of rejection................... 818.03(d)
Markush type claims..........cccociiininnne. 803, 803.02
Nonelected claims, treatment of ................ 82110 821.03
Eligible for rejoinder.........ccocooviiiiiniiiiiic 821
Reissue application ...........ccocvvvvvviveeeiecreresenes 1450
Nonelected invention..................... 706.03(m), 821.04(a)
Nucleotide SEQUENCES.........ccocvrireririiiennns 803.04, 2434
Patentability over priorart........c..ccccevvvnnnnn 809, 809.03
Patentability report, effect.........ccccvvveecievcnieiiin, 807
Petition from requirement.........c..cccceeererennnn 818.03(c)
Process and product or apparatus...................... 806.05(e)
.............................................................. 806.05(g)
Product and process of using ..........cccceevenvenee 806.05(h)
Product, process of making and using ............... 806.05(i)
Reasons for holding of independence or distinctness
.......................................................................... 808.01
Reissue application ...........c.ccocvereeiininncnnne 1450, 1451
Rejection of nonelected claims................... 82110 821.03
Rejoinder.........cccccvenene. 806.05(c), 806.05(f), 806.05(h),
................................................. 806.05(i), 809, 812.01,
........................................ 821, 821.01, 821.02, 821.04,
................................. 821.04(a), 821.04(b), 1302.04(h)
Related inventions ............... 802.01, 803, 806, 806.04(b)
................................................ 806.05, 808.02, 809.03
Rejoinder of, generic or linking claim allowable
...................................................................... 821.04(a)
Rejoinder of, product claim allowable .......... 821.04(b)
Requirement........ccccocvveeerenene e 812, 814 to 817
AItional ........cooviiiiiic e 811.02
AFter eleCtion .......ccooevviiiiie 818
With traverse........ccooeeveiecnenns 818.03(b), 821.01
WithOULt traverse ........cocvevveveve v, 821.02
By group where examinable ..........cccccoeeveveinieninnn, 812
Clear and detailed record...........ccooevevvnencnnennen. 814
COMPIELENESS. ...t 815
Concluding paragraph.........ccccccvvereene. 817, 818.03(b)
Consult other group .......ccoeeevverenisenencnn 812.01, 815
Final ..o 810, 818.03
FIrSt aCtiON ...cvviiiie e 811
Patentability .........cooveeiiiii i 810
Petition from.......cccoeieiiiiece s 818.03(c)
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Reasons for insisting upon ...........ccccceeevenee. 808, 808.02
Rejection on double patenting following........... 804.01
Repeated after withdrawal .............ccccoccreieenen. 811.03
RepIY 10 818 to 818.03(d)
Review by examiner with at least partial signatory
AULNOTILY v 803.01
Submission to TC director ..........ccccevereneienncns 804.04
Second requireMent.........cocooeevereeneicneneenen, 811.02
SBUUENCES....oveecieecieeie et 803.04, 2434
Single Claim ..o 803
Single embodiment ... 806.03
Species may be independent or related inventions
.............................................................. 806.04(b)
Species of unclaimed genus ..o 808.01(a)
Subcombination, Combination..... 806.05(a), 806.05(c)
When Made .......ccooevvvriinenenenecceens 811, 811.02
Withdrawal...........cooeiiiiiiii e 819
Subcombinations usable together .....806.05(d), 806.05(j)
Telephone ..o 812.01
Transitional application...........ccccceveveiieicniniennnns 803.03
Traverse of requirement ............... 818, 818.03(c), 821.01
Restrictions on employees of Office.............cccc...... 309, 409
Restrictions on former employees of Office................. 1702
Retroactive foreign filing license...........cccocvvivininennn, 140
Return of Papers
Discourteous matter.............ccceeee. 714.19, 714.25, 1003
Entered in the file........c..ccooen. 201.14(c), 719.01, 1003
Return of drawing .........cccoevvencincicieicnene 608.02(y)
Return of filing fee ......ccovvvviie 607.02
Return of 0ath........c.ccocvviviiiieiiciccce e 604.04(a)
Return of patent...........cocoeviieniiinicee e 1416
Return of post card........ccccoeevvvvviieiennnn 503, 1901.05
Returned Office action.........ccccceevevererercenccne e 707.13
Review at allowancCe...........ccvevvevvvnienineiierese e 1302.01
Review for national SECUTitY ......c.ccovveveieieninsie s 115
Review for Government property rights..........ccccceeeeeenee. 115
Revised statutes (See Statutes)
Revival of abandoned application.............c.ccocevvnienne 711.03
.................................................. 711.03(c), 1002.02(b)
Revocation of agent under PCT........cccooivvivevieviieiennns 1808
Revocation/Appointment of Power of Attorney or
Authorization of Agent PTO/SB/82.................. 2222, 2622
Revocation of power of attorney ................... 402.05, 402.07
After AIIOWANCE ..o 2501
Rewritten specification...........ccccoveveieiiieieevnne, 608.01(q)
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Right of Appeal Notice (RAN)-- Rules, Patent (Code of Federal Regulations)

Sec. No.
Right of Appeal Notice (RAN) ........ 2666.05, 2666.10, 2667
...................................................... 2671 to 2674, 2677
CONEENL.....eiiiiiee e 2673.02
Right of priority (See also Foreign application)
Foreign application ...........ccccveiiennieneneeneen, 201.13
Form paragraphs .......ccccccocevevivvienvsieeeeesee 201.14(c)
Formal requirements.........c.ccoceevveveeeeieciese e, 201.14
Overcoming a reference.........cccceeueeee 201.15, 706.02(b)
Papers required ........c.coveveeneneineneeesee 201.14(b)
Time for filing Papers .......c.coeevveivnciicieene 201.14(a)
U.S. application .........cccccvvvvvvinsinnieeiereeese e 201.11
Right to exclude others...........ccccoeveveviiciennns 509.02, 1111
........................................................... 1601, 2162
Rights, Transfer of patent or application.................... 509.02
RNA (See Biotechnology; Nucleotide sequences)
Roster of attorneys or agents......... 601.03, 1730, 2205, 2220
Rules, 21 CFR 60.3(10) ...veovvveveiririeenniscreeeseeeeeae 2751
Rules, Patent (Code of Federal Regulations)
.................................................... Introduction, App. R
10 CFR 810 Cited .....coovvvireirerieniereeneereene e 140
21 CFR 312.80-312.88 Cited .....cccvvvrvvveirieirenae 2107.03
37 CFR:
1.1 ReproduCed ......cccooeieiiieieiieeeeee e 501
1.2 Reproduced ........cooveveeveerieiennrennns 713.04, 2002.02
1.3 Reproduced ........cocveiveveieiinesese e 714.25
1.4 Reproduced ....501, 502.02, 502.04, 509.03, 2002.02
1.5 Reproduced .......ccooeieriiiieieeeeeee e 502
1.6 Reproduced ........ccceeevvrinnnne 502, 502.01, 505, 513
1.7 Reproduced ........ccocooveriniieneiseneeeie e, 710.05
1.8 Reproduced ........ccooveveverere e 512
1.9 Reproduced ........ccccoveevrerininnnns 201, 201.04(b), 1893
1.10 ReproducCed .........cccoeveeirmeincrieiie e 511, 513
1.11 Reproduced ........cccocvvervrvrnennn. 103, 1430, 1879.04
1.12 ReproducCed ........cccerveererieiiese e 301.01
1.14 Reproduced .......ccccevvvvvrerrnnnnn. 101, 102, 103, 104
............................................... 110, 150, 1128, 1879.04
1.20 Reproduced .........cccovvvvvrenniinnnn 2250.03, 2666.04
1.22 ReproduCed ........ccoerveeierieiiieeeie e 509
1.23 Reproduced ........cccoovvvvvireieeee e 509
1.25 Reproduced ........cceoevvvivirinseeeeee e 509.01
1.26 Reproduced ........cccooevinieneeieiiiieienne 509, 607.02
1.27 Reproduced .........ccoeovreneirenieennn. 509.02, 509.03
1.28 ReproducCed ........ccccervvirernineeeneeeie s 509.03
1.31 Reproduced ........cccevvvvrvireeeiee e 401
1.32 Reproduced ........ccccocevireniniiiee e 402
1.33 Reproduced ........cccooeveneiieieiieieienne 403, 601.03
.................................................. 714.01(a), 2222, 2622
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1.34 Reproduced .......ccoevvevieienese e 402
1.36 Reproduced ........cccooveiiiiieiieiee e 402.05
1.41 ReproducCed ........cccooviirmeiniricineneeseeeesies 605
1.42 Reproduced ........ccccoviereinenieiieecenieae 409.01(a)
1.43 ReproducCed .......ccoccovverivinieieeieese s 409.02
1.45 Reproduced .......cccoevvevevienieie i 605, 605.07
1.47 Reproduced ........cocooveeiiiieienee e 409.03
1.48 Reproduced ........c.ccoevereeneieineeee e 201.03
1.51 Reproduced .......cccoovvirieiiiririieeeee s 601
1.52 Reproduced ........ccccvverienennen. 608.01, 608.05, 2250
1.53 Reproduced .......... 201.04(b), 201.06(c), 201.06(d)

................................................. 506, 601.01, 601.01(c)
1.54 ReproducCed ........cccoviirieiiirieinenciseee s 503
1.55 Reproduced ............... 201.13, 201.13(a), 201.14(a)
1.56 Reproduced ........ccovevevvrninnninennns 2001, 2001.01

............................................... 2001.04, 2001.05, 2002
1.57 Reproduced ........ccceovvvieiienieninnn. 201.17, 608.01(p)
1.58 Reproduced .......cccccevvevieiierieninnnn. 608.01, 608.05(b)
1.59 Reproduced ........ccccovvirciinirieiieseseeeiees 724.06
1.63 Reproduced .......ccocevvevveievereieninn, 201.06(c), 602
1.64 Reproduced ........ccoeveiiiiiiiieieene e 605.04(a)
1.66 Reproduced ........cccoovvveiieiiniieiee, 602.04(a), 604
1.67 Reproduced ........ccccvvvrieiiinicinecneees 603
1.68 Reproduced ........ccoovvirieiiiricineeeee s 602
1.69 Reproduced .......cccceevevveieieieieneie 602.06, 2004
1.71 Reproduced .......cccoevvvvieiiinieninne. 608.01, 608.01(v)
1.72 Reproduced .......cccoevvrineiieiee 606, 608.01(b)
1.73 Reproduced ........occovvereineiciieeenieae 608.01(d)
1.74 Reproduced .......ccccovvirenniirieecnieeeeen, 608.01(f)
1.75 Reproduced ......... 608.01(i), 608.01(n), 2173.05(n)
1.76 Reproduced ........cccoooveeiiiieiinee e 601.05
1.77 Reproduced ........cccooevrenieiniennnn 608.01(a), 608.05
1.78 in effect on November 29, 2000, Reproduced..........

................................................ 201.11, 804.03, 822.01
1.79 Reproduced .......ccoevvvviveieieeieeceneeins 608.01(e)
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Petition for rescission or modification ................c...... 120
PrOSECULION ..ot 130
REVIBW ...t 115, 140
Security, Application affecting........... 120, 121, 130, 140

Secret sale (See On sale)

Security interest in patent, recording (See also Assignment)
Security markings
Security screening of new applications
Security Working Group 3640, applications submitted

121, 130, 706.03(b), 1002.02(c)(1)
Self-addressed postcard (See also Postcard, self-addressed)

Sequence listing (See also Sequence rules)
Database (See Sequence rules)
Hand delivery
Mail Stop (See also Mail Stop)
Pre-Grant Publications (PG-Pub)
Statements 2422.06, 2422.07
Sequence rules (See also Biotechnology) Chapter 2400
Amendments to sequence listing and computer
readable form
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Sequences, restriction--Signature

Sec. No.
Amino acid definition ..........ccoocvvvrviviniinennn, 2422.01
Applications affected, new applications ............. 2421.01
AULhOTIN. ...t 2430
Background information .............ccccceeevenennn. 2401, 2420
Bona fide reply ... 2421.03
Changes to rUIES.......ccvvveveeee e 2421.04
Coding regions, depiction of.........c.cccccccevevennnnne. 2423.02
Compliance requirement.............c.ccoceeuenee. 2422.07, 2429
Computer readable form requirement....... 2422.04, 2425
Database........cc........ 2421.01, 2421.02, 2421.04, 2422.01
.................... 2422.03, 2422.04, 2423.02, 2424.02
................................... 2424.02, 2425, 2429, 2430
Definitions for nucleotides/amino acids ............. 2422.01
Effective date.......ccoeeveeieeecie e 2401, 2420
Exclusive conformance requirement................... 2422.02
Extensions of time .......ccccoovveveiienciienec e 2421.03
Format and symbols...........ccccceeveviiiinnns 2423, 2423.01
Form paragraphs ..o 2427.01
Hand-delivery of sequence listings and
computer readable forms........c..cccceveverernnn. 2422.09
Helpful hints for compliance .........c.cccocceviiiiinnne 2429
Informational requirements for
sequence listings..........cceeevene. 2424, 2424.01, 2424.02
Mandatory information items ................... 2424, 2424.02
Miscellaneous requirements, information........... 2424.03
New appliCations..........ccovvvrererinieneinenee e 2421.01
Notice to comply.......ccceveieiiiiieienn, 2421.03, 2427.02
Nucleotide definition ............cccocooiiiniiiiiiiennee 2422.01
Numbering of SEQUENCES........cccvrverrereireriene 2423.02
Numeric identifiers ........cocoovviniicinene 2424, 2424.02
Official copy of sequence listing ..........c.cccvvveneae 2422.04
PatentIn information ...........cc.ccoovoeiiiinnnn 1730, 2430
Presumptions regarding compliance................... 2422.08
Previously filed identical computer readable
form, reference to.......ococvvevvve e 2422.05
Replacement of sequence listing and
computer readable form ..o 2426
Sample sequence listing.........ccccoveviiieiiciciienns 2431
Sample statements.........cccceverevieriein s 2428
Sanctions for failure to comply........ccccceevvennn. 2422.07
Sequence identifier requirement ..........cccoeevenae 2422.03
Sequence listing requirement...........ccccoeveeenenns 2422.03
Patent Cooperation Treaty (PCT).......... 1823.02, 1848
............................................................................ 2430
Sequence presentation...........cooveeevereeereienieninens 2423.03
Sequences embedded in application text ............ 2422.03
Sequences in drawings........cocooeevereeereeneneiens 2422.02
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Statement regarding content of paper and computer
readable CoOpIes ........coccvvvvireiineniene 2422.06, 2428
Statement regarding new matter................ 2422.07, 2428
Summary of requIrements .........cccoceveerereenennns 2421.02
Variants of a presented SeqUENCE ..........cccovevreene. 2422.03
Voluntary compliance ...........ccoevevveveeneneiesnnnenn, 2421.01
WIPO Standard ST. 25, Appendix 2 Tables
ReproducCed..........coevriiiiniiiiceee e 2422
Cited .o 2422.01, 2423, 2423.01
Sequences, restriction ........coceeveeevercnierennen 803.04, 2434
SEIIES COUBS ...viviviriirieririeiet e 503
Series of dependent claims ..........ccccoorveiiiienennenn 608.01(n)
Series, Patent (See Patent)
Service, proof of, in a petition for access .........c.ccevvennnne. 103
Service of citation in patent..........ccocevevevieiiniinnininenn, 1901
Service of court papers on Director.........cccceevvvvvinenin, 1216
Service of patent owner statement on requestor in ex parte
reeXamination ..........ccoceverenieeriene e 2242, 2266.03
Service of papers in inter partes reexamination ....... 2666.06
Certificate Of.....cocoovvveieiiicee, 2620, 2666.06
Proof of service ........c.ccoovvnennne 2666.06, 2666.50, 2667
To patent OWNEr........cceecveveereeriennn. 2620, 2654, 2666.05
To third party requestor................... 2654, 2666, 2666.05
Shift of eleCtion .........ccovcviviiice e 819
Shoes (See also Search)........ccocvcvvvvveieieieie i 901.07
Shortened statutory period (See also Period for reply;
Statutory period) ........cccceeererriiieniiennnn. 710.02, 710.02(b)
APPEAL ...t 1205, 1214.06, 1215.04
Date of abandonment ...........ccccocevviininninennn 711.04(a)
DIraWings ..c.ocoveveeriereeeseseere e e e sreseeee s 608.02(b)
Extension of time ..........cccccoevvenie 710.02(e), 1002.02(c)
Final rejection..........ccoceoeieiincicnnnn. 706.07, 706.07(b)
....................................... 706.07(f), 706.07(g), 714.13
Informal application ..o, 702.01
Information disclosure statement ..................... 609.04(b)
OatN e 602.03
QUAYIE ..o 714.14
Reexamination, ex parte.........ccoceeeveivenennns 2250.01, 2263
............................................... 2265, 2273, 2285, 2286
Statutory Invention Registration (SIR)........... 1103, 1107
Time limits compared...........ccoevevveivevievienennen, 710.02(d)
Signatory Authority, FUll...........cccooiiiiiis 1004
Signatory Authority, Partial............ccocoeininninnnnnn. 1005
Signature
Alteration in specification signed...........c.cccceveniae 608.01
AMENAMENT ... 714.01
Signature improper..........ccoceeeeeeene 714.01(a), 714.01(c)
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Signing, continued prosecution application-- Species

Sec. No.
............................................................. 714.01(d)
Signature Missing ....c.cccoveveveviesesieeieerie s 714.01(a)
Signed by applicant, not by attorney of
(=100 (o IRV 714.01(d)
Signed by attorney not of record ...........c.ccoceevruennnn. 405
Applicant........c.cccceennee. 605.04(a), 605.04(d), 605.04(e)
Applicant changes name .... 201.03, 605.04(c), 719.02(b)
Applicant, international application..............cc..c...... 1820
Applicant unable to Write............cccveriineinen, 605.04(d)
Application Papers ........ccovereenereieneise e 605.04(a)
Attorney or agent not of record...........ccccecvvvrvrnnnnne. 405
Certification, effect Of .........ccccocvvviviniii, 401, 410
Continued prosecution application.................... 201.06(d)
Correction of name ..o 605.04(c)
Express abandonment ............ccooveevevieieiennns 711,711.01
Facsimile ... 502.01, 502.02
Full, first or middle name .........ccocevvvvvvinennnne. 605.04(b)
Required 0N every Paper........cccoeeeeerenene e sieseene 402
Title With. ..o, 605.04(e)
Uniformity with name.........ccoocoevvevevevciciennnn, 605.04(b
Signing, continued prosecution application ........... 201.06(d)
Signing examiner’s letter ................. 706.07, 707.08, 707.09
Signing file Wrapper ... 1302.13
Simulated tests in the specification........................ 608.01(p)
Simultaneous issue of patents .......c..cccceveverereneenn, 1306.02
Single means claim .........cccoceeeviiniccinnen, 2164.08(a), 2181
Size of paper (See A4 size paper; Paper size)
Sketch of subject matter of claims .............c..cc..c.... 904.01(a)
Small BUSINESS ACE .....oovviveieieeeree e 509.02
Small Business Administration ...........c.ccccveveevrnnne, 509.02
Small entity status (See also Fee)
Change of Status.........cccovveiiniireee 509.03
Claiming STAtUS .......ccoerveeiirieireee e 509.03
Correcting StatuS ........ccoveereerereneieene e 509.03
DefiNitioN......ccoviiiic e 509.02
Established in parent application ...................... 201.06(c)
FES ..t 509.02
Government organizations............ccoeevenvnennne 509.02
IMProper PaYyMENt.........ccceevveveeieenieneeeeee e 509.03
Independent iNVENLOr ........ccccevvvvvvie e 509.02
Maintenance fees .........ccoovvrerrennnne. 509.03, 2515, 2550
Nonprofit organization............c.cccceeevenne. 509.02, 509.03
Refund ...cooveieece e 509.03, 607.02
Small business CoNCerN .........cocovvvvivveieieneicenns 509.02
Statement verified ... 509.03
Transfer of invention rights ...........ccocoviiiinnneee 509.02
Solicitor’s Office (See Office of Solicitor)
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Sources of information to disclose.............ccccovvenne. 2001.06
Special application..........c.cccceveiiiiiiinccne, 708 to 708.03
Accelerated examination ...........ccccoceeeeirennicnennns 708.02
Allowable application, except for form............. 707.07(j)
.............................................. 710.02(b), 714.14, 1301
Appealed application..........ccccvviveeveveienesie s 1204
Applicant’s age, health....................... 708.02, 1002.02(s)
Biotechnology case, small entity.............c.cccoeuennee. 708.02
CaANCEN .. 708.02, 1002.02(s)
Counter-terrorism inventions ............. 708.02, 1002.02(s)
DNA e 708.02
ENEIQY oo 708.02
Environmental Quality Program ...........c......... 1002.02(s)
Five year pendency.........ccoeovereineneienenieieniennas 707.02
HIV/AIDS ..., 708.02, 1002.02(s)
Infringement.........ccccoeveeeie v, 708.02, 1002.02(s)
LSE et 708.01
Manufacture .........ccoceevvereieneincneens 708.02, 1002.02(s)
Patent printing priority ..o, 1309
Petition to make.........cccocevevevennnennn, 708.02, 1002.02(s)
Reexamination
EX PAIE.....eiiiiiiieiieiee e 2261
INEEr PAMTES.....cviiicri e 2661
Reissue application...........c.coceevvereenen. 706.03(x), 1442
Remanded by Board............ccccevvevieveneicnniesne, 708.01
Revived applications ...........ccccevvveieiencnenens 711.03(c)
SUPErcondUCEIVILY .....ccoccvveiiiriicicseees 708.02
Special examining procedure............ccoevrevvrereennenn 708.02
Special Program Examiner (SPRE)............ 103, 706.02(1)(1)
................................ 1456, 1825, 1845.01, 1851, 2238
........................... 1896, 2233, 2237, 2246, 2283, 2286
........................... 2287, 2289, 2294, 2295, 2633, 2638
........................... 2647.02, 2664, 2670, 2671, 2686.01
.................................................... 2687, 2687.01, 2689
Petitions decided .........cccooeveviiieniiiese s 1002.02(s)
SPECIES ..o 806.01, 806.04, 806.04(b), 806.04(d)
.................................. 806.04(e), 806.04(f), 806.04(h)
................................... 806.04(i), 808.01(a), 809.02(a)
Anticipation by a generic chemical formula........ 2131.02
Anticipation of a genus by the species................ 2131.02
Cancellation of species claims ................. 821.01, 821.02
Claims restricted 10 ........cccevevviircinircinee 806.04(e)
Election of (See Election of species)
How recognized ........cccvevevveieienene e 806.04(f)
Independent inventions ............cc.cceuee.e. 802.01, 808.01(a)
Mutually exclusive characteristics .................... 806.04(f)
ObVIOUSNESS OF ....oviieiiiiiieiisic e 2144.08
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Sec. No.
Patentably distinct............ccocoevvivviniivceeere 806.04(h)
Patentability over genus........c.cccocevvevevnieennne. 806.04(h)
Plural.....cccooovvieiviiiiciienns 706.03(k), 806.04, 808.01(a)
REISSUE ...ttt s 1450
REJECHION .. 806.04(h), 2131.02
Related ......ccoovivecec e 806.04(b)
Withdrawal of species claim................... 821.01, 821.02
Specification (See also Disclosure).................. 608.01, 2161
Amendment, manner of making ..........cccocovcvvevivnennne. 714
AITaNgemMeNt ........ccoovvveiiiieiec e 608.01(a)
Background of the invention.............ccccceevunnn. 608.01(c)
Best mode (See also Best mode).........c.ccceeveiviinnnne 2165
Brief description of drawings.............cccceverenne. 608.01(f)
Brief summary of invention ...........ccccoceovvenene. 608.01(d)
British English spellings in.........cccccovvvveievciennns 608.01
British provisional and complete ..........cc.ccoevvvnene 201.15
Changes prior to filing........c.cccceeevenins 601.01(a), 608.01
Completeness..........cc..c.... 608.01(p), 2161, 2163 to 2165
Computer liStS......covvviiiriireeres 608.05
Confused by amendments.................. 608.01(q), 1302.02
Content Of ..o 608.01(a)
Continued prosecution application.................... 201.06(d)
Copyrights iN .ccoeeiiiiee e 1512
Correction by examiner’s amendment .........cc.ccoevvevrnnnns
.................................................. 1302.04 to 1302.04(g)
Correction by initialing...........cccoevvevvivvivcieienn, 1302.04
Cross-noting of related applications ................... 1302.04
Defines claim term........c.ccooooviiiiiniiicee 2111.01
Derogatory remarks prohibited..............cc.cc...... 608.01(r)
Description......cccccevevvnevenennn, 608.01(g), 2163, 2163.02
Design application ..........ccccoeeveriveneieneneienes 1503.01
Detailed description of invention...................... 608.01(g)
Enablement (See also Enablement)............c.ccceen.ee. 2164
English language..........ccocooereriieneineneeee, 608.01
Facsimile transSmisSioN.........ccocoovveveieiensienerienens 608.01
FONt .t 608.01
FOMMAL.....coiiiiicie e 608.01
HIUSErAtioNS 1N .o 608.01
Incorporation by reference..........cccocvevevvevienennn, 2163.07
Interlineation prior to filing .......ccccccoevvriiecnnenn, 608.01
Language faulty ..., 608.01
MISSING PAJES ...vevveveveieiirieieiesieeee s 601.01(d)
New matter.........ccocvvevrivrnnnnns 608.04, 706.03(0), 2163.06
Omitted PAgES ....cccvvvvrrerereeieieerere s 201.17, 601.01(d)
Paragraph numbering..........ccocooeveniencninnnene 608.01, 714
PartS ..o 608.01(a)
Provisional application ............c.ccccoovveiiienennn 601.01(b)
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Sec. No.
Reference characters corrected...........c.cccvrvrvenne. 1302.04
Reissue application.........c.coovvveicienenc i 1411
Requirements for ... 2161
RETUM ..o 608.01
REWTITEN ..o 608.01(q), 1302.02
SIGNALUE ..o 605.04(a)
Substitute, amendment including ............. 714.19, 714.20
Substitute specification .......... 608.01(q), 714.19, 714.20
Pre-Grant Publication...........cccocevcvvvvevnnnninenennn, 1120
Summary of invention ...........ccoceoveveincneenn. 608.01(d)
Table submission on compact disC................... 608.05(b)
Terminology basis for claims............ 608.01(0), 2163.07
Title of INVENLION.....ccooiiii e, 606
Title of invention changed...........cccccoevviiniiinnnn 606.01
Trademarks iN.......ccoovereienneee e 1512
Transfer to another application..............cccceev.ee. 608.01(t)
Written description (See also Written description) ..2163
Specimen, Composition of matter ...........cc.ccoceeevnennn. 608.03
Specimen, Handling..........ccccoovvvinennnenccnene 608.03(a)
Specimen, Plant application...........ccccceovevevieiivsnninsnennns 1607
Stamp
Drafting, no longer required...........ccccoceeerenene 608.02(0)
Technology Center date ............ccoevreiiinennene, 714.18
Office date........cceu.e... 502, 505, 506, 710.01(a), 714.18
Standards of review by the Federal Circuit .............. 1216.01
Statement applying the prior art in an ex parte
FEEXAMINALION ..o 2217
Statement applying the prior art in an inter partes
FEEXAMINALION ...cvvevveeie e eneas 2617

Statement, Examiner’s (See also Action)
Statement by inventors when changing inventorship .201.03

Statement by owner in ex parte reexamination.............. 2249
Statement of allowability by Board............cc.ccceeuenee 1213.01
Statement of invention, coextensive
WIth ClaimS......ccoo i 608.01(d)
Statement of invention, reviewed on allowance ....... 1302.01
Statement, Prior art (See also Prior art) ......... 201.06(d), 609
Status INQUITIES «.vvvvveeeeeece e 102, 203.08
Congressional.........ccceveveienesiesieeieiese e 203.08(a)
Maintenance fEES.......c.cvvvvieireeiece e 2570
WHhite HOUSE......cecveiiicie e 203.08(a)
SEALUS BLEET ..vveeiie ettt e 203.08
Status letter database ..........cccovevieiieiecie e 203.08
Status of application ...........cccoccevv i, 102, 203
ADANdONEd .......c.cccvviiiiiciie e 203.05
Allowed Or INISSUE.......cvivveieiiiicreecre e, 203.04
AMENABA ....oeeiviiiieece e 203.03
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Statute, citation-- Statutes

Sec. No.
INCOMPIELE ..o 203.06
NEW ...ttt 203.01
Parent patent application..............ccccceeerenene 102, 201.11
Priority Claims.........cooiiiiiiiieeee e 102
Published application ...........cccovvveinieneiienee, 1128
Referred to in foreign patent........c.ccccocevevvrivvennnnnnn, 102
] [<101 1o PR 203.02
Statute, CItation..........ccooceveveiiniice e, Introduction
Statute of limitations
Citation of prior art........cccccveveiernineii e 2204
Term of biological material deposit...........c..cc.c...... 2408
Time for requesting ex parte reexamination.. 2210, 2211
Time for requesting inter partes reexamination....... 2611
Statutes
Atomic Energy Act Cited .......ccccooevvvrnnnen. 120, 140, 150
.................................... 706.03, 706.03(a) to 706.03(b)
Freedom of Information Act...................... 1002.02(k)(2)
Public Law 87-333 Cited ........cccceevvervnireinierienens 201.13
Public Law 94-131......cccccovviriiinieiceien 608.01(n)
Public Law 96-517................... 509.02, 2201, 2209, 2501
Public Law 97-247.......ccccovvevivieiecerieeeen, 509.02, 511
............................................................ 711.03(c), 2501
Public Law 98-622...........cccccvvieiviirieeies e, 605.07
.................................................... 706.02(k), 804, 2501
Public Law 100-418, Section 9101(c), (d)......c...e...... 140
Public Law 102-204........ccccccvverieieneieeniee e 2501
Public Law 102-444..........ccccoovevieieneieenieiesenieeins 2501
Public Law 103-465................ 201.03, 201.11, 601.01(d)
................................ 706.07(g), 707.05, 715, 715.07(c)
..................................... 803.03, 804.02, 2132, 2138.02
Public Law 105-358........ccccccvieiiinieeseniee e 2501
Public Law 106-113........... 201.04(b), 201.11, 201.14(b)
............................ 505, 510, 512, 706.02(a), 706.02(k),
................................................ 706.02(1)(1), 715, 1402
........ 2201, 2273, 2279, 2501, 2601, 2602, 2611, 2642
Public Law 107-273 Cited ............. 706.02(a), 706.02(k),
........................ 706.07(a), 2201, 2242, 2258.01, 2273,
................................................ 2279, 2601, 2612, 2683
Public Law 108-453 Cited ......... 706.02(k), 706.02(1)(1),
............................................. 706.02(1)(3), 804, 804.03
.............................................................. 2136.01, 2146
Public Law 506 (81st Cong.) Article 136 Cited
...................................................................... 604.03(a)
Revised Statute of 1874 .........cccovevvvericennn Introduction
5U.S.C.552(Q) coovvererrerieienierieiesiee e siee s 2422, 2423
5U.S.C. 6103 Cited......coovrvrrreriririeisieriecsiesenns 710.05
TUS.C. 2321t 1612
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Sec. No
10 U.S.C. 140(C) Cited....cvvrrrreirirreerinrecesereeneee 120
15 U.S.C. 15(b) Cited......cceoerrrreiririreninieeesieieeneee 101
15 U.S.C. 1062 Cited .....coovrveirieiiriirienirieeeseiee e 513
17 U.S.C. 401 Cited ....ooooveveirrieiriee e 1512
17 U.S.C. 909 Cited .....coocoeverrcernnen 608.01, 608.01(v)
18 U.S.C. 1001
CIted .o 402, 711.03(c)
...................................... 715.04, 716.02(g), 2428
Reproduced .........ccoveeveiiineiiee e 602
18 U.S.C. 1905 Cited ....oovevrveerieerieirienesieeresieiee e 101
18 U.S.C. 2071 Reproduced........cccoevvvvvrnrvnnnarnanenn, 101
18 U.S.C. 2331 . 708.02
20 U.S.C. 1000 Cited .....coerrreereeririeirinierenisieenenias 509.02
26 U.S.C. 501 Cited ...vovreeereeieeririerereeee e 509.02
28 U.S.C. 1745 Cited ...coevvvrveeserereeeessieeenas 901.05
28 U.S.C. 1746
CHEA e 602
Reproduced ..........coeiviriiiiicree e 602
35 U.S.C. 2 Reproduced ........ccccovvereinerninieneiens 1001
35 U.S.C. 3Reproduced .......ccceevevvevvereneresnsinnnnan, 1001
35 U.S.C. 4 Reproduced ........ccccoevenienenereninieneeins 309
35 U.S.C. 6 Reproduced .........ccooevveeierienenenienieinee 1202
35 U.S.C. 7 Reproduced ........c.ccoeevrevncrnnnnes 901.06(a)
35 U.S.C. 8 Reproduced ........cccoovvreiiiniriniennn 903.01
35 U.S.C. 21 Reproduced ...........cco...... 511, 513, 710.05
35 U.S.C. 22 Reproduced ........c.cceeeeveeniencrienienienn 608.01
35 U.S.C. 25 Reproduced .........ccccovvevrirnrencnieinienns 602
35 U.S.C. 26 Reproduced .........c.ccccveviirireninicinnenn 602
35 U.S.C. 41 Reproduced ..........c....... 2268, 2501, 2668
35 U.S.C. 41.31 Reproduced ........ccccevvvvrenrnrnnnnnn, 1204
35 U.S.C. 41.33 Reproduced .........cccceverererieniennnnn 1206
35 U.S.C. 41.37 Reproduced .........cccovvereenerieennes 1205
35 U.S.C. 41.39 Reproduced ........coceovverevneninennns 1207
35 U.S.C. 41.41 Reproduced ........ccoceovvereieneninennns 1208
35 U.S.C. 41.43 Reproduced .................... 1207.05, 1208
35 U.S.C. 41.50 Reproduced .........ccccceverviveeninns 1207.05
35 U.S.C. 41.52 Reproduced .........cccovvereennennas 1214.03
35 U.S.C. 41.54 Reproduced .........coceovvervivierinnnnns 1214
35 U.S.C. 41.6 Reproduced .......c.ccceeevvrrrennnnne. 1213.03
35 U.S.C. 42 Reproduced .......c.cccevvevvevvererieninnennns 607.02
35 U.S.C. 100 Reproduced .........ccoeverenenenieeiieneennns 701
35 U.S.C. 101 Reproduced ................. 701, 804, 2107.01
35 U.S.C. 102 Reproduced ...706.02, 706.02(a), 1504.02
.......................................... 1857.01, 2131, 2132, 2133
...................................... 2133.03(c), 2134, 2135, 2136
...................... 2137, 2138, 2217, 2258, 2301.01, 2617
35 U.S.C. 102(e), former Reproduced ...........ccc.c..... 2136



Sec. No.

35 U.S.C. 103 Reproduced ................... 706.02, 706.02(1)
................................... 706.02(1)(1), 706.02(n), 804.03
.................................................... 1504.03, 2141, 2146
35 U.S.C. 104 Reproduced ............... 715.07(c), 2301.01
35 U.S.C. 111 Reproduced .............. 201, 201.04(b), 601
35 U.S.C. 112 Reproduced .......cccovevvevververeernennn 1504.04
35 U.S.C. 113 Reproduced .......ccccvevvevvevvevierrennenn, 608.02
35 U.S.C. 114 Reproduced ........ccccocvvrvrirnrirnnnns 608.03
35 U.S.C. 115 Reproduced ........cccocvvrervirirenicnnenns 602
35 U.S.C. 116 Reproduced ..........cccene.. 409.03, 605.07
35 U.S.C. 117 Reproduced .......ccccevververerernnns 409.01(a)
35 U.S.C. 118 Reproduced .......ccccevvevvevieresrennenn, 409.03
35 U.S.C. 119 Reproduced ........ 201.11, 201.13, 201.16
35 U.S.C. 120 Reproduced ................. 201.11, 1504.20
35 U.S.C. 121 Reproduced ........cccoovvvvrvrerrnnnnn. 802, 804
35 U.S.C. 122 Reproduced ..........cc....... 101, 1120, 1122
................................................ 1123, 1124, 1132, 1134
35 U.S.C. 131 Reproduced .......ccccevereerenereneniennens 701
35 U.S.C. 132 Reproduced .......... 706.03(0), 706.07(h) ,
.................................................................... 2304.04(b)
35 U.S.C. 133 Reproduced ................... 710, 2268, 2668
35 U.S.C. 134 Reproduced .......cccccoevvrervnernieninnnas 1204
35 U.S.C. 135 Reproduced .......ccccceveeveeveereeneenn 2301.01
35 U.S.C. 141 Reproduced .......cccoocvrvrernnne 1216, 2683
35 U.S.C. 142 Reproduced .......cccovevvevverververnennn 1216.01
35 U.S.C. 143 Reproduced .......cc.ccoeevrervnerennnns 1216.01
35 U.S.C. 144 Reproduced .......cccceeveeveevieieeneenn. 1216.01
35 U.S.C. 145 Reproduced .......cccceveevvevierenneenn. 1214.07
35 U.S.C. 146 Reproduced ..........ccoceevreerenninniennns 1216
35 U.S.C. 152 Reproduced .......ccccevvereerrererennrennnnns 307
35 U.S.C. 153 Reproduced .......cccccoevvrervnininnninins 1309
35 U.S.C. 154 Reproduced ..........ccoevvreivnenennennas 2701

INDEX

Statutory authority of Director--Statutory classes of invention, utility

. 154, former, Reproduced ..........cc.coevneee. 2720
. 156 Reproduced ........c.ccocevveiiinninnenns 2751

................................ 2752, 2755.01, 2758, 2759
. 157 Reproduced .......ccccooeevreriniiniiiens 1101
. 161 Reproduced ........c.ccoeevreiviireinnienas 1601
. 162 Reproduced .....804, 1605, 2105, 2403.02
. 163 Reproduced ......ccccoevvevvevernresieniens 1601
. 164 Reproduced .......cccccevevevererieniennens 1608
. 171 Reproduced ..........cceveuneen. 1501, 1504.01
. 172 Reproduced ................. 1504.02, 1504.10
. 173 Reproduced .......ccccooveiveieiiinienens 1505
. 181 Reproduced .......ccocvevveveveieieneiennns 115
. 182 Reproduced ........cccceeeveeneninnnne 706.03(s)
. 184 Reproduced ........cccceeveuene. 140, 706.03(s)
. 185 Reproduced ........cccoeevneene. 140, 706.03(s)
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Sec. No

35 U.S.C. 186 Reproduced .........cccoevevrveveiveireriernennn, 140
35 U.S.C. 187 Reproduced .........ccocevererererireiieneennn 140
35 U.S.C. 188 Reproduced .........cccceveiererereniniceenns 140
35 U.S.C. 251 Reproduced ...........cccoeuneen. 1401, 1412.03
35 U.S.C. 252 Reproduced .........ccccocervvererenernienne, 1460
35 U.S.C. 253 Reproduced ........cccccevvvvnnieninernnnnn, 1490
35 U.S.C. 254 Reproduced .........coceoevenenencninnnnnn 1480
35 U.S.C. 255 Reproduced .........ccccoevvvereinneniniennes 1481
35 U.S.C. 256 Reproduced ...........ccocevvvereieniennns 1481.02
35 U.S.C. 261 Reproduced ..........cccooervvirenenirieinnnenns 301
35 U.S.C. 262 Reproduced ........cccccevevvrereiennnnannns 301
35 U.S.C. 267 Reproduced .........cccceeerenereninennnnnns 710
35 U.S.C. 293 Reproduced .........cccceveererireencrenens 302.04
35 U.S.C. 294 Reproduced .........ccccoervirenncrennnenns 311
35 U.S.C. 301 Reproduced.........c.ccevverrernanenn 2202, 2602
35 U.S.C. 302 Reproduced ........ccccevvvvnvrnsnnennnn, 2210
35 U.S.C. 303 Reproduced .........ccceverenerencninnnnn 2240
35 U.S.C. 304 Reproduced .........ccccecerveereieneneennes 2246
35 U.S.C. 305 Reproduced ........ccccevvrvernnene 2254, 2261
35 U.S.C. 306 Reproduced ........c..ccevevvernnnene 1216, 2273
35 U.S.C. 307 Reproduced .........ccccovverinnnes 2288, 2293
35 U.S.C. 311 Reproduced .........cccererenereneniennnn 2610
35 U.S.C. 312 Reproduced .........cccoeerveereeienenieiennes 2640
35 U.S.C. 313 Reproduced .........cccoevverereneninienne, 2646
35 U.S.C. 314 Reproduced ............. 2654, 2661, 2686.04
35 U.S.C. 315 Reproduced .........coceverererencninnnnnn 2674
35 U.S.C. 316 Reproduced .........ccccovveenennnns 2688, 2693
35 U.S.C. 317 Reproduced .........cccooervrereiinnennas 2686.04
35 U.S.C. 318 Reproduced ..........cccooervvereinnennns 2686.04
35 U.S.C. 361 Reproduced ........cccccevvvvrvreinennnnn, 1805
35 U.S.C. 362 Reproduced .........ccceoererenencnnnnnnn 1840
35 U.S.C. 363 Reproduced ........ccccovuerererercreriniene. 1810
35 U.S.C. 365 Reproduced ..........cccooereiruennnne. 201.13(b)
35 U.S.C. 371 Reproduced .........cccoeervverereniennns 1893.01
35 U.S.C. 373 Reproduced ........ccecevvvvrnresineiennnn, 1810
35 U.S.C. 374 Reproduced .........c.ccceevnnene. 1857, 1857.01
42 U.S.C. 141 Cited ..oovveeicecereeeeee s 120
42 U.S.C. 181 Cited ...ovveeerreeererreereeiee s 120
42 U.S.C. 2182 Reproduced ........ccceevvveveveieervernennn, 150
42 U.S.C. 2457 Reproduced ........ccceevvvvivevernernereennn, 150
Statutory authority of DIreCtor..........ccccceveriienicnennnnnns 1001
Statutory bar ..........cccceene. 706.02(a), 2133 to 2133.03(e)(7)
Foreign application..........ccccocvveneicnennn 201.13, 1504.02
OVEICOMING.....eiiiieieiereeieesese et e e 706.02(b)
Rule 1.130 not available............cccoooovinininiiie, 718
Rule 1.131 not available............cccooorvnininiiie, 715
Statutory classes of invention, utility.................... 706.03(a)
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Sec. No.
Statutory disclaimer (See Disclaimer; Terminal disclaimer)
Statutory estoppel in inter partes reexamination........... 2601
................................................................... 2612, 2614
Statutory Invention Registration (SIR).................... 409.03(j)
................................................................ Chapter 1100
Defensive publication compared..............ccecvvennne 711.06
EFfeCt OF oo 1111
EXamination.........cccoe v 1101, 1103
Provisional application ............cccccvvvinenninennenn, 1101
Publication of .........cccocovvviiiiiiiie e 1111
Refund of fee ......ccooeiiii e 1109
Rejections using.........ccoceeeveeenne 706.02(a), 901.02, 2136
REQUESE TOF ... 1101
Secrecy order application............cocecvvereiineneinenns 1103
Statutory period (See also Period for reply: Shortened
statutory period) ........ceeveveeverenienieiennnns 710.01, 710.01(a)
Abandonment for failure to reply ........ 711.02, 711.02(a)
APPEALL...cei e 1205
Broadening claims in a reissue application......... 1412.03
COMPULEA.....cviieceiieceeeeee e 710.01(a)
Date from which period runs .........cc.ccceevvervriennn 710.06
Date of abandonment........cccccceveveieveieieennne. 711.04(a)
Full statutory period.........ccoceevevererieeicierene e 130
Not extendible..........ccoeviiniinin 710.02(e)
Postal service EmMergenCy ......ccoveveveervereresesesenseens 511
Property rights statement ...........coeceveiiiennieneieennns 150
Reexamination, ex parte ........ccccooeeeeeienenncnn 2265, 2272
Reexamination, inter partes..........c.cccoceeenee. 2662, 2665
Secrecy order application...........ccccoevvveniininninienn, 130
Shortened statutory period (See Shortened statutory
period)
Two periods for reply set.........cccoen.. 710.04, 710.04(a)
Stay of reexamination
EX Parte....oooiiieeee e 2284, 2285
INter PartesS.......ccoovvveereeresie e 2686.03, 2686.04
Stay Of FEISSUE .....cvvvveeeeiieieice e 1442.02, 2285
Stockholm Revision, Paris Convention (See also Treaties)
.................................................................. 201.13
Strasbourg Agreement (See also Treaties) ................. 903.09
STIC (See Scientific and Technical Information Center
(STIC))
Subclass, list of patent numbers...........c.ccceeevirennn 902.03(c)
Subcombination
Aggregation and..........ccccevevierennsesieene e 806.05(a)
Combination and............ccccevereneneninenee e 802.01
SPECIES ..t 806.04(b)
Subgeneric Markush claims ...........cccccovevnienenn. 2173.05(h)
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Sec. No.
Subject matter, design patent............c..cccene.e. 1502, 1504.01
Subject matter, NONStAtULOrY ..........cccceverieiierieinn 706.03(a)
Subject matter combinations...........c.ccccevriiiennne, 903.02(b)

Submission of amendment or showing of facts after Board

decision 1214.01
Submission of patents or publications, third party....1134.01
Submission to classification unit

Classification of application............ 903.08(d), 903.08(e)
Patentability report.........ccccooveviiniinienecnne, 705.01(a)
Submission of prior art by applicant...................... 707.05(b)
Submission of information by applicant................ 704.12(b)
............................................ 704.14(b), 707.05(b)
Subpoena by court, Application file ...........c.ccccc.e. 1216.02
Subpoena of eXaminer ...........cococveiiineinineisens 1701.01
Subscription correspondence address............c......... title page
Substantial new question of patentability
In ex parte reexamination................ 2216, 2242, 2258.01
In inter partes reexamination ...............ccocev.e. 2614, 2616
......................................................... 2617, 2640, 2642
Substitute application (See also Application)
.................................................................... 201.09, 201.10
ASSIONMENT....cvieiitie s 306
Copendency 1acking ........cccocevvvireiineneineneinenns 201.11
Definition ....ccoovvvie e 201.09
Does not carry ownership from parent....................... 306
File wrapper/history notation ............c.ccoceeenencne. 202.02
Reference to parent application................ 201.09, 201.11
Substitute attorney or agent .........c.ceeeevvereineneicneneee 406
SUbSEItULE 0atN ....ovveecrcicecee e 602.02
SUDSEITULE PAGE.....cveeeieieece e 714.20
Substitute specification....608.01, 608.01(q), 714.19, 714.20
Amendment incorporating................ 714,714.19, 714.20
NEW MALET ...t 608.01(q)
Sufficiency of disclosure affidavit...........cc.ccoevveveierennnn 716
‘Sufficient cause’ for extension of time in ex parte
FEEXAMINALION ....o.viviiiieiiiieec s 2265
‘Sufficient cause’ for extension of time in inter partes
FEEXAMINALION ...cvvevviieiecie st 2665
Suggested claims, Failure to make .............ccce.ee. 706.03(u)
Suggestion of allowable claims
by examiner ........cccccvvveiiniie e, 707.07(j), 713.01

Suggestion of claims for interference 2304.03 to 2304.04(b)
Suggestion of claims for interference,

time limit.....oocooeeee e 710.02(c)
Summary of action PTOL-326 .........ccceceveveveinneeeennnn 707
Summary of iNtervVIieW .........ccccceveveicneiennens 713.01, 713.04
Summary of INVENtION ..o, 608.01(d)



INDEX

Sunday or holiday, effect on time for reply--Term, Patent

Sec. No.
Sunday or holiday, effect on time for reply.................... 502
.................................................. 505, 513, 710.05
Sunday or holiday, effect on reference................... 706.02(a)
Supervisory applications examiner ...........cc.ccoeeeenene. 714.13
Supervisory patent examiner ................. 705.01, 707, 707.02
.................................... 708.03, 713.01, 713.08, 714.05
............................... 714.13, 714.16, 714.16(d), 714.18
................ 812.01, 903.08(b), 1207, 1207.01, 1207.01,
................. 1207.02, 1207.03, 1207.05, 1208, 1211.01,
........................................................................ 1214.07
...................................... 2233, 2236, 2237, 2238, 2248
.............................................................. 2271.01, 2287
............................ 2633, 2636, 2637, 2638, 2641, 2648
.................................................... 2671, 2671.03, 2676
Petitions decided by ........cccoevvevevinieieninieinne 1002.02(d)
Supervisory review, Rule 1.817 .......c.cccceeeevereennn. 711.03(d)
Supplemental action..........ccccccevvevvvieiecinennn, 710.06, 714.05
Supplemental Amendment...........cccooeevrieieienienn. 714.03(a)
Supplemental Application Data Sheet (ADS) ............ 601.05
Supplemental examiner’s answer .................. 1207.04, 1211
Supplemental oath or declaration............cccccoceevvvrennnnne. 603
After allowance..........ccoooovrviiienccciennn, 603.01, 714.16
REISSUE ..ottt 1414.01
Surcharge for late payment of fees
in international application............cccccovvveiieieniiinnnnns 1827
Surface ornamentation ............c........ 1502, 1502.01, 1503.02
..................................................... 1504.01, 1504.01(a)
..................................................... 1504.01(c), 1504.03
Surrender of patent (ot required) .........cccooevvrernienennas 1416
Suspension
Applicant’s request for........c.ccovvvirinniiiineiceeee, 709
Decided by .....cccoovvvvveiiiiieieeen, 709, 1002.02(c), 1004
Deferral of examination ...........ccccceeerenenenivicnninsnne, 709
Ex parte prosecution during interference............ 2307.03
Not permitted if outstanding Office action ................ 709
Of action, because of litigation .............ccceevvvevnenae 1213
Of action, by OffiCe ... 709
Overlapping application...........ccccovveirenninennnn, 709.01
Reexamination
[ o= 1 2283, 2284
INtEr PAIES ....oovveieieieee e 2640, 2686.01
Request for, in CPA ... 709
Request for, iIN RCE ..o 709
RUIES .ot 1002
Secrecy order application...........ccocovrerieeieiencnenn 2306
Supplemental Reply ... 709

Swearing back of reference (See Affidavit, swearing back of
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Sec. No
reference (37 CFR 1.131))
SymbolS, DraWing ........coceeereieninienineneee e 608.02
T
Tables submitted on compact disC...........ccceeruennne 608.05(b)
Technical dOCUMENES.........ccoveveveiiie e 901.06(a)
Technical reJeCtions.........ccoeveriieninenieeee e 706.03
Technical support staff duties (See Manual of Clerical
Procedure)

Technology Center Director (See Director of Technology
Center)

Technology Center, papers sent to wWrong ................. 508.01
Technology Center Working Group 3640 (security group)
............................................... 121, 130, 1002.02(c)(1)
Telephone call, multiplicity rejection................... 2173.05(n)
Telephone NUMDETS.........cccveieicieie e, 1730
AHOMMEY ..o 408, 713.01, 714.01
EXAMINET .oviiiieieieeee e 707.08
General information ..o 1730
Telephoning of attorney to examiner.................. 408, 713.01
Term, Patent .......cooevveiinie e 707.05, 2701
Adjustment of ... ..o 2701, 2710, 2730
........................... 2731, 2732, 2733, 2734, 2735, 2736
Determination of ... 2733
Due care ShOWING......cccoveieeveiiericie e se e 2734
GrouNds FOF......ccveieiee e 2730
Period Of ......cooviii 2731
ReAUCLIONS 10 . .cvvivieiecieeiee e 2732
Request for reconsideration ...........cc.ccccevvevieiennnns 2735
Third party Papers......ccocecvereienereeienereseneenens 2736
Continued prosecution application.............cc.ccce..... 2701
Deposit of biological material .............ccccocoeiinnnnnn. 2408
DESIGN .o 1502.01, 1505
DiIVISIONAl ...c..oveiiiieice e 201.06
Extension under 35 U.S.C. 156
FDA regulatory review and ..................... 2750 to 2758
Deadling .....c.cccooveievvieieren 2754.01 to 2754.03
Duty of disclosure and..........c..ccccevvevveviernennn 2762
Interim extension..........c.ccoceevnene. 2755.01, 2755.02
Specific Products
Animal drugs ........ccoceevreeenn e 2750, 2751, 2758
Antibiotic drugs ......cccocevererieieienee 2751, 2758
Color additives...... ...2750, 2751, 2754.01, 2758
Food additives........... 2750, 2751, 2754.01, 2758
Medical devices............. 2750, 2751, 2753, 2758
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Sec. No.
Veterinary Biological Products ................... 2750
............................................. 2751, 2756, 2758
Third party Papers.......cceeeeieeieeierenere e 2736
Withdrawal ..........ccccovevviieneiniieieieies 2761, 2764
USPTO delays and ..........ccoevvenvinenncnnncnenns 2710
0] (=T o[ SRS 901.05
Transitional practice ...........cccceeevvernenne. 706.07(g), 803.03
UBHHEY oo 2701
Terminal disclaimer (See also Disclaimer) ................... 1490
Avoiding double patenting rejection................. 706.02(k)
............................ 706.02(1)(3), 804.02, 806.04(i)
Certificate of correction and ..............ccceveneen. 2701, 2720
Continued Prosecution Application (CPA).............. 1490
Continuing applications...........ccccoevvineiicneinenns 1490
Copending applications procedure...........ccccccervernene. 1490
INformal MemO .......cooveveirice e 1490
Request for Continued Examination (RCE)............. 1490
REISSUE .....ovveviiieieiesieese e 1410.01, 1451, 1490
Required for revival ..o, 711.03(c)
ROULING .vvveccce e 1490
SIgNAtUre iN..cvoveciecece e 402, 1490
Situations where not applicable ..........ccccocoovvenne. 804.03
Withdrawal of ... 1490
Terminology in application................... 608.01(g), 608.01(0)
............................................... 706.03(d), 1302.01
Termination of proceedings ..........cc.ce..... 201.11, 711.02(c)
Ex parte reexamination ...........c.ccoceeveeeeienencnenene. 2294
Inter partes reexamination............ccccceeeveneieneneenn 2694
TESS (Trademark Electronic Search System) .............. 1703
TESt COMMENTS ... 707.07(1)
Testamentary, Letters (See also Administrator or executor)
...................................................................... 409.01(b)
Testimony, eXamiNer.........ccooeverereniereeeeieeneene s 1701.01
Testimony, public use proceeding........c.cccoeerrennennn 720.04

Tests, comparative (See Affidavits, traversing rejections (37
CFR 1.132))

Third aCtion CASES......cuevverireiieeeeeie e

Third party reply in inter partes reexamination (See
Reexamination, Inter partes: Response by third party)

Third party requestor (See Reexamination, Inter partes:
Response by third party)

Third party submissions/inquiries/correspondence in

published applications.............c.cccvvvereineneas 1134, 1134.01
Time and Activity Report........cccocvvvvivvivvvivennne. 1704, 1705
Time for claiming benefit of earlier application......... 201.11
Time for deciding Director

initiated reexamination...........cccccoeevereneneniens 2211, 2239
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Sec. No.
Time for deciding reexamination request...................... 2241
Time for filing papers, right of priority ................. 201.14(a)
Time for filing Petitions..........ccccveveiriicrce 1002
Time for requesting reexamination
EX PArte..coeiieieee e 2210, 2211
INEEE PAITES ....vvevveceie e 2611
Time for reply (See also Period for reply).......... 702.01, 710
Time for reply to action in reexamination
EX PAITE ..o 2263
INEEE PAITES .....ooiviieiree e 2662
Time limit ... 710.02, 710.02(c)
For making suggested claims ..........cccccccceeenene 710.02(c)
International preliminary examination report (IPER)
..................................................... 1879.01, 1879.01(a)
International search report (ISR).........ccccccevvveene 1843.05
Period for reply ..o 710
Permanent ink COPY .......ccovreririeiene e 714.07
Prior art filing ........ccoveviiieiiee e, 2204
Reply to final rejection..........ccccccveviciennenen, 706.07(f)
Restriction requiremMeNnt ..........ccocevevervvieseeieeieerie s 811
Rewrite claims following Board decision ........... 1214.06
Shortened statutory period compared to................ 710.02
.................................................... 710.02(b), 710.02(d)
Statutory period.........cccovverernienecnnen. 710.01, 710.01(a)
Transfer of application ..........cccceeevevcicnennenn, 903.08(d)
TWO Periods FUNNING .....cccooevereneniereee e 710.04
Time period for owner’s statement...........ccccoereerennn 2249
Time reporting .......cccovvveveeereennieeenns 2238, 2638, 2671.03
Time to pay maintenance fees ..........ccoevvvreiicneinenn, 2506
Timely submission of protest............ccccecvvevvivvivninannns 1901.04
Title conveyed by assignment .............. 201.12, Chapter 300
Title documents, handling .........c.ccooeviniiiiiiniiieee 317
Title of iNveNntion ... 606, 1893.03(e)(1)
Change by examiner.........ccceeveneenen. 2660.02, 2686.03
Design application..........ccccccevvvrennns 1503.01, 1504.01(a)
Amendment of ... 1503.01
Use of Trademarks in........cccccooeviiiiininnnciennn 1512
International application............cccoeevineinencinenn 1821
Plant patent application ...........ccccoevvevrvrivcieerercinn 1610
Reviewed at iSSUE........c.coerrvrrirerereireeenes 606.01, 1302.01
Title rePOrt..cc.ccecececec e 303, 320, 2287
Titles of USPTO Officials............... Title Page (reverse side)
Title with signature ... 605.04(e)
Trade secret material ............ccovveirncciinennns 724 t0 724.05
Completeness of file wrapper..........ccocevvevrvvninne 724.01
Materials submitted covered
by 35 U.S.C. 122....ociiiiciire e 724.04(a)



INDEX
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Sec. No.
Method of submitting.........cccceevvivnivviviiecieicens 724.02
Office treatment and handling ................. 724.04, 724.06
After publication ... 724.04(a)
Petition to expunge materials..........cc.coeerirennnnns 724.05
Reexamination under 37 CFR 1.11(d)............... 724.04(c)
Reissue under 37 CFR 1.11(b).....ccovevevervennnne. 724.04(b)
TYPES OF e 724.03
Trade secret submission label ..., 724.02
Trademark and trade name................... 608.01(v), 706.03(d)
........................................................ 2173.05(u), App. |
Design patent, relationship t0 ........cccccevveveienviennnne 1512
Misuse in patent specification.............c.ccoeeevenne. 608.01(v)
Trademark Manual of Examining Procedure.......... Foreword
Trademarks, Partial list of ..., Appendix |
Transfer of application
After amendment ........ccovevevennvie s 903.08(c)
After classification decision...........c..ccccevernennn. 903.08(g)
Allowable application..........ccccccceeennennn. 903.07(b), 1305
Decision of classification examiner .................. 903.08(f)
Divisible iNVentions ..........ccccoceveiieneineneiseeee, 812
INtErfEreNnCe ...covee e 2304.01(b)
NEW ...ttt 903.08(a)
Notification of applicant ..........ccocooriiiiiicienns 903.08
Outside Technology Center .........cccoveveeriennn 903.08(d)
Primary examiner’s authority .........cc.ccoeveevvivinennn, 903.08
Procedure......ccccevvvvvevievescnenesienn 903.08(a), 903.08(d)
Secrecy order application.........c.ccooeveienencienicnenns 130
Submitted to classification examiner ................ 903.08(d)
Within Technology Center............ccoceevveninennen. 903.08(d)
Transfer of class or subclass.........ccccvvervienenienenn, 903.05
Transfer of drawing........ccocevvevveieeieiencie e 608.02(i)
Transfer of reexamination
EX PAM...cciiii e 2237
INEr PANTES. ....viiieiiciiece e 2637
Transfer of rights to patent or application.................. 509.02
Transfer of specification prohibited ........................ 608.01(t)
Transfer of U.S. patent.........ccocevviiieninne i 903.05
Transitional application (See also Application)
After final practice........ccccocvvvvvivivsviieccrecen, 706.07(g)
Generic claim allowable ............c.ccoovvveiiiennns 803.03(b)
Linking claim allowable .............ccccccovevviiiennennn. 803.03(a)
Patent term ........cco e 2701
Restriction practice .........ccoceovereieneneienciecseeas 803.03
Transitional phrases ..........ccocvvvveiveverieveniesie e, 2111.03
“Characterized by”........ccccove i 2111.03
“ComMPOSEd OF ..o 2111.03
“CoOMPriSiNg” ...oovieneeieeeee e 2111.03, 2173.05(h)
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Sec. No.
“Consisting essentially of”.........c.ccoevvvvivine. 2111.03
“Consisting of”" ..., 2111.03, 2173.05(h)
“CONAINING” ..o 2111.03
Translation, foreign application or foreign
Priority dOCUMENT.......cceieirierei e 201.15
Translations index in STIC..........ccccvevvveiiiiiciennns 901.06(a)
Translator, Patent and Trademark Office .............. 901.05(d)
............................................................. 901.06(a)
Transmission, certificate of (See Certificate of mailing or
transmission)
Transmittal Fee, PCT ... 1827
Traverse, answer all matters ........ccoccovvveivieinnnnns 707.07(f)
Traverse, division or species requirement ..............c........ 818
........................... 818.03 to 818.03(d), 821.01, 821.02
Traverse, rejection of linking claim....................... 818.03(d)
Treaties
Benelux Designs Convention (See also
Design application) .........c.cccceevruennn 201.13, 1504.10
Budapest Treaty (See also Biotechnology;
MICroorganisms) .......ccccceveveresesresieseenenns 901.05(b)
.......................................... 2402, 2404.01, 2405, 2408
................................ 2409, 2410.01, 2410.02, 2411.01
European Community Design .........ccccccevereennen. 1504.10
European Patent Convention............c.......... 901.05, 1817
......................................................... 1840.01, 1865.01
GATT o 2138.02
Hague Agreement (See also Design application)
........................................................... 201.13, 1504.10
Hague Convention.............. 409.01(b), 602.04(a), 604.04
Inter-American Convention............ccoceevveererceienen. 201.13
Libreville Agreement ...........ccoceveiininenienienene, 201.13
NAFTA ..o 201.04(b), 715, 715.07(c), 2138.02
Paris Convention ..........cc.ccoevvveneienencnen, 201.13, App. P
Patent Cooperation Treaty (PCT)............... Chapter 1800
........................................................... App. Al, App. T
Strasbourg Agreement.......ccccvevveveerereseseseerenneans 903.09
UPOV Convention (See also Plant patent).....1612, 1613
Uruguay Round Agreements Act (URAA) ...... 201.04(b)
.......................................... 715, 715.07(c), 2701, 2132
TRIPS Agreement (Trade-Related Aspects of Intellectual
PrOPEITY oot 1801
TUDBIS o 1601
Twenty year term (See Term, Patent)
Two month delay period in reiSSUES ........cocvvevrvevinenns 1441
Two periods for reply running........c..ccoeveveveeciennnnne. 710.04
Type font ..o, 608.01, 1504.01(a)
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U
Unavailable inventor ............c.ccocoovnininicicnen, 409, 409.03
Unavoidable abandonment (See Abandonment)
Unclaimed disclosure, reservation ............ccccceeeeeene 608.01(e)
Undelivered mail ..o 707.13, 1303.02
Undue breadth rejection............c..cccevevvenen. 706.03, 707.07(g)
.................................. 2164.08(a), 2173.04, 2173.05(h)

Unexpected results (See also Affidavits, traversing

rejections (37 CFR 1.132)).................. 716.02 to 716.02(Q)
Unintentional abandonment (See Abandonment)
United Kingdom priority document ...............cccveveane. 201.15

United States Code (See also Statutes)
United States of America, Foreign language names for

...................................................................... 901.05(a)
Unity of invention............ 803, 823, 1850, 1875, 1893.03(d)
University or other institution of higher learning....... 509.02
Unlocatable Patent or Application Files..................... 508.04
UnNmatched Papers........ccovvreeierceneneese e 508.03
Unofficial subclasses and digests.........ccccoceverernnns 903.02(c)
Unscheduled closing .......cccccccceveiiieie e 201.13
Unsigned amendment.........c.ccccecevevvvennennnne. 711, 714.01(a)
Untimely filed (premature) paper prior to order

for ex parte reexamination ...........cccoceeevennienennennne 2225
Untimely filed (premature) paper prior to order

for inter partes reexamination...........c.ccoceveeenercsennn, 2625
Untimely response to ex parte reexamination............... 2267
Untimely response to inter partes reexamination ......... 2667
UPQV Convention (See also Plant patent; Treaties)..... 1612

............................................................................. 1613
Uruguay Round Agreements Act (See also Treaties)

......................... 201.04(b), 715, 715.07(c), 2701, 2132
USE ClaiMS ..o 2173.05(q)
Use, Public (See Public use)

USEE PASS «vveeeeeieeiee e seeesteesteeteeseesseessaesseestaeseeeeesnnesnees 510
USPTO Contact Center.........ccooeeereereeneeie e 1730
ULITItY ClaSSES ...cveeeeieieee e 902.02
Utility, disclosure in drug cases ................ 2164.06, 2164.07
Utility requirement guidelings.........ccoovcvvevvevvereienennenn, 2107
Legal precedent for.........cccceevvviveinnenn, 2107 to 2107.03
Relationship of enablement to ...........cccoccevvevnnan. 2164.07
Utility lacking, rejection.........cccocevvveivnenas 706.03(a), 2107
Utility model ..o 901.05(b)
Utility patent (See also Design application; Patent; Plant
PALENT) ..o 901.04, 1502.01
Application publication............cccccoervneas 1120 to 1135
COPIES OF . 707.05(a)
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Copyrighted material in...........cccooeevevveviciennenn, 608.01(v)
Design patent compared t0.........cccocervevrieriaennn. 1502.01
Double patenting ..........coeovrereieneneieneee e 804
Drawings / Photographs .........c.ccoeeue. 608.01(f), 608.02
Elements of ... Chapter 600
Expiration date or term...........ccccvevveee. 2211, 2250, 2611
Maintenance fES.......ccovrvireriiree e 2506
Period of enforceability ............c.cccoc..... 2204, 2211, 2611
SPECITICALION......cviiciie 608.01
Utility required....... 608.01(p), 706.03(a), 2107, 2164.07
Vv
Vague and indefinite rejection (See Indefinite claim)
Validity of patent, examiner comments..............ccoceve.e. 1701
VBNUB....ciiititiee e s 604.02
Video conference CENter ........ccvvvrvvverereneneeserieiennens 713.01
VidE0 tAPES ...veveeieieeieee et 713.01
Violation of duty of disclosure (See Duty of disclosure)
Argued in protest.........ccoeeveveieieinennn, 1901.02, 1901.06
ViSitors t0 OFfiCe .....ooeieiiiiiiie e 510
Voluntary publication ... 1133
wW
Waiver
Of confidentiality .........cccccviiiiiiniie e 103
............................................. 201.06(d), 1002.02(k)(1)
Of deficiencies in oath or declaration.................... 602.03
Of patent rights........cccccceevvennene. 706, 711.06, 1101, 1111
OF TUIES ..o 201.03, 402.10,
............................................................. 602, 711.03(c),
..................... 724.06, 803.04, 1002, 1002.02(b), 1481,
...................... 1850, 2248, 2265, 2421.01, 2425, 2434
Walk-up customer WindoW..........cccccevevenenesieeenienieinens 502
Washington D.C. representatives of attorneys................ 408
When disclosure is made .........cccocevvviviennvninnieienees 2003
White HOUSE iNQUITY.......ccerevierireieeeeee e 203.08(a)
Who has duty to disclose.........ccceveveveiiiicneiiieenas 2001.01
WIPO ..ot 201.13,901.04, 1801
WIPO Standards
ST, 3 901.05(b), 1851
ST 20 it 901.05(b)
ST. 1A e 707.05(e), 901.05(b)
ST. 16 i 901.05(b), 1851, 2424.03
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Sec. No.
ST. 25, Appendix 2
Tables reproduced..........cccceveverevesesesnenenns 2422
(O71(-To IO 2422.01, 2423, 2423.01
ST. 34t 901.05(b)
Withdrawal from appeal after remand by Board..1002.02(d)
Withdrawal from issue ...........ccooverviirniinennns 1303.01, 1308
Amendment crossing allowance ..............cccceeenene 714.15
Director’s approval ..........cccoeevviinieeienenenn. 1003, 1308
Petition for .........cccocevennn. 1002.02(b), 1002.02(c), 1308
Quality REVIEW ......cooveiiiiiiicee e, 1308.03
Refund of fee ..o 1308.01
REJECLION .....ocvviiviecieeccecce e 706.04, 1308.01
Withdrawal of abandonment (See Abandonment;
Petition)
Withdrawal of appeal ..........ccccoevviviviivniecieicicnens 1215.01
Withdrawal of appeal claim ..................... 1214.05, 1215.03
Withdrawal of attorney (See also Attorney or agent; Power
of attorney) .......ccecevvvvnnne. 402.06, 1002.02(s), 2223, 2560
Withdrawal of claims
To nonelected invention.............. 821.01, 821.02, 821.03
To nonelected SPECIES .......cevvvevveererrerennnn, 821.01, 821.02
Withdrawal of final rejection ............ccccceeevennnenn 706.07(e)
Premature final..........ccooooiiiiiiieee 706.07(d)
Primary decides ........ccocovvieviniiiii e 1004
Withdrawal of holding of abandonment (See also
Abandonment; Petition) ..................... 711.03(c), 711.04(c)
Withdrawal of power of attorney in patent.......... 2223, 2623
Withdrawal of SIR request..........ccooeeieiiiieieieicecee, 1109
Withdrawal of terminal disclaimer...........ccccocvvevvvnnnne. 1490
Withhold from issue petition..........ccccoevvveivinenns 1002.02(c)
Witness, EXamINer @S.........coverveenierieenieenesieennenns 1701.01
World Trade Organization member countries............ 201.13
World Wide Web address ........ccccooveveieneienenenenen, 1730
Wrapper (See File wrapper/history)
Writing, Disclosures must be in..........ccccoevvvvvinennns 2002.02
Written description (See also Specification)
.................................................... 706.03(c), 2163
Amendments supported by original
desCription.......ccecevevece s 2163.07
Inherent function, theory or advantage........ 2163.07(a)
Incorporation by reference............... 201.17, 608.01(p),
.......................................................... 2163.07(b)
Burden on the examiner..........ccccocevevvevvvevenennnn, 2163.04
Changes to scope of claims...........ccccevvevreiiernennn, 2163.05
Circumstances when iSSUES arise ..........cc.eevrvennas 2163.03
Design application ..........c.cccoeevverienns 1503.01, 1503.02
..................................................... 1504.01(a), 1504.04

I-111

Sec. No.

Form paragraphs used to reject .........cccceevennene 706.03(c)
Guidelines for compliance ..........ccccoevvviveiineiennn, 2163
NEW MALET ...veiiiiiiieeeee e 2163.06
Requirements for compliance..........cc.ccccooeneennen. 2163.02
Support for claimed subject matter ........ 201.11, 2163.01
Corresponding to count in interference................ 2163.03

X
X series of patents (See also Patent)...........cc.ccocvvenene 901.04
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