2202
2203
2204
2205
2206
2207
2208

2209
2210
2211
2212
2213

2214
2215
2216
2217
2218
2219
2220
2221
2222
2223
2224
2225
2226
2227
2228

2229

a4

2230
2231
2232
2233
2234
2235
2236
2237
2238
2239

2249

2201

Chapter 2200 Citation of Prior Art and

Introduction

Citation of Prior Art
Persons Who May Cite Prior Art
Time for Filing Prior Art Citation
Content of Prior Art Citation
Handling of Prior Art Citation
Entry of Court Decision in Patent File
Service of Citation on Patent Owner

Reexamination
Request for Reexamination
Time for Requesting Reexamination
Persons Who May File a Request
Representative of Requester

Content of Request

Fee for Requesting Reexamination
Substantial New Question of Patentability
Statement Applying Prior Art

Copies of Prior Art

Copy of Printed Patent

Certificate of Service

Amendments Included in Request by Patent Owner
Address of Patent Owner

Withdrawal ** of Attorney >or Agent<
Correspondence

Untimely Paper Filed Prior to Order
Initial Processing of Request

Incomplete Request

Informal Request

Notice of Request in Official Gazetie
Constructive Notice to Patent Owner
Processing of Request Corrections

Public Access

Processing in Examining Group

Entry of Amendments

Record Systems

Assignment of Reexamination

Transfer Procedure

Time Reporting
ReexaminationOrderedatthe Commissioner’s[nitiative

Decision on Reguest

2241  Time for Deciding Request

2242 Criteria for Deciding Request

2243 Claims Considered in Deciding Request

2244 Prior Art on Which the Determination Is Based
2245 Processing of Decision

2246  Decision Ordering Reexamination

2247 Decision on Request for Reexamination Denied
2248  Petition From Denial of Request

2249 Patent Owner’s Statement

2250 Amendment by Patent Owner

2250.01  Corrcction of Patent Drawings

2251 Reply by Requester

2252 Consideration of Statement and Reply

Reexamination of Patents
2253

Consideration by Examiner

2254 Conduct of Reexamination Proceedings

2255
2256

2257
2258
2259
2260

2260.01

2261
2262
2263
2264
2265
2266
2267
2268
2269
2270
2271
2272
2273
2274
2275
2276
2277
2278
2279
2280

2281
2282
ings

2283
2284

2285
2286
2287
2288
2289
2290
2291
2292
2293
2294

Who Reexamines
Prior ArtPatentsand Printed PublicationsConsidered by
Examiner in Reexamination
Listing of Prior Art
Scope of Reexamination
Collateral Estoppel in Reexamination Proceedings
Office Actions
Dependent Claims
Special Status for Action
Form and Content of Office Action
Time for Response
Mailing of Office Action
Extension of Time
Responses
Handling of Inappropriate or Untimely Filed Papers
Petition for Entry of Late Papers
Reconsideration
Clerical Handling
Final Action
After Final Practice
Appeal in Reexamination
Appeal Brief
Examiner’s Answer
Oral Hearing
Board of Patent Appeals and Interferences Decision
Action Following Decision
Appeal to Courts
Information Material to Patentability in Reexamination
Proceeding
Interviews In Reexamination Proceedings
Notificationof Existence of Prioror Concurrent Proceed-
and Decisions Thereon
Multiple Copending Reexamination Proceedings
Copending Reexamination and Interference
Proceedings
Copending Reexamination and Reissue Proceedings
Reexamination and Litigation Proceedings
Conclusion of Reexamination Proceeding
Issuance of Reexamination Certificate
Reexamination Review
Format of Certificate
Notice of Certificate Issuance in Official Gazette
Distribution of Certificate
Intervening Rights
Terminated Reexamination Files

2201 Introduction

Statutory basis for citation of prior patents or printed
publications in patent files and reexamination of patents
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2201 , ; ‘
became available on July 1, 1981, as a result of new sec-
tions 301 =307 of title 35 United States Code which were

added by Public Law 96517 enacted on December 12,
1980. The rules of practice in patent cases relating to re-

examination were initially promuigated on April 30,
1981, at 46 Fed. Reg. 24179~24180 and on May29 1981,

at 46 Fed. ch 29176~ 29187
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This chapter is intended to be primarily a guide for

~ Patent and Trademark Office personnel on the process-

ing of prior art citations and reexamination requests..
Sccondarily, it is to also serve as a guide on the formal

requirements for filing such documents in the Office:
The flowchart shows the general provisions of both

the citation of prior art and reexamination proceedings

including reference to the pertinent rule sections.

2202 Citation of Prior Art

IS5 U.S.C 301, Citation of prior art.
Any person at any time may cite to the Office in writing prior art

consisting of patents or printed publications which that person believes -

to have a bearing on the patentability of any claim of a particular patent,
It the person explains in writing the pertinency and manner of applying
such prior art to at least one claim of the patent. the citation of such prior
artand the explanation thereof willbecome a partofthe official file of the
patent. Atthe written request of the person citing the prior art, his or her
identity will be cxcluded from the patent file and kept confidential.

37 CFR 1.301. Citation of prior art in patent files.

{a) Atany time during the period of enforceability of a patent, any
person may cite to the Patent and Trademark Office in writing prior art
consisting of patents or printed publications which that person states to
be pertinent and applicable to the patent and believes to have a bearing
on the patentability of any claim of a particular patent. If the citation is
made by the patent owner. the explanation of pertinency and applicabili-
ty may include an explanation of how the claims differ from the prior art.
Citations by the patent owner under § 1.555 and by a reexamination
requester under cither § 1.5100r § 1.535will be entered in the patent file
during a reexamination proceeding. The entry in the patent file of
citations submitted after the date of an order to reexamine pursuant to §
1.525 by persons other than the patent owner, or a reexamination
requester under cither § 1.510 or § 1.535, will be delayed until the
reexamination preceedings have been terminated.

(b) If the person making the citation wishes hisor her identitytobe
excluded from the patent file and kept confidential, the citation papers
must be submitted without any identification of the person making the
submission.

(c) Citation of patents or printed publications by the public in
patent files should either (1) reflect thatacopyofthe same hasbeen
mailed to the patent owner at the address as provided for in § 1.33(c); or
in the event service is not possible (2) be filed with the Office in duplicate.

EhEkE

Prior art in the form of patents or printed publica-
tions may be cited to the Patent and Trademark Office
for placement into the patent files. Such citations may be
made without payment of a fee. Citations of prior art
may be made separate from and without a request for re-
examination.

The basic purpose for citing prior art in patent files is
to inform the patent owner and the public in general that
such patents or printed publications are in existence and

Rev. 1, Sept. 1995
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: should be consrdered when evaluatmg the vahdtty of tlu. ,

patent claims. Placement of citations in the patent file
. alongwith coptes of the cited prior art will- also ensure con-
= SldCl‘ﬂthﬂ thereof dunng any subsequent relssue or rccx-f
~amination proceedmg - ‘

“The crtatlon of pnor-’ ' 5.0 ’ 5 U.S C. 301

and 37 CFR 1.501

filed in pendmg apphcatxons

2203 Persons Who May Clte Prm ' Art‘

The patent owner or any member of the pubhc may ‘
submit prior art citations of patents. or printed publl-
cations to the Patent and Trademark Offlce 35 US.C.
301 states that “Any person at any time may cite to the
Office . :

“Any person may be corporate and’ govemmental o
entities as well as individuals. ) :

If a person citing prior art desires his or her ldentlty
to be kept confidential, such a person need not ldentlfy
himself or herself,

“Any person” includes patentees, licensees, reex-
amination requesters, real parties in interest, persons
without a real interest, and persons acting for real parties
in interest without a need to identify the real party of in-
terest.

The statute indicates that “at the written request of
the person citing the prior art, his or her identity will be
excluded from the patent file and kept confidential”. Al-
though an attempt will be made to exclude any such pa-
pers from the pubilic files, since the review will be mainly
clerical in nature, complete assurance of such exclu-
sion cannot be given. Persons citing art who desire
to remain confidential are, therefore advised to not
identify themselves anywhere in their papers.

Confidential citations should include at least an un-
signed statement indicating that the patent owner has
been sent a copy of the citation papers. In the event that
it is not possible to serve a copy on the patent owner, a
duplicate copy should be filed with the Office.

Patent examiners should not, at their own initiative,
place or forward for placement in the patent file any cita-
tions of prior art. Patent examiners are charged with the
responsibility of making decisions as to patentability for
the Commissioner. Any activity by examiners which
would appear to indicate that patent claims are not
patentable, outside of those cases pending before
them, is considered to be inapprepriate.

2200 - 4
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2204 Time for Filing Prior Art Citation

Citations of prior art may be filed “at any time” under

35 U.S.C. 301. However, this period has been defined by '
rule (37 CFR 1. 501(a)) tobe “any time dunng the period

of enforceability of a patent”. The period of enforceabil-
ity is the length of the term of the patent (normally
17 years for a utility patent) plus the 6 years under the
statute of limitations for bringing -an infringement ac-
tion. In addition, if litigation is instituted within the peri-
od of the statute of limitations, citations may be sub-
mitted after the statute of limitations has expired, as long
as the patent is still enforceable against someone. Also,
while citations of prior art may be filed at any time during
the period of enforceability of the patent, citations sub-
mitted after the date of any order to reexamine by per-
sons other than the patent owner, or a reexamination re-
quester who also submits the fee and other documents
required under 37 CFR 1.510, or in a response under 37
CFR 1.535, will not be entered into the patent file until
the pending reexamination proceeding has been termi-
nated (37 CFR 1.501(a)). Therefore, if prior art cited by
a third party is to be considered without the payment of
another reexamination fee, it must be presented before
reexamination is ordered.

The purpose of this rule is to prevent harassment of
the patent owner due to frequent submissions of prior
art citations during reexamination proceedings.

2205 Content of Prior Art Citation

The type of prior art which may be submitted under
35 U.S.C. 301 is limited to “written prior art consisting of
patents or printed publications”.

An explanation is required of how the person submit-
ting the prior art considers it to be pertinent and applica-
ble to the patent, as well as an explanation why it is be-
lieved that the prior art has a bearing on the patentability
of any claim of the patent. Citations of prior art by patent
owners may also include an explanation of how the
claims of the patent differ from the prior art cited.

It is preferred that copies of all the cited prior patents
or printed publications and any necessary English
translation be included so that the value of the citations
may be readily determined by persons inspecting the pat-
ent files and by the examiner during any subsequent re-
examination proceeding.

All prior art citations filed by persons other than
the patent owner must either indicate that a copy of

2200 - 5
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the citation has been mailed to, or otherwise served
on, the patent owner at the correspondence address as

* defined under 37 CFR: 1 33(c), or if for some reason ser-
_vrce on the patent owner is not possible, a duplicate

. copy of the citation must be filed with the Office along :
‘with'an explanatlon as to why the: service was not pos-

srble The most recent address of the attorney of record
may be obtained from the Office’ s register of registered
patent attorneys and agents mamtamed by the Office of
Enrollment and Dlsmpllne pursuant t0 37 CFR 10.5 and
10.1 1(a) ' ' :

All citations submitted should identify the patent in
which the citation is to be placed by the patent number,
issue date, and patentee.

A cover sheet with an -identification of the patent
should have firmly attached to it all other documents
relating to the citation so that the documents will

' not become separated during processing. The docu-

ments should also contain, or have placed thereon, an
identification of the patent for which they are intended.

Affidavits or declarations relating to the prior art
documents submitted which explain the contents or per-
tinent dates in more detail may accompany the citation.

A commercial success affidavit tied in with a particu-
lar prior art document may also be acceptable.

No fee is required for the submission of citations un-
der 37 CFR 1.501.

A prior artcitation is limited to the citation of patents
and printed publications and an explanation of the perti-
nency and applicability of the patents and printed publi-
cations. This may include an explanation by the patent
owner as to how the claims differ from the prior art. It
may also include affidavits and declarations. The prior
art citation cannot include any issue which is not directed
to patents and printed publications. Thus, for example, a
prior art citation cannot include a statement as to the
claims violating 35 U.S.C. 112, a statement as to the pub-
lic use of the claimed invention, or a statement as to the
conduct of the patent owner. A prior art citation must be
directed to patents and printed publications and cannot
discuss what the patent owner did, or failed to do, with
respect to submitting and/or describing patents and
printed publications, because that would be a statement
as to the conduct of the patent owner. The citation also
should not contain argument and discussion of refer-
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: ‘rences prevrouslytreated in the prosecutlonofthe mven-; ; '

~ tion which: matured mto the patent or. references pre-
vrously treated in areexammatron proceedmg as to the
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S IN THE UNITED STATES
'g' PATENT AND TRADEMARK OFFICE

In re patEDt of R i
Joseph Smlth

: vuly 7. 1977tii;u?
Fdr: Cuttlng Tool

marks -

Washington, D. C. 20231

Sir:

The undérsigned herewith submits in the -

above identified patent the following
prior art (including copies thereof)
which is pertinent and appligable to

the patent and is believed to have a
bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al U.S 2,585,416 April 15,1933
McGee Uu.g 2,722,794 May 1, 1934
"Paulk et al U.S 3,625,291 June 16, 1936

More particularly, each of the refer-
ences discloses a cutting tool strik-
ingly similar to the device of Smith in
having pivotal handles with cutting
blades and a pair of dies. It is felt
that each of the references has a bear-
ing on the patentability of claims 1-3
of the Smith patent.

Insofar as c¢laims 1 and 2 are con-
cerned, each of the references clearly
anticipates the claimed subject matter
under 35 U.$.C 102.

As to claim 3, the differencesg between
the subject matter of this claim and
the cutting tool of Weid et al are
shown in the device of Paulk et al.
Further, Weid et al suggests that dif-
ferent cutting blades can be used in
their device. A person of ordinary

2200 -7
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: yﬁsklll ln the art at the tlme the%inven-[f
;‘1ﬁt10n was made:wouhﬂhave been led b tth
“ysuggestlon of‘Weld etial to Lhe cuttlng’

_(Slgned)

Hon. CommlsSLOner of Patents and Trade-f{W'fmf‘”‘""

‘of the forea01ng
ﬂ Art”

I hereby certlfy on thlS flrst day ofpf{fﬁ

June - 1982,vthat a true and correct ‘copy

was mailed by flrst—class mall,f
POStage pald, to: : L

Joseph Smlth
555 Emery Lane
Arllngton, VA 22202

(Signed)

John Jones

IN THE UNITED STATES
PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: July 7, 1977
For: Cutting Tool

Sl I i EE. E! ;}[i EZ:EB
1.301

Hon. Commissioner of Patents and Trade-
marks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the
above identified patent the following

Rev. 1, Sept. 1995
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prior. art (1nclud1ng coples thereof) ',
which is pertlnent and appllcable tc o

the patent and is believed to have a.
patentablllty ofm~at[*¢ g co
e ka"'7«%WJ.llJ.am Green

bearlng on - ‘the
least clalms 1 —.3 thereof

Weid et al b = 2,585,416 Aprll 15 1933“

McGee u.s 2 722,794 May 1, 1934

Paulk et al U.s 3, 625,291 June- 16, 1936 '

More partlcula’rly,

ingly similar'to the device of Smith in
having ' pivotal -handles with
blades and a pair of dies. While it is
felt that each of the references has a
bearing on the patentability of claims
1-3 of the sSmith patent, the subject
matter claimed differs from the refer-
ences and is believed patentable there-
over

Insofar as claims 1 and 2 are con-
cerned, none of the references show the
particular dies claimed and the struc-
ture ©f these claimed dies would not
have been obvious to a person of ordi-
nary skill in the art at the time the
invention was made.

As to claim 3, while the cutting blades
required by this claim are shown in
Paulk et al, the remainder of the
claimed structure is found only in Weid
et al. A person of ordinary skill :n
the art at the time the invention was
made would not have found it obvious to
substitute the cutting blades of Paulk
et al for those of Weid et al. In fact,
the disclosure of Weid et al would lead
a person of ordinary skill in the art
away from the use of cutting blades
such as shown in Paulk et al.

The reference to McGee, while generally
similar, lacks the particular coopera-
tion between the elements which is spe-
cifically set forth in each of claims
1-3.

Rev. 1, Sept. 1995
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Respectfully submltted/

(Slgned)

Pl‘lOl‘ art cutatlons recelve

; ’mark Office will be forwarded by the Cor‘respondencef
- and Mail Division' to the Reexammatlon Preprocessmg

Unit for handling. e ;

If the prior art c1tat|on relatcs toa patent currently“"-
undergomg reexammatlon, the Reexammatlon Prepro-- :
cessing Unit should promptly forward the prior art cita-
tion to the examining ‘group assngned thh the reex-‘
amination proceeding. S :

It is the responsibility of the Reexammatxon Pre- ‘
processing Unit personnel where no reexamination ,
proceeding is present, or the examining group person-
nel where a reexamination proceeding is present, to im-
mediately determine whether a citation forwarded to
them meets the requirements of the law and rules and to
enter it into the patent file at the appropriate time if it is
proper. ’

If a proper citation is filed after the date of an order
for reexamination, the citation is retained in the examin-
ing group by the group’s reexamination clerk until the re-
examination is terminated. Note 37 CFR 1.501(a) and
MPEP § 2294. At that time, the citations are processed
for placement in the patent file. Citations filed after the
date of an order for reexamination will not be ¢onsidered
by the examiner during the reexamination.

CITATION QUALIFIES FOR ENTRY UNDER
37CFR 1501

1. Citations by third party

A. Prior to Order in Any Pending Reexamination Pro-
ceeding

If the citation is proper (i.e., limited to patents
and printed publications) and is filed prior to an or-
der in a reexamination proceeding, it should be immedi-
ately entered into the patent file. If the citation includes
an indication of service on the patent owner, the citation
is merely timely entered and no notice of such entry is

2200 - 8




j‘:‘ sent to any party 1f the cntatnon does not mclude an rndt-] ot
catlon of servrce, the patent owncr should be nottfreld";;f?

\the fol!owmg,shouid be used

A crtatlong of- prror art ‘under 35 U s. C 301 an
37CFR 1.501 has been frled on _in your patent num
ber___entitled ; -

This notification is bemg made to mform you that
the citation of prior art has been placed in the flle -

wrapper of the above identified patent.
The person submitting the prior art:
1.[ ] was not identified
2.{ ]is confidential
3.0 ]is

B.After the Order in Any Pending Reexammauon
Proceeding

If the citation is proper but is filed after an order for
reexamination in a pending reexamination, the citation
is not entered at the time because of the ongoing reex-
amination. The patent owner and sender (if known)
should be alerted of this fact. Such notification is impor-

2200 -9

“of a copy on'the patentowner th

itation is placed.‘ in -
storage and not entered. until the reexamination is termi-

- nated, The patent. owner and third party sender (rf s
~ known) should be grven notrce of thls actron =

IL Cltatlon flled by patent owner

If a proper prlor art crtatnon 1s f11ed by the patent O
owner, it should be entered in the’ file. Thrs rstruewheth- , o
-er the citation is filed prior to or after an order forreex- =
‘amination has been malled No notrflcatxon to the patent N
‘owner is necessary. R '

The following diagram shows the various situations

- which can occur when a proper prior art citation is

filed and the action to be taken for each alternatlve situ- .
ation:

Rev.l, Sept. 1995
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PROCESSING OF CITATIONS OF PFHOR ART WHICH OUALIFY
FOR ENTRY UNDER 37 CFR 1.501
CITATION QUALIFIES UNDER 37 CER 1.501 _,
FILED BY THIRD PARTY FILED BY PATENT OWNER |
S i IS L
L | . '
PRIOR TO REEXAMINATION ORDER AFTER REEXAMINATION ORDER :
. T :
[ [ 1 ‘
NO SERVICE ERVICE OF NO SERVICE SERVICE :
OF COPY COPY OF COPY QF COPY s
ol
OUPLICATE COPY | | NO DUPLICATE | DUPLICATE COPY | | NO DUPLICATE] '
PRESENT COPY PRESENT : PRESENT COBY PRESENT] « 8
v v ¥ 1 ! ¢
§ ‘ E : ml"’“ te ; Notlce to 0 mi‘f’“ t?ﬂ H
¢ 14 lhlfd [ 34411
' " ' ! knowm :u knowm | X Known E
s Noties to s Noties to g ! Notlce lo ! Notice to .m““ o :
' patent cvmar :pmm owner E tpatentowner ¢ patent owner ,pmm owner |
¢ Originel o ¢ Origlnal Cltatlon [ ia
! cnt'gud nfle m‘tgud in fle ; entered g"}g}'.' o ot °'3'“" o lm'mnm . En"t‘o‘ng
‘ o In tile mnmmtbn cambation  tresxamination ; In file
¢ < terminated : mmhm.d 'Wm‘ﬂlhd '
: oy o p.e.i?” ‘ ; ' :
s copy sentto ' : Ouplicate copy ; Wo eontto | !
' patent ovmer i : ¢ m :: putent’ patant Mz’m“ ! :
ACTION TAKEN BY ARPPROPRIATE PARTY

CITATION DOES NOT QUALIFY FOR ENTRY
UNDER 37 CFR 1.501

I. Citation by third party

If the citation is not proper (i.e., it is not limited to
patented or printed publications), it should not be en-
tered in the patent file. The sender (if known) and the
patent owner in all cases should be notified that the
citation is improper and that it is not beingentered in
the patent file. The handling of the citation will vary
depending on the particular following situation.

A. Service of Copy Included

Where the citation includes an indication of service
of copy on the patent owner and the identity of the third
party sender is known, the original citation paper
should be returned to the third party sender along with

Rev. 1, Sept. 1995

the notification of nonentry. If the identity of the third
party sender is not known, the original citation papers
should be discarded.

B. Service of Copy Not Included; Identity of Third Party
Sender Known

Where the citation does not include an indication of
service on the patent owner, the identity of the third
party sender is known, and a duplicate copy of the cita-
tion is present, the original citation papers should be re-
turned to the third party sender and the duplicate copy
should be sent to the patent owner along with the notifi-
cation of nonentry. If the duplicate copy required in
37 CFR 1.501(c) is not present, the original citation pa-
pers should be sent to the PATENT OWNER along with
the notification of nonentry.

-
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C. Semce of Copy Not Included [dennty of Thzrd Party : I[ Cltatlon flled by the patcnt owncr s

, en er.ixot K"OW" If an lmproper puor art cxtatlon is fxled by the patent Sl

J Where the cxtatlon does not mclude an mdzcatxon of’ e f‘ :
service, the identity of the- third party sender lS notv‘" :
known, anid a duplicate copy of e ‘cxtatxo
present the. duphcate copy.: (lf V—present) shoulda
carded and thc original citation papers should be sent.
the patent owner along w1th the notlflcatlon of nonentry
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The followmg dlagram shows the various sntuatlons Wthh can occur when an 1mproper pnor art cxtatlon is flled W ul

the action to be taken for each alternative situation. Any unusual problems should be brought to the attentlon of the L

Officec of thc Assistant Commnssnoner for Patents

PROCESSING OF CITATIONS OF PRIOR ART WHICH DO NOT QUAL!FY
- FOR ENTRY UNDEH ki CFR1 501 ~

CTATION DOES NOT oumrv FORENTRY |

| J "

g

I—FILED BYTHRDPARTY| :fFlL”E;o” BY PATENT OWNER|
) [}
NO SERVICE OF COPY "
! - :
— "
THIRD PARTY THIRD PARTY THIRD PARTY | | THIRD PARTY 1
KNOWN NOT KNOWN KNOWN NOT KNOWN |t
-—-nru—n v B ; t
§ i § §
Dupitcete Copy | | N dupiicats | [Duplicats Copy] | No duplicate | ; :
preesnt copy present] present copy present | ¢ : i
‘ § §
- - AR E— ———
Noﬂco to s Notice to ' ' : Notics to 6 {
S oo T T L A
i Notice 1o i Notice to (Notlceto  'Noticeto ! Noticeto ' Notkcoto
:mm :pmmm 1 petert owner ,pmmtown«'pmmown« .mme:mﬁ:&m
'ofidnd copy l Dlecard ¢ Original ¢ a '
,fetumed to : | duplicate 1 : rotgmd t?y : coim :
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] ] ] §
¢ Duplicete ¢ Originel Orlainal ' ¢ g ¢
1 copy eent to :copyuntto .copqy‘umto :2&“}%,0 ! : :?.?’ndctgpv
{ wrned
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2207 Entry of Court Decision in Patent File

The Sohcrto_rs Office processes notices under
35 U.S.C. 290 received from the clerks of the various
courts and enters them in the patent file.

It is, however, considered desirable to all parties con- -

cerned that the entire court decision be supplied to the
Patent and Trademark Office for entry-into the patent
file. Such entry of submitted court decisions is per-
formed by the Files Repository personnel unless a reex-
amination proceeding is pending.

It is important for the Office to be aware of any
prior court proceedings in which a patent undergoing
rcexamination is or was involved, and any results of
such proceedings. 37 CFR 1.565(a) requires the patent
owner to provide the Office with information regard-
ing the existence of any such proceedings and the re-
sults thereof, if known. Ordinarily, no submissions of
any kind by third parties filed after the date of the or-
der are placed in the reexamination or patent file
while the reexamination proceeding is pending. How-
ever, in order to ensure a complete file, with updated
status information regarding prior proceedings regard-
ing a patent undergoing reexamination, the Office will
accept at any time copies of notices of suits and other
proceedings involving the patent and copies. of deci-
sions or other court papers, or papers filed in the
court, from litigations or other procecedings involving
the patent from the parties involved or third parties
for placement in the patent file. However, such sub-
missions must be without additional comment. Persons
making such submissions must limit the submission to
the notification and not include further arguments
or information. Any proper submission will be prompt-
ly placed on record in the patent file. See MPEP
§ 2240 and § 2242 for handling of requests for re-
cxamination of patents involved in litigation.

2208 Service of Citation on Patent Owner

A copy of any submission of a citation of prior art pat-
ents or printed publications in a patent file should be
served on the patent owner so that the patent owner
is fully informed as to the content of his or her patent
file wrapper. See MPEP § 2206 for handling of prior
art citations.

The service to the patent owner should be addressed
to the correspondence address as set forth in 37 CFR
1.33(c).

2200 - 13

S 2209
2209 Reexammatlon e

Procedures for reexammatxon of issued patents be-;

'gan on July 1, 1981, the date when- the reexamination
'~ provisions of Pubhc Law 96— 517 came mto effect. -

‘The reexammatlon statute and rules permlt any per- '

son to file a request for reexamination containing certain =

elements- and the fee: requrred under 37 CFR. 120(c) ,
The Patent and Trademark Offlce mmally determmes if .
“a substant1a1 new questron of patentablllty” (35 US.C.

303(a)).is presented 1Iif sucha new question has been pre- -
sented, reexamination will be ordered. The reexamina-
tion proceedings which follow the order for reexamina-
tion are very similar to regular examination procedures
in patent applications except for certain limitations as to
the kind of rejections which may be made,
special reexamination forms to be used, and time peri-
ods set to provide “special dispatch.” When the reex-
amination proceedings are terminated, a certificate is is-
sued which indicates the status of all claims following the
reexamination.

The following sections of this chapter explain the de-
tails of reexamination.

The intent of the reexamination procedures covered
in this chapter include the following:

1. To provide procedures for reexamination of pat-
ents.

2. To implement reexamination in an essentially ex
parte manner.

3. To minimize the processing costs and complexmes
of reexamination.

4. To maximize respect for the reexamined patent.

5. To provide procedures for prompt and timely
determinations by the Office in accordance with the
“special dispatch” requirements of 35 U.S.C. 30s.

The basic characteristics of reexamination are as fol-
lows:

1. Anyone can request reexamination at any time
during the period of enforceability of the patent.

2. Prior art considered during reexamination is limit-
ed to prior art patents or printed publications applied
under the appropriate parts of 35 U.S.C. 102 and 103.

3. A substantial new question of patentability must
be presented for reexamination to be ordered.

4. If ordered, the actual reexamination proceed-
ing is ex parte in nature.

Rev. 1, Sept. 1995



MANUAL OF PATENT EXAMINING PROCEDURE

2210

5. Decision on the request must be made within three
months from initial filing and remainder of proceedings
must proceed with “special dispatch.”

6. If ordered, a reexamination proceeding will be
conducted to conclusion and issuance of certificate.

7. The scope of a claim cannot be enlarged by amend-
ment.

8. All reexamination and patent files are open to the
public.

2210 Request for Reexamination

35 US.C. 302. Request for reexamination.

Any person at any time may file a request for reexamination by the
Office of anyclaim of a patent on the basis of any prior art cited under the
provisions of section 301 of this title. The request must be in writing and
must be accompanied by payment of a reexamination fee established by
the Commissioner of Patents pursuant to the provisions of section 41 of
this title. The request must set forth the pertinency and manner of
applying cited prior art to every claim for which reexamination is
requested. Unless the requesting person is the owner of the patent, the
Commissioner promptly will send a copy of the request to the owner of
record of the patent.

37 CFR 1.510. Request for reexamination.

(a) Anypersonmay,atanytime duringthe period ofenforceability
of apatent, file a request for reexamination by the Patentand Trademark
Office of any claim of the patent on the basis of prior art patents or
printed publications cited under § 1.501. The request must be accompa-
nied by the fee for requesting reexamination set in § 1.20(c).

(b) Any request for reexamination must include the following
parts:

(1) A statement pointing out each substantial new question of
patentability based on pricr patents and printed publications.

(2) An identification of every ciaim for which reexamination is
requested, and a detailed explanation of the pertinency and manner of
applying the cited prior art to every claim for which reexamination is
requested. If appropriate, the party requesting reexamination may also
point out how claims distinguish over cited prior art.

(3) A copy of every patent or printed publication relied upon or
referredtoin paragraph (b) (1) and (2} of thissection accompanied by an
English language translation of all the necessary and pertinent parts of
any non~English language patent or printed publication.

(4) The entire specification (including claims) and drawingsof the
patent for which reexamination is requested must be furnished in the
form of cut—up copies of the original patent with only a single columin of
the printed patent securely mounted or reproduced in permanent form
on one side of a separate paper. A copy of any disclaimer, certificate of
correction, of recxamination certificate issued in the patent must also be
included.

(5) A certification that a copy of the request filed by a person other
than the patentowner has been served inits entirety on the patent owner
atthe address as provided forin§ 1.33(c). The name and addressaf the
party served must be indicated. If service was not possible, a duplicate
copy must be .upplied to the Office.

(c) If the request does not include the fee for requesting
reesamination or all of the parts required by paragraph (b) of this

Rev. 1, Sept. 1995

" section, the person identified as requesting recxamination will be <o

notified -and given an opportunity to complete the request within a
specified time. If the fee for requesting reexamination has been paid but

_ the defect in the request is not corrected within the specified timé. the

determination whetheror.not to institute recxamination wiltbe made on
the request as it then cxists. If the fee for requesting reexamination has
not been paid, no determination will be made and the request will be
placedin the patent file as a citationf it complies with the requirements
of § 1.501(a). ‘ : o

(d) The filing date of the request is: (1) the date on which the
requestincluding the entire fee for requesting reexamination is received
in the Patent and Trademark Office; or (2) the date on which the last
portion of the fee for requesting reexamination is received.

(e) A request filed by the patent owner, may inciude a proposed
amendment in accordance with § 1.121(f).

(f) Ifarequestisfiled by an attorney or agent identifying another
party on whose behalf the request is being filed, the attorney or agent
must have a power of attorney from that party or be acting in a
representative capacity pursuant to § 1.34(a).

Any person, at any time during the period of enforce-
ability of a patent, may file a request for reexamination
by the Patent and Trademark Office of any claim of the
patent based on prior art patents or printed publications.
The request must include the elements set forth in
37 CFR 1.510(b) (sce MPEP § 2214) and be accompa-
nied by the fee as set forthin 37 CFR 1.20(c). No attempt
will be made to maintain a requester’s name in confi-
dence.

After the request for reexamination, including the
entire fee for requesting reexamination, is received in
the Patent and Trademark Office, no abandonment,
withdrawal, or striking, of the request is possible, re-
gardless of who requests the same. In some limited cir-
cumstances after a court decision; e.g., where all of the
claims are finally held invalid, a reexamination order
may be vacated, see MPEP § 2286.

2211 Time for Requesting Reexamination [R—1]

Under 37 CFR 1.510(a), any person may, at any time
during the period of enforceability of a patent, file a re-
quest for reexamination. This period was set by rule
since no useful purpose was seen for expending Office
resources on deciding patent validity questions in pat-
ents which cannot be enforced. In this regard see Patlex
Corporation v. Mossinghoff, 225 USPQ 243, 249 (Fed.
Cir. 1985). ** >The period of enforceability is determined
by adding 6 years to the date on which the patent expires.
The patent expiration date for a utility patent, for example,
is determined by taking into account the term of the patent,
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whether maintenance fees have been paid for the patent. and

whether any disclaimer was ﬁled as to the patent to shorten
its term. Any other relevant information should also be tak-
en into account.< In addition, if litigation is instituted

within the period of the statute of limitations, requests

for recxamination may be filed after thc statutc of limita-.

tions has cxprrcd as long as the patent is still cnforccable
against someonc.

2212 Persons Who May File a Request

35 U.S.C. 302 and 37 CFR 1.510(a) both indicatc that
“any person” may file a request for reexamination of a
patent. Accordingly, there are no persons who are ¢x-
cluded from being able to scek reexamination. Corpora-
tions and/or governmental entities are included within
the scopc of the term “any pcrson”. The patent owner
can ask for rccxamination which will be limited to an ex
parte consideration of prior patents or printed publica-
tions. If thc patent owner wishes to have a wider consid-
eration of issucs by the Office, including mattcrs such as
prior public use or sale, the patent owner may file a reis-
sue application. It is also possible for the Commissioner
to initiate reexamination on the Commissioner’'s own
initiative under 37 CFR 1.520. Reexamination will be
initiated by the Commissioner on a very limited basis
such as where a general public policy question is at issue
and there is no interest by “any other person.” Some of
the persons likely to use reexamination are patentees,
licensees, potential licensees, attorneys without identifi-
cation of their real clicnt in intcrest, infringers, potential
exporters, patent litigants, interference applicants, and
International Trade Commission respondents. The
name of the person who files the request will not be
maintained in confidence.

2213 Representative of Requester

Where an attorney or agent files a request for an
identified client (the requester), he or she may act under
cither a power of attorney, or act in a representative ca-
pacity under 37 CFR 1.34(a), 37 CFR 1.510(f). While the
filing of the power of attorney is desirable, processing of
the reexamination request will not be delayed due to its
absence.

If any question of authority to act is raised, proof of
authority may be required by the Office.

All correspondence for a requester other than the
patent owner should be addressed to the representa-

2200 ~ 15
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tive of the requester unless a spccrflc mdrcatron i

made to forward correspondence to anothcr address. ‘
If the request is tiled by a person.on bchalfot the pat-, :

_ent owner, correspondence will be dll‘CCtLd to the patent L 5
owncr at the address as indicated i in37 CFR 1; 33(«.) e
. gardless-of the addrcss of the pcrson fllrng thc rcqucst o
- Sce MPEP § 2222 fora drscussron ot who ru.uvc‘s corre-

spondence on behalf of a patcnt OWncr and how changcs-c '
in the correspondence address arc to be: madc

A patent owner may not be rcprCScntcd durrng a o

recxamination proceeding. by an attorney or othcr
person who is not reglstered to practrce before the Otfrcc_ '
since those individuals arc prohibited by 37 CFR 1.33(c) ,
from signing amendments and other papers filed in a re-
examination proceeding on behalf of the patent owncr.

2214 Content of Request

37 CFR 1.510. Request for reexamination.

(a) Anypersonmay,atanytimeduringthe period of enforceability
of a patent, file arequest for reexamination by the Patent and Trademark
Office of any claim of the patent on the basis of prior art patents or
printed publications cited under § 1.501. The request must be
accompanied by the fee for requesting reexamination setin§  1.20(c).

EE

37 CFR 1.510(a) requires the payment of a fee speci-
fied in 37 CFR 1.20(c).

37 CFR 1.510(b) sets forth the required clements
of a request for reexamination. The clements are as fol-
lows:

“(1) astatementpointingoutcachsubstantial new questionof
patentability based on prior patents and printed publications.”

This statement should clearly point out what the re-
quester considers to be the substantial new question of
patentability which would warrant a reexamination. The
cited prior art should be listed on a form PTO— 1449 by
the requester. See also MPEP § 2217.

“(2) An identification of cvery claim for which rcexamination is
requested, and a detailed explanation of the pertinency and manner of
applying the cited prior art to every claim for which recxamination is
requested, If appropriate the party requesting reexamination may also
point out how claims distinguish over cited prior art.”

The request should apply the cited prior art to cvery
claim for which reexamination is requested. If the re-
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L quest is f:led by the patent owner he or she may also mdl-
L cate how the claims dlstmgulsh from the cnted pnor art '
- ; patcnts and prmted publtcattons i :

end ents can\be easnly ch- |

paste up format so that

"( 3) A copy of Lvery patent or pnnted pubhcatton rehnd upon or‘_ :
re ferLd toin paragraph (b)( 1 and (2)of thls sectmn accompdmud by a

; -English: languagc trar slatlonyofallthe i f
T “any noh,—‘:Englj_,srh nguage‘p fnt or printed pubhcatlon

: A copy of each cnted patent; r prmted pubhc _

_wcll asa tranciatlon of cach non- Enghsh documen :
rcqutred 50 that all matcrtals will be avanlable to the €ex
ammcr “for full consnderatlon See MPEP§ 2218 ;

“( 4)The entire specnflcatlon ( mcludmgclatms) and drawmgs of the“ L

patent for which reexamination is requested must be furnished in thefl' - ‘
form of cut—up copies of the original patent with only asingle columnof the rcqueSt A’SO lf no Statemem ls flled by the patent e

the printed patent securely mounted or reproduced in permanent form  * OWner, no later reply may be flled by the requester L
on one side of a separate paper. 4 copy of any disclaimer, certificate of See also MPEP § 2220 '

correction, or reexamination certificate issued in the patentmustalso be Form PTO 1465 should be helpful to persons ﬁlmg’ ’/
included,” ‘ . T
, requests for reexammatlon The use of this- formisen- .

A copy of the patent, for which reexamination couraged but its use is not a requnrement of the law nor*‘ ol
is requested, should be provided in a single column the rules. : S
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PFTO/SBY 57 (10-94)
. Approved for use through 05/31/96.. OMB 0651-0033
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

(Mnmnnm
REQUEST FOR REEXAMINATION TRANSMITTAL FORM

Address o

Coemmissioner of Patents and Trademarks Attorney Docket No.
Box Reexam

Washington, D.C. 20231 Date:

1.[ ] This is a request for reexamination pursuant to 37 CFR 1.510 of patent number
issued . The request is made by:

[} patent owner. [] third party requester.

2.0 ] The name and address of the persor requesting reexamination is:

3.[Ja. Acheckin the amountof $________is enclosed to cover the reexamination fee, 37 CFR 1.20(c); or

(_]b. The Commissioner is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c) to|
Deposit Account No. .

4.[] Any refund should be made by [_] checkorby [[] credit to Deposit Account
No. .37 CFR 1.26(¢c)

5.L_JA cut-up copy of the patent to be reexamined with a single column of the printed patent
securely mounted on one side of a separate paper or a permanent reproduction thereof is
enclosed. 37 CFR 1.510(b)(4)

6. JA copy of any disclaimer, certificate of correction or reexamination certificate issued in the
patent is included.

7.L_JReexamination of claim(s) is requested.

8. ] A copy of every patent or printed publication relied upon is submitted herewith including a
listing thereof on Form PTO-1449.

9. ] An English language translation of all necessary and pertinent non-English language patents
or printed publications is included.

[Page 1 of 2)

Burden Hour Statemens: This form is estimated o take 2 hours W complete. T ime will vary depenrding upon the neede of the individuat cage. Any
comments on the amount of time you are required to complets thie formn should be sem to the Of fice of Assistance Quelity end Enhencament Division,
Patert and Trademark Office, Washingion, DC 20231, end to the Of fice of Information and Reguletory Affeirs, Office of Manegement and Budget
(Projecs 0651-0033), Washington, DC 20503. DO NQOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner of

Patents and Tred: ries, Bog Reezam, Watkingion, OO 20231,

2214
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- = e norsa;sv(m-w'v;f SR
B TR Approv«irormmmunh osmm OMB 0651-0033 .~
P‘!‘“‘_’!"‘P‘Tm&()fﬁgf 'DEPARTMENT OF COMMERCE

- 10 [:] The. attached detaxled request mcludes at least the owin
' a. A statement 1dent1fymg each substannal new qucsuon of
patents and prmted pubhcatmn 37 CFR l SlO(b)(l)

cxpla.nation of the pertmency and manner of applymg thc cxtedpnor'art cry claxm for L

which reexaminaton is requested 37 CFR 1 510(b)(2) o

11. [:] A proposed amendment is mcluded (only whcrc the patent owner 1s the apphcant) 37 CFR
1.510(e)

12[ ] a. Itis certified that a copy of this request (if filed by othcr than the pa'tent' owner) hae 'been’ 5
served in its entirety on the patent owner as provided in 37 CFR 1:33(c).
The name and address of the party served and the date of service are: ™

Date of Service: ; or
[ ] b. A duplicate copy is enclosed since service was not possible.

13.D The requester's correspondence address (if different from Number 2 above):

14.f:| The patent is currently the subject of the following concurrent proceeding(s):
{Ja. Copending reissue application Serial No.
b, Copending reexamination Control No.
Jc. Copending Interference No.
(Jd. Copending litigation styled:

For Patent Qwner Requester
Authorized Signature S 4

(7] For Third Party Requester

Date

[Page 2 of 2]
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attached form PTO—1499 and of whlch a copy lS enclosed

Reexamination is also requested ‘of claim 4 of the Smlth patent 1n v1ew of the- o
earlier Swiss Patent document 80,555 to Hotopp in v1ew of the dlsclosure 1n‘“Amer-: v
ican Machinist” magazine, October 16, 1950, . 1ssue,f.on page 169 ~An . Engllshﬁ~f
translation of the German language Swiss document is enclosed Coples of the ‘Ho-
topp and “*American Machinist” documents are also enclosed: ‘ T -

Claims 1-3 of the Smith patent are considered to be fully ant1¢1pated under 35_
U.8.C. 102 by the prior art patent document to Berrldge

Claim 3 of the Smith patent, which is more specific than claims 1 and 2 in all
features, is set forth below with an explanation as to how the prlor art patent
document to Berridge meets all the recited features.

smith, claim 3:

“In a cutting and crimping tool” (Berridge page 1, lines 10~13
states his invention is =
“an improved tool for crimping
metal which in its preferred
form of embodiment is combined
with a cutting-~tool or shears,
forming therewith a combination-

tool.”)
“the combination with the cutting {elements 4 and 5 in Berridge)
blades”
*and their pivoted handles” (elements 1 and 2 in Berridge)
“of bosgses arranged at an angle (“bosses” as used in the
to and offset from the plane of Smith claim is used to mean.
the shear blades” a projection. The dies

6 and 7 of the Berridge prior
art patent document are arranged
at the same angle to the plane

2200 - 19 E © Rev.1,Scpt. 1995



can Machinist magazine.

Claim 4 of Smith reads as quoted beloW"V

“In a cuttlng and crlmplng tool, o

“the combination of a pair of
pivoted handles”

“with cutting jaws at one end

and crimping dies on the opposite
side of the pivot”

ing

“and rounded prongs projecting
from said cutting jaws”

Rev. 1, Sept. 1995

v1ew of the prlor art Sw1ss patent document tOxHotopp_an
prlor art magazine publlcatlon on page 169 of the Octoberv

2200-20 .

??(The prlor art Sw1sp,,
:document to Hotopp dlscloses
cutting jaWS (column 1,-llne 8)

and d1es “b” and “c” Wthh
may be used for crlmplng ¥

(elements “a” and “e” in the
prlor art document to Hotopp)

(The prlor art document to.
Hotopp discloses cutting jaws
(column 1. line- 8) and crlmp-_"

dies “b” and “c” ‘on the opp051te

side of prOt “d”'from ‘the cuttlng'

jaWS )

(Rounded prongs ‘are not

specifically disclosed by Hotopp »
'but are shown to be old in the

art by the lllustratlon in
“American Machinist” magazine.
under the titlé “Double-Purpose
Pliers Don’t Break Insulation”.

To provide the cutting jaws of
Hotopp with rounded prongs as
shown in the “American Machinist”
magazine is congidered to be a
matter which would have been
obvious to ‘a person havxng
ordinary skill in the art at the o
time the lnventlon was made )




T N T R L L
 Pat. No. 4,444,444 .
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2215 .
2215 Fee for Requestmg Reexammatlon

In order for a request to be accepted, be givena flh'ng

date, and be published in the Official Gazette, it is neces- ~
sary that the fee required under 37 CFR 1. 20(c) for filing
request for reexammatron be paid. If the fee is not N

paid, the request will be considered to be incomplete. -

If the request for reexamination is denied or_vacated,”

a refund in accordance with 37 CFR 1.26(c) will be made
to the identified requester. '
As stated in 37 CFR 1.510 (c) and (d):

LA X 22

(c) If the request does not include the fee for requesting
reexamination or all of the paris required by paragraph (b) of this
section, the person identified as requesting reexamination will be so
notified and given an opportunity to complete the request within a
specified time. If the fee for requesting reexamination has been paid but
the defect in the request is not corrected within the specified time, the
determination whether or not to institute reexamination will be made on
the request as it then exists. If the fee for requesting reexamination has
not been paid, no determination will be made and the request will be
placed in the patent file as a citation if it complies with the requirements
of § 1.501(a).

(d) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is received
in the Patent and Trademark Office; or (2) the date on which the last
portion of the fee for requesting reexamination is received.

wEEBY

Where the entire filing fee is not paid, the request, if
otherwise proper, should be treated as a citation of prior
art under 37 CFR 1.501.

2216 Substantial New Question of Patentability

37 CFR 1.510(b)(1) requires that the request include
“a statement pointing out each substantial new question
of patentability based on prior patents and printed publi-
cations.” Under 35 U.S.C. 304 the Office must deter-
mine whether “a substantial new question of patentabili-
ty” affecting any claim of the patent has been raised. If
such a new question is found, an order for reexamination
of the patent is issued. It is therefore clear that it is ex-
tremely important that the request clearly set forth in de-
tail exactly what the requester considers the “substantial
new question of patentability” to be in view of prior pat-
ents and printed publications. The request should point
out how any questions of patentability raised are sub-
stantially different from those raised in the earlier pro-
secution of the patent before the Office. If a substantial
new question of patentability is found as to one claim, all

Rev. 2, July 1996
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clarms will be reexamlned durmg the ex pa;te reexamma-

 tion process. See also MPEP § 2242.

‘Questions relatmg to grounds of reJectlon other than o

those based on prlor patents or prmted pubhcatlons,_f L
" ‘such as on pubhc use, on sale, or fraud should not bein-"
cluded in the request and ‘will not be consrdered by the_'?.‘; e

examiner if included: S
Affidavits or declaratrons Wthh explam the contents '
or pertinent dates of - prior. patents or printed pubhca-

tions.in more detail may be consrdered in reexamma-

tion. See MPEP § 2258
2217 Statement Applying Prior Art [R—2)

The third sentence of 35 U.S.C. 302 indicates that the
“request must set forth the pertinency and manner of ap-
plying cited prior art to every claim for which reexamina-
tion is requested.” 37 CFR 1.510(b)(2) requires that the
request include “An identification of every claim for
which reexamination is requested, and a detailed ex-
planation of the pertinency and manner of applying the
cited prior art to every claim for which reexamination is
requested.” If the request is filed by the patent owner,
the request for reexamination may also point out how
claims distinguish over cited prior art.

The prior art applied may only consist of prior pat-
ents or printed publications. Substantial new questions
of patentability may be based upon the following por-
tions of 35 U.S.C. 102:

“(a). .. patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant forpatent
or”

“(b) the invention was patented or described in a printed publlca-
tion inthis or aforeign country . .. more than one year prior to the date of
the application for patent in the United States, or”

L2 L1 L]

“(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his legal
representatives or assigns in a foreign couniry prior to the date of the
application for patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before the filing of
the application in the United States, or”

“(e) the invention was described in a patent granted on an
application for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an international
application by another who has fulfilled the requirements of paragraphs
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(1), (2),and (4) of section 371 (c) of this itle before the mventlon thereof
by the applicant for patent, or” :

AN AE

Similarly, substantlal new questions of patentablhty
may also be made under 35 U.S.C. 103 which are based
on the above indicated portions of 35 U.S.C. 102. Public
Law 98-622 enacted on November 8, 1984, changed a
complex body of case law and amended 35 U.S.C. 103 by
adding a new sentence which provides that the subject
matter developed by another which qualifies as prior art
only under 35 U.S.C. 102(f) or (g) shall not preclude pat-
entability under 35 U.S.C. 103, provided the subject mat-
ter and the claimed invention were commonly owned at
the time the invention was made. This change overrules
the practice under In re Bass, 177 USPQ 178, (CCPA
1973) wherein an earlier invention by a co—employee
was treated as 35 U.S.C. 103 prior art and applies
through 35 U.S.C. 102(g), and possibly through 35
U.S.C. 102(f) with respect to a later invention made by
another employee of the same organization. Howev-
er, the Federal Circuit held in DuPont v. Phillips,
7 USPQ2d 1129, 1134~1135 (Fed. Cir. 1988), that the
prior work of another under 35 U.S.C. 102(g), except as
qualified by 35 U.S.C. 103 with respect to certain com-
monly owned subject matter, can be used as 35 U.S.C.
103 prior art so long as it has not been abandoned, sup-
pressed, or concealed. Accordingly, substantial new
questions of patentability may be found under 35 U.S.C.
102(£)/103 or (g)/103 based on the prior invention of
another disclosed in a patent or printed publication. See
Chapter 2100.

Substantial new questions of patentability based on
matters other than patents or printed publications, such
as public use or sale, inventorship, 35 U.S.C. 101, 35
U.S.C. 112, fraud, etc. will not be considered when mak-
ing the determination on the request and should not be
presented in the request. A prior patent or printed publi-
cation cannot be properly applied as a ground for reex-
amination if it is merely used as evidence of alleged prior
public use or sale, insufficiency of disclosure, etc. The
prior patent or printed publication must be applied di-
rectly to claims under 35 U.S.C. 103 and/or an appropri-
ate portion of 35 U.S.C. 102 or relate to the application
of other prior patents or printed publications to claims
on such grounds.

The statement applying the prior art may, whcre ap-
propriate, point out that claims in the patent for which
reexamination is requested are entitled only to the filing
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date of the patent. and are not supported by an earlier -
foreign or United States patent application: whose filing
date is claimed, For example, under 35 U. S. C 120, the
effective date of the claims would be the ﬁlmg date of the

. “application which resulted in the patent Therefore; in-

tervenmg patents or prmted pubhcatlons are avallable as_

'prlor art under In e Ruscetta, 118 USPQ 101 (CCPA o

1958). 9 .
* >Under limited cucumstances, €. g where new or

amended claims are presented, double<. patentmg o

>may be raised< in >a< reexammatlon >proceed-
ing<.

The mere citation of new patents or printed pubhca-
tions without an explanation does not comply with 37
CFR 1.510(b)(2). An explanation of how the cited pat-
ents or printed publications are applied to all claims
which the requester considers to merit reexamination
should be presented. This not only sets forth the request-
er’s position to the Office, but also to the patent owner.

Affidavits or declarations which explain the con-
tents or pertinent dates of prior patents or printed
publications in more detail may be considered in reex-
amination. See MPEP § 2258.

ADMISSIONS
I. Initial Reexamination Determination and Order

The consideration under 35 U.S.C. 303 of a request
for reexamination is limited to prior patents and printed
publications. See Ex parte McGaughey, 6 USPQ2d 1334,
1337 (Bd. Pat. App. & * >Inter.< 1988). Thus an admis-
sion, per se, may not be the basis for establishing a sub-
stantial new question of patentability. However, an ad-
mission by the patent owner of record in the file or in a
court record may be utilized in combination with a pat-
ent or printed publication.

II. Reexaminaiion Examination on Merits

After reexamination has been ordered, the examina-
tion on the merits is dictated by 35 U.S.C. 305, see Ex
parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. Pat. App.
& * >Inter.< 1988).

Admissions by the patent owner in the record as to
matters affecting patentability may be utilized in a reex-
amination proceeding; see 37 CFR 1.106(c).

The rules, 37 CFR 1.106(c), provides that admnssnons
by the patent owners as to matters affecting patentability
may be utilized in a reexamination proceeding. The Su-
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2218

preme Court when dlscussmg 35U.S.C. 103 in Graham v.
John Deere Co, 383 US. 1, 148 USPQ 459

(1966) stated, inter alia, “the scope and content of the
- record durmg the prosecutlon of the patent apphcatlon) P

prior art are to be determined”. Accordingly, a proper
evaluation of the scope and content of the prior artin de-

termining obv10usness would require a utilization of any
“admission” by the patent owner whether such admis-

sion results from a patent or printed pubhcatlon or from

some other source. An admission‘as to what is in the

prior art is simply that, an admission, and requires no in-
dependent proof. It is an acknowledged, declared, con-
ceded, or recognized fact or truth, Ex parte McGaughey,
6 USPQ2d 1334, 1337 (Bd. Pat. App. & * >Inter.<
1988). While the scope and content of the admission may
sometimes have to be determined, this can be done from
the record and from the paper file in the same manner as
with patents and printed publications. To ignore an ad-
mission by the patent owner, from any source, and not
use the admission as part of the prior art in conjunction
with patents and printed publications in reexamination
would make it impossible for the examiner to properly
determine the scope and content of the prior art as re-
quired by Graham, supra.

The Board of Appeals upheld the use of an admission
in a reexamination proceeding in Ex parte Seiko Koko Ka-
bushiki Kaisha, 225 USPQ 1260 (>Bd. Pat. App. & In-
ter.< 1984), Ex parte Kimbell, 226 USPQ 688 (>Bd. Pat.
App. & Inter.< 1985) and in Ex parte McGaughey,
6 USPQ2d 1334 (Bd. Pat. App. & * >Inter.< 1988). In
Seiko, the Board relied on In re Nomiya, 184 USPQ 607
(CCPA 1975) holding an admission of prior artin the
specification of the parent undergoing reexamina-
tion is considered prior art which may be considered
for any purpose, including use as evidence of ob-
viousness under 35 U.S.C. 103. In Kimbell the Board
referred to the patent specification and noted the
admission by appellant that an explosion—proof
housing was well~known at the time of the inven-
tion.

In Ex parte McGaughey, 6 USPQ2d 1334, 1337 (Bd.
Pat. App. & * >Inter.< 1988), the Board held that any
equivocal admission relating to prior art is a fact which is
part of the scope and content of the prior art and that
prior art admissions established in the record are to be
considered in reexamination. The Board expressly over-
ruled the prior Board decision in Ex parte Horton,
226 USPQ 697 (Bd. Pat. App. & *>Inter.< 1985) which
held that admissions which are used as a basis for a rejec-
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tion in reexammatlon must relate to patents and prmted :

_publications. -

The: adm1ss1on can resnde in the patent flle (made of - ;

or may be presented during the pendency of the reex- -

"ammatlon proceedmg orin lltlgatlon Admissions by the' -

patent owner ‘as to -any matter affectmg patentablhty_'

may be utilized to determme the scope and content of . |

the prior art in conjunction with: patents and prmted
publications in a prior art re]ectlon whether such admis-

sions result from patents or printed pubhcatlons orfrom - .

some other source. - An admission relating to any prior
art (i.e., on sale, publie use, etc.) established in the re-
cord or in court may be used by the examiner in combina-
tion with patents or printed publications in a reexamina-
tion proceeding. The admission must stand on its own.
Information supplementing or further defining the ad-
mission would be improper. Any admission submitted by
the patent owner is proper. A third party, however, may
not submit admissions of the patent owner made outside
the record or the court. Such a submission would be out-
side the scope of reexamination.

2218 Copies of Prior Art

It is required that a copy of each patent or printed
publication relied on or referred to in the request be filed
with the request (37 CFR 1.510(b)(3)). If any of the doc-
uments are not in the English language, an English lan-
guage translation of all necessary and pertinent parts is
also required. An English language summary or abstract
of a non—English language document is usually not suffi-
cient.

It is also helpful to include copies of the prior art con-
sidered during earlier prosecution of the patent for
which reexamination is requested. The presence of both
the old and the new prior art allows a comparison to be
made to determine whether a substantial new question
of patentability is indeed present. Copies of parent ap-
plications should also be submitted if the parent applica-
tion relates to the alleged substantial new question of
patentability; for example, if the patent is a continua-
tion—in—part and the question of patentability relates
to an [n re Ruscetta, 255 F. 2d 687, 118 USPQ 101 (CCPA
1958) type rejection wliere support in the parent applica-
tion is relevant.
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2219 Copy of Printed Patent

The Patent and 'ﬁademark Office will prepare a sep-
arate file wrapper for each reexamination request which
will become part of the patent file. Since in some

instances, it may not be possible to obtain the patent file
promptly and in order to provide a format which can be

amended and used for printing, requesters are required

under 37 CFR 1.510(b)(4) to include a copy of the entire

specification (including claims) and drawings of the pat-
ent for which reexamination is requested in the form of a
cut—up copy of the original printed patent with only a
single column of the patent securely mounted or re-
produced in permanent form on one side of a sheet of
paper. A copy of any disclaimer, certificate of correction,
or reexamination certificate issued in the patent must
also be included so that a complete history of the patent
is before the Office for consideration. A copy of any Fed-
eral court decision, complaint in a pending civil action,
or interference decision should also be submitted.

2220 Certificate of Service

If the requester is a person other than the patent
owner, the owner of the patent must be served with a
copy of the request in its entirety. The service should be
made to the correspondence address as indicated in
37 CFR 1.33(c). The name and address of the person
served and the certificate of setvice should be indicated
on the request.

The most recent address of the attorney or agent of
record can be determined by checking the Office’s regis-
ter of patent attorneys and agents maintained by the Of-
fice of Enrollment and Discipline pursuant to 37 CFR
10.5 and 10.11(a). See also MPEP § 2249 regarding ser-
vice on requester.

2221 Amendments Included in Request by
Patent Owner

Under 37 CFR 1.510(e), a patent owner may include
a proposed amendment with his or her request, if he or
she so desires. Any such amendment must be in accor-
dance with 37 CFR 1.121(f). See MPEP § 2250. Amend-
ments may also be proposed by patent owners in a state-
ment under 37 CFR 1.530 or during the actual ex parte re-
examination prosecution (37 CFR 1.550(b)). See also
MPEP § 2234 and § 2250.
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. 2222
The request should be decided on the wording of the

- claims without the amendments The decision on the re-
" quest will be made on the basis of the patent claims as

though the amendment had not been presented. Howev-
er, if the request for reexammatlon is granted, the ex
parte reexamination prosecutlon should be on the basis
of the clalms as amended.- o

2222 Address of Patent Owner ) '

37 CFR 1.33. Con_‘esponden_ce respecting patent applications,
reexamination proceedings, and other proceedings. '

o ol Ok ok

(c) Allnotices,official letters, and other communications for
the patent owner or owners in a reexamination proceeding will be
directed to the attorney or agent of record (see §1.34(b)) in the
patentfileattheaddresslistedontheregisterofpatentattorneysand
agentsmaintainedpursuantto§10.5and §10.110r,ifnoattorneyor
agent is of record, to the patent owner or owners at the address or
addresses of record. Amendments and other papers filed in a
reexamination proceeding on behalf of the patent owner must be
signed by the patent owner, orif there ismore than one ownerbyall
theowners,orbyanattorneyoragentofrecordinthepatentfile,orby
aregisteredattorneyoragentnotofrecordwhoactsinarepresenta-
tive capacity under the provisions of § 1.34(a). Double correspon-
dence with the patent owner or owners and the patent owner’s
attorneyoragent,orwithmorethanoneattorneyoragent,willnotbe
undertaken. If more than one attorney or agent is of record and a
correspondenceaddresshasnotbeenspecified,correspondencewill
be held with the last attorney or agent made of record.

L2 i 1]

37 CFR 1.33(c) indicates which correspondence ad-
dress is to be normally used to direct correspondence to
the patent owner. In most instances, this will be the ad-
dress of the first named, most recent attorney or agent in
the patent file at his or her current address. As a general
rule, the attorney—client relationship terminates when
the purpose for which the attorney was employed is ac-
complished; e.g., the issuance of a patent to the client.
However, apart from the attorney—client relationship,
the Office has, by regulation, 37 CFR 10.23(c)(8), made
it the responsibility of every “practitioner,” by virtue of
his/her registration, “to inform a client or former client

.. of correspondence received from the Office ... when
the correspondence (1) could have a significant effect on
a matter pending before the Office, (ii) is received by the
practitioner on behalf of a client or former client, and
(iii) is correspondence of which a reasonable practition-
er would believe under the circumstances the client or
former client should be notified.” (Emphasis added.)
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This responsibility of a practitioner to a former client

manifestly is not eliminated by withdrawing as an attor-
ney of record. The practitioner if he/she so desires, can- -

minimize the need for forwarding correspondence con-
cerning issued patents by having the correspondence ad-
dress changed after the patent issues if the correspon-
dence address is the practitioner’s address, which fre-
quently is the case where the practitioner is the attorney
ofrecord. '

Further, 37 CFR 10.23(c)(8) requires a practitioner
to “timely notify the Office of an inability to notify a cli-
ent or former client of correspondence received from the
Office” (Emphasis added.) As the language of this re-
quirement clearly indicates, the duty to notify the Office
is a consequence, not of any attorney—client relation-
ship, but rather arises by virtue of the practitioner’s sta-
tus as a registered attorney or agent.

If the patent owner desires that a different attorney
or agent receive correspondence, then a new power of at-
torney must be filed. Correspondence will continue to be
sent to the attorney or agent of record in the patent file
absent a revocation of the same by the patent owner. If
the attorney or agent of record specifies a correspon-
dence address to which correspondence is to be directed,
such direction should be followed. However, since a
change in the correspondence address does not with-
draw a power of attorney, a change of the correspon-
dence address by the patent owner does not prevent the
correspondence from being directed to the attorney or
agent of record in the patent file under 37 CFR 1.33(c).

A form for changing correspondence address or pow-
er of attorney is set forth below. Such forms should be ad-
dressed to the Commissioner of Patents and Trade-
marks, Box Reexam, Washington, D.C. 20231.

CHANGE OF POWER OF ATTORNEY OR
CORRESPONDENCE ADDRESS IN U.S. PATENT

Address to:
Commissioner of Patents and Trademarks
Office of Public Records, Records Maintenance Branch
Washington D.C. 20231

To the Commissioner of Patents and Trademarks:

In United States patent number ____, granted ___to_____
(list first inventor) please make the following change:

[] 1. Change the address of the attorney(s) of record to:

----------------------------------------------------

....................................................

Rev. 2, July 1996
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[]2.Change the eqrreSpondenee address oi"the patentowner

RN R R R R T R R O N R N T I N )

.....................................................

[ ]3.Addapowerof attorney toand address anyfuture corre-

.spondence to the first named person below

....-....‘-........:..-;.........,.‘.~..".... ...............

.....................................................

who I hereby appomt to transact all busmess inthe Patent and

Trademark Office, s ~ -

who T hereby appomt to transact a]l business in the Patent and

Trademark Office. ‘ '
[]*4. Removeall previous powers of attorneywhlch I hereby :

revoke and enter a power of attorney and address any future cor-

respondence to —

....................................................

Itis certified that the person whose signature appears below
has the authority to make the requested changes in the patent.

.......................................

Date Authorized Signature
[ JAttorney/Agent Reg. No.
[ ]Patent Owner

*Requires signature of patent owner.

2223 Withdrawal ** of Attorney
>or Agent< [R~1]

Anyrequest ** >by an attorney or agent of record
to withdraw < from a patent will normally only be ap-
proved if at least 30 days remain in any running peri-
od for response. See also MPEP § 402.06.

2224 Correspondence

37 CFR 1.1. Allcommunicationstobeaddressed to Commissioner

of Patents and Trademarks.

(a) Allletters and other communications intended for the Patent
and Trademark Office must be addressed to “Commissioner of Patents
and Trademarks,” Washington, D.C. 20231. When appropriate, a letter
should also be marked for the attention of a particular officer or
individual.

ok o e

(¢) Requests for reexamination should be additionally marked
“Box Reexam.”

ook o ok

All requests for reexamination mailed to the Pat-
ent and Trademark Office should be additionally
marked “Box Reexam.” on the face of the outer enve-
lope. Such mail will not be opened by the Correspon-
dence and Mail Division but will be sorted out immedi-
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ately and processed_by the Reexamjnation Preprocessing

Unit. The use of “Box Reexam” is limited to the filing of E

the original request for reexamination. Subsequent cor-
respondence should not be marked “Box Reexam.” It
should be directed to the examining group art unit indi-
cated on the Office letters. Any correction or change of
correspondence address for a United States patent
should be addressed to the Offlce at Box “Patent Ad-
dress Change.”

A request for reexamination may not be sent by fac- ,

simile transmission. See 37 CFR 1.6(d)(5).

Letters sent to the Patent and Trademark Office re-
lating to a reexamination proceeding should identify the
proceeding by the number of the patent undergoing re-
examination, the reexamination request control number
assigned, examining group art unit, and the name of the
examiner. The certificate of mailing practice (37 CFR
1.8) and “Express Mail“ with certificate (37 CFR 1.10)
may be used to file any paper in a reexamination pro-
ceeding.

Communications from the Patent and Trademark

Office to the patent owner will be directed to the first:

named, most recent attorney or agent of record in the
patent file at the current address on the Office’s register
of patent attorneys and agents or to the patent owner’s
address if no attorney or agent is of record, 37 CFR
1.33(c).

Amendments and other papers filed on behalf of pat-
ent owners must be signed by the patent owners, or the
registered attorney or agent of record in the patent file,
or any registered attorney or agent acting in a represen-
tative capacity under 37 CFR. 1.34(a). See MPEP § 2213.

Double correspondence with the patent owners and
the attorney or agent normally will not be undertak-
en by the Office.

Where no correspondence address is otherwise spe-
cified, correspondence will be with the most recent attor-
ney or agent made of record.

Note MPEP § 2220 on certificate of service.

2225 Untimely Paper Filed Prior to Order

After filing of a request, no papers other than (1) cita-
tions of patents or printed publications under 37 CFR
1.501; (2) another complete request under 37 CFR
1.510; or (3) notifications pursuant to MPEP § 2282,
should be filed with the Office by the requester, pat-
ent owner, or third parties prior to the date of the de-
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returned to the sender by the group dlrector w1thout con--

sideration. A copy of the letter accompanying there-
turned papers will be made: of record m the’ patent file.
~ However, no.copy of the returned papers willbe retamed? S

by the Office. If the submrssnon of the returned papers is
.appropriate later in the proceedmgs they wﬂl ‘be accept-

ed by the Office at that time. See In re Amp Inc.,
212 USPQ 826 (Comm r. Pat. 1981); In re Knight,

217 USPQ 294 (Comm’r Pat.1982) and Patlex Corpora-
tion v. Mossinghoff, 226 USPQ 985, 989 (Fed. Cir. 1985).

2226 Imitial Proces'sing of Request

The opening of all mail marked “Box Reexam” and -
all initial clerical processing of requests for reexamina-
tion will be performed by the Reexamination Preproces-
sing Unit in the Office of National and International
Application Review.

2227 Incomplete Reguest

37 CFR 1.510. Regquest for reaxamination

B
Yk

(c) If the request does not include the fee for requesting
reexamination or all of the parts required by paragraph (b) of this
section, the person identified as requesting reexamination will be so
notified and given an opportunity to complete the request within a
specified time. If the fee for requesting reexamination has been paid but
the defect in the request is not corrected within the specified time, the
determination whetheror not to institute reexaminationwillbe made on
the request as it then exists. If the fee for requesting reexamination has
not been paid, no determination will be made and the request will be
placed in the patent file as a citation if it complies with the requirements
of § 1.501(a).

(d) The filing date of the request is: (1) the.date on which the
request including the entire fee for requesting reexamination is received
in the Patent and Trademark Office; or (2) the date on which the last
portion of the fee for requesting reexamination is received.

L2121

If the required fee under 37 CFR 1.20(c) is not paid in
full, the request is considered to be incomplete, 37 CFR
1.510(c), and will not be considered on its merits or have
a notice of its filing announced in the Official Gazette.
The request is considered to have a “filing date” under
37 CFR 1.510(d) only when the entire fee is paid.

If no fee, or only a portion of the fee is received, the
Reexamination Preprocessing Unit will notify the re-
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cision on the request for reexammatlon Any papers oth-

er than those under 37 CFR 1.501 or 1.510 or MPEP - =
§ 2282 filed prior to the decision on the request willbe
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quester of the defect and give the requester a speclfred‘f
time, normally 1 month, to complete the request. A -

telephone call: may also be made to the requester indicat-

ing the amount of the insufficient fee. If the request is

not timely completed, any partial fee will be returned

and the request will ‘be treated as a citation under -

37 CFR 1.501(a) if it complies therewith.
2228 Informal Request |

If the fee under 37 CFR 1.20(c) has been paid, but the
request does not contain all the elements called for by 37
CFR 1.510(b), the request is considered to be informal.
All requests which are accompanied with the entire fee
will be assigned a filing date from which the 3—month
period for making a decision on the request will be com-
puted. Notice of filing of all complete requests will be
published in the Official Gazette, approximately 4—-5
weeks after filing.

The Reexamination Preprocessing Unit will at-
tempt to notify the requester of any informality in the
request in order to give the requester time to respond
before a decision is made on the request. If the re-
quester does not respond and correct the informality,
the decision on the request will be made on the infor-
mation presented. If the information presented does
not present “a substantial new question of patentabili-
ty,” the request for reexamination will be denied.

2229 Notice of Request in Official Gazette

37 CFR L.11. Files open to the public

22 214

(c) All requests for reexamination for which the fee under
§ 1.20(c) has been paid, will be announced in the Official Gazette. Any
reexaminations at the initiative of the Commissioner pursuant to
§ 1.520will alsobe announced in the Official Gazette. The announcement
shall include at least the date of the request, if any, the reexamination
request control number or the Commissioner initiated order control
number, patent number, titie, class and subclass, name of the inventor,
name of the patent owner of record, and the examining group to which
the reexamination is assigned.

(d) All papers or copies thercof relating to a reexamination
proceeding which have been entered of record in the patent or
reexamination file arc open to inspection by the general public, and
copies may be furnished upon paying the fee therefor.

sl

Under 37 CFR 1.11(c), reexamination requests with
sufficient fees and any Commissioner initiated orders
made without a request will be announced in the Official
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'Gazette. The Reexamination Preprocessing Unit will

complete a form with the 1nformat10n needed to. print

~the notice. The forms are forwarded at the end of each_ S
week to the Office of Pubhcatrons for prmtmg in the Oﬂi $

cial Gazette. .
In addition, a record of requests; 1led wrll be’ located ‘

' in the Public Search Room and‘in the Reexan:unatron_ i
_ Preprocessmg Unit. Offlce personnel may use the PALM -

system to determine if a request for teexammatron has"

‘been filedina particular patent. The Oﬂiczal Gazetteno- ‘
- tice will appear in the notice section of the Official Ga- -

zette under the heading of Reexamination Requests
Filed and will include the name of any requestor along
with the other items set forth in 37 CFR 1.11(c).

22306 Constructive Notice to Patent Owner

In some instances, it may not be possible to deliver
mail to the patent owner because no current address is
available. If all efforts to correspond with the patent
owner fail, the reexamination proceeding will proceed.
without the patent owner. The publication in the Offi-
cial Gazette of the notice of the filing of a request or
the ordering of reexamination at the initiative of the
Commissioner will serve as constructive notice to the
patent owner in such an instance.

2231 Processing of Request Corrections

Any payment of insufficient request filing fee should
be marked “Box Reexam” so that the fee may be prompt-
ly forwarded to the Reexamination Preprocessing Unit.
If the fee payment completes the payment of the re-
quired fee, the request will be processed, notice will be
published in the Official Gazette, and the request will be
forwarded to the appropriate examining group for deter-
mination.

Any correction of a defect other than the fee should
be directed to the examining group where the file is lo-
cated. The group clerical personnel process any timely
corrections and enter them in the file of the reexamina-
tion.

2232 Public Access [R—1]

The reexamination folders will be stored in a sepa-
rate central location >(or other designated storage
area)< in the patent examining group unless being acted
upon by the examiner or a communication is being pro-
cessed by the group clerical personnel. In view of the
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~sire to conduct the reexammatnon proceedmg wrth spe-' -

_cial dlspatch the reexammatton folder may NOT bé
avallable to the pubhc when it is in the Reexammatton._'-'
Preprocessmg Unit; and when the exammer has started o

'conSIderatron of some ‘matter until an actlon s matle'

" However, all areas should be as reasonable as possrble in’

allowmg access and copymg of the file. At tlmes other

than those identified above, the reexamination file will - }7_'
be made available to. members of the publrc upon re-',.., - )
quest. [nspectron will be permitted in the patent examin- - D.C.

ing group. If a copy of the file is requested, it may be or-
dered from the Certification Branch of the Examination

Services Division or the file wrapper may be hand~car- -

ricd by a member of the group to the Record Room and
left with a member of the Record Room staff. The file
will be dispatched by using PALM transaction
1034-921. A charge card PTOL—472 will be stapled to
the file identifying the Reexamination Control Number,
Art Unit Number, Reexamination Clerk’s name and
phone number.

A member of the Record Room staff should call the
reexamination clerk in the group when copying is com-
pleted, and the file can then be retrieved by a member of
the group. The group should maintain a tickler record of
the location of the file wrapper by some system.

Similar procedures should be utilized in the event
that an associated patent file is requested for inspection
and/or copying. Access to the patent file wrapper should
be restricted only when the examiner is preparing an ac-
tion in the reexamination folder which requires consid-
eration of the patent file.

REEXAMINATION FiLE CHARGE CARD

To: Record Room Personnel

Re: Patent Number
Reexam Control Numbe r

CHARGED OUT FROM

PLEASE RETURN PROMPTLY BY

CONTACT FOR PICK-UP

Telephone: 308- PTOL 472
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 TODETERMINE ONP :
REEXAMINATION REQUEST HAS BEEN
 FILED FOR A GIVEN PATENT NUMBER

Assume Patent Number Is 4104156 '
.—Clear PALM Terminal
—Key In: 3110 and Press Send
- —When Screen Fills =~ E -
Enter: PAT NO. 4104156 (In Famlly Name)
Press: TAB
Enter: § (In Given Name)
Press: TAB
Enter: ¥
Press: SEND
Any. reexamination for the patent number will be
listed on the return screen.
There will be about a ten (10) day lag between ftlmg
and data entry. :

2233 Processing in Examining Group [R—1]

Each examining group has designated at least one **
>legal instrument examiner< and one backup clerk to
act as * >a< reexamination clerk and has assigned to
that person those clerical duties and responsibilities
which are unique to reexamination. * > Regular< dock-
et clerks will still perform their normal dutics and re-
sponsibilities in handling papers and records during the
actual reexamination process. The reexamination clerk
has sole responsibility for clerical processing until such
time as the request is either granted or denied. If a re-
quest is granted, the responsibility for all docket activi-
ties relating to ex parte examination is assigned to the reg-
ular ** >legal instrument examiner. A Group may desig-
nate all of its legal instrument examiners as reexamina-
tion clerks. The Group Special Program Examiner and
Paralegal will have the responsibility to oversee clerical
processing and will serve as a resource for questions. <
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2234
FEES

Under reexamination, there are no fees due other
than for the request and any appeal, brief, and oral hear-
ing fees under 37 CFR 1.191, 1.192 and 1.194(b). No fees
are required for additional claims added or for issue of
the certificate. Any petitions filed under 35 U.S.C. 133 or
37 CFR 1.182 or 1.183 relating to a reexamination pro-
ceeding require fees (37 CFR1.17(h) and (1)). Small enti-
ty reductions are available to the patent owner for the 35
U.S.C. 133, appeal, brief, and oral hearing fees. Small
entity reductions in fees are not available for the reex-
amination filing fee nor for petition fees for petitions
filed under 37 CFR 1.182 and 1.183. When a fee is re-
quired in a merged proceeding, only a single fee is need-
ed even though multiple copies of the submissions (one
for each file) are required.

MAILING

A transmittal form with the requester’s address will
be used to forward copies of Office actions to the re-
quester. Whenever an Office action is issued, a copy of
this form will be made and attached to a copy of the Of-
fice action. The use of this form removes the need to re-
type the requester’s address each time a mailing is re-
quired. When the patent owner is the requester, no such
form is needed.

The following steps should be taken when processing
reexamination requests in the examining groups.

1. Report receipt of the reexamination file in the
group on the PALM terminal and forward the file to the
group’s reexamination clerk.

2. Date stamp the date of receipt in the group on the
reexamination file.

3. Charge file to the supervisory primary examiner
of the group art unit indicated on the reexamination file
on the PALM terminal and forward the file to the super-
visory primary examiner.

4. The supervisory primary examiner promptly re-
views the subject matter of the patent in which reex-
amination was requested and either transfers the re-
quest file (which should rarely occur) or assigns it to a
primary examiner. The primary examiner is informed
and the request file is returned to the group’s reexamina-
tion clerk for entry of the examiner’s name into PALM.

5. At about 6 weeks after the filing of the request,
the request file should be given to the examiner and
charged to him or her on PALM.

Rev. 1, Sept. 1995

6. The primary examiner then drafts a decision on
the request and returns it to be typed on a “special” basis,

-normally within 8 weeks after the filing date of the re-

quest. , _

7. The typed decision is forwarded to the prima-
ry examiner for signature. After signing, the file is re- -
turned to the group clerical unit for mailing and PALM
update, normally within 10 weeks after the filing date of
the request. ‘ :

‘The initial reexamination files were regular patent
application files which had orange tape applied to the
face. The current reexamination file wrappers have an
orange color for easy identification.

2234 Entry of Amendments

37 CFR 1.12;. Manner of making amendments.

3 3 e ek

(f) Proposed amendments presented in patents involved in reex-
amination proceedings must be presented in the form of a full copyofthe
text of: (1) Each claim which is amended and (2) each paragraph of the
description which is amended. Matter deleted from the patent shall be
placedbetweenbracketsand matteraddedshall be underlined. Copies of
the printed claims from the patent may be used with any additions being
indicated by carets and deleted material being placed between brackets.
Claims must not be renumbered and the numbering of the claims added
for reexamination must follow the number of the highest numbered
patent claim, No amendment may enlarge the scope of the claims of the
patent. No new matter may be introduced into the patent.

Amendments which comply with 37 CFR 1.121(f) are
entered in the reexamination file wrapper. An amend-
ment is given a Paper No. and is designated by consecu-
tive letters of the alphabet (A, B, C, etc.).

The amendment will be entered by drawing a line in
red ink through the claim(s) or paragraph(s) canceled or
amended, and the substituted copy being indicated by
reference letter. Claims must not be renumbered and the
numbering of the claims added during reexamination
must follow the number of the highest numbered patent
claim.

ALL amendments in reexamination proceedings
must be presented in the form of a full copy of the text of
cach claim which is amended and each paragraph of the
description which is amended.

If a portion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and delctions) in relation to the current text
of the patent under reexamination.
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follows:

l. Patent clalm ‘

portion.

2. Proper first amendment format

A [cutting means)] knife having a bone handle portion

and a noiched blade portion.
3. Proper second amendment format:

A[cutting means] knife having a handle portion and a
serrated blade portion.

Note that the second amendment includes the
changes presented in the first amendment; i.e. [cutting
means] knife, as well as the changes presented in the sec-
ond amendment; i.e., serrated. However, the term
notched which was presented in the first amendment and
replaced by the term serrated in the second amendment
and the term bone which was presented in the first
amendment and deleted in the second amendment are
NOT shown in brackets; i.¢., {notched] and {bone}, in the
second amendment. This is because the terms [notched]
and {bone] would not be changes from the current patent
text and, therefore, are not shown. In both the first and
the second amendments, the entire claim is presented
with all the changes from the current patent text.

Although amendments will be entered for purposes
of examination, the amendments are not legally effective
until the certificate is issued.

See MPEP § 2250 for manner of making amend-
ments by patent owner. See also MPEP § 2221. For entry
of amendments in a merged proceeding see MPEP
§ 2283 and § 2285.

2235 Record Systems

PALM — MONITORING SYSTEMS

The Patent Access and Location Monitoring
(PALLM) system is used to support the reexamination
process. The sections below delineate PALM related ac-
tivities.

1. Reexamination File Data on PALM — The routine

PALM retrieval transactions are used to obtain data on
reexamination files. The user keys in the retrieval trans-
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Examples of proper clalm amendment format are. as i

A cuttmg means havmg a handle portron and ablade:

2235

factron code (2952 2962 etc) the reexammatron series .
code (90) and the reexammatron control number. Al- .
- most:all data’ drsplayed for reexammatron fxles has the, Shal
~ same meaning as for regular- patent apphcauons Two
: changes should be noted In the f' rst named apphcant.

"j_pear for reexammatron frles For a patent undergomg re-;“ ' ,
' examrnatron the number of the proceedmg can be deter-‘,_ v
mined on the 2953, retrreval screen The pemnent reex-"f S
amination number(s) will appear in the “Details” section =

of the screen as a six digit number preceded by an “R”. If
no “R” number is present then no reexammatlon has
been filed. :

2. Reexamination File Location Control — The loca-
tion of a reexamination file is monitored in the same
manner as regular patent application files. All PALM
transactions are equally applicable to regular patent ap-
plications and reexamination files.

3. Paterst File Location Control — The movement of pat-
ent files related to requests for reexamination
throughout the Office is monitored by the PALM sys-
tem in the normal fashion. Within the groups, the reex-
amination file and patent file will be kept together, from
initial receipt until the reexamination is assigned to an
examiner for determination. At this point, the patent file
will be charged to the examiner assigned the reexamina-
tion file (use transaction 1036) and will be kept in the ex-
aminer’s room until the proceeding is terminated. After
the reexamination proceeding has been terminated, the
patent file should be forwarded with the reexamination
file to the Office of Publications via the appropriate of-
fice. Publishing Division will forward the patent file and
the reexamination file to the Record Room after print-
ing of the certificate. '

4. Reporting Events to PALM — The PALM system is
used to monitor major events that take place in process-
ing reexamination proceedings. During initial process-
ing all major pre—ex parte examination events are re-
ported. During the ex parte phase the mailing of examin-
er’s actions are reported as well as owner’s responses
thereto, The group reexamination clerk is responsible
for reporting these events using the bar code reader
(BCR) initiated 2920 cathode—-ray tube (CRT) update
screen display. The events that will be reported are as fol-
lows:
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Detenmnatlon Mailed — Denial of request for reex-
amination. ‘

Determination Mailed — Grant of request for reex-

amination.

‘Petition for reconsideration of determmatlon re-
ceived. ‘

Decision on petition mailed — Denied.

Decision on petition mailed — Granted.

Owner response to determination received.

Requester response to determination received.

The mailing of all examiner actions.

The receipt of owner’s responses to examiner’s ac-
tions and Office receipt date.

Each of these events, as well as additional events re-
ported by the Reexamination Preprocessing Unit
will be permanently recorded and displayed in the
“Contents” portion of PALM. In addition, status repre-
sentative of these events will also be displayed.

5. Status Reports — Various weekly “tickler” reports
can be generated for each group given the event report-
ing discussed above. The primary purpose of these com-
puter outputs is to assure that reexaminations are, in
fact, processed with “special dispatch.”

PALM Reporis — A number of automated reports
generated from the PALM system are provided to the
groups at the beginning of each week. These reports
serve to indicate to the groups when certain dead-
lines are approaching. Each report is subdivided by
group and lists the requests in control number se-
quence. The following reports have been identified.

Requests Not Yet Received in Group — This report
serves to indicate to a group those requests assigned
to it for which preprocessing has not been completed
and which have not yet been received in the group.
This report provides an indicator of future workload
as well as identifying potential, probiem stragglers.

Requests Not Yet Assigned to an Examiner — This
report serves to highlight those requests which have
not been assigned to an examiner by the 6—week
anniversary of their filing. Requests appearing on
this report should be located and docketed immedi-
ately.

Requests Which Should Be Taken Up for Deter-
mination — This report lists those requests which
have been assigned to an examiner and in which no
determination has been mailed and the 6—~week an-
niversary of their filing is past. Requests on this re-
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port should be taken up for dctermmatlon by the ex-

aminer. .
Requests for thch Detenmnatlons Should be Pre-

pared — This report lists those requests’ which have

been assxgned to an examiner and in which no deter-
mination has been malled and the 2= month anniver-
sary of their filing =~ :

is past. Determinations for rc.quests on thls report
should be in the final stages of preparation.

*Requests for Which Determinations Should Have
Been Mailed — This report lists those requests which
have been assigned 10 an examiner and in which no
determination has be¢n mailed and the 10—week an-
niversary of their filing is past. Determinations for re- -
quests on this report should be mailed immediately.

*Overdue Determinations — This report lists
those requests in which no determination has been
mailed and the 3—month anniversary of their filing is
past. This report should always be zero.

Overdue Petitions for Reconsideration of a Denial
— This report lists those requests in which the deter-
mination denied reexamination and no petition has
been received and 6 weeks have passed since the de-
termination was mailed. Requests on this report
should be terminated.

Overdue Owner Responses to Determinations —
This report lists those requests in which the deter-
mination ordered reexamination and the owner has
not filed a response and 10 weeks have passed since
the mailing of the determination. These requests
shouid be taken up for immediate ex parte action by
the examiner. :

Overdue Requester Responses to Statements —
This report lists those requests in which a proper
OWNER statement was received and NO requester
reply has been received and 10 weeks have passed
since the receipt of the owner response. These re-
quests should be taken up for immediate action.

*Overdue First Ex Parte Actions — This report lists
those requests in which reexamination has been or-
dered and a first action has not been mailed and
6 weeks have passed since the request became avail- -
able for ex parte prosecution. These requests should
be taken up for immediate action by the examiner.

*Overdue Action or Examiner’s Answer — This re-
port lists those reexaminations which are up for sec-
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ond or subsequent action by the examiner and no such -
action has been malled and 2 months have passed since -

the filing of an owner. response toa prevrous action.

*Overdue Advuory Action — This report llStS‘
those reexaminations which are up for action by thc
examiner and no such action has been mailed and g

month has passed since ‘the filing of an owner re-,_

sponse to a previous final action. :
*Overdue Owner Response — This report lists

those requests in which there has been an action ren-

dered and 4 months have passed without an owner re-
sponse.

*Qverdue Certificates — This report lists those re-
quests in which a Notice of Intent to Issue a Reex-
amination Certificate has been mailed and 3 months
have passed since its mailing and no issue date has
been assigned.

*Requests With Prolonged Prosecution — This re-
port lists pending requests which have not matured
into a certificate and 15 months have passed since the
date of filing.

*Asterisk items require immediate action and fol-
lowup, if appropriate.

6. Historical Reporting — A variety of historical re-
ports are possible given the event recording described
above. Thus, such statistics as the number of requests
filed and determinations made in a specified period or
number or kind of reexaminations in which an appeal
was filed can be made available.

2236 Assignment of Reexamination

Reexamination requests should normally be assigned
to the art unit which examines the class and subclass
in which the patent to be reexamined is currently
classified as an original and to the primary examiner
most familiar with the claimed subject matter of the
patent. Where no knowledgeable primary examiner is
available, the reexamination may be assigned to an assis-
tant examiner. In such an instance the supervisory pri-
mary examiner must sign all actions and take responsibil-
ity for all actions taken.

2237 Transfer Procedure

Although the number of reexamination requests
which must be transferred should be very small, the fol-
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camed wrth the patent hle by :h su
exammer to the supervrsory prrmary examiner of. thef
~ group art unit to which' a transter is desrred Any conﬂrct o
* which cannot: be: resolved by the supervrsory ,prlmary ex-
~ aminers will be resolved by the group directors involved.

2238

',flowmg procedures have been estabhshed for an expedr- o
tious Tesolution of any such problems o SR
No transfer mqurry forms (PT O 447A) »should be?.y F

If the reexammatron request is: accepted in the new o
art unit, the “new” supervisory prlmary exammer assrgns -
the request to an examiner and the “new” group ’s reex-
amination clerk PALMs in the request.

2238 Time Reporting

A. Clerical time rcporting

Both the Program Management System (PMS) and
Payroll systems now used to monitor clerical time have
been modified to report reexamination activities. Time
devoted to processing actual reexamination files in the
groups should be reported using the appropriate PMS
Code and Project Code. It should be noted that all cleri-
cal time consumed by reexamination activities must be
reported in the above manner. Such activities as supervi-
sion, copying, typing, and docketing should be included.

B. Professional time reporting

Reexarmination fees are based on full cost recovery
and it is essential that all time expended on reexamina-
tion activities be reported accurately. Thus, directors,
supervisory patent examiners and board members as
well as examiners should report time spent on reex-
amination on their individual Time and Attendance Re-
port using the following Project Codes:

119051 — Used to report all activities related to a
specific reexamination proceeding up until the time ex
parte prosecution is begun,

119052 — Used to report all activities related to a
specific reexamination proceeding from the time it is
taken up for first, ex parte, action until the issuance of a
certificate takes place.

Examiners and SPE’s will use the above codes to re-
port their time for reexamination activities on the Ex-
aminer’s Biweekly Time Worksheet (PTO-690E) by
making appropriate entries in the Item 16 space.
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Time reported using codes 119051 and 119052 will

also be reported in the Examiner Production Systcm as

“Other” time.

2239 ' Reexamination Ordered at the
Commissioner’s Initiative

37 CFR 1.520.Reexamination at the initiative of the Commi-
ssioner.

The Commissioner, at any time during the period of enforceability
of a patent, may determine whether or not a substantial new question of
patentability is raised by patents or printed publicationswhich have been
discovered by the Commissioner or which have been brought to the
Commissioner’s attention even though no request for reexamination has
been filed in accordance with § 1.510. The Commissioner may initiate
reexamination without a request for reexamination pursuantto § 1.510.
Normally requests from outside the Patent and Trademark Office that
the Commissioncer undertake recxaminationon hisowninitiative will not
be considered. Any determination to initiate reexamination under this
sectionwillbecome a part of the official file of the patent and will be given
or mailed to the patent owner at the address as provided forin § 1.33(c).

The Commissioner may initiate recxamination with-
out a request being filed and without a fee being paid.
Such rcexamination may be ordercd at any time during
the period of enforceability of the patent.

The decision to order reexamination at the Commis-
sioncr’s initiative is normally made by the Deputy Assis-
tant Commissioner for Patents after a review of alf the
facts concerning the patent. It may be made by the Com-
missioner of Patents and Trademarks, Deputy Commis-
sioner or Assistant Commissioner for Patents. The num-
ber of such Commissioner initiated orders is expected to
be very small.

If an Office employec becomes aware of an unusual
fact situation in a patent which he or she considers to
clearly warrant reexamination, a memorandum setting
forth these facts along with the patent file and any prior
art patents or printed publications should be forwarded
to the Deputy Assistant Commissioner for patents
through the supervisory chain of command.

If an order to reexamine is to be issued, the decision
is prepared and signed by the Deputy Assistant Commis-
sioner for Patents, and the patent file is forwarded to the
Reexamination Preprocessing Unit for preparation of
the reexamination file and Official Gazette notice.

The decision to order reexamination made in the Office
of the Deputy Assistant Commissioner for Patents is NOT
mailed by that Office. The Reexamination Preprocessing
Unit, once the reexamination file has been prepared and the
Control Number assigned, will mail the decision letter to the
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patent owner. Prosecutxon w1ll then proceed thhout funhu

“communication with anyone but the owner.

If the Deputy Assistant. Commnssnoncr for P'm.nts rc-

fuses. to issue an order-for rccxamlnatlon no-record of

any consideration of the matter will' b(. placed in the pat-
ent file and the patent owner will not benotified. -
The Commissioner will got normallv consxdt.r Te-

quests to order. rcexamination at the Commmxoncrs R

initiative received from members of the pubhc [famem-
ber of the public desires recxamlnatlon a request and -
fee should be filed in accordance with 37 CFR 1.510.

2240 Decision on Request

35 U.S.C. 303. Determination of issue by Commissioner.

(a) Within threc months following the filing of a request for
reexamination under the provisions of section 302 of this title, the
Commissioner will determine whether a substantial new question of
patentability affecting any claim of the patent concerned is raised by the
request, with or without consideration of other patents or printed
publications. On hisown initiative, and any time, the Commissioner may
determine whether a substantial new question cf patentability is raised
by patents and publications discovered by him or cited under the
provisions of scction 301 of this title.

(b) A record of the Commissioner's determination under subsec-
tion (a) of this section will be placed in the official file of the patent, and a
copy promptly will be given or mailed to the owner of record of the patent
and to the person requesting reexamination, if any.

(¢) Adetermination by the Commissioner pursuant to subsection
(a) of this section that no substantial new question of patentability has
been raised will be final and nonappealable. Uponsuch a determination.
the Commissioner may refund a portion of the reexamination fee
required under section 302 of this title.

37 CFR L.515. Determination of the request for reexamination.

(a) Within three months following the filing date of a request for
reexamination. an examiner will consider the request and determine
whether or not a substantial new question of patentability affecting any
claim of the patent is raised by the request and the prior art cited therein.
with or without consideration of other patents or printed publications.
The examiner’s determination will be based on the claims in effect at the
time of the determination and will become a part of the official file of the
patent and will be given or mailed to the patent owner at the address as
provided for in § 1.33(c) and to the person requesting reexamination,

(b) Where no substantial new question of patentability has been
found, a refund of a portion of the fee for requesting reexamination will
be made to the requester in accordance with § 1.26(c).

(¢) The requester may seek review by a petition to the
Commissionerunder§ 1. 18 1withinonemonthofthemailingdate of
the examiner’s determination refusing reexamination. Any such
petitionmustcomplywith §1.181(b).Ifnopetitionistimelyfiledor
ifthedecisiononpetitionaffirmsthatnosubstantialnew questionof
patentability has been raised, the determination shall be final and
nonappealable.
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Prior to making a determination on the réquest for
reexamination, the examiner must request a-litigation
computer search by the :STIC (Scientific Library) to

check if the patent has been, or is, involved in litigation. :

The “Litigation Review” box on the reexamination file
wrapper should be completed to indicate that the review
was conducted and the results thereof. A copy of the
STIC search should be hole—punched and placed on the
right side of the reexamination file. Additional informa-
tion or guidance as to the litigation search may be ob-
tained from the library of the Office of the Solicitor, if
necessary. If the patent is or was involved in litigation,
and a paper referring to the court proceeding has been
filed, reference to the paper by number should be made
in the “Litigation Review” box as “litigation; see paper
#1C”. If a litigation records search is already noted on
the file, the examiner need not repeat or update it.

If litigation has concluded or is taking place in the
patent on which a request for reexamination has been
filed, the request must be promptly brought to the atten-
tion of the Group Director, who should review the deci-
sion on the request and any examiner’s action to ensure
it conforms to the current Office litigation policy and
guidelines. See MPEP § 2286.

35 U.S.C. 303 requires that the Commissioner deter-
mine whether or not a “substantial new question of pat-
entability” affecting any claim of the patent of which re-
examination is desired, is raised in the request within a
time period of 3 months following the filing date of a re-
quest. See also MPEP § 2241. Such a determination may
be made with or without consideration of other patents
or printed publications in addition to those cited in the
request. No input from the patent owner is considered
prior to the determination unless the patent owner filed
the request. See Patlex Corporation v. Mossinghoff, 226
USPQ 985 (Fed, Cir. 1985).

The claims in effect at the time of the determination
will be the basis for deciding whether a substantial new
question of patentability has been raised. (37 CFR
1.515(a)). Amendments which have been presented with
the request if by the patent owner or which have been
filed in a pending reexamination proceeding in which the
certificate has not been issued, or amendments which
have been submitted in a reissue application on which no
reissue patent has been issued, will not be considered or
commented upon when deciding requests.
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The decision on the request for reexamination has as
its main object either the granting or denial of an order

. for reexamination. This decision is based on whether or

not “a substantial new question of patentability” is
found. The final decision as to unpatentability will be
made during any reexamination proceedings. Accord-
ingly no prima facie case of unpatentability need be
found to grant an order for reexamination. It must be

‘noted, however, that a decision to deny an order for reex-

amination is equivalent to a holding that the patent

“claims are patentable over the cited prior art. Where

there have been prior decisions relating to the pat-
ent, sce MPEP § 2242, , :

It is only necessary to establish that a substantial new
question of patentability exists as to one of the patent
claims to order reexamination. In a reexamination, nor-
mally all patent claims will be reexamined. However,
where there has been a prior Federal court decision as to
some claims, see MPEP § 2242. The decision should dis-
cuss ALL patent claims in order to inform the patent
owner of the examiner’s position so that a response
thereto may be made in the patent owner’s statement.

The examiner should indicate, insofar as possible, his
or her initial position on all the issues identified in the
request or by the requester so that comment thereon
may be received in the patent owner’s statement and in
the requester’s reply. However, the examiner SHOULD
NOT reject claims in the order for reexamination.

The Commissioner of Patents and Trademarks has
the authority to order reexamination only in those cases
which raise a substantial new question of patentability.
The substantial new question of patentability require-
ment protects patentees from having to respond to, or
participate in unjustified reexaminations, Patlex Corpo-
ration v. Mossinghoff, 226 USPQ 985, 989 (Fed. Cir.
1985).

SECOND OR SUBSEQUENT REQUEST FILED
DURING REEXAMINATION

If a second or subsequent request for reexamination
is filed (by any party) while a reexamination is pending,
the presence of a substantial new question of patentabili-
ty depends on the prior art cited by the second or subse-
quent requester. If the requester includes in the second
or subsequent request prior art which raised a substan-
tial new question in the pending reexamination,
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2241

reexamination should generally be ordered. ThlS is be-

cause the prior art which raised a substantial new ques-

tion of patentability resulting in an order for reexamina-
tion continues to raise a substantial new question of pat-

entability until the pending reexamination is concluded. -
However, in aggravated situations where it appears clear. -
that the second or subsequent request was filed for pur-

poses of harassment, the request should be denied. The
grant of such a request would unduly prolong the conclu-
sion of the pending reexamination and be inconsistent
with the requirement that reexamination proceeding be
conducted with special dispatch. If the second or subse-
quent requester does not include the prior art which
raised a substantial new question of patentability in the
pending reexamination, reexamination may or may not
be ordered depending on whether the different prior art
raises a substantial new question of patentability. The
second or subsequent request should be determined on
its own merits without reference to the pending reex-
amination.

Where a reexamination is pending at the time a sec-
ond or subsequent request for reexamination is to be
decided, sce MPEP § 2283.

2241 Time for Deciding Request

The determination whether or not to reexamine must
be made within 3 months following the fifing date of a re-
quest. See 35 U.S.C. 303(a) and 37 CFR 1.515(a). The
examiner should pick up a request for decision about
6 weeks after the request was filed. The decision should
be mailed within 10 weeks of the filing date of the re-
quest. A determination to reexamine may be made at the
initiative of the Commissioner at any time during the pe-
riod of enforceability of a patent. See 35 U.S.C. 303(a)
and 37 CFR 1.520.

2242 Criteria for Deciding Request [R—2]

SUBSTANTIAL NEW QUESTION OF
PATENTABILITY

The presence or absence of “a substantial new ques-
tion of patentability” detcrmines whether or not reex-
amination is ordered. The meaning and scope of the
term “a substantial new question of patentability” is not
defined in the statute and must be developed to some ex-
tent on a case—~by-case basis. If the prior art patents and
printed publications raise a substantial new question of
patentability of at least one claim of the patent, then a
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substantlal new question of patentabrhty is present un-

 less it is clear to the examiner that the same questmn of - :
patentabrllty has already been dec1ded by 1) a flnal:j’ o
*holding of invalidity by a Federal Court or (2) by the of-

fice either in the orlgmal examrnatlon the exammatlon'

ofa relssue patent ‘or: an earher concluded reexamma-;'l a
tion. The answer to the questlon of whether a “substan- - L
‘tial new question of patentabrlrty” ex1sts, and therefore -
‘whether reexamination - may be had, is decrded by the

Commissioner, and, as 35 UsS. C. 303 provides, that de-’
termination is final, i.e., not subject to ‘appeal. See In re
Etter, 225 USPQ 1 (Fed Cir. 1985).

A prior art patent or printed publication raises a sub-
stantial new question of patentability where there is a
substantial likelihood that a reasonable examiner would
consider the prior art patent or printed publication im-
portant in deciding whether or not the claim is patent-
able. Thus, in making the determination on the request,
the examiner should consider the prior art patents and/
or printed publications and, if there is a substantial likeli-
hood that a reasonable examiner would consider them
important, should find “a substantial new question of
patentability” unless the same question of patentability
has already been decided as to the claim in a final holding
of invalidity by a Federal court or favorably by the Office.
For example, the same question of patentability may
have already been decided by the Office where the ex-
aminer finds the additional prior art patents or printed
publications are merely cumulative to similar prior art al-
ready fully considered by the Office in a previous ex-
amination of the claim.

For “a substantial new question of patentability” to
be present, it is only necessary that (1) the prior art pat-
ents and/or printed publications raise a substantial new
question of patentability regarding at least one claim and
(2) the same question of patentability as to the claim has
not been decided by the Office in a previous examination
or in a final holding of invalidity by the Federal Courts in
a decision on the merits involving the claim. It is not nec-
essary that a “prima facie” case of unpatentability exist as
to the claim in order for “a substantial new question of
patentability” to be present as to the claim. Thus, “a sub-
stantial new question of patentability” as to a patent
claim could be present even if the examiner would not
necessarily reject the claim as either fully anticipated by,
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or obvious in view‘ of, the prior patents or printed publi-
cations. The difference between “a substantial new ques-

tion of patentability”  and a “prima facie” case of unpa-
p b pd

tentability is 1n1portant See generally In re Etter
225 USPQ 1, 4 (Fed. Cir. 1985) (footnote 5).

In order to further clarify the meaning of “a substan- - .
tial new question of patentability” certain situations are

outlined below which, if present, should be considered
when making a decision as to whether or not “a substan-
tial new question of patentability” is present.

POLICY IN SPECIFIC SITUATIONS

1. Prior Favorable Decisions by the Patent and
Trademark Office on the Same or Substantially Identical
Prior Art in Relation to the Same Patent.

**>A “substantial new question of patentability” is
not raised if the Office has previously considered the
same question of patentability as to a patent claim favor-
able to the patent owner based on the same prior art pat-
ents or printed publications. In re Recreative Technolo-
gies, 83 F3d 1394, 38 USPQ2d 1776 (Fed. Cir. 1996). For
this purpose, the same question of patentability was
“previously considered” if the grounds of rejection based
on the question of patentability:

1. Would apply to the same claimed subject mat-
ter as a previous rejection in the examination of the orig-
inal patent or earlier concluded reexamination;

2. Would rely on the same combination of patents
and printed publications as the previous rejection; and

3. Would apply the same statutory basis as the
previous rejection.

In an unusual fact situation, application of the above—
stated test may be difficult or yield a questionable result.
Cf. Ex parte Chicago Rawhide, 223 USPQ 351 (Bd. Pat.
App. & Inter. 1984) and Ex parte Gould, 231 USPQ 943,
946 (Bd. Pat. App. & Inter. 1986). In such a situation, the
examiner should consult with the Group Director to de-
termine the appropriate action. See also MPEP §
2258.<

2. Prior Adverse Decisions by the Office on the Same
or Substantially Identical Prior Art in the Same Patent.

A prior decision adverse to the patentability of a
claim of a patent by the Office based upon prior art pat-
ents or printed publications would usually mean that “a
substantially new questicn of patentability” is present.
Such an adverse decision by the Office could arise froma
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reissue apphcatlon whlch was abandoned after rejectlon‘ i

of the claim and w1thout disclaiming the patent claim.

‘ 3 Pl‘lOl‘ Adverse Reissue Applrcatlon Fmal Decrsnonf . |
by the Commrssroner or the Board of Patent Appeals

' and Interferences Based Upon Grounds Otheér Than ~ "

Patents or Prlnted Pubhcatrons

Any prior adverse final decision by the Commission-
er, or the Board of Patent Appeals and Interferences; on
an application seeking to reissue the same patent on
which reexamination is requested will be considered by
the examiner when determining whether or not a “sub-
stantial new question of patentability” is present. To
the extent that such prior adverse final decision was
based upon grounds other than patents or printed publi-
cations, the prior adverse final decision will not be con-
sidered in determining whether or not a “substantial new
question of patentability” is present.

4. Prior Favorable or Adverse Decisions on the Same
or Substantially Identical Prior Patents or Printed Publi-
cations in Other Cases not Involving the Patent.

While the Office would consider decisions involving
substantially identical patents or printed publications in
determining whether a “substantial new question of pat-
entability” is raised, the weight to be given such decisions
will depend upon the circumstances. For example, if the
Office has used the same or substantially identical prior
art to reject the same or similar claims in another ap-
plication or patent under reexamination, this would be
considered as being material in making a determination.
Similarly, if a foreign patent office or a foreign court has
used the same or substantially identical prior art to reject
or invalidate the same or similar claims, this would be
considered as being material in making the determina-
tion. Likewise, if a United States Court has invalidated
similar claims in another patent based on the same or
substantially identical prior patents or printed publica-
tions, this would be considered as being material in mak-
ing the determination. Favorable decisions on the same
or substantially identical prior patents or printed publi-
cations in other cases would be considered but would not
be controlling.
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POLICY WHERE A FEDERAL COURT
DECISIONHAS BEEN ISSUED ON THE PATENT

When the initial question as to whether the prior art
raises a substantial new question of patentability as to a
patent claimis under consideration, the existence of a fi-
nal court decision of claim validity in view of the same or

different prior art does not necessarily mean that no new

question is present, in view of the different standards of
proof employed by the district courts and the Office.
Thus, while thie Office may accord deference to factual
findings made by the court, the determination of wheth-
er a substantial new question of patentability exists
will be made independently of the court’s decision on
validity as itis not controlling on the Office. A non—final
holding of clagm invalidity or unenforceability will not be
controlling on. the question of whether a substantial new
question of patentability is present. However, a final

holding of cl&m jzvalidify or unenforceability is control-

ling on the Office. In such cases, a substantial new ques-
tion of patentability would nof be present as to the claims
finally held imvalid or unenforceable. See Ethicon v.
Quigg, 7 USPCR 1152 (Fed. Cir. 1988).

Any sitiations requiring clarification should be
brought to the attention of the Office of the Assistant
Commissioner for Patents.

2243 Claims Considered in Deciding Request

The claims in effect at the time of the determination
will be the basis for deciding whether “a substantial new
question of patentability” is present (37 CFR 1.515(a)).
While the examiner will ordinarily concentrate on those
claims for which reexamination is requested, the finding
of “a substankial new question of patentability” can be
based upon a €laim of the patent other than the ones for
which reexamination is requested. For example, the re-
quest mightseek reexamination of particular claims, but
the examiner s not limited to those claims and can make
a determination that “a substantial new question of pat-
entability” is present as to other claims in the patent
without necessarily finding “a substantial new question”
with regard i the claims requested. If a substantial new
question of palentability is found as to any claim, reex-
amination will be ordered and will normally cover all
claims except where some claims have been finally held
invalid in a Federal court decision on the merits. The de-
cision should dliscuss all patent claims in order to inform
the patent owmer of the examiner’s position. See MPEP
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§ 2242 for patent claims which have been the subject of a -
prior decision. Amendments or new claims will not be
considered or commented upon when deciding a
request. : o " o

2244 Prior Art on Which the Determinationls
Based =

~ The determination whether or not “a substantial new
question of patentability” is present can be based upon

“any prior art patents or printed publications. Section

303(a) of the statute and 37 CFR 1.515(a) provide that -
the determination on a request will be made “with or
without consideration of other patents or printed publi-
cations,” i.e., other than those relied upon in the request.
The examiner is not limited in making the determination
to the patents and printed publications relied on in the
request. The examiner can find “a substantial new ques-
tion of patentability” based upon the prior art patents or
printed publications relied on in the request, a combina-
tion of the prior art relied on in the request and other
prior art found elsewhere, or based entirely on different
patents or printed publications. The primary source of
patents and printed publications used in making the de-
termination are those relied on in the request. However,
the examiner can also consider the prior art of record in
the patent file from the earlier examination or a reex-
amination and any patents and printed publications of
record in the patent file from submissions under 37 CFR
1.501 which are in compliance with 37 CFR 1.98 in mak-
ing the determination. If the examiner believes that
additional prior art patents and publications can be
readily obtained by searching to supply any deficiencies
in the prior art cited in the request, the examiner can per-
form such an additional search. Such a search should be
limited to that area most likely to contain the deficiency
of the prior art previously considered and should be
made only where there is a reasonable likelihood that
prior art can be found to supply any deficiency necessary
to “a substantial new question of patentability.”

The determination should be made on the claims in
effect at the time the decision is made (37 CFR
1.515(a)).

The Commissioner of Patents and Trademarks has
the authority to order reexamination only in those cases
which raise a substantial new question of patentability.
The substantial new question of patentability require-
ment protects patentees from having to respond to, or
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partieipate' in unjustified reekaminations, Patlex Corpo-

ration V. Mossmghoﬂ; 226 USPQ 985, 989 (Fed. Cir.

1985).

2245 Processmg of Declsmn

After the examiner has prepared the dec1snon and
proofread and signed the typed version, the reexamina- -

tion file and decision are given to the group’s reexamina-
tion clerk for processing. :

The reexamination clerk then prlnts the headmg on
the decision by using the computer terminal and makes 3
copies of any prior art documents not already supplied by
or to the patent owner or requester, if the request was
made by a party other than the patent owner. If the pat-
ent owner filed the request, only 2 copies are required.

A copy of the decision is then mailed to the requester
and the patent owner, along with any required copies of
prior art documents. The original signed copy of the de-
cision and a copy of any prior art enclosed is made of re-
cord in the reexamination file.

The file is returned to the special storage area in the
examining group.

2246 Decision Ordering Reexamination

35 US.C. 304. Reexamination order by Commissioner.

If, in a determination made under the provisions of subsection
303(a) of this title, the Commissioner finds that a substantial new ques-
tion of patentability affecting any claim of a patent is raised, the deter-
minationwill include an order forreexamination of the patent for resolu-
tion of the question, The patent owner will be given a reasonable period,
not less than two months from the date a copy of the determination is giv-
en or mailed to him, within which he may file a statement on such ques-
tion, including any amendment to his patent and new claim or claims he
may wish to propose, for consideration in the reexamination. If the pat-
ent ownerfiles such astatement, he promptly will serve acopy of it on the
personwho has requested reexamination under the provisions of section
302 of this title. Within a period of two months from the date of service,
that person may file and have considered in the recxamination a reply to
any statement filed by the patent owner. That person promptlywill serve
on the patent owner a copy of any reply filed.

37 CFR 1.525. Order to reexamine.

(a) If a substantial new question of patentability is found
pursuant to § 1.515 or § 1.520, the determination will include an order
for reex- amination of the patent for resolution of the question. If the
order for reexamination resulted from a petition pursuant to
§ 1.515(c), the reexamination will ordinarily be conducted by an
examiner other than the examiner responsible for the initial deter-
mination under § 1.515(a).

{b) If the order for reexamination of the patent mailed to the
patent owner at the address as provided forin § 1.33(c) isreturned to the
Office undelivered, the notice published in the Official Gazette under
§ 1.11(c) will be considered to be constructive notice and reexamination
will proceed.
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If the request is granted, the exammer wrll con-

rclude that a substantial new questlon of patentablhty -

‘has been raised by identifying all claims and issues, the

- patents or. prmted publications rehed on, and a, bnef_-’"-
‘statement of the rationale supportmg each new ques—“‘ o
;ﬁtlon Ina s1mple case, thls may enta'l 'doptlon of the -
son: er. The references re-
“lied on by the -examiner- should ‘be- ‘cited on ‘a
PTO—892, unless already hsted on a. form PTO~1449

by the Tequester, and a copy of the reference supplied

_only where it has not been prev10usly supphed to the

owner and requester.

The decision granting the request is made on a de-
cision form and will remind the owner and requester
of the statutory time periods that they have in which to
respond.

The wording of Form Paragraph 22 01 should be used
at the end of each decision letter.

9 2201 New Question of Patentability

A substantial new question of patentability affecting claim [1] of
United States Patent Number [2] is raised by the request for reexamina-
tion, .

Extensionsoftimeunder37CFR1.136(a)willnotbepermitted
in reexamination proceedings because the provisions of 37 CFR
1.136 applyonlyto “anapplicant” and not to parties in areexamina-
tion proceeding, Additionally, 35 U.S.C. 305 requires that reexamina-
tion proceedings “will be conducted with special dispatch” (37 CFR
1.550(a)). Extension of time in reexamination proceedings are provided
for in 37 CFR 1.550(c).

Upon determination that a substantial new ques-
tion of patentability is present, either pursuant to a re-
quest under 35 U.S.C. 302 and 37 CFR 1.515, or a sua
sponte determination under 35 U.S.C. 303(a), second
sentence, and 37 CFR 1.520, the Commissioner issues
an order to reexamine. The statutory wording is that:

[T}he determination [that a substantial new question of patentabil-
ity is raised] will include an order for reexamination of the patent for
resolution of the question. [35 U.S.C. § 304, first sentence]

If the request is granted, the examiner must identi-
fy at least one substantial new question of patentability
and explain how the prior art patents or printed publi-
cations raise such a question. The examiner should in-
dicate insofar as possible, his or her initial position on
all the issues identified in the request or by the re-
quester (without rejecting claims) so that comment
thereon may be received in the patent owner’s state-
ment and in the requester’s reply. The prior art relied
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Coples of any patents or pnnted pubhcatron rel

on, which have not been prev10usly supphed tothe ownerf

and requester, should be mcluded with the decnsron

: MANUALO PATENI‘EXAMI NGPROCEDURE

The decision granting a Tequest must set- forth the. " spondic

time periods for the patent owner and: requester to fxle .

their statement and any reply thereto, ‘
Neither the patent owner nor the requester has any

right to petition or request reconsideration of a deci- -
sion to grant a request for reexamination even if the

decision grants reexamination for reasons other than

those urged by the requester or on less than all the

grounds urged by the requester. However, in cases
where no discretion to grant a request for reexamina-
tion exists, such as where the grant is not based on pat-
ents or printed publications “appropriate circum-
stances” under 37 CFR 1.181(a)(3) exist to vacate the
grant of such a request,

Any prior art citations under 37 CFR 1.501 sub-
mitted after the date of the decision on the order
should be retained in a separate file by the reexamina-
tion clerk and stored until the reexamination proceed-
ing is terminated, at which time the prior art citation
is then entered of record on the patent file. See MPEP
§ 2206.
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'quester whlch 1s based 0, patents: or. prmted pubhca—' o
- tions. If arguments are presen eda e
on prior patents or printed pubhcatlbns, such as those =

based on public use or-sale; or. abandonment underj’ L
- -35:US.C. 102(c) the examiner. should note that such = - -
grounds are improper for reexammatlon and are not"h’ Lo

considered or commented upon See. 37 CFR 1. 552(c)

A copy of any denied request ‘a dn the decrsnon* o

thereon are made part of the official patent f11e ,

If the denial of the request is not overturncd by a
petition decision, a refund will be made to the request-
er under 37 CFR 1 26(c) after the permd for petition
has expired.

Use Form Paragraph 22 02 as the mtroductory
paragraph in a decision denymg reexammatlon

% 22.02 No New Questton of Paten!abdtty
. No substantial new question of patentability is ralsed by the

'request for reexamination and pnor art cuted therem for the reasc)ns;l‘

set forth below.
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Patent and Trademark Oﬂ‘ice

Py ‘, Addtcss : COMMISSIONEROFPATEN'I‘S‘AND'I‘RADEMARKS ‘
'n' i Washmgton D.C.20231. :

/% Z UNITED STATES DEPARTMENT OF COMMERCE .

CONTROL NUMBER | FILING DATE| PATENT UNDER REEXAMINATION. . ATTORNEY DOCKET No]
90,999,999 09/09/99 9 999,999 _;j‘f . 999
e ‘ : S LR “'f EXAMINER
William Dyre : ; —— m——
2400 Jefferson Davis Highway L i wcnn*f,chgof'“
Arlington, VA 22202 , | ARrT UNIT [PAPERNUMBER
1303 : 3
DATE MAILED g
09/14/99

ORDER GRANTING/DENYING REQUEST FOR REEXAMINATION

The request for reexamination has been considered. Identification of the claims, the references relied on, and the
rationale supporting the determination are attached.

Attachment(s) [ PTO-892. (] PTO-1449. []Other:

L ] The request for reexamination is GRANTED.,
RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS:

For Patent Owner’s Statement (optional): TWO MONTHS from the mailing date hereof. 37 CFR 1.530(b).
EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester’s reply (optional): TWO MONTHS from the date of service of any patent owner’s statement.
37 CFR 1.535. NO EXTENSION OF TIME IS PERMITTED. If patent owner does not file a timely statement
under 37 CFR 1.530(b), no reply by requester is permitted.

2.00 The request for reexamination is DENIED.

This decision is not acceptable. 35 U.S.C. 303(c). Requester may seek review by petition to the Commissioner
within ONE MONTH from the mailing date hereof. 37 CFR 1.515(c). EXTENSIONS OF TIME ONLY
UNDER 37 CFR 1.183.

In due course, a refund under 37 CFR 1.26(c) will be made to requester (listed below if not patent owner)
(J by Treasury check (] by credit to Deposit Account No.
unless notified otherwise. 35 U.S.C. 303(c).

(Third party requester’s correspondence address)

John Doe
12 Seemore Street
New York, New York 10001
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'for reexamlnatlon jj

Exten51ons of tlme under 37 CF\?h
in. these proceedlngs because the pro :
only to"‘an appllcant” and not to partlesh”

ceedlngs “w1ll be conducted w1th spec1al dlspatch’;
1.550(a)) and prov1des for exten51ons of tlme ln ree,,ﬁV
proceedings as set forth in 37 CFR 1. 550(c) '

The request indicates that Requester con91ders that Clalms 1 -3 arefﬂ
unpatentable over Smith taken with Jones.

The request further indicates that Requester conSLders that Clalm 4‘
is unpatentable over the Horn publication. :

It is agreed that the consideration of Smith raises a substantial
new question of patentability as to Claims 1-3 of the Key patent. As
pointed out on pages 2~3 of the request, Smith teaches using an
extruder supported on springs at a 30 degree angle to the horizontal
but does not teach the specific polymer of Claims 1-3 which is ex-
truded. The teaching as to spring-supporting the extruder at 30 de-
grees was not present in the prosecution of the application which
became the Key patent. Further, there is a substantial 1likelihood
that a reasonable examiner would consider this teaChing important in
deciding whether or not the claim is patentable. Accordingly;'smith
raises a substantial new question of patentability as to Claims 1-3,
which question has not been decided in a. previous examination of the
Key patent.

The Horn publication does not raise a new question of patentability
as to Claim 4 because its teaching as to the extrusion die is a
substantial equivalent of the teaching of the die by the Dorn patent
which was considered in the prosecution of the application which
became the Key patent. However, Claim 4 will be reexamined along with
Claims 1-3 of the Key patent.

Kenneth Schor ’
Examiner, Gp 13060
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UNITED STATES DEPARTMENT OF COMMERCE, T
Patent and 'n'ademark Oﬂice SR

b Address : COMMISSIONEROFPATEN’I‘S ANDTRADEMARKS PR
: Wurungmn DC 2081 R

CONTROL NUMBER | FILING PATE| PATENT UNDER REEXAMINATION

|arrorney pocker ol

90/999 999 09/09/;99 9 999 999

. muwmmeR
William Dyre , , _ N
2400 Jefferson Davis Highway ,‘7‘*“V°mﬁ*h Schar L
Arlington, VA 22202 o -1 ART UNIT- ‘PAPERNUMBER- e
k 13030 e 3
DATE MAILED c

109/14/99
ORDER GRANTING/DENYING REQUEST FOR REEXAMINATION

The request for reexamination has been considered. Identification of the claims, the references rehed on, and the
rationale supporting the determination are attached.

Attachment(s) [J PTO-892. [J PTO-1449. []Other:

.00 The request for reexamination is GRANTED.
RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS:

For Patent Owner’s Statement (optional): TWO MONTHS from the mailing date hereof. 37 CFR 1.530(b).
EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester’s reply (optional): TWO MONTHS from the date of service of any patent owner’s statement.
37 CFR 1.535. NO EXTENSION OF TIME IS PERMITTED. If patent owner does not file a timely statement
under 37 CFR 1.530(b), no reply by requester is permitted.

2. Q The request for reexamination is DENIED.

This decision is not acceptable. 35 U.S.C. 303(c). Requester may seek review by petition to the Commissioner
within ONE MONTH from the mailing date hereof. 37 CFR 1.515(c). EXTENSIONS OF TIME ONLY
UNDER 37 CFR 1.183.

In due course, a refund under 37 CFR 1.26(c) will be made to requester (listed below if not patent owner)
[J by Treasury check [] by credit to Deposit Account No.
unless notified otherwise, 35 U.S.C. 303(c).

(Third party requester’s correspondence address)

John Doe
12 Seemore Street
New York, New York 10001
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3 is unpatentable over Smlth taken w1th Jones and when further takene“
with the Horn publlcatlon

The claims of the Key patent, for which reexamination is. requested/r ‘
require that an extruder be supported on springs at an angle of 30
degrees to the horizontal, while a specific chlorlnated polymer ls~,
extruded through a specific extrusion die. :

The Smith patent does not raise a substantial new question of
patentability as to the Key claims. Smith’s teaching as to‘the'ex-
truder being spring-supported at 30 degrees is a substantial equiva-
lent of the teaching of same by the Dorn patent which was considered
in the orosecution of the application which became the Key‘patent.

In the request for reexamination, it is argued that Jones teaches
the extrusion die. However, Jones was also used in the prosecution of
the Key application to teach the extrusion die. Further, there is no
argument in the reexamination request that Jones is being applied in
a manner different than in the prosecution of the Key application.

The Horn publication has been argued to show the connection of the
support means to the extruder via bolts, as recited in Claim 3 of the
Key patent. Although this teaching was not provided in the prosecu-
tion of the Key application, the teaching would not be considered to
be important to a reasonable examiner in dec1d1ng whether or not the
Key claims are patentable.

The references set forth in the request have been considered both
alone and in combination. They fail to raise a substantial new ques-
tion of patentability as to any one of the Key patent claims. Accord-
ingly, the request for reexamination is DENIED.

Kenneth Schor
Examiner, Gp 1300
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2248 Petition From Denial of Request

-37 CFR I.515. Determination of the request for reexamination.

TREEE

(c) The requester may scek review by a petition to the
Commussioner under §:1.181 within one month of the mailing date
ofthe cxaminer'sdetermination refusing reexamination. Anysuch
petition must comply with § 1.181(b). If no petition is timely filed or
if the decision on petition affirms that no substantial new question of

patentability has been raised, the determination shall be final and

nonappealable.

PROCESSING OF PETITION UNDER
37 CER L515(c)

Once the request for recxamination has been denied,
the reexamination file will be stored in the group central
files to await a petition. If no petition is filed within one
(1) month, the file is forwarded to the Office of Finance
for a refund. If a petition is filed, it is forwarded to the
officc of the group director for decision.

The director’s review will be de novo. Each decision
by the group director will conclude with the paragraph:

“This decision is final and nonappealable. 37 CFR
1.515(c). No further communication on this matter will
be acknowledged or considered.”

If the petition is granted, the decision of the group di-
rector should include a sentence setting a 2—month peri-
od for filing a statement under 37 CFR 1.530; the reex-
amination file will then be returned to the supervisory
primary examiner of the art unit that will handle the re-
cxamination for consideration of reassignment to anoth-
cr examiner.

Reassignment will be the general rule and only in ex-
ceptional circumstances where no other examiner is
available and capable to give a proper examination will
the case remain with the original examiner. If the origi-
nal dctermination is signed by the supervisory primary
examiner, the reexamination ordered by the director will
be assigned to a primary examiner.

The requester may seek review of a denial of a re-
quest for reexamination by petitioning the Commission-
er under 37 CFR 1.515(c) and 1.181 within 1 month of
the mailing date of the decision denying the request for
reexamination. A request for an extension of the time
period to file a petition from the denial of a request for
reexamination can only be entertained by filing a peti-
tion under 37 CFR 1.183 with appropriate fee to waive
the time provisions of 37 CFR 1.515(c). Except for the
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, 2249‘:"
hmltcd cxceptlon dCSCl'led in MPEP § 2246 no pctmon
may: be hled requesting revncw ofa decnsnon granting are-

quest for rcexamination .cven if thc dCClSlon grants the

request for reasons other than those advanced by re-

quester or as- 0 clalms othcr than thosc for whlch re-

quester sought recxammatlon No nght o rcvu.w CXIStS
if recxamination is: ordcrcd in such a case because all’
claims w1ll be reexammed in view of all prior art durmg "
the reexamination under 37CFR L. 550 '

After the time for petmon has explred without a peu- '
tion having been filed, or a petition has bcen hled and
the decision thereon affirms the denial of thc,rc_quest, a.
partial refund of the filing fee for requesting reexamina-
tion will be made to the requester. (35 U.S.C. 303(c) and
37 CFR 1.26(c)). A decision on a petmon is final and is
not appealable.

2249 Patent Owner’s Statement

37 CFR 1.530. Statement and amendment by patent owner,

(a) Except as provided in § 1.510(e), no statement or other
response by the patent owner shall be filed prior to the determinations
made in accordance with §§ 1.515 or 1.520. If a premature statement or
other response is filed by the patent owner it will not be acknowiedged or
considered in making the determination.

(b) The order for reexamination will set a period of not less than
two months from the date of the order withinwhich the patentowner may
file a statement on the new question of patentability including any
proposed amendments the patent owner wishes to make.

(c) Anystatement filed by the patent owner shall clearly point out
why the subject matter as claimed is not anticipated or rendered obvious
by the prior art patents or printed publications. ¢ither alone or in any
reasonable combinations. Any statement filed must be served upon the
reexamination requester in accordance with § 1.248.

(d) Anyproposed amendments to the description and claimsmust
be made in accordance with § 1.12 [(f). No amendment may enfarge the
scope of the claims of the patent or introduce new matter. No
amendment or new claims may be proposed for entry in an ¢xpired
patent. Moreover, no amended or new claims will be incorporated into
the patent by certificate issued after the expiration of the patent.

(e) Although the Office actions will treat proposed amendments
as though they have been entered, the proposed amendments will not be
effective until the reexamination certificate is issued,

The patent owner has no right to file a statement sub-
sequent to the filing of the request but prior to the order
for reexamination. Any such premature statement will
not be acknowledged or considered by the Office when
making the decision on the request. See MPEP § 2225
and Patlex Corp. v. Mossinghoff, 226 USPQ 985 (Fed. Cir.
1985).
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If reexamination is ordered, the decision will set a pe-

riod of not less than 2 months within which period the

patent owner may file a statement and any narrowing
amendments to the patent claims. If necessary, an exten-
sion of time beyond the 2 months may be requested un-
der 37 CFR 1.550(c) by the patent owner. Such request
is decided by the Group Director.

Any statement filed must clearly poini out why the
patent claims are believed to the patentable, considering
the cited prior art patents or printed publications alone
or in any reasonable combination.

A copy of the statement must be served on the re-
quester, if the request was not filed by the patent owner.

in the event the decision is made to reexamine, the
patent statute (35 U.S.C. 304) provides that the owner
wiil have a period, not less than 2 months (minimum
time), to file a statement directed to the issue of patent-
ability. Since the 2—month period is the minimum pro-
vided by statute, first extensions may be granted up to
one (1) month based upon good and sufficient reasons.
Further extensions should be granted only in the most
extraordinary situations; e.g., death or incapacitation of
the representative or owner.

Lack of proof of service poses a problem especially
where the patent owner fails to indicate that he or she
has served the requester in the statement subsequent to
the order for reexamination (37 CFR 1.530(c)). In this
situation, the Reexamination Clerk should immediately
contact the patent owner by telephone to see whether
the indication of proof of service was inadvertently
omitted from the patent owner’s response. If it was, the
patent owner should be advised to submit a supplemen-
tal paper indicating the manner and date of service on re-
quester. If the patent owner cannot be contacted, the Re-
examination Clerk will then contact the requester to
verify that service has in fact been made by the patent
owner and indicate that acknowledgment of proof of ser-
vice should accompany requester’s reply (37 CFR
1.248(b)(1)). If the 2~ month period for response under
37 CFR 1.530 has expired and requester has not been
served, the patent owner’s statement is considered inap-
propriate (37 CFR 1.248) and may be denied consider-
ation; see MPEP § 2267,

It should be noted that the period for response by re-
quester for a reply under 37 CFR 1.535 is 2 rnonths from
the owner’s service date and not 2 months from the date
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the patent owner’s statement was received in the Patent
and Trademark Office. :

2250 Amendment by Patent Owner [R-1]

37 CFR I.121.Manner of making amendments.

LEE L2

(f) Proposed amendments presented in patents involved in reex- .
amination nroceedingsmustbe presented in the formof a full copyof the
text of (1, ..ach claim which is amended and (2) each paragraph of the
description which is amended. Matter deleted from the paterit shall be
placed betweenbracketsand matteradded shallbe underlined. Copies of
the printed claims from the patent may be used with any additions being
indicated by carets and deleted material being placed between brackets.
Claims must not be renumbered and the numbering of the claims added
for reexamination must follow the number of the highest numbered
patent claim. No amendment may enlarge the scope of the claims of the
patent. No new matter may be introduced into the patent.

Amendments to the patent may be filed by the patent
owner. See MPEP § 2221. Such amendments, however,
may not enlarge the scope of a claim of the patent or
introduce new matter. Amended or new claims which
broaden or enlarge the scope of a claim of the patent
should be rejected under 35 U.S.C. 30S. The test for
when an amended or “new claim enlarges the scope of an
original claim under 35 U.S.C. 305 is the same as that un-
der the 2~year limitation for reissue applications adding
enlarging claims under 35 U.S.C. 251, last paragraph.”
In re Freeman, 31 USPQ2d 1444, 1447 (Fed. Cir. 1994).
See MPEP § 1412.03 For handling of new matter, see
MPEP § 2270. Additional claims may also be added by
amendment without any fee. Any amendment proposed
will normally be entered and be considered to be entered
for purposes of prosecution before the Office; however,
the amendments do not become effective in the patent
until the certificate under 35 U.S.C. 307 is issued.

No amendment will be permitted where the certificate is-
sues after expiration of the patent. See 37 CFR 1.530 (d)
and (e). >The patent expiration date for a utility patent,
for example, is determined by taking into account the
term of the patent, whether maintenance fees have been
paid for the patent, and whether any disclaimer was filed
as to the patent to shorten its term. Any other relevant
information should also be taken into account. <

Amendment Entry — Amendments which comply
with 37 CFR 1.121(f) will be entered in the reexamina-
tion file wrapper. An amendment will be given a Paper
Number and be designated by consecutive letters of the
alphabet (A, B, C, etc.). The amendment will be entered
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by drawing a line in red ink through the claim(s) or para-
graph(s) canceled or amended, and the substituted copy
being indicated by reference letter. See MPEP § 2234..

ALL amendments in reexamination - pro‘ceedings
must be presented in the form of a full copy of the text of
each claim which is amended and each paragraph of the
description which is amended.

If a portion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and deletions) in relation to the current
text of the patent under reexamination.

Examples of proper claim amendment format are as
follows:

1. Patent claim:

A cutting means having a handle portion and a blade
portion.

2. Proper first amendment format:

A [cutting means] knife having a bone handle portion
and a notched blade portion.

3. Proper second amendment format:

A [cutting means] knife having a handle portion anda
serrated blade portion.

Note that the second amendment includes the
changes presented in the first amendment; i.e., [cutting
means] knife, as well as the changes presented in the sec-
ond amendment; ic., serrated. However, the term
notched which was presented in the first amendment and
replaced by the term serrated in the second amendment
and the term bope which was presented in the first
amendment and deleted in the second amendment are
not shown in brackets; i.e., [notched] and [bone}, in the
second amendment. This is because the terms [notched]
and [bone] would not be changes from the current patent
text and therefore are not shown. In both the first and
the second amendments, the entire claim is presented
with all the changes from the current patent text.

No renumbering of patent claims is permitted.

New claims added during reexamination must be un-
derlined and follow consecutively the number of the
highest numbered patent claim. If a new claim is
amended during prosecution, any material which is de-
leted will NOT appear in brackets because such deleted
material would not be a change to the current patent
text. The deleted material would not appear in any fash-
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ion. Further, the new clarm as amended will be: COM-
PLETELY underlined as requlred by 37 CFR1. 121(6). If
the patent expires durlng the ex parte reexamination pro-
cedure and the patent claims have: been amended, the
Office will hold the amendments as bemg improper and
all subsequent reexamination will be on the’ basis of the
unamended patent claims. This- procedure is necessary
since no amendments will be incorporated into the pat—\
ent by certificate after the expiration of the patent.

For entry of amendment ina merged proceedmg, see
MPEP § 2283 and § 2285.

For handling a dependent claim in reexammatlon
proceedings, see MPEP § 2260.01.

2250.01 Correction of Patent Drawings

In the reexamination proceeding the copy of the pat-
ent drawings submitted pursuant to § 1.510(b)(4) will be
used for reexamination purposes provided no change
whatsoever is made to the drawings. If there is to be
ANY change in the drawings, a new sheet of drawing for
each sheet changed must be submitted. The change may
NQT be made on the original patent drawings.

The new sheets of drawings must be submitted
and approved prior to forwarding the reexamination
file to the Office of Publications for issuance of the cer-
tificate. The new sheets of drawings should be entered in
the reexamination file.

2251 Reply by Requester

37 CFR 1.535. Reply by requester.

A reply to the patent owner’s statement under § 1.530 may be filed
by the reexamination requester within two months from the date of
service of the patent owner’s statement. Any reply by the requester must
beservedupon the patent owner in accordance with § 1.248. If the patent
owner does not file a statement under § 1.530, no reply or other
submission from the reexamination requester will be considered.

If the patent owner files a statement in a timely man-
ner, the requester is given a period of 2 months from the
date of service to reply. Since the statute (Section 304)
did not provide this as a minimum time period, there will
be no extensions of time granted.

The reply need not be limited to the issues raised in
the statement. The reply may include additional prior art
patents and printed publications and raise any issue ap-
propriate for reexamination.

If no statement is filed by the patent owner, no reply
is permitted from the requester.
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A copy of any reply by the requester must be served
on the patent owner. :

The requester is not permltted to frle any further pa-
pers after his or her reply to the patent owner’s state-
ment. Any further papers will not be acknowledged or
considered. The patent owner cannot file papers on be-
half of the requester and thereby circumvent the rules,

2252 Consideration of Statement and Reply

37 CFR 1.540. Consideration of responses.

The failure to timely file orserve the documents set forth in §1.530
or in § 1.535 may result in their being refused consideration. No
submissions other than the statement pursuant to § 1.530 and the reply
by the requester pursuant to § 1.535 will be considered prior to
examination.

Although 37 CFR 1.540 would appear to be discre-
tionary in stating that late responses “may result in their
being refused consideration,” patent owners and re-
questers can expect consideration to be refused if the
statement and/or reply is not timely filed. 37 CFR 1.540
restricts the number and kind of submissions to be con-
sidered prior to examination to those expressly provided
for in 37 CFR 1.530 and 1.535. Untimely submissions will
ordinarily not be considered. Untimely submissions, oth-
er than untimely papers filed by the patent owner after
the period set for response, will not be placed of record in
the reexamination file but will be returned to the sender.

Papers filed in which no proof of service is included
and proof of service is required may be denied consider-
ation. Where no proof of service is included, inquiry
should be made of the sender by the reexamination
clerk as to whether service was in fact made. If no ser-
vice was made, the paper is placed in the reexamina-
tion file but is not considered; see MPEP § 2267.

2253 Consideration by Examiner

Once reexamination is ordered, any submissions
properly filed and served in accordance with 37 CFR
1.530 and 1.535 will be considered by the primary ex-
aminer when preparing the first Office action. The ex-
aminer will be guided in his or her consideration by the
provisions of 37 CFR 1.121(f) with respect to any pro-
posed amendments by the patent owner to the descrip-
tion and claims and by 37 CFR 1.530(c) regarding the
patent owner’s statement. If the requester’s reply to the
patent owner’s statement raises issues not previously
presented, such issues will be treated by the examiner in
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an Ofﬁce action pursuant to37 CFR 1 552(c) lf not w1th—

inthe scope of reexamination.

For handlmg of new matter, see MPEP § 2270

7‘225}4 Conduct of Reexammatlon

Proceedmgs [R 2]

35 U.8.C. 305. Conduct of reexammatton proceedmgs S
After the times for filing the statement and reply provnded for by
section 304 of this title have expired, reexamination will be conducted -

according to the proceduresestablishedforinitial examination under the

provisions of sections 132 and 133 of this title. In any reexamination
proceeding under this chapter; the patent owner will be permitted to
propose any amendment to his patent and a new claim or claims thereto,
in order to distinguish the invention as claimed from the prior art cited
under the provisions of section 301 of this title, or in response to a
decision adverse to the patentability of a claim of a patent. No proposed
amended or new claimenfarging the scope of a claim of the patent wilt be
permitted in a reexamination proceeding under this chapter. All
reexamination proceedings under this section, including any appeal to
the Board of Patent Appeals and Interferences, wiil be conducted with
special dispatch within the Office.

37 CFR 1.550. Conduct of reexamination proceedings.

(a) All reexamination proceedings, including any appeals to the
Board of Patent Appeals and Interferences, will be conducted with
special dispatch within the Office. After issuance of the reexamination
order and expiration of the time for submitting any responses thereto,
the examination will be conducted in accordance with §§ 1.104—1.119
and will result in the issuance of a reexamination certificate under
§ 1.570.

(b) The patent owner will be given at least 3¢ days to respond to
any Office action. Such response may include further statements in
response to any rejections and/or proposed amendments or new claims
to place the patent in a condition where all the claims, if amended as
proposed, would be patentable.

(c) The time for taking any action by a patent owner in a
reexamination proceeding will be extended only for sufficient cause, and
for a reasonable time specified. Any request for such extension must be
filed on or before the day on which action by the patent owneris due, but
in no case will the mere filing of the request effect any extension. See
§ 1.304(a) for extensions of time for filing a notice of appeal to the U.S.
Court of Appealsfor the Federal Circuitor for commencingacivil action.

(d) ¥ the patent owner fails to file a timely and appropriate
response to any Office action, the reexamination proceeding will be
terminated and the Commissioner will proceed to issue a certificate
under § 1.570 in accordance with the last action of the Office.

(c) The reexamination requester will be sent copies of Office
actiongissued duringthe reexamination proceeding, Anydocument filed
by the patent owner must be served on the requester in the manner
providedin §1.248, The document must reflectservice or the document
may be refused consideration by the Office. The active participation of
the reexamination requester ends with the reply pursuant to § 1.535, and
no further submissions on behalf of the reexamination requester will be
acknowledged or considered. Further, no submissions on behalf of any
third parties will be acknowledged or considered uniesssuchsubmissions
are (1) inaccordancewith § 1.510 or (2) entered in the patent fife prior to
the date of the order to reexamine pursuant to § 1.525, Submissions by
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- third parties, ﬁled after the date’ of the order to reexamme pursuant to.
§1.525, must meet the requlrements of and wiil be treated in accordance S

wrth §1. 501(3)

mitting any responses thereto have explred no further S
active participation by a. reexarnmatlon requester O

lowed and no third party submissions will be acknowl-
edged or considered unless they are in accordance with -

37 CFR 1.510. The reexamination proceedmgs will be ex

parte because this was the intention of the leglslatlon ;

The patent owner cannot file papers on behalf of the re-
quester and thereby circumvent the intent of the legisla-
tion and the rules. >The Federal Circuit held in Emerson
Electric Co. v. Davoil, Inc., 96-1202 (Fed. Cir. July 9,
1996) that a federal district court does not have the au-
thority to order a patent owner to file papers prepared by
a third party in addition to the patent owner’s own sub-
mission in a patent reexamination proceeding. Such pa-
pers prepared by the third party and filed by the patent
owner will not be entered, and the entire submission will
be returned to the patent owner as an inappropriate re-
sponse. See MPEP § 2266 and § 2267.< Ex parte pro-
ceedings also prevent extra proceedings and reduce pos-
sible harassment of the patent owner. The examination
will be conducted in accordance with 37 CFR
1.104-1.119 (35 U.S.C. 132 and 133) and will result in
the issuance of a reexamination certificate under 37
CFR 1.570. The proceeding shall be conducted with spe-
cial dispatch within the Office pursuant to 35 U.S.C. 305,
last sentence. A full search will not be made routinely by
the examiner. The reexamination requester will be sent
copies of Office actions and the patent owner must serve
responses on the requester. Citations submitted in the
patent file prior to issuance of an order for reexamina-
tion will be considered by the examiner during the reex-
amination. Reexamination will proceed even if the order
is returned undelivered. The notice under 37 CFR
1.11(c) is constructive notice and lack of response from
the patent owner will not delay reexamination.

2255 Who Reexamines

The examination will ordinarily be conducted by the
same primary examiner in the examining groups who
made the decision on whether the reexamination re-
quest should be granted. See MPEP § 2236.
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‘ The prtmary source of “prior art will be the patents‘,' e
and pnnted pubhcatlons crted in the request '

* The éxaminer must also consrder patents and Prmted Fae

publlcatrons D s -
—cited by a reexammatlon requester under 37 CFR -

“1.510

—cited in patent owner’s statement under 37 CFR
1.530 or a requester’s reply under 37 CFR 1.535 if they
comply with 37 CFR 1.98 ,

—cited by patent owner under a duty of disclosure

(37 CFR 1.555) in compliance with 37 CFR 1.98

—discovered by the examiner in searching

—of record in the patent file from earlier examina-
tion

—of record in patent file from 37 CFR 1.501 subnus-
sion prior to date of an order if it complies with 37 CFR
1.98. The reexamination file must indicate which prior
art patents and printed publications the examiner has
considered during ex parte examination.

2257 Listing of Prior Art

The examiner must list on a form PTO-—-892, if not al-
ready listed on a form PTO—1449, all prior patents or
printed publications which have been properly:

1. cited by the reexamination requester in the re-
quest under 37 CFR 1.510,

2. cited by the patent owner in the statement under
37 CFR 1.530 if the citation complies with 37 CFR 1.98,

3. cited by the reexamination requester in the reply
under 37 CFR 1.535 if the citation complies with 37 CFR
1.98, and

4. cited by the patent owner under the duty of disclo-
sure requirements of 37 CFR 1.555 if the citation com-
plies with 37 CFR 1.98.

The examiner must also list on a form PTO-892, if
not already listed on a form PTO-1449, all prior patents
or printed publications which have been cited in the deci-
sion on the request, or applied in making rejections or
cited as being pertinent during the reexamination pro-
ceedings. Such prior patents or printed publications may
have come to the examiners’ attention because:
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1. they were of reéord in the patent filedue toa prior - |

art submission under 37 CFR 1.501 whlch was recelved
prior to the date of the order, ;
2. they were of record in the patent flle as result of
earlier examination proceedings, or
3. they were discovered by the exammer dunng a
prior art search. ;

In instances where the examiner considers but does

not wish to cite documents of record in the patent file,
notations should be made in the reexamination file in the
manner set forth in MPEP § 717.05, items B5, C1 and C2.

All citations listed on formt PTO-892 and all cita-

tions not lined out on any form PTO~1449 will be -

printed on the reexamination certificate under “Refer-
ences cited.”

2258 Scope of Reexamination [R—2]

37 CFR 1.552. Scope of reexamination in reexamination pro-
ceedings.

(a) Patent claims will be reexamined on the basis of patents or
printed publications.

(b) Amended or new claims presented during a reexamination
proceeding must not enlarge the scope of the claimsof the patent and will
be examined on the basis of patents or printed publications and also for
compliance with the requirements of 35 U.S.C. 112 and the new matter
prohibition of 35 U.S.C. 132,

(c) Questionsother thanthose indicated in paragraphs (a) and (b)
of thissectionwill not be resolved in a reexamination proceeding. If such
questions are discovered during a reexamination proceeding, the
existence of such questions will be noted by the examiner in an Office
actioni, in which case the patent owner may desire to consider the
advisability of filing a reissue application to have such questions
considered and resolved.

Rejections on prior art in reexamination proceedings
may only be made on the basis of prior patents or printed
publications. Prior art rejections may be based upon the
following portions of 35 U.S.C. 102:

“(a) ... patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for patent,
or”

“(b) the invention was patented or described in a printed publica-
tion in thig or a foreign country . .. more than one year prior to the date of
the application for patent in the United States, or”

o o o

“(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his legal
representatives or assigns in a foreign country prior to the date of the
application for patent in this country on an application for patent or
inventor’s certificate filed more than twelve months before the filing of
the application in the United States, or”
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“(e) the mvcntlon was descnbed in a patent granted on aii

- application for patcnt by another filed in the Umtcd States before the -
"+ invention there of by the applicant for patent,. or. on an international

appllcatlon byanother who has fulfilled the requnrements of paragraphs iy

{(1),(2),and (4) ofsect10n371(c) of this tlllebeforc the mventlon thereof i
: by the appllcant for patent” , ., -

PP

Similarly, substantial new grounds of patentability

~‘may also be made under 35 U.S.C. 103 Wthh are’ based '

on the above indicated portions of 35 U.S. .C. 102.

Public Law 98—622 enacted on November 8, 1984
changed a complex body of case law and amended
35 U.S.C. by adding a new sentence which provides that '
subject matter developed by another which qualifies as
prior art only under 35 U.S.C. 102 (f) or (g) shall not pre-
clude patentability under 35 U.S.C. 103 provided the
subject matter and the claimed invention were common-
ly owned at the time the invention was made. This
change overrules the practice under In re Bass,
177 USPQ 178, (CCPA 1973) wherein an earlier inven-
tion by a co—employee was treated as prior art under 35
U.S.C. 102(g) and possibly § 102(f) with respect to a later
invention made by another employee of the same orga-
nization. However, the Federal Circuit held in DuPont v.
Phillips, 7 USPQ2d 1129, 1134—1135 (Fed. Cir. 1988),
that the prior work of another under 35 U.S.C. 102(g),
except as qualified by 35 U.S.C. 103 with respect to cer-
tain commonly owned subject matter, can be used as
35 U.S.C. 103 prior art so long as it has not been aban-
doned, suppressed, or concealed. Accordingly, a sub-
stantial new question of patentability may be found un-
der 35 U.S.C. 102(f) or (g)/103 based on the prior inven-
tion of another disclosed in a patent or printed pubhca-
tion. See Chapter 2100.

Once reexamination is ordered based on a proper
substantial new question of patentability, **>grounds
of rejection previously considered by the Office may not
be raised by the examiner. In re Recreative Technalogies,
83 F.3d 1394, 38 USP(Q2d 1776 (Fed. Cir. 1996). For this
purpose, a ground of rejection was “previously consid-
ered” if it:

1. is applied to the same claimed subject matter as
a previous rejection in the examination of the original
patent or earlier concluded reexamination;

2. relies on the same combination of patents and
printed publications as the previous rejection; and

3. applies the same statutory basis as the previous
rejection.
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In an unusual fact s1tuat10n, apphcatlon of the above—
stated test may be difficult or yield a questlonable result.

Cf. Ex parte Chicago Rawhide, 223 USPQ 351 (Bd. Pat.
App. & Inter. 1984) and Ex parte Gould, 231 USPQ 943,
946 (Bd. Pat. App. & Inter. 1986). In such asituation, the

examiner should consult with the Group Director to de-

termine the appropriate action. <
Rejections will not be based on matters other than
patents or printed publications, such as public use or

sale, inventorship, 35 U.S.C. 101, fraud, etc. In thisre- -

gard, see In re Lanham, 1 USPQ2d 1877 (Comm’r Pat.
1986), and Stewart Systems v. Comr: of Patents and Trade-
marks, 1 USPQ2d 1879 (E.D. Va. 1986). A rejection on
prior public use or sale, insufficiency of disclosure, etc.,
cannot be made even if it relies on a prior patent or printed
publication. Prior patents or printed publications must be
applied under an appropriate portion of 35 U.S.C. 102
and/or 103 when making a rejection.

Rejections may be made in reexamination proceed-
ings based on intervening patents or printed publications
where the patent claims under reexamination are en-
titled only to the filing date of the patent and are not sup-
ported by an earlier foreign or United States patent ap-
plication whose filing date is claimed. For example, un-
der 35 U.S.C. 120, the effective date of the claims would
be the filing date of the application which resulted in the
patent. Intervening patents or printed publications are
available as prior art under I re Ruscetta, 118 USPQ 101
(CCPA 1958).

* >Under limited circumstances, e.g., where new or
amended claims are presented, double< patenting **
>may be raised< in >a< reexamination proceeding <.
** As is the case for an application, a nonstatutory
double patenting rejection can be overcome by the filing
of a terminal disclaimer in accordance with 37 CFR
1.321(c).

Affidavits or declarations which explain the contents
or pertinent dates of prior patents or printed publica-
tions in more detail may be considered in reexamination,
but any rejection must be based upon the prior patents or
printed publications as explained by the affidavits or
declarations. The rejection in such circumstances cannot
be based on the affidavits or declarations as such, but
must be based on the prior patents or printed publica-
tions.

2200 — 51

2258
ADMISSION S
I Imtzal Reexammatzon Determtnatton and Order

The con31derat10n under 35 U S. C 303 of a request '
for reexamination is limited to’ prlor patents and printed

‘ publlcatlons See Ex parte McGaughey, 6 USPQ2d 1334,

1337 (Bd Pat. App & * >Inter.< 1988). Thus an admis-

sion, per  se, may not be the basis for’ establishing a sub-

stantial new question of patentability. ‘However, an ad-

mission by the patent owner of record in the file orin a.
court record may be utilized in oombmatlon with a pat-

ent or printed publication.

II. Reexamination Examination on Merits

After reexamination has been ordered, the examina-
tion on the merits is dictated by 35 U.S.C. 305, see Ex
parte McGaughey, 6 USPQ2d 1334, 1337 (Bd. Pat. App.
& * >Inter.< 1988). ‘

Admissions by the patent owner in the record as to
matters affecting patentability may be utilized in a reex-
amination proceeding; see 37 CFR 1.106(c).

37 CFR 1.106(c) provides that admissions by the pat-
ent owners as to matters affecting patentability may be
utilized in a reexamination proceeding. The Supreme
Court when discussing 35 U.S.C. 103 in Graham v. John
Deere Co. ,383 U.S. 6, 148 USPQ 459 (1966) stated, inter
alia, “the scope and content of the prior art are to be de-
termined.” Accordingly, a proper evaluation of the
scope and content of the prior art in determining ob-
viousness would require a utilization of any “admission”
by the patent owner whether such admission results from
a patent or printed publication or from some other
source. An admission as to what is in the prior art is sim-
ply that, an admission, and requires no independent
proof. It is an acknowledged, declared, conceded, or rec-
ognized fact or truth, Ex parte McGaughey, 6 USPQ2d
1334,1337 (Bd. Pat. App. & * >Inter.< 1988). While the
scope and content of the admission may sometimes have
to be determined, this can be done from the record and
from the paper file in the same manner as with patents
and printed publications. To ignore an admission by the
patent owner, from any source, and not use the admis-
sion as part of the prior art in conjunction with patents
and printed publications in reexamination would make it
impossible for the examiner to properly determine the
scope and content of the prior art as required by Gra-
ham, supra.
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The Board of Appeals upheld the use of an admnssmn
in a reexamination proceedmg in Ex parte Seiko Koko Ka-
bushiki Kaisha, 225 USPQ 1260 (** >Bd. Pat. App. & In-

ter.< 1984), Ex parte Kimbell, 226 USPQ 688 (** >Bd..

Pat. App. & Inter.< 1985) and in Ex parte McGaughey, 6
USPQ2d 1334 (Bd. Pat. App. & * >Inter.< 1988). In
Seiko, the Board relied on In re Nomiya, 184 USPQ 607
(CCPA 1975) holding an admission of prior art in the
specification of the parent undergoing reexamination is-
considered prior art which may be considered for any
purpose, including use as evidence of obviousness under
35 U.S.C. 103. In Kimbell the Board referred to the pat-
ent specification and noted the admission by appellant
that an explosion—proof housing was well known at the
time of the invention. In Ex parte McGaughey, 6 USPQ2d
1334, 1337 (Bd. Pat. App. & Int. 1988) the Board held
that any equivocal admission relating to prior art is a
fact which is part of the scope and content of the prior art
and that prior art admissions established in the record
are to be considered in reexamination. The Board ex-
pressly overruled the prior Board decision in Ex parte
Horton, 226 USPQ 697 (** >Bd. Pat. App. & Inter.<
1985) which held that admissions which are used as a ba-
sis for a rejection in reexamination must relate to patents
and printed publications.

The admission can reside in the patent file (made of
record during the prosecution of the patent application)
or may be presented during the pendency of the reex-
amination proceeding or in litigation. Admissions by the
patent owner as to any matter affecting patentability
may be utilized to determine the scope and content of
the prior art in conjunction with patents and printed
publications in a prior art rejection whether such admis-
sions result from patents or printed publications or from
some other source. An admission relating to any prior
art (i.e., on sale, public use, etc.) established in the re-
cord or in court may be used by the examiner in combina-
tion with patents or printed publications in a reexamina-
tion proceeding. The admission must stand on its own.
Information supplementing or further defining the ad-
mission would be improper. Any admission submitted by
the patent owner is proper. A third party, however, may
not submit admissions of the patent owner made outside
the record or the court. Such a submission would be out-
side the scope of reexamination.

Original patent claims will be examined only on the
basis of prior art patents or printed publications applied
under the appropriate parts of 35 U.S.C. 102 and 103.

Rev. 2, July 1996

o See MPEP § 2217 Durmg reexammatlon claims are giv-

en the’ broadest reasonable mterpretatlon consistent

with the speCIflcatlon and hmltatlons in the specification’

are not read into the claims (In re Iizmamoto et al. 222

USPQ 934 (Fed Cir. 1984)). Ina reexammatlon pro-.- 5
ceeding involving claims of an expired patent, which are R

not subject to amendment, a pollcy of liberal (i.e., nar-
row) construction should be applled Sucha pollcy favors,
a construction of a patent claim that will render it vahd
i.e., a narrow construction, over a broad construction
that would render it invalid. See In re- Papst—Motomn,
1USPQ2d 1659 (Bd. Pat. App. & * >Inter.< 1986). The
statutory presumption of validity, 35 U.S.C. 282, has no
application in reexamination (In re Etter, 225 USPQ 1
(Fed. Cir. 1985)).

Where some of the patent claims in a patent being re-
examined have been the subject of a prior Office or court
decision, see MPEP § 2242. Where other proceedings in-
volving the patent are copending with the reexamination
proceeding, see MPEP § 2282 — § 2286. New claims will
be examined on the basis of prior art patents or printed
publications and for compliance with 35 U.S.C. 112 in-
cluding the new matter prohibitions. Amended claims
will be examined on the basis of prior art patents and
printed publications and for compliance with 35 U.S.C.
112 to the extent that the amendatory matter raises an
issue under 35 U.S.C. 112,

The examiner should be aware that new or amended
claims are to be examined for compliance with 35 U.S.C.
112 and that consideration of 35 U.S.C. 112 issues should
be limited to the amendatory (i.e., new language) mat-
ter. For example, a claim which is amended or a new
claim which is presented containing a limitation not
found in the original patent claim should be considered
for compliance under 35 U.S.C. 112 only with respect fo
that limitation. To go further would be inconsistent with
the statute to the extent that 35 U.S.C. 112 issues would
be raised as to matter in the original patent claim. Thus,
a term in a patent claim which the examiner might deem
to be too broad cannot be considered as too broad in a
new or amended claim unless the amendatory matter in
the new or amended claim creates the issue.

Although a request for reexamination may not speci-
fy all claims as presenting a substantial new question,
each claim of the patent normally will be reexamined.
The resulting reexamination certificate will indicate
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the status of all of the patent clalms and any added pat-
entable claims.

Restriction requirements cannot be made in a reex-
amination proceeding since no statutory basis _ exists
therefor, and no new or amended claims enlarging the
scope of a claim of the patent are permitted.

There are matters ancillary to reexamination which
are necessary and incident to patentability which will be
considered. Amendments may be made to the specific-
tion to correct, for example, an inadvertent failure to
claim foreign priority or the continuing status of the pat-
ent relative to a parent application if such correction is
necessary to overcome a reference applied against a
claim of the patent. No renewal of previously made
claims for foreign priority under 35 U.S.C. 119 or contin-
uing status of the application under 35 U.S.C. 120, is nec-
essary during reexamination. Correction of inventorship
may also be made during reexamination.

Affidavits under 37 CFR 1.131 and 1.132 may be uti-
lized in a reexamination proceeding. Note, however,
that an affidavit under 37 CFR 1.131 may not be used
to “swear back” of a reference patent if the reference
patent is claiming the same invention as the patent un-
dergoing reexamination. In such a situation, the patent
owner may, if appropriate, seek to raise this issue in an
interference proceeding via an appropriate reissue ap-
plication if such a reissue application may be filed.

Patent claims not subject to reexamination because
of their prior adjudication by a court should be identi-
fied. See MPEP § 2242,

For handling a dependent claim in reexamination
proceedings, see MPEP § 2260.01. All added claims will
be examined.

Where grounds set forth in a prior Office or Federal
Court decision, which are not based on patents or
printed publications clearly raise questions as to the
claims, the examiner’s Office action should clearly state
that the claims have *>not< been examined as to those
grounds not based cn patents or printed publications
stated in the prior decision. See 37 CFR 1.552(c). See In
re Knight, 217 USPQ 294 (Comm’r Pat. 1982). All claims
under reexamination should, however, be reexamined
on the basis of prior patents and printed publications.

If questions other than those indicated above (for ex-
ample, questions of patentability based on the public use
or sale, fraud, abandonment under 35 U.S.C. 102(c),
etc.) are discovered during a reexamination proceeding,
the existence of such questions will be noted by the ex-
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amlner inan Offlce actlon, in wh1ch case the patent own- :

‘er may desire to consider the advnsablllty of filing a reis-
- sue apphcatlon to have'such questlons con51dered and.
: resolved Such questlons could arise in a reexamination

requester’s 37 CFR 1.510 request orima 37 CFR 1535
reply by the requester Note Form Paragraph 22.03.

9 2203 Issue th Within Scope of Reexamination ™~
-It is noted that an issue not within the scope of reexamination

* proceedings has been raised. [1]. The issue will not be considered in a

reexamination proceeding. 37 CFR 1.552(c). While:this issue is not
within the scope of reexamination, the patentee is advised that it may
be desirable to consider filing a reissue application provided that the
patenteebelieves oneormoreclaimstobe partially orwhollyinoperative
or invalid based upon the issue.

Examiner Note:

1. In bracket 1, identify the issues.

2. This paragraph may be used either when the request for
reexamination is based vpon issues such as public use or sale, fraud, or
abandonment of the invention, orwhen questions are discovered during
a reexamination proceeding. ‘

Where a request for reexamination is filed on a
patent after a reissue patent for the patent has already
issued, reexamination will be denied because the patent
on which the request for reexamination is based has been
surrendered. Should reexamination of the reissued pat-
ent be desired, a new request for reexamination includ-
ing and based on the specification and claims of the reis-
sue patent must be filed. Where the reissue patent issues
after the filing of a request for reexamination, see MPEP
§ 2285.

2259 Collateral Estoppel In Reexamination
Proceedings

MPEP § 2242 and § 2286 relate to the Office policy
controlling the determination on a request for reex-
amination and subsequent reexamination where there
fias been a Federal Court decision on the merits as to the
patent for which reexamination is requested. Since
claims finally held invalid by a Federal court will be with-
drawn from consideration and not reexamined during a
reexamination proceeding, no rejection on the grounds
of collateral estoppel will be appropriate in reexamina-
tion.
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2260 Ofﬁce‘Actions

37 CFR 1.104. Nature of exammatton, exammer s actzon reads
in part: , '
{a) On takmg up-..

the claimed invention. The examlnatlo_n shall be compl_ete with respect
both to compliance of the. . . patent under reexamination with the
applicable statutes and rules and to the patentability of the invention as

claimed, as well as with respect to matters of form, unless othermse

indicated.

(b) ...inthecase of areexamination proceeding, both the patent
owner and the requester, will be notified of the examiner’s action. The
reasons for any adverse action or any objection or requirement will be
stated and such information or references will be given as may be useful
in aiding the .. . patent owner, to judge the propriety of continuing
prosecution. -

L2200

It is intended that the examiner’s first ex parte action
on the merits be the primary action to establish the issues
which exist between the examiner and the patent owner
insofar as the patent is concerned. At the time the first
action is issued, the patent owner has already been per-
mitted to file a statement and an amendment pursuant to
37 CFR 1.530; and the reexamination requester, if the
requester is not the patent owner, has been permitted to
reply thereto pursuant to 37 CFR 1.535. Thus, at this
point, the issues should be sufficiently focused to enable
the examiner to make a definitive first ex parte action on
the merits which should clearly establish the issues which
exist between the examiner and the patent owner insofar
as the patent is concerned. In view of the fact that the ex-
aminer’s first action will clearly establish the issues, the
first action should include a statement cautioning the
patent owner that a complete response should be made
to the action since the next action is expected to be a final
rejection. The first action should further caution the pat-
ent owner that the requirements of 37 CFR 1.116(b)
will be strictly enforced after final rejection and that
any amendments aiter final rejection must include “
showing of good and sufficient reasons why they are
necessary and were not earlier presented” in order to
be considered The language of Form Paragraph 22.04 is
appropriate for inclusion in the first Office action:

G 22.04 Papers to be Submitted in Response to Action

Inorder to ensure full consideration of any amendments, affidavits
or declarations, or other documents as evidence of patentability, such
documents must be submitted in response to this Office action,
Submissions after the next Office action, which is intended to be a final

Rev. 2, July 1996
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.a patent ina reexammatlon proceedmg, the" :
cxaminer shallmakeathorough study thereofand shallmake athorough - -
investigation of the:available prior art relatmg to the subject matter of -

actlon wdlbegovemed bytherequlremcnts of37CFR1 116 whlchwﬂl : B
be strictly enforoed L ; : R

‘2260 01 Dependent Clann‘

, If a base patent clalm has been re]ected or canceled S

; any claim whlch is dlrectly or 1nd1rectly dependent there- . I

- onshould be allowed ifitis otherwnse allowA ble. ‘The de--
‘pendent claim should not be

g "merely because 1t depend ‘on.a re]ected or canceledw'

claim. No requlrement should be made for rewrltlng the R
dependent claim in mdependent form

~ patent claim numbers are not’ changedgln a reexamma-

['ob]ected to or re]ected-

tion proceeding, the content of the canceled base. claim
would remain in the printed patent and would be avail-
able to be read as a part of the allowed dependent claim,

If a new claim (a claim other than a claim appearing
in a patent) has been canceled in a reexamination pro-
ceeding, a claim which depends thereon should be re-
jected as incomplete. If a new base claim is rejected, a
claim dependent thereon should be objected to if it is
otherwise allowable and a requirement made for rewrit-
ing the dependent claim in independent form.

2261 Special Status For Action
35 U.S.C. 305. Conduct of reexamination proceedings.

Bk

All reexamination proceedings under this section, including any
appeal to the Board of Patent Appeals and Interferences, will be
conducted with special dispatch within the Office.

In view of the requirement for “special dispatch,” re-
examination proceedings will be “special” throughout
their pendency in the Office. The examiner’s first action
on the merits should be completed within 7 monih of the
filing date of the requester’s reply (37 CFR 1.535), or
within 7 month of the filing date of the patent owner’s
statement (37 CFR 1.530) if there is no requester other
than the patent owner. If no submissions are made un-
der either 37 CFR 1.530 or 37 CFR 1.535, the first action
on the merits should be completed within one month of
any due date for such submission. Mailing of the first ac-
tion should occur within 6 WEEKS after the appropriate
filing or due date of any statement and any reply thereto.

Any casces involved in litigation, whether they are re-
examination proceedings or reissue applications, will
have priority over all other cases. Reexamination pro-
ceedings not involved in litigation will have priority over
all other cases except reexaminations or reissues in-
volved in litigation.
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The exammer s fll.'St Offiee actlon wﬂl be a statem £

' fION OFV PRIOR‘ ARTTAND REEXAMINATION OF PATENTS

_ c1ted pnor art to the clalms 1s clearly set forth therem If “

the examiner concludes in any Office action thatoneor . shol

- more of the claims are patentable over the cited patents: i
or printed publications, the exammer ‘should indicate

why the claim(s) is clearly patentable in a manner similar

to that used to indicate reasons for allowance (MPEP

§ 1302.14). If the record is clear why the claim(s) is clear-
ly patentable, the examiner may refer to the particular
portions of the record which clearly establish the patent-
ability of the claim(s). The first action should also re-
spond to the substance of each argument raised by the

2200 ~ 55

Certlflcate has been or is to be malled a change to the;‘_" R

 title of the invention by the examiner may only be done
by way of an Examlner 5 Amendment Changlng the t1tle fu it

exammatlon

A sample of a first Offlce actlon of reexammatmn i

proceedings is set forth below.
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CONTROL: NUMBER FILING DATE PATENT UNDER REEXAMINATION
90/999,999 09/‘09/99% o, 999 999 AR e

William Dyre : ’
2400 Jefferson Davis Highway
Arlington, VA 22202

7 . : PAPER NUMER '
DATE 'MAILED . o
~ 09/19/99
OFFICE ACTION IN REEXAMINATION

Responsive to the communication(s) filed on September 19, 1999 [] This action is made FINAL. -

A shortened statutory period for response to this action is set to expire __ ' month(s) from the date of this letter. Failure to respond within the
period for response will cause termination of the proceeding and issuance of a reexamination certificatein accordance with this action. 37 CFR 1.550(d).
EXTENSIONS OF TIME ARE COVERED BY 37 CFR 1.550(D).

PART I THE FOLIJOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. Notice of References Cited by Examiner, PTC—-892. 3 D Notice of Informak Patent Drawmg, P'I‘O 248,
2. [E Information Disclosure Citation, PTO—1449, 4, r_l
PARTII SUMMARY OF ACTION:

1a L_X1CIims are subject to reexamination.

12..X] Claims are not subject to reexamination,
2L 1 Claims : __have been cancelled.
301 Claims are confirmed.
4.m Claims I are p'aﬁntable.
s0X°1 ctaims ‘ are rejected.
6l Ctaims are objected to.
7.Ej The formal drawings filed on ‘ are acceptable.
8L—"1 The drawing correction request filed on, is D approved, disapproved.
9,[::3 Acknowledgement is made of the claim for priority under 35 U.S.C. 119, The certified copy has been received,

not been reccived.m been filed on Serial No, filedon ___

10.0_ ] Since the proceeding appears to be in condition for issuance of a reexamination certificate except for formal matters,
prosecution as to the merits is closed in accordance with the practice under Ex Parte Quayle, 1935 C.D. 11,

11, L—..::] Other

c¢: Heguestor
PTOL—465 (2-90)
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Clalms 1- 3 of the Smlth patent are not belng reexamlned in v1ew of
‘the i;ga; de01510n 1n the hsn v "‘~.999‘USPQ‘99‘(Fed C1r
1999) Clalms 1- 3 were held"”ot valld by”the Cou

,tltle, if the dlfferences between the subject matter sough to be, e
patented and the prior art are ‘such that the subject matter as a”;f?v"h
whole would have been obv1ous at the tlme the 1nventlon was made"h

to a person having ordinary skill in the art to Wthh sald sub-

ject matter pertains. Patentability shall not be negatlved by theloat
manner in which the invention was made. : : '

Subject matter developed by another person, ‘which qualifies aste'
prior art only under subsection (f) or (g) of sectlon 102 of thlS'_’
title, shall not preclude patentability under this sectlon\wheref
the subject matter and the claimed invention were, at the time
the invention was made, owned by the same person, or'subject to

an obligation of assignment to the same person. ' | '

Claims 4 and 6 are rejected under 35 U.S.C. 103 as being unpatent-
able over Berridge in view of McGee.

Berridge teaches extruding a chlorinated polymer using. the same
extrusion structure recited in Claims 4 and 6 of the Smith patent.
However, Berridge does not show supporting the extrusion barrel at 30
degrees to the horizontal, using spring supports. McGee teaches
spring supporting an extrusion barrel at an angle of 25=-35 degrees,;
in order to decrease imperfections in extruded chlorlnated po;ymers‘
It would have been obvious to one of ordinary skill in the polymer
extrusion art to support the extrusion barrel of Berridge on springs
and at an angle of 30 degrees because McGee teaches this to be known
in the polymer extrusion art for decreasing imperfections in extruded
chlorinated polymers.

Claim 5 is patentable over the prior art patents and printed publi-
cations because of the specific extrusion die used with the Claim 4
spring-supported barrel. This serves to even further reduce imperfec-
tions in the extruded chlorinated polymers and is not taught by the
art of record, alone or in combination. :
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that the patentee belleves one or:more clal
wholly 1noperat1ve or 1nva11d based upon the‘i‘su

Swiss Patent 80555 and the Amerlcan Machlnlstﬂartlcleware 01ted to;g-'ﬁ
show cuttlng and formlng extruder apparatus somewhat 51'11ar to thatf,pQ“
claimed in the Smith patent.. ' R : : :

In order to ensure- full con51derat10n of - any amendmentsﬁaffldav1ts,ff;J
or declarations, or other documents as - eVJ.dence of patentab;.llty,‘.
such documents must be submitted in response to’ thls Offlce actlon ;_ _
Submissions after the next Office actlon, which is 1ntended to be a
final action, will be governed by the requlrements of 37" CFR l 116
which will be strictly enforced. o :

Any inquiry concerning this communication should be directed to
Kenneth Schor at telephone number (703) 308-3606. |
“/s/ ,
Kenneth Schor
“Examiner, Gp 1300
Reviewed for procedure : ' :
MPEP 2286

/s/
Group Director, Gp 1300
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. o Shest __ Mc_:'f '
&Cﬁer\;nsig)o-GOZ us.xpgwxgmeor;c: M;;/;;;N;gg T @;;(,),;m 5W~i . B
NOTICE OF REFERENCES CITED ~  [Funtome - Lo AR
. (Use several sheets tffneégssary) ‘ : .. ‘Smith
| ~ U. S. PATENT DOCUMENTS
& _ DOCUKENT NUMBER | DATE , | wamE | cuass. swcuu fi%é%a‘frf ’
A |2l7hbbbh| 554 | McGee S 140 | 106
B {olsiglsulipl 433 | Weidetal 140 | 106
C |3l6[25kplt| 636 | Paulketal 140 | 106
5 .
E
E
G
H
§
J
K
FOREIGN PATENT DOCUMENTS
DOCUMENT NUMBER DATE COUNTRY cLass | sueclass L..Jiensietion
VES NO
L
#
N
o
[
OTHER DOCUMENTS (nduding Author, Tite, Date. Pertinert Pages. Eic.)
a
R
S
EXAMNER DATE COMBIDERED
Kenneth Schor 08/20/99
¢ & copy of this referencs ig not belng furnlehaed with thie Office action.
(Ses Manual of Patent Examinlng Procedure gsectlon 707.05(a).)
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- MANUAL OF PATENT EXAMINING PROCEDURE

37 CFH 1501
INFORMATION DISCLOSURE
IN APATENT

’ ( Use several sheets lf necessary)

CIT ATION

[*= Joseph Smitn__

o Oy 7. 1977

U S PATENT DOCUMENTS -

CT i — oame

KS slofaf212ls | 11-1897

BERRIDGE

140

FOREIGN PATENT DOCUMENTS

OOCUMENT NUMBER OATE

COUNTRY

Traruldon

Y&8 KD

KS 8lols|s|s{10-1918

SWITZERL.AND

OTHER DOCUMENTS (nchuiing Author, Tide, Dsse, Pertinant Pages, Etc.)

" American Machinist™ magszine, October 16, 1950 issue, page 169 (copy located in class 72,

KS subclass 409)

DATE CONBIDENED

PTO/SB/ 42 (2-92)

Rev. 2, July 1996

Patent snd Trademark Office; U.S. DEPARTMENT OF COMMERCE
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2263 Time for Résponse

A shortened statutory period of 2 MONTHS will be
set for response to Office actions, except where the reex-
amination results from a court order or litigation is
stayed for purposes of reexamination, in which case the
shortened statutory period will be set at 1 month. See
MPEP § 2286. Note, however, that this 1—month policy
does NOT apply to the 2—month period for the filing of a
statement under 37 CFR 1.530, which 2—month period
is set by 35 U.S.C. 304.

Where a reexamination proceeding has been stayed
because of a copending reissue application, and the reis-
sue application is abandoned, all actions in the reex-
amination after the stay has been removed will set a
one month shortened statutory period unless a lon-
ger period for response is clearly warranted by na-
ture of the examiner’s action; see MPEP § 2285.

2264 Mailing of Office Action

All forms will be structured so that the printer can be
used to print the identifying information for the reex-
amination file and the owner’s name and address — usu-
ally the legal representative, and only the first owner
where there are multiple owners. The forms granting or
denying the request for reexamination will have the re-
quester’s name and address at the bottom left hand cor-
ner so as to provide the patent owner with requester’s
name and address. All actions will have a courtesy copy
mailed to the requester by typing “cc Requester” at the
bottom of each action. A transmittal form PTOL~465 is
used for each requester and owner in addition to the one
named on the top of the Office action.

The transmittal form will be used as a master to make
a copy to be sent with the Office action to the requester
and any additional owner. The number of transmittal
form(s) provide a ready reference for the number of cop-
ies to be made with each action and allow use of the win-
dow envelopes. When the requester is the patent owner,
the reexamination clerk will indicate on the file wrapper:
No copies needed — Requester is Owner. A transmittal
form could also be placed inside the file with a similar
notation to alert typists, the examiner, and anyone else
taking part in the processing of the reexamination that
no additional copies are needed.
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2265 Extension of Time

The provisions of 37 CFR 1.136 (a) and (b) are NOT
applicable to reexamination proceedings under any cir-
cumstances. Public Law 97—247 amended 35 U.S.C. 41
to authorize the Commissioner to charge fees for exten-
sions of time to take action in an “application.” A reex- -
amination proceeding does not involve an “application.”
37 CFR 1.136 authorizes extensions of the timé period
only in an application'in which an applicant must Te-
spond or take action. There is neither an “application,”
nor an “applicant” involved in a reexamination proceed- -
ing. Requests for an extension of time_ in a reexamina-
tion proceeding will be considered only after the deci-
sion to grant or deny reexamination is mailed. Any re-
quest filed before that decision will be denied. The cer-
tificate of mailing (37 CFR 1.8) and “Express Mail” with -
certificate (37 CFR 1.10) procedures may be used to file
any paper in a reexamination proceeding (see MPEP
§ 2266). . '

With the exception of an automatic 1—month exten-
sion of time to take further action which will be granted
upon filing a first timely response to a final Office action,
all requests for extensions of time to file a patent owner
statement under 37 CFR 1.530 or respond to any subse-
quent Office action in a reexamination proceeding must
be filed under 37 CFR 1.550(c) and will be decided by the
group director of the patent examining group conducting
the reexamination proceeding. These requests for an ex-
tension of time will be granted only for sufficient cause
and must be filed on or before the day on which action by
the patent owner is due. In no case will mere filing of a
request for extension of time automatically effect any ex-
tension. Evaluation of whether sufficient cause has been
shown for an extension must be made in the context of
providing the patent owner with a fair opportunity to
present an argument against any attack on the patent,
and the requirement of the statute (35 U.S.C. 305) that
the proceedings be conducted with special dispatch. In
no case, except in the after final practice noted above,
will the mere filing of a request effect any extension.

Any request for an extension of time in a reexamina-
tion proceeding must fully state the reasons therefor. All
requests must be submitted in a separate paper which
will be forwarded to the group director for action. A re-
quest for an extension of the time period to file a petition
from the denial of a request for reexamination can only
be entertained by filing a petition under 37 CFR 1.183
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with appropriate fee to waive the time provisions of
37 CFR 1.515(c). Since the reexamination examination
process is intended to be essentially ex parte, the party re-
questing reexamination can anticipate that requests for
an extension of time to file a petition under 37 CFR
1.515(c) will be granted only in extraordinary situations.
No extensions will be permitted to the time for filing a
reply under 37 CFR 1.535 by the requester in view of the
2—month statutory period.

Ex parte prosecution will be conducted by mmally set-
ting either a 1—month or a 2—month shortened period
for response, see MPEP § 2263. The patent owner also
will be given a 2—month statutory period after the order
for reexamination to file a statement. See 37 CFR
1.530(b). First requests for extensions of these statutory
time periods will be granted for sufficient cause, and for
a reasonable time specified — usually 1 month. The rea-
sons stated in the request will be evaluated by the group
director, and the requests will be favorably considered
where there is a factual accounting of reasonably diligent
behavior by all those responsible for preparing a re-
sponse within the statutory time period. Second or sub-
sequent requests for extensions of time or requests for
more than 1 month will be granted only in extraordinary
situations. Any request for an extension of time in a re-
examination proceeding to file a notice of appeal, a brief
or reply brief, or a request for reconsideration or rehear-
ing will be considered under the provisions of 37 CFR
1.550(c). The time for filing the notice and reasons of ap-
peal to the U.S. Court of Appeals for the Federal Circuit
or for commencing a civil action will be considered under
the provisions of 37 CFR 1.304.

FINAL ACTION — TIME FOR RESPONSE

The after—final practice in reexamination proceed-
ings did not change October 1, 1982, and the automatic
extension of time policy for response to a final rejection
and associated practice are still in effect in reexamina-
tion proceedings.

The filing of a timely first response to a final rejection
having a shortened statutory period for response is
construed as including a request to extend the shortened
statutory period for an additional month, which will be
granted even if previous extensions have been granted,
but in no case may the period for response exceed
6 months from the date of the final action. Even if pre-
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vious extensions have been granted, the primary examin-

‘er is authorized to grant the request for extension of time -

which is implicit in the filing of a timely first response to a
final rejection. An object of this practice is to obviate the
necessity for appeal merely to gam time to consider the ex-
aminer’s position in reply to an amendment timely filed
after final rejection. Accordmgly, the shortened statuto-

. 1y period for response to a final rejectlon to which a pro-
posed first response has been received will generallybe

extended one month. Note that the Office policy of
construing a response after final as inherently 1nclud1ng
a request for a 1—month extension of time applies only
to the first response to the final rejection.

Normally, examiners will complete a response to an
amendment after final rejection within 5 days after re-

ceipt thereof. In those rare situations where the advisory

action cannot be mailed in sufficient time for the patent
owner to consider the examiner’s position with respect
to the proposed first response before termination of the
proceeding, the granting of additional time to complete
the response to the final rejection or to take other ap-
propriate action would be appropriate. See Groz &
Sohme v. Quigg, 10 USPQ 2d 1787 (D.D.C. 1988). The
advisory action form (PTOL~303) states that “THE
PERIOD FOR RESPONSE IS EXTENDED TO RUN
___ MONTHS FROM THE DATE OF THE FINAL
REJECTION.” The blank before “MONTHS” should
be filled in with an integer (2, 3, 4, 5, or 6); fractional
months should not be indicated. In no case can the peri-
od for reply to the final rejection be extended to exceed
six months from the mailing date thereof. An appropri-
ate response (e.g., a second or subsequent amendment
or a notice of appeal) must be filed within the extended
period for response. If patent owner elects to filea sec-
ond or subsequent amendment, it must place the reex-
amination in condition for allowance or the reexamina-
tion proceeding stands terminated under 37 CFR
1.550(d) unless an appropriate notice of appeal was filed
before the expiration of the response period.

EXTENSIONS OF TIME TO SUBMIT
AFFIDAVITS AFTER FINAL REJECTION

Frequently, patent owners request an extension of
time, stating as a rcason therefor that more time is necd-
ed in which to submit an affidavit. When such a request
is filed after final rejection, the granting of the request
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for extension of time is without prejudice to the right of
the examiner to question why the affidavit is now neces-
sary and why it was not earlier presented. If the patent

owner’s showing is insufficient, the examiner may deny

entry of the affidavit, notwithstanding the previous grant
of an extension of time to submit it. The grant of an ex-

tension of time in these circumstances serves merely to.

keep the proceeding from becoming terminated while al-
lowing the patent owner the opportunity to present the
affidavit or to take other appropriate action. Moreover,
prosecution of the reexamination to save it from ter-
mination must include such timely, complete and proper
action as required by 37 CFR 1.113. The admission of the
affidavit for purposes other than allowance of the claims,

or the refusal to admit the affidavit, and any proceedings

relative, thereto, shall not operate to save the proceed-
ing from termination.

Implicit in the above practice is the fact that affidavits
submitted after final rejection are subject to the same
treatment as amendments submitted after final rejec-
tion, In re Affidavit Filed After Final Rejection, 152 USPQ
292, 1966 C.D. 53 (Comm’r Pat. 1966).

2266 Responses [R—2]

>The patent owner cannot file papers on behalf of a
third party. 37 CFR 1.550(e). If a third party paper ac-
companies or is submitted as part of a timely filed re-
sponse, the response and third party paper are consid-
ered to be an improper submission under 37 CFR
1.550(e), and the entire submission shall be returned to
the patent owner since the Office will not determine
which portion of the submission is the third party paper.
The third party paper will not be considered. The deci-
sion returning the improper response and the third party
paper should provide an appropriate extension of time
under 37 CFR 1.550(c) to refile the patent owner re-
sponse without the third party paper. See MPEP § 2254
and § 2267.<

If the patent owner fails to file a timely and appropri-
ate response to any Office action, the reexamination
proceeding will be terminated and the Commissioner
will proceed to issue a reexamination certificate. The
certificate will normally issue indicating the status of the
claims as indicated in the last Office action. All rejected
claims should be canceled.

The patent owner may request reconsideration of the
position stated in the Office action, with or without
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amendment to the claims. Any request for reconsidera-

“tion mustbe in wrltmg and must dlstmctly and spec1f1cal-

ly pomt out the supposed etrors in the examiner’s action.
A general allegation that the claims defme a patentable
invention without specnflcally pointing out how the lan-

“guage of the claims patentably d1stmgu1shes them over

the references is inadequate and is not in compllance
with 37 CFR 1.111(b).

Affidavits under 37 CFR1.131 and 1. 132 may be uti-
lized in a reexamination proceeding. Note, however,
that an affidavit under 37 CFR 1.131 may not he used to

“swear back” of a reference patent if the reference pat-
ent is claiming the same invention as the patent undergo-
ing reexamination. In such a situation the patent owner
may, if appropriate, seek to raise this issue in an interfer-
ence proceeding via an appropriate reissue application if
such a reissue application may be filed.

The certificate of mailing procedures (37 CFR 1.8
and 1.10) may be used to file any paper in a reexamina-
tion proceeding.

2267 Handling of Inappropriate or Untimely
Filed Papers [R—2]

The applicable regulations (37 CFR 1.501(a),
1.550(e)) provide that certain types of correspondence
will not be considered or acknowledged unless timely re-
ceived. In every case, a decision is required as to the type
of paper and whether it is timely.

The return of inappropriate submissions complies
with the regulations that certain papers will not be con-
sidered and also reduces the amount of paper which
would ultimately have to be stored with the patent file.

DISPOSITION OF PAPERS

Where papers are filed during reexamination pro-
ceedings which are inappropriate because of some de-
fect, such papers will either be returned to the sender or
forwarded to one of three files, the “Reexamination
File,” the “Patent File,” or the “Storage File.” Any pa-
pers returned to the sender from an examining group
must be accompanied by a letter indicating signature and
approval of the group director.
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2268

TYPES OF PAPERS RETURNED WITH
COMMISSIONER’S OR GROUP DIRECT OR’S
APPROVAL REQUIRED e

ki 'A Premature Response by Owner S
‘,Where the patent owner is NOT the re-

. quester,§1 540 any response or amendment :
filed byowner priortoan order to reexamine
ispremature andwrllbereturnedandwﬂl not’

. ' be'considered.. '

Filed by Owner
§1 5307 »

>§ 1.550(¢)
) : Submlssron filed on behalf of a third party g
‘will be returned and will not be considered.”
Where third party paper is submitted as part
ofa patent owner response, sce MPEP.
§ 2254 and § 2266.<

A. No Statement Filed by Owner

If a patent owner fails to file a statement
within the prescribed limit, any reply by the
requester is inappropriate and will be re—
turned and will not be considered.

B. Late Response by Requester

Any response subsequent to two months
the date of service of the patent owner’s
statement will be returned and will not be
considered.

C. Additional Response by Requester

The active participation of the reexamina-
tion requester ends with the reply pursuant
to § 1.535. Any furthersubmission on behalf
of requester will be returned and will not be
considered.

Filed by Requester
§1.535

§1.535
from § 1.540

§ 1.550(¢)

Filed by Third Party
§1.501
§ 1.565(a)

Unless a paper submitted by a third party
raises only issues appropriate under
§1.501, or consists solely of a prior decision
on the patent by another forum, e.g., a court
(see MPEP § 2207, § 2282, and § 2286), it
willbereturned toanidentified third party or
destroyed if the submitter is unidentified.

The “Reexamination File” and the “Patent File” will remain togeth-
erin central storage area prior to a determination to reexamine but once
an order to reexamine is mailed, the “Patent File” will be maintained in
the assigned examiner’s room.

TYPES OF DEFECTIVE PAPERS TO BE
LOCATED IN THE “REEXAMINATION FILE”

Filed by Owner
§1.33

A. Unsigned Papers

Papers filed by owner which are unsigned or
signed by fess than all of the owners (no
attorneyofrecord or actingin representative
capacity).

B. No Proof of Service

Rev. 2, July 1996

§ 1 248
. proof of service on requester is mcluded and
;~;proof of servrce is requrrcd may be demed o
» ‘ i ;L'consrderatron : ‘ :
DTN R ot Untlmely Papers :
§15530(b). Whe filec

" Filed by Requester

B. Paper Submltted on Behalf of Third Partyj' : o

8L 510(b)(5) n Wi X
§133 of s servrce on owner is mcluded and‘where P
§1.248

2200 -

; » Papers filed by the patent owner in whlch no :

' proof of service is requrred may be denied f :
consrderatlon : o

The. “Storage Filed” willbe r‘naintained separate and apart from the -
other twofiles and atalocationselected by the group director. Forexam-
ple, the group director may want tc locate the “Storage File”ina central
area in the group as with the reexammatron clerk or in his own room.

PAPERS LOCATED IN THE “STORAGE FILE”

Cltatlons by Third Pames ‘

Submissions by third parties based’ solely on
prior art patents or publications filed after
the date of the order to reexamine are not
entered into the patent file but delayed until
the reexamination proceedings have been '
terniinated.

§ 1.501
§ 1.550(¢)

Proper timely filed citations by third parties are placed in the “Patent
File.”

2268 Petition for Entry of Late Papers

Due to the “special dispatch” provision of 35 U.S.C.
305, it is necessary and appropriate that the Office ad-
here strictly to the time limit set by the Rules. However,
due to the fact substantial property rights are involved in
patents undergoing reexamination, the Office will con-
sider, in appropriate circumstances, petitions showing
unavoidable delay under 35 U.S.C. 133 where untimely
papers are filed subsequent to the order for reexamina-
tion (37 CFR 1.525). Such petitions will be decided by
the Assistant Commissioner for Patents. Any such peti-
tion must detail the specific circumstances necessitating
the showing of unavoidable delay and provide evidence
to support the request.

Under ordinary circumstances, the failure to timely
file a statement pursuant to 37 CFR 1.530 or a reply pur-
suant to 37 CFR 1.535 woiuild niot consiitute adequate ba-
sis to justify a showing of unavoidable delay regardless of
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the reasons for the fallure since no rights are lost by. the

failure to file these documents However the failure to

timely respond to an Offrce action rejecting c claims may,

in rare crrcumstances, Justrfy such-a showmg since rights
may be lost by the fallure to trmely respond. In this re-

gard see Inre Katrapat 6 USPQZd 1863 (Comm’r Pat:
1988) and I re Egbers, 6 USPQ2d 1869 (Comm r Pat.
1988). - ,

2269 Reconsideration _

~ After response by the patent owner (37 CFR 1.'1."1 1),
the patent under reexamination will be reconsidered and

the patent owner notified if claims are rejected or objec- -

tions or requirements made. The patent owner may

respond to such Office action with or without amend-

ment and the patent under reexamination will be again
considered, and so on repeatedly unless the examiner
has indicated that the action is final. See 37 CFR 1.112,
Any amendment after the second Office action, which
will normally be final as provided for in MPEP § 2271,
must ordinarily be restricted to the rejection or to the ob-
jection or requirement made.

2270 Clerical Handling

The person designated as the reexamination clerk
will handle most of the initial clerical processing of the
reexamination file.

Amendmentswhich comply with 37 CFR 1.121(f) will
be entered for purposes of reexamination in the reex-
amination file wrapper. See MPEP § 2234 and § 2250 for
manner of entering amendments.

For entry of amendments in a merged reissue—~
reexamination proceeding, see MPEP § 2283 and § 2285.

All amendments to the specification prior to final ac-
tion will be entered for purposes of the reexamination
proceeding even though they do not have legal effect un-
til the certificate is issued. Any “new matter” amend-
ment will be required to be canceled from the descrip-
tion, and claims containing new matter will be rejected
under 35 U.S.C. 112. A “new matter” amendment to the
drawing is ordinarily not entered. See MPEP § 608.04,
§ 608.04 (a) and (c).

2271 Final Action

Before a final action is in order, a clear issue should
be developed between the examiner and the patent own-
er. To bring the prosecution to a speedy conclusion and

2200 - 65

~ ments contarned in the request the own

o

at the same time deal Justly w1th the patent owner and o .

the pubhc, the examiner will twrce provrde the patent o
T owner with such mformatron and references as may be it
“useful in’ defmmg the position of the Office astounpa- - =~
tentability before the'actron‘ is made fi
i decrsron ordermg examination
" tainan 1dent1frcatron of the new que
ty that the exammer consrders_to
. art consrdered In addrtron,‘thejf'irst Office action will re-:

al Imtrally, the,_ |

ised by the _pnor S

flect the consrderatlon of any: arguments and/or amend-f .
’s statement - -
frled pursuant to 37 CFR 1.530, and any reply thereto R
by the requester, and should fully apply all relevant g

‘grounds of rejectron to the claims.

The statement which the patent owner may frle under E
37 CFR 1.530 and the response to the first Office: actron

-should. completely respond to and/or amend wrth a vrew B o |

to avoiding all outstanding grounds of rejectlon T

Itis. intended that the second Office action in the re-'_ _
examination proceedlng followmg the decrsron orderlng‘_;' e
reexamination will be made final in accordance with the:
guidelines set forth in MPEP § 706. 07(a). The examiner
should not prematurely cut off the prosecution with a
patent owner who is seeking to define the invention in
claims that will offer the patent protection to which the
patent owner is entitled. However, both the patent own-
er and the examiner should recognize that a reexamina-
tion proceeding may result in the final cancellation of
claims from the patent and that the patent owner does
not have the right to renew or continue the proceedings
by refiling under 37 CFR 1.60 or 1.62. Complete and
thorough actions by the examiner coupled with complete
responses by the patent owner, including early presenta-
tion of evidence under 37 CFR 1.131 or 1.132, will go far
in avoiding such problems and reaching a desirable early
termination of the reexamination proceeding. In making
a final rejection, all outstanding grounds of rejection of
record should be carefully reviewed and any grounds or
rejection relied on should be reiterated. The grounds of
rejection must (in the final rejection) be clearly devel-
oped to such an extent that the patent owner may readily
judge the advisability of an appeal. However, where a
single previous Office action contains a complete state-
ment of a ground of rejection, the final rejection may re-
fer to such a statement and also should include arebuttal -
of any arguments raised in the patent owner’s re-

Rev, 2, July 1996



MANUAL OF PATENT EXAMINING PROCEDURE

2272 R R
sponse. The final rejectidn letter'should conclude With a
statement that: “The above rejectlon is made FINAL.”
Aswith all other Offlce correspondence on the merrts
in a reexamination proceedmg, the final Office. action
must be 51gned bya prlmary examlner T :

2272 After Fmal Practlce

Itisintended that prosecutlon before the examiner in

a reexamination proceeding will be concluded with’ the,

final action. Once a final rejection that is not premature

has been entered in a reexamination proceeding, the
patent owner no longer has any right to unrestricted fur--
ther prosecution. Consideration of amendments sub-

mitted after final rejection will be governed by the strict
standards of 37 CFR 1.116. Note, however, the patent
owner is entitled to know the examiner’s ruling on a
timely response filed after final rejection before being
required to file a notice of appeal. Accordingly, the peri-
od for response to the final rejection should be appropri-
ately extended in the examiner’s advisory action. See
Groz & Sohne v. Quigg, 10 USPQ2d 1787 (D.D.C. 1988).
The period for response may not be extended to run past
6 months from the date of the final rejection. Both the
examiner and the patent owner should recognize that
substantial patent rights will be at issue with no opportu-
nity for the patent owner to refile under 37 CFR 1.60 or
1.62 in order to continue prosecution. Accordingly, both
the examiner and the patent owner should identify and
develop all issues prior to the final Office action, includ-
ing the presentation of evidence under 37 CFR 1.131 and
1.132.

FINAL REJECTION — TIME FOR RESPONSE

The statutory period for response in a reexamination
proceeding will normally be two (2) months. If a re-
sponse to the final rejection is filed, the period for re-
sponse typically will be extended to run 3 months from
the date of the final rejection in the advisory action un-
less a previous extension of time has been granted or the
advisory action cannot be mailed in sufficient time. See
also MPEP § 2265.

ACTION BY EXAMINER

It should be kept in mind that a patent owner cannot,
as a matter of right, amend any finally rejected claims,
add new claims after a final rejection, or reinstate pre-
viously canceled claims. A showing under 37 CFR
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‘ 1 116(b) is requlred and W1ll be evaluated by the examm-~ -

-~ erfor all proposed amendments after fmal rejection ex- .

cept where an amendment merely cancels claims, adopts T
__examiner’s suggestlons, removes issues for appeal orin

some other way requires only 2 i

ursory review by‘the ex-
aminer. ‘An’ amendment filed
Jectlon but before an appe 2

. upon or. after fllmg ofan appeal provrded the total effect C
of the amendment is to ( 1) remove issues for appeal and/ S

or (2) adopt examiner suggestlons :
The first proposed amendment after fmal actlon ina
reexamination proceedmg will be glven sufficient con-
sideration to determine whether it places all the claims in
condition where they are patentable and/or whether the
issues on appeal are reduced or simplified. Unless the
proposed amendment is entered in its entirety, the ex-

~ aminer will briefly explain the reasons for not entering a

proposed amendment. For example, if the claims as
amended present a new issue requiring further consider-
ation or search, the new issue should be identified and a
brief explanation provided as to why a new search or con-
sideration is necessary. The patent owner should be noti-
fied if certain portions of the amendment would be en-
tered if a separate paper was filed containing only such
amendment.

Any second or subsequent amendment after final will
be considered only to the extent that it removes issues for
appeal or puts a claim in obvious patentable condition.

Since patents undergoing reexamination cannot be-
come abandoned and cannot be refiled, and since the
holding of claims unpatentable and canceled in a certifi-
cate is absolutely final, it is appropriate that the examin-
er consider the feasibility of entering amendments
touching the merits after final rejection or after appeal
has been taken, where there is a showing why the amend-
ments are necessary and a suitable reason is given why
they were not earlier presented.

2273 Appeal in Reexamination

35US.C. 306. Appeal.

The patent owner involved in a reexamination proceeding under
this chapter may appeal under the provisions of section 134 of this title,
and may seek court review under the provisions of sections 141 to 145 of
this title, with respect to any decision adverse to the patentability of any
original or proposed amended or new claim of the patent.

A patent owner who is dissatisfied with the primary
examiner’s decision in the second or final rejection of his
or her claims may appeal to the Board of Patent Appeals
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and Interferences for review of the rejectlon by flhng a
Notice of Appeal within the requured time. A Notice. of

Appeal must be signed by the patent owner or “his or her

attorney or agent, and be submiitted along with the fee

 required by 37 CFR 1.17(e); (37 CFR 1.191(2)).

The period for filing the Notice of Appeal is the peri-
od set for response in the last Office action Wthh is nor- :
mally two (2) months, ‘The timely filing of a first response -

to a final rejection havmg a shortened statutory period
for response is construed as mcludmg arequest to extend
the period for response an additional month, even if an

extension has been previously granted, as long as the pe- -

riod for response does not exceed six (6) months from
the date of the final rejection. The normal ex parte appeal
procedures set forth at 37 CFR 1.191-1.198 apply in re-
examination. The requester cannot appeal or otherwise
participate in the appeal.

The reexamination statute does not provide for
review of a patentability decision favoring the patentee,
Greenwood v. Seiko Instruments, 8 USPQ2d 1455
(D.D.C. 1988).

2274 Appeal Brief

Where the brief is not filed, but within the period al-
lowed for filing the brief an amendment is presented
which places the claims of the patent under reexamina-
tion in a patentable condition, the amendment may be
entered. Amendments should not be included in the ap-
peal brief.

The time for filing the appeal brief is fwo (2) months
from the date of the appeal or alternatively, within the time
allowed lowed for response to the action appealed from,
if such time is later.

In the event that the patent owner finds that he or she
is unable to file a brief within the time allowed by the
rules, he or she may file a petition without any fee, to the
examining group, requesting additional time (usually
one month}, and give reasons for the request. The peti-
tion should be filed in duplicate and contain the address
to which the response is to be sent. If sufficient cause is
shown and the petition is filed prior to the expiration of
the period sought to be extended (37 CFR 1.192), the
group director is authorized to grant the extension for up
to 1 month. Requests for extensions of time for more
than 1 month will also be decided by the group director,
but will not be granted unless extraordinary circum-
stances are involved; e.g., death or incapacitation of the
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patent owner The tlme extended is added to0 the last cal-
endar day. of the ongmal perlod as opposed to bemg

. 'added to the day it would have been due when sald last o |

day is a Saturday, Sunday, or Federal hohday :
Fallure to file the brlef within the perm1ssnhle tlmei "‘

mdlcatmg the status of th elalms at the time of appeal '
A fee as set forthin 37 CFR1.17(f) i lS requlred when
the appeal brief is filed for the first time in a partlcular,

réexamination proceedmg, 35 US.C. 41(a) 37 CFR

1 192 provides that the appellant shall file a brlef of the
authorities and arguments on which he or she will rely to
maintain his or her appeal, including a concise explana-
tion of the invention which must refer to the specifica-
tion by page and line number, and to the draWing; if any,
by reference characters, and a copy of the claims in-
volved. 37 CFR 1.192(a) requires the submlss10n of

3 copies of the appeal brief. R

For the sake of convenience, the copy of the claims
involved should be double spaced and should start on a
new page.

The brief, as well as every other paper relating to an
appeal, should indicate the number of the examining
group to which the reexamination is assigned and the re-
examination control number. When the brief is received,
it is forwarded to the examining group where it is entered
in the file and referred to the examiner.

Patent owners are reminded that their briefs in ap-
peal cases must be responsive to every ground of rejec-
tion stated by the examiner. A reply brief should be filed
in response to any new grounds stated in the examiner’s
answer. ’

Where an appellant fails to respond by way of
brief or reply brief to any ground of rejection, and it ap-
pears that the failure is inadvertent, appellant should be
notified by the examiner that he or she is allowed
1 month to correct the defect by filing a supplemental
brief. Where this procedure has not been followed, the
Board of Patent Appeals and Interferences should re-
mand the reexamination file to the examiner for com-
pliance. When the record clearly indicates intentional
failure to respond by brief to any ground of rejection, for
example, the examiner should inform the Board of Pat-
ent Appeals and Interferences of this fact in his or her
answer and merely specify the claim affected.
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Where the fallure to° respond by brlef appears to be

mtentlonal the Board of Patent Appeals and Interfer{} |
‘ences may dlSl‘nlSS the. appeal as to the clalms involved.:
QOral argument at’ a hearmg w1ll not remedy such deﬁ-,

crency ofa brief.

‘The mere fllmg of any paper whatever entltle as a

e MANUALOF ?A’l’ENT EXAMiNrNePRoCEDuk;

the fee set forth in 37‘ CFR 1. 17(g) withi l'month afterj_ S
: the date of the exammer s-answer i

--brlef cannot necessanly be considered as compllanceii )

“with 37 CFR 1.192. The rule requires that the brief must
set forth the. authontles and arguments relied on, andto
the extent that it fails to do so with respect to any ground -
of rejection, the appeal as to that ground may be dis-

missed.

ing the position of the appellant with respect to each is-

sue involved in the appeal so that no search of the record

is required in order to determine that position. The fact
that appellant may consider a ground to be clearly im-
proper does not justify a failure on the part of the appel-
lant to point out to the Board the reasons for that view
in the brief.

A distinction must be made between the lack of any -

argument and the presentation of arguments which
carry no conviction. In the former case dismissal is in
order, while inthe latter case a decision on the merits is
made, although it may well be merely an affirmance
based on the grounds relied on by the examiner.

Appellant must traverse every ground of rejection
set forth in the final rejection. Oral argument at the
hearing will not remedy such a deficiency in the brief.
Ignoring or acquiescing in any rejection, even one
based upon formal matters which could be cured by
subsequent amendments, will invite a dismissal of the
appeal. The reexamination proceedings are consid-
ered terminated as of the date of the dismissal.

2275 Examiner’s Answer

MPEP § 1208 —~ § 1208.02 relate to preparation of ex-
aminer’s answers in appeals. The procedures covered in
these sections apply to appeals in both patent applica-
tions and patents undergoing reexamination proceed-
ings.

2276 Oral Hearing

If appellant desires an oral hearing, appellant must
fife a written request for such hearing accompanied by
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It is essential that the Board of Patent Appeals and
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* MPEP § 1213 ~ § 1213.02 relate to de01s1ons of the )
Board of Patent Appeals and Interferences '

2278 Action ‘Flollowying uecision |

MPEP § 1214.01 ~ § 1214.07 relate to the handling of ‘
applications and patents undergoing reexamination af-
ter the appeal has been concluded.

2279 Appeal to Courts

The normal appeal route provided to the United
States Court of Appeals for the Federal Circuit is avail-
able to a patent owner not satisfied with the decision of
the Board of Patent Appeals and Interferences. A
third party may not seek judicial review, Yuasa Battery
v. Comr., 3 USPQ2d 1143 (D.D.C. 1987).

The normal remedy by civil action under
35 U.S.C. 145 is provided for the owner of a patent in
a reexamination proceeding, '

While the reexamination statutory provisions do not
provide for participation by requester during any court
review, the courts have permitted intervention in ap-
propriate circumstances; see Read v. Quigg, 230 USPQ 62
(D.C.D.C. 1986) and In re Eiter, 225 USPQ 1 (Fed. Cir.
1985). See also MPEP § 1216, § 1216.01, and
§ 1216.02. A requester who is permitted to intervene in a
civil action has no standing to appeal the court’s deci-
sion, Boeing Co. v. Comr., 7 USPQ2d 1487 (Fed. Cir.
1988). :
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2280 Information Material to Patentability m

Reexamination Proceeding

37 CFR 1.555. Information maien'al to patentability in reex-
amination proceedings: '

(a) Apatentbyits verynature is affected w1th apublicinterest. .

The publicinterest is best served, and the most effective reexamina-

tion occurs when,; at the time a reexamination proceeding is being -

conducted, the Office is aware of and evaluates the teachings of all
information materialtopatentabilityin areexamination proceeding.

Each individual associated with the patent owner in a reexamination -

proceeding has a duty of candor and good faith in dealing with the
Office, which includcs a duty to disclose to the Office all information
known to that individual to be material to patentability in a
reexamination proceeding. The individuals who have a duty to
disclose tothe Office all information known tothem tobe material to
patentability in a reexamination proceeding are the patent owner,
each attorney or agent who represents the patent owner, and every
other individualwho is substantively involved on behalf of the patent
owner in a reexamination proceeding. The duty to disclose the
information exists with respect to each claim pending in the
reexamination proceeding until the claim is cancelled. Information
material to the patentability of a cancelled claim need not be
submitted if the information is not material to patentability of any
claim remaining under consideration in the reexamination proceed-
ing. The duty to disclose all information known to be material to
patentability in a reexamination proceeding isdeemed tobesatisfied
ifallinformation known tobe material topatentability of any claimin
the patentafterissuance of thereexamination certificate wascited by
the Office or submitted to the Office in an information disclosure
statement. However, the duties of candor, good faith, and disclosure
have not been complied with if any fraud on the Office was practiced
or attempted or the duty of disclosure was violated through bad faith
or intentional misconduct by, or on behalf of, the patent ownerin the
reexamination proceeding. Any information disclosure statement
mustbe filedwith theitemslistedin§ 1.98(a) asapplied toindividuals
associatedwith the patentownerin areexaminationproceeding, and
should be filed within two months of the date of the order for
reexamination, or as soon thereafter as possible.

(b} Under this section, information is material to patentability in a
reexamination proceedingwhen it is not cumulative to information of re-
cord or being made of record in the reexamination proceeding, and

(1) Itisa patent or printed publication that establishes, by itself or
in combination with other patents or printed publications, a prima facie
case of unpatentability of a claim; or

(2) It refutes, or is inconsistent with, a position the patent owner
takes in:

(i) Opposing an argument of unpatentability relied on by the
Office, or

(if) Asserting an argument of patentability.
A prima facie case of unpatentability of a claim pending in a reex-
amination proceeding is established when theinformation compelsa
conclusion that a claim is unpatentable under the preponderance of
evidence, burden -~ of - proof standard, giving cach term in the claim
its broadest reasonable construction consistent with the specifica-
tion, and before any consideration is given to evidence which may be
submitted in an attempt to establish a contrary conclusion of patent-
ability.
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(c) Thc responsnblhty for compllance thh thls section’ rests .

‘upon ‘the mdmduals desngnatcd in paragraph (a) of this sectlon and

no evaluatlon will be madc by the . Offxcc in the reexamlnatlon
proceeding as to compllance with this-section. If questlons of .

. -compliance with this section are discovered during a reexamination
proceeding, theywnll benoted as unresolvedquestlons in accordance

with § 1.552(c). -

The duty of dlsclosure in reexammatlon proceedmgs ‘
applies to the patent owner, to ‘each: ‘attorney-or agent
who represent_s the patent owner, and to every other in-- .
dividual who is substantially involved on behalf of the
patent owner. That duty is a continuing obligation on all
such individuals throughout the proceeding. The con-
tinuing obligations during the reexamination pro-
ceeding is that any such individual who is aware of or
becomes aware of, patents or printed publications which
are material to patentability in a reexamination pro-
ceeding which have not previously been made of record
in the patent file must bring such patents or printed pub-
lications to the attention of the Office.

Such individuals are strongly encouraged to file in-
formation disclosure statements, preferably in accor-
dance with 37 CFR 1.98, within two months of the date of
the order to reexamine, or as soon thereafter as possible,
in order to bring the patents or printed publications to
the attention of the Office. An information disclosure
statement filed under 37 CFR 1.555 by the patent owner
after the order for reexamination and before the first ac-
tion on the merits may be submitted as part of the state-
ment under 37 CFR 1.530 or may be filed as a separate
paper. If the information disclosure statement is
filed as part of a statement under 37 CFR 1.530, the
submission may include a discussion of the patent-
ability issues in the reexamination. If, however, the
submission is filed as a separate paper, not part of a
statement under 37 CFR 1.530, the submission must be
limited to a listing of the information disclosed and an
explanation of its relevance. See 37 CFR 1.98. Any dis-
cussion of the information disclosed relating to patent-
ability issues in the reexamination would be improper.

Any individual substantially involved in the reex-
amination proceeding may satisfy his or her duty by dis-
closing the information to the attorney or agent having
responsibility for the reexamination proceeding or to a
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' patent owner actlng in h1s or her own behalf A patent

owner may satisfy his or her duty by drsclosmg the infor-
mation to'the’ attorney or agent having responsrblhty for _
the reexammatlon proceedmg ‘An attorney, agent or .
patent owner who receives 1nformatlon has no duty to

submit such information if it is not materlal to patent-

ability in the reexamination proceeding. See 37 CFR - 1 :
‘ rclalms in patents involved in reexammatron proceedmgs

_ 1w1ll niot be had pl‘lOl‘ to the first off1c1al actlon fo owmg >
- the order for reexammatlon and any subnnssrons pur- S

1.555(b) for the definition of “material to patentability.”

The responsibility of compliance with 37 CFR 1.555
rests on all such individuals. Any fraud practiced or at-
tempted on the Office or any violation of the duty to dis-
closure through bad faith or intentional misconduct by
any such individual results in noncompliance with
37 CFR 1.555(a). This duty of disclosure is consistent
with the duty placed on patent applicanis by 37 CFR
1.56. Any such issues discovered during a reexamination
proceeding will merely be noted as unresolved questions
under 37 CFR 1.552(c).

All such individuals who fail to comply with 37 CFR
1.555(a) do so at the risk of diminishing the quality and
reliability of the patent reexamination certificate issuing
from the proceeding.

For the patent owner’s duty to disclose prior or con-
current proceedings in which the patent is or was in-
volved, sce MPEP § 2282,

2281 Interviews In Reexamination
Proceedings

37 CFR 1.560. Interviews in reexamination proceedings.

(a) Interviews in reexamination proceedings pending before the
Office between examiners and the owners of such patents or their
attorneys or agents of record must be had in the Office at such times,
within Office hours, as the respective examiners may designate.
Interviewswill not be permittedatanyothertime or place withoutthe
authority of the Commissioner. Interviews for the discussion of the
patentability of claimsin patentsinvolvedin reexamination proceed-
ings will not be had prior to the first official action thereon.
Interviews should be arranged for in advance. Requests that reex-
amination requesters participate in interviews with examiners witt
not be granted.

(b) In every instance of an interview with an examiner, a
complete written statement of the reasons presented at the interview
ag warranting favorable action must be filed by the patent owner. An
interview does not remove the necessity for response to Office
actions as specified in  § 1,111,

Only ex parte interviews between the examiner and
patent owner and/or the patent owner’s representative
are permitted. Requests by reexamination requesters to
participate in or to attend interviews will not be granted.
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suant to 37 CFR 1. 530 and 1.535. : :

However, questlons .on purely procedural matters
may be answered by the examiner. Except for questions
on strictly procedural matters, an examiner will not con-
duct personal or telep_hone interviews with requesters or
other third parties with respect to a patent in which a re-
quest for reexamination has been filed. Questions by
third parties (requester or otherwise relating to when the
next Office action will be rendered are improper as they
relate to the merits of the proceeding.

In every instance of an interview with the examiner, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the patent owner. This requirement may not be
waived by the examiner., Patent owners are encouraged
to submit such written statement as soon after the inter-
view as is possible, but no later than the next communica-
tion to the Office. Service of the written statement of the
interview on the requester is required.

The examiner must complete Interview Summary
form PTOL—474 for each interview held where a matter
of substance has been discussed (see MPEP § 713.04). A
copy of the form should be given to the patent owner at
the conclusion of the interview. The original should be
made of record in the reexamination file and a copy
mailed to the requester. :

The general procedure for conducting interviews and
recording same are described at MPEP § 713.01 —
§ 713.04.

2282 Notification of Existence of Prior or

Concurrent Proceedings and Decisions
Thereon

37 CFR 1.565. Concurrent Office proceedings.

(a) Inanyreexamination proceeding before the Office, the patent
owner shall call the attention of the Office to any prior or concurrent
proceedings in which the patent is or was involved such as interferences,
reissue, reexaminations, or litigationand the resultsof such proceedings.
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Itis important for the Office to be aware of any prior .
or concurrent proceedmgs in which a patent undergorng .
reexamination is or was mvolved such as interferences, ,; ' :

reissues, reexaminations or litigations, and any results of

such proceedmgs 37 CFR.1.565(a) requlres the patent

owner to provide the Office with information regarding

the existence of any such proceedings, and the results .
thereof, if known. Ordinarily, no submissions of any kind

by third parties filed after the date of the order are
placed in the reexamination or patent file while the reex-
amination proceeding is pending. However, in order to
ensure a complete file, with updated status information
regarding prior or concurrent proceedings regarding the
patent under reexamination, the Office will accept at any
time copies of notices of suits and other proceedings in-
volving the patent and copies of decisions or papers filed
in the court from litigations or other proceedings involv-
ing the patent from the parties involved or third parties
for placement in the patent file. Persons making such
submissions must limit the submissions to the notifica-
tion and not include further arguments or information.
Any proper submissions will be promptly placed of re-
cord in the patent file. See MPEP § 2286 for Office inves-
tigation for prior or concurrent litigation.

2283 Muitiple Copending Reexamination
Proceedings

37 CFR 1.565. Concurrent Office proceedings.

B d

(c) If reexamination is ordered while a prior reexamination
proceeding is pending, the reexamination proceedings will be consoli-
dated and result in the issuance of a single certificate under § 1.570.

L2222

See MPEP § 2240 for a discussion as to whether a
substantial new question of patentability is raised by the
prior art cited in a second or subsequent request for reex-
amination filed while a reexamination proceeding is
pending.

If reexamination is ordered on a request for reex-
amination while a prior reexamination proceeding s still
pending, the decision on whether or not to combine the
proceedings will be made by the group director of the ex-
amining group where the reexamination is pending. No
decision on combining the reexaminations should be

2200-71

*’"imade until such trme as reexammatlon is actually or-fff - :
, dered in the later filed request for reexammatron

PROCEEDINGS MERGED

If a second request is ﬁled where the fu'st oertlflcate

will issue after 3 months from the filing of the secondre- -
-quest, the proceedings normally will be, merged In this

situation the second request is decided based on the -

orrgmal patent. claims and if reexamination is ordered

the reexamination proceedings normally would ‘be
merged. If the first certificate is in issue 1twrll‘be‘w1th-
drawn from issue. The second reexamination proceed-
ing will be merged with the first reexamination proceed-
ing and prosecution will continue after the patent owner
and second requester have been given an opportunity to
file a statement and reply, respectively.

If the second request is based upon essentially the
same patents or publications as in the first request or on
patents or printed publications which raise essentially
the same issues as those raised in the first request, and if
reexamination is ordered, the examination of the
merged proceeding will continue at the point reached in
the first reexamination proceeding. If, however, new pat-
ents or printed publications are presented in the second
request which raise different questions than those raised
in the first request, then prosecution in the merged reex-
amination proceeding will be reopened ,if applicable, to
the extent necessary to fully treat the questions raised.

The patent owner will be provided with an opportuni-
ty to respond to any new rejection in a merged reex-
amination proceeding prior to the action being made fi-
nal. See MPEP § 2271. If the reexamination proceedings
are combined, a single certificate will be issued. based
upon the combined proceedings, 37 CFR 1.565(c).

SUSPENSIONS

It may also be desirable in certain situations to sus-
pend a proceeding for a short and specified period of
time. For example, a suspension of a first reexamination
proceeding may be issued to allow time for the patent
owner’s statement and the requester’s reply in a second
proceeding prior to merging. Further, after the second
proceeding has been ordered, it may be desirable to sus-
pend the second proceeding where the first proceeding is
presently on appeal before a Federal court to await the
court’s decision prior to merging, A suspension will only
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be granted in exceptional instances because of the statu--
tory requirements ‘that examination proceed with “spe-

cial dispatch” and must be with the express written ap-

proval -of the group director. Suspension will not be:

granted when there isan outstandmg Office action.
MERGER OF REEXAMINATIONS

The' followmg guidelines should be observed when
two requests for reexamination directed to a single
patent have been filed.

The second request (Request 2) should be processed
as quickly as possible and assigned to the same examiner
to which the first request (Request 1) is assigned. Re-
quest 2 should be decided immediately without waiting
the usual period. If Request 2 is denied, ex parte prosecu-
tion of Request 1 should continue. If Request 2 is
granted and the proceedings are merged, combined pro-
secution should be carried out once the patent owner’s
statement and any reply by the requester have been re-
ceived in Request 2.

If ex parte prosecution has not begun on Request 1, it
should be processed up to that point and then normally
held until Request 2 is ready for ex parte action following
the statement and reply or until Request 2 is denied. Re-
quest 2 should be determined on its own merits without
reference to Request 1.

The decision by the group director merging the reex-
amination proceedings should include a requirement
that the patent owner maintain identical claims in both
files. Any responses by the patent owner must consist of a
single response, addressed to both files, filed in duplicate
each bearing an original signature, for entry in both files.
Both files will be maintained as separate complete files.

When ex parte prosecution is appropriate in merged
proceedings, a single combined examiner’s action will be
prepared. Each action will cross—reference the two pro-
ceedings. A separate action cover form for each proceed-
ing will be printed by the PALM printer for each reex-
amination request control number. Each requester will
get a copy of the action with the appropriate cover form.
The patent owner will get a copy of each cover form and
the body of the action.

When a “Notice Of Intent To Issue A Reexamination
Certificate” (NIRC) is appropriate, plural notices will be
printed. Both reexamination files will then be processed.
The group should prepare the file of the concurrent pro-
ceedings in the manner specified in MPEP § 2287 before
release to Office of Publications.
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The above .gurdelmes shouid be extended tothose si-

tuations ‘where more than two requests are. filed for a

smgle patent
" PROCEEDINGS NOT MERGED

Ifa secondl request s filed where the first reexamina-

" tion certificate will issue within 3 months from the filing
“of the second request, the proceedmgs normally w1ll not

be merged If the certificate on the flrst ‘Teexamination
proceeding will issue before the decision on the second

. request must be decided, the reexamination certificate is

allowed to issue. The second request is then considered
based upon the claims in the patent as indicated in the
issued reexamination certificate rather than the original
claims of the patent. In such situations the proceedings
will not be merged. In NO case should a decision on the
second request be delayed beyond its 3—month dead-
line. :

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a pa-
per is filed which requires payment of a fee (e.g., petition
fee, appeal fee, brief fee, oral hearing fee), only a single
fee need be paid. For example, only one fee need be paid
for an appeal brief even though the brief relates to
merged multiple proceedings and copies must be filed
for each file in the merged proceeding.

PETITION TO MERGE MULTIPLE COPENDING
REEXAMINATION PROCEEDINGS

No petition to merge multiple reexamination pro-
ceedings is necessary since the Office will generally, sua
sponte, make a decision as to whether or not it is ap-
propriate to merge the multiple reexamination proceed-
ings. If any petition to merge the proceedings is filed
prior to the determination ( 37 CFR 1.515) and order to
reexamine ( 37 CFR 1.525) on the second request, it will
not be considered but will be returned to the party sub-
mitting the same by the examining group director. The
decision returning such a premature petition will be
made of record in both reexamination files, but no copy
of the petition will be retained by the Office. See MPEP
§ 2267.
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While the patent-ownet can file a petition to nlerge
the proceedings at any time after the order to reexamine
(37 CFR 1.525) on the second request, the better prac-

tice would be to include any such petition with the patent

owner’s statement under 37 CFR 1.530, in the event the
examining group director has not acted prior to that date
to merge the multlple reexamination proceedings. If the
requester of any of the multiple reexamination proceed-
ings is not the patent owner, that party may petition to
merge the proceedings as a part of a reply pursuant to
37 CFR 1.535 in the event the examining group director
has not acted prior to that date to merge the multiple
proceedings. A petition to merge the multiple proceed-
ings which is filed by a party other than the patent owner
or one of the requesters of the reexamination will not be
considered but will be returned to that party by the ex-
amining group director as being improper under 37 CFR
1.550(e).

All decisions on the merits of petitions to merge mul-
tiple reexamination proceedings will be made by the ex-
amining group director.

2284 Copending Reexamination and
Interference Proceedings

37 CFR 1.565.Concurrent Office proceedings.

L2121l

(b If a patent in the process of reexamination is or becomes
involved in litigation or a reissue application for the patent is filed or
pending, the Commissioner shall determine whether or not 1o stay the
reexamination or reissue proceeding.

BuEhEk

(e) If a patent in the process of reexamination is or becomes
involved in an interference, the Commissioner may stay reexamination
ortheinterference. The Commissionerwill not consider a request tostay
an interference unless a motion (§1.635) to stay the interference has
been presented to, and denied by, an examiner—in—chief and the
request is filed within ten (10) days of a decision by an examiner—in—
chief denying the motion for a stay or such other time as the
examiner ~in—chief may set.

The general policy of the Office is that a reexamina-
tion proceeding will not be delayed, or stayed, because of
an interference or the possibility of an interference. The
reasons for this policy are (1) the relatively long period of
time usually required for interferences and (2) the re-
quirement of 35 U.S.C. 305 that all reexamination pro-
ceedings be conducted with “special dispatch” within the
Office. In general, the Office will follow the practice of
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makmg the requxred and necessary decnsnons in the reex-

- amination proceedmg and, at the same tlme, proceed -
- with the interference to the extent desnrable Decnsnons o
-in the interference will take mto consnderatlon the status

of the reexamination and what is occurnng therein, The-
decision as to what actions are taken in the mterference ,

will, in general, be taken in accordance wnth normal in-
: erference practice. - :

ATTEMPTING TO PROVOKE AN
INTERFERENCE WITH A FATENT
INVOLVED IN A REEXAMINATION
PROCEEDING

An interference will not be declared between an ap-
plication and a patent which is involved in a reexamina-
tion proceeding except upon specific authorization from
the Office of the Assistant Commissioner for Patents.
When an amendment seeking to provoke an interfer-
ence with a patent involved in a reexamination proceed-
ing is filed in a pending application, the owner of the pat-
ent must be notified (see 37 CFR 1.607(d)). The appli-
cant must identify the patent under reexamination with
which interference is sought. The corresponding ap-
plication claims may be rejected on any applicable
ground including, if appropriate, the prior art cited in the
reexamination proceeding. Prosecution of the applica-
tion should continue as far as possible, but if the applica-
tion is placed in condition for allowance and still contains
claims which interfere with claims of the patent under re-
examination, further action on the application should be
suspended until the certificate on the reexamination
proceeding has been issued.

MOTION TO SUSPEND INTERFERENCE
UNDER 37 CFR 1.635 PENDING THE OUTCOME
OF A REEXAMINATION PROCEEDING

A motion under 37 CFR 1.635 to suspend an interfer-
ence pending the outcome of a reexamination proceed-
ing may be made at any time during the interference by
any party thereto. The motion must be presented to the
examiner—in—chief who will decide the motion based
on the particular fact situation, However, no consider-
ation will be given such a motion unless and until a reex-
amination order is issued, nor will suspension of the in-
terference normally be permitted until after any motions
have been disposed of. If the motion is denied by the ex-
aminer—in~chief, a request to stay the interference may
be made to the Commissioner under 37 CFR 1.565(e).
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REQUEST BY THE EXAMINER FOR ACT ION
PURSUANT TO 37 CFR 1. 641

Normally, examiners should not have to alert the ex-

aminer—in~chief for action under 37 CFR 1.641 while |
the reexamination proceedmg is pendmg but should rely . -
on the parties of the mterference to file a notlce under

37 CFR 1.660.

REQUEST FOR REEXAMINATION FILED
DURING INTERFERENCE

In view of the provisions of 37 CFR 1.510(a), “Any
person may, at any time during the period of enforceabil-
ity of a patent” file a request for reexamination. The pat-
ent owner must notify the Board of Patent Appeals and
Interferences under 37 CFR 1.660 within 10 days of re-
ceiving notice that the request was filed. Such requests
for reexamination will be processed in the normal man-
ner. No delay, or stay, of the reexamination will occur be-

cause the requester is not a party to the interference.

If the examiner orders reexamination pursuant to
37 CFR 1.525 and subsequently rejects a patent claim
corresponding to a count in the interference, the atten-
tion of the examiner—in~chief shall be called thereto
and appropriate action may be taken under 37 CFR
1.641.

PETITION TO STAY REEXAMINATION
PROCEEDING BECAUSE OF INTERFERENCE

Any petition to stay a reexamination proceeding, be-
cause of an interference, which is filed prior to the deter-
mination (37 CFR 1.515) and order to reexamine
(37 CFR 1.525) will not be considered, but will be re-
turned to the party submitting the same. The decision re-
turning such a premature petition will be made of record
in the reexamination file, but no copy of the petition will
be retained by the Office. A petition to stay the reex-
amination proceeding because of the interference may
be filed by the patent owner as a part of the patent own-
er’s statement under 37 CFR 1.530 or subsequent there-
to. If a party to the interference, other than the patent
owner, is a requester of the reexamination, that party
may petition to stay the reexamination proceeding as a
part of a reply pursuant to 37 CFR 1.535, If the other
party to the interference is not the requester, any peti-
tion by that party is improper under 37 CFR 1.550(¢) and
will not be considered. Any such improper petitions will
be returned to the party submitting the same. Premature
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by the examining group director as premature. Petitions
to stay filed subsequent to the date of the order for reex- -

amination wxll be referred to the Offlc s of the Assmtant'
Comm1ss10ner for Patents for de, Si( All dec1s10ns o

the merits of petitions to stay a reexammatlon proceed- o

ing because of an interference will be made in the Offlce ’

- of the Assistant Commissioner for Patents

ACT ION IN INTERFERENCE FOLLOWING
REEXAMINATION '

If one or more claims of a patent which is involved in
an interference are canceled or amended by the issuance
of a reexamination certificate, appropriate action will be -
taken by the examiner—in—chief under 37 CFR 1.641.

Upon issuance of the reexamination certificate, the
patent owner must notify the examiner—in—chief
thereof. '

2285 Copending Reexamination and Reissue
Proceedings

37 CFR 1.565. Concurrent Office proceedings.

e

(d) If a reissue application and a reexamination proceeding on
which an order pursuant to § 1.525 has been mailed are pending
concurrently on a patent, a decision will normally be made to merge the
two proceedings ortostayone of the twoproceedings, Where merger of a
reissue application and a reexamination proceeding is ordered, the
merged examination will be conducted in accordance with
§§ 1.171—-1.179 and the patent owner will be required to place and
maintain the same claims in the reissue application and the reexamina-
tion proceeding during the pendency of the merged proceeding. The
examiner’s actions and any responses by the patent owner in a merged
proceeding will apply to both the reissue application and the reexamina-
tionproceedingandbephysicallyenteredinto both files. Any reexamina-
tion proceeding merged with areissue application shall be terminated by
the grant of the reissued patent.

o

The general policy of the Office is that a reissue ap-
plication examination and a reexamination proceeding
will not be conducted separately at the same time as to a
particular patent. The reason for this policy is to permit
timely resolution of both proceedings to the extent pos-
sible and to prevent inconsistent, and possibly conflict-
ing, amendments from being introduced into the two
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proceedings on behalf of the patent owner. Accordmgly,

if both a reissue apphcatlon and a reexamination pro-

ceeding are pending concurrently on a patent, a decision
will normally be made to merge the two proceedings or to
stay one of the two proceedings. The decision as to
whether the proceedings are to be merged, or which pro-
ceeding, if any, isto be stayed is made in the Office of the
Assistant Commissioner for Patents. See In re Onda, 229
USPQ 235 (Comm’r Pat. 1985).

TIME FOR MAKING DECISION ON MERGING
OR STAYING THE PROCEEDINGS

A decision whether or not to merge the reissue ap-
plication examination and the reexamination proceed-
ing, or to stay one of the two proceedings, will not be
made prior to the mailing of an order to reexamine the
patent pursuant to 37 CFR 1.525. Until such time as re-
examination is ordered, the examination of the reissue
application will proceed. A determination on the request
must not be delayed because of the existence of a co-
pending reissue application since 35 U.S.C. 304 and
37 CFR 1.515 require a determination within 3 months
following the filing date of the request. See MPEP
§ 2241. If the decision on the request denies reexamina-
tion (MPEP § 2247), the examination or the reissue ap-
plications should be continued. I reexamination is or-
dered (MPEP § 2246), the reexamination file, the reis-
sue application, and the patent file should be delivered
to the Office of the Assistant Commissioner for Patents
promptly following the mailing of the decision or-
dering reexamination. The delivery of the files to the Of-
fice of the Assistant Commissioner should not be
delayed awaiting the filing of any statement under
37 CFR 1.530 and any reply under 37 CFR 1.535.

If a reissue application is filed during the pendency of
a reexamination proceeding, the reexamination file, the
reissue application, and the patent file should be de-
livered to the Office of the Assistant Commissioner for
Patents as promptly as possible after the reissue applica-
tion reaches the examining group.

The decision on whether or not the proceedings are
to be merged, or which procecding, if any, is to be stayed
will generally be made as promptly as possible after re-
ceipt of all of the files in the Office of the Assistant Com-
missioner for Patents. However, the decision on merging
or staying the proceedings may in certain situations be
delayed until any submissions under 37 CFR 1.530 and
37 CFR 1.535 have been filed. Until a decision is mailed
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mergmg the proceednngs or staymg one of the proceed-
ings, the two proceedmgs will continue and be conducted
simultaneously, but sepatately e

The Office may in certain 51tuat10ns issue a cert1f1—, s
cate at the termination of a reexamination’ proceedmg,
even if a copendmg reissue apphcatlon or. another reex-
amination request has already been filed.

CONSIDERATIONS IN DECIDING WHETHER
TO MERGE THE PROCEEDINGS OR WHETHER
- TO STAY A PROCEEDING |

The decision on whether to merge the proceedings or
stay a proceeding will be made on a case —by—case basis
based upon the status of the various proceedings with
due consideration being given to the finality of the reex-
amination requested.

1. Reissue about to issue, reexamination requested.

If the reissue patent will issue before the determina-
tion on the reexamination request must be made, the de-
termination on the request should normally be delayed
until after the granting of the reissue patent and then be
decided on the basis of the claims in the reissue patent.
The reexamination, if ordered, would then be on the re-
issue patent claims rather than the original patent
claims. Since the reissue application would no longer be
pending, the reexamination would be processed in a nor-
mal manner.

Where a reissue patent has been issued, the deter-
mination on the request for reexamination should point
out to the requester and patent owner that the deter-
mination has been made on the claims of the reissue pat-
ent and not on the claims of the original patent. If a reis-
sue patent issues on the patent under reexamination af-
ter reexamination is ordered the next action from the ex-
aminer in the reexamination should point out that fur-
ther proceedings in the reexamination will be based on
the claims of the reissue patent and not on the patent
surrendered. Form Paragraph 22.05 may be used in the
Office action,

9 2205 Reexamination Based on Reissue Claims

In view of the surrender of original patent [1] and the granting of
reissue patent [2] which has been issued on [3], all subsequent
proceedings in this reexamination will be based on the reissue patent
claims.
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Where the reissue patent has issued prior to the fllmg

ofa request for reexammatlon of the parent patent
see MPEP § 2258.

2. Reissue pending, reexamination request flled

Where a reissue patent will not be granted prior to}‘ |
the expiration of the 3—month period for making the de-

termination, a decision will be made as to whether the
proceedings are to be merged or which proceeding, if
any, is to be stayed after an order to reexamine has been
issued. The general policy of the Office is to merge the
more narrow reexamination proceeding with the broad-
er reissue application examination whenever it is desir-
able to do so in the interests of expediting the conduct of
both proceedings. In making a decision on whether or
not to merge the two proceedings, consideration will be
given to the status of the reissue application examination
at the time the order to reexamination the patent pur-
suant to 37 CFR 1.525 is mailed. For example, if ex-
amination of the reissue application has not begun, or if
a rejection of the primary examiner has not been ap-
pealed to the Board of Patent Appeals and Interferences
pursuant to 37 CFR 1.191, it is likely that a merger of the
reissue application examination and the reexamination
proceeding will be ordered by the Office of the Assistant
Commissioner for Patents. If, however, the reissue ap-
plication is on appeal to the Board of Patent Appeals and
Interferences or the courts, that fact would be consid-
ered in making a decision whether to merge the proceed-
ings or stay one of the proceedings. See I re Stoddard,
213 USPQ 386 (Comm’r Pat. 1982); and In re Scragg,
215 USPQ 715 (Comm’r Pat. 1982).

If such a merger of the proceedings is ordered, the or-
der merging the proceedings will also require that the
patent owner place the same claims in the reissue ap-
plication and in the reexamination proceeding for pur-
poses of the merged proceedings. An amendment may
be required to be filed to do this within a specified time
set in the order merging the proceedings.

If the reissue application examination has progressed
to a point where a merger of the two proceedings is not
desirable at that time, then the reexamination proceed-
ing will generally be stayed until the reissue application
examination is complete on the issues then pending. Af-
ter completion of the examination on the issues then
pending in the reissue application examination, the stay
of the reexamination proceeding will be removed and
the proceedings either merged or the reexamination
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:proceedlng will be conducted separately lf the relssue

applrcatlon has become abandoned. The relssue applrca-

" tion examination will be reopened if necessary, for

merger of the reexarnmatron proceedmg therewrth
If a stay of a reexamrnatron proceedmg hasbeen re- -

- moved following a reissue apphcatlon exarnmatron, the

first Office action will be given a shortened statutory pe-
riod for response of 1 month unless a longer period for
response clearly is warranted by the nature of the ex-
aminer’s action. The second Office action will normal-
ly be final and also have a 1—month period for response.
These shortened periods are considered necessary to
prevent undue delay in terminating the proceedings and
also to proceed with “special dispatch” in view of the ear-
lier stay.

If the reissue application examination and the reex-
amination proceeding are merged, the issuance of the
reissue patent will also serve as the certificate under
37 CFR 1.570 and the reissue patent will so indicate.

3. Reexamination proceedings underway, reissue ap-
plication filed.

When a reissue application is filed after a reexamina-
tion proceeding has begun following an order therefor,
the reexamination, patent, and the reissue files should
be forwarded to the Office of the Assistant Commission-
er for Patents for consideration as to whether or not to
merge the proceedings or stay one proceeding.

Where reexamination has already been ordered
prior to the filing of a reissue application, the following
factors may be considered in deciding whether to merge
the proceedings or stay one proceeding:

a. The status of the reexamination proceeding: For
example, has a statement and reply been received, a
first Office action been mailed, a final rejection been
given, or printing of certificate begun?

b. The nature and scope of the reissue application:
For example, are the issues presented in the proceeding
the same, overlapping, or completely separate; and are
the reissue claims broadening or related to issues other
than rejections based on patents or printed publica-
tions?
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CONDUCT OF MERGED REISSUE k
APPLICATION EXAMINATION AND
REEXAMINATION PROCEEDINGS

If a reissue apphcatlon exammatxon and a reex-

amination proceeding are merged,_ the merged examina-

tion will be conducted on the basis of the rules relating to-

the broader reissue application examination. Amend-
ments should be submitted in accordance with the reis-
sue practice under 37 CFR 1.121(e); see MPEP § 1455.
The examiner, in examlnmg the merged proceedmg, will

apply the reissue statute, rules, and case law to the.

merged proceeding; This is appropriate in view of the
fact that the statutory provisions for reissue applications
and reissue application examination include, inter alia,
provisions equivalent to 35 U.S.C. 305 relating to the
conduct of reexamination proceedings.

In any merged reissue application and reexamination
proceeding, the examiner’s actions will take the form of a
single action which jointly applies to both the reissue ap-
plication and the reexamination proceeding. The action
will contain identifying data for both the reissue applica-
tion and the reexamination proceeding and will be physi-
cally entered into both files, which will be maintained as
separate files. Any responses by the applicant/patent
owner in such a merged proceeding must consist of a
single response, filed in duplicate, for entry in both files
and service of copy must be made on the reexamination
requester. A copy of all Office actions will be mailed to
the reexamination requester but not to any other third
party.

If the applicant/patent owner in such a merged pro-
ceeding fails to file a timely and appropriate response to
any Office action, the merged proceeding will be termi-
nated, the reissue application held abandoned, and the
Commissioner will proceed to issue a reexamination cer-
tificate under 37 CFR. 1.570 in accordance with the last
action of the Office unless further action is clearly need-
ed in view of the difference in rules relating to reex-
amination and reissue proceedings.

If the applicant/patent owner in such a merged pro-
ceeding files an express abandonment of the reissue ap-
plication pursuant to 37 CFR 1.138, the next Office ac-
tion of the examiner will accept the express abandon-
ment, dissolve the merged proceeding, and continue the
reexamination proceeding. Any grounds of rejection
which are not applicable under reexamination should be
withdrawn (e.g., based on public use or sale) and any new
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grounds of rejectlon whlch are’ apphcable under reex--
amination (e.g., 1mproper broadened clalms) should be

' _made by the examiner upon dlssolutlon of the merged .
o ~-pr0ceedmg ‘The. exnstence of - any questxons remalmng;
- which cannot be c0n51dered under reexamxnatlon fol--
. lowing- dlSSOlUthIl of the merged proceedmg would be;l_::f.
" noted by: the examiner as not bemg [proper under reex-
, ammatlon pursuant to37 CFR 1 552(c) '

| PETITION TO MERGE REISSUE APPLICATION

" EXAMINATION AND REEXAMINATION
PROCEEDINGS OR TO STAY EITHER
 PROCEEDING BECAUSE OF THE

EXISTENCE OF THE OTHER

No petition to merge the proceedings,ror stay one of
them, is necessary since’ the Office will generally, sua
sponte, make a decision to merge the proceedings or stay
one of them. Ifany petition to merge the proceedings, or
to stay one proceeding because of the other, is filed prior
to the determination (37 CFR 1.515) and order to reex-
amine (37 CFR 1.525), it will not be considered, but will
be returned to the party submitting the same by the ex-
amining group director, regardless of whether the peti-
tion is filed in the reexamination proceeding, the reissue
application, or both. This is necessary to prevent prema-
ture papers relating to the reexamination proceeding
from being filed. The decision returning such a prema-
ture petition will be made of record in both the reex-
amination file and the reissue application file, but no
copy of the petition will be retained by the Office. See
MPEP § 2267.

The patent owner may file a petition under 37 CFR
1.182 to merge the proceedings, or stay one proceeding
because of the other, at the time the patent owner’s
statement under 37 CFR 1.530 is filed or subsequent
thereto in the event the Office has not acted prior to that
date to merge the proceedings or stay one of them. If the
requester of the reexamination is not the patent owner,
that party may petition to merge the proceedings, or stay
one proceeding because of the other, as a part of a reply
pursuant to 37 CFR 1.535, in the event the Office has not
acted prior to that date to merge the proceedings or stay
one of them. A petition to merge the proceedings, or
stay one of them because of the other, which is filed by a
party other than the patent owner or the requester of the
reexamination will not be considered, but will be re-
turned to that party by the examining group director as
being improper under 37 CFR 1.550(e).
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All decisions on the merits or petitions to merge the: -
reissue appllcatlon examination and the reexammatlon
proceeding, or to stay one proceeding, because of the
other, will be made in the Office of the Assistant Com:

missioner for Patents. - Such petitions to merge the pro-
ceedings, or stay one of the proceedings because of the

other, which are filed by the patent owner or the request-

er subsequent to the date of the order for reexamination
will be referred to the Office of the Assistant Commis-
sioner of Patents for decision.

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a pa-
per is filed which requires payment of a fee (e.g., petition
fee, appeal fee, brief fee, oral hearing fee), only a single
fee need be paid. For example, only one fee need be paid
for an appeal brief even though the brief relates to
merged multiple proceedings and copies must be filed
for each file in the merged proceeding.

2286 Reexamination and Litigation
Proceedings [R—2]

The Federal courts and the Patent and Trademark
Office are jointly responsible for the overall administra-
tion of the patent system.

35 U.S.C. 302 permits a request for reexamination to
be filed “at any time.” Thus, requests for reexamination
are frequently filed where the patent for which reex-
amination is requested is involved in concurrent litiga-
tion. The guidelines set forth below will generally govern
Office handling of reexamination requests where there
is concurrent litigation in the Federal courts.

COURT ORDERED REEXAMINATION
PROCEEDING OR LITIGATION STAYED
FOR REEXAMINATION

Any request for reexamination which indicates that it
is filed as a result of an order by a court or that litigation
is stayed for the filing of a reexamination request will be
taken up by the examiner for decision 6 weeks after the
request was filed. See MPEP § 2241. If reexamination is
ordered, the examination following the statement by the
patent owner under 37 CFR 1.530 and the reply by the
requester under 37 CFR 1.535 will be expedited to the
extent possible. Office actions in these reexamination
proceedings will normally set a 1 month shortened statu-
tory period for response rather than the 2 months usually
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' set in reexamination proceedmgs See MPEP § 2263
~This 1—month period: may be- extended only upon a- '
showmg of sufficient cause. See MPEP§2265 See gen-

erally Raytek, Inic. v. Solfan Systems Inc., 211 USPQ 405 .

“(N.D. Cal, 1981) DresserIndustnes, Inc.v. Ford Motor .
Co., et al, 211 USPQ' 1114 (N. D, Texas, 1981); ngztal .
*Magnetic Systems, Inc. V. Ansley, 213 USPQ 290 (W. D.

OKkla.; 1982); Gould v. Control Laser Corp., 217 USPQ i
985 (Fed. Cir. 1983); The Toro- Co. v. R.L. Nelson Corp.,

* 223 USPQ 636 (C.D. 1L 1984); Inn re Vamco Machine and -

Tool, Inc., 224 USPQ 617 (Fed. Cir. 1985) and Laffland
Bros. Co. v. Mid—Westem Enetgy Corp 225 USPQ 886

-(WD. Okla. 1985).

FEDERAL COURT DECISION KNOWN
TO EXAMINER AT THE TIME THE
DETERMINATION ON THE REQUEST
FOR REEXAMINATION IS MADE

If a Federal Court decision on the merits of a patent is
known to the examiner at the time the determination on
the request for reexamination is made, the following
guidelines will be followed by the examiner, whether or
not the person who filed the request was a party to the
litigation. When the initial question as to whether the
prior art raises a substantial new question of patentabili-
ty as to a patent claim is under consideration, the exis-
tence of a final court decision of claim validity in view of
the same or different prior art does not necessarily mean
that no new question is present, in view of the different
standards of proof employed by the district courts and
the Office. Thus, while the Office may accord deference
to factual findings made by the court, the determination
of whether a substantial new question of patentability
exists will be made independently of the court’s decision
on validity as it is not controlling on the Office. A non—
final holding of claim invalidity or unenforceability will
not be controlling on the question of whether a substan-
tial new question of patentability is present. A final hold-
ing of claim invalidity or unenforceability, however, is
controlling on the Office. In such cases, a substantial new
question of patentability would not be present as to the
claims held invalid or unenforceable. See Ethicon v.
Quigg, >849 F2d 1422,< 7 USPQ2d 1152 (Fed. Cir.
1988).

All determinations on requests for reexamination
which the examiner makes after a Federal Court deci-
sion must be reviewed by the examining group director to
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ensufe it 'conforms fo the current Ofﬁce litigatiOn policy - :
and guldelmes See’ MPEP § 2240. This review is a pro- ..
cedural review and nota review of the merits of the decn- ,

sion. -

MPEP § 2242

REEXAMLNAT_TON WITH CONCURRENT
LITIGATION BUT ORDERED PRIOR TO
FEDERAL COURT DECISION

In view of the statutory mandate to make the deter-
mination on the request within 3 months, the determina-

tion on the request based on the record before the ex-

aminer will be made without awaiting a decision by the
Federal court. It is not realistic to attempt to determine
what issues will be treated by the Federal Court prior to
the court decision. Accordingly, the determination on
the request will be made without considering the issues
allegedly before the court. If reexamination is ordered,
the reexamination will continue until the Office becomes
aware that a court decision has issued. At such time, the
request will be reviewed in accordance with the guide-
lines set forth below. The patent owner is required by
37 CFR 1.565(a) to call the attention of the Office to any
prior or concurrent proceeding in which the patent is or
was involved and thus has an obligation to promptly
notify the Office that a decision has been issued in the
Federal Court.

FEDERAL COURT DECISION ISSUES AFTER
REEXAMINATION ORDERED

Pursuant to 37 CFR 1.565(a), the patent owner in a
reexamination proceeding must promptly notify the Of-
fice of any Federa! court decision involving the patent.
Where the reexamination proceeding is currently pend-
ing and the court decision issues, or the Office becomes
aware of a court decision relating to a pending reex-
amination proceeding, the order to reexamine is re-
viewed to see if a substantial new question of patentabili-
ty is still present. If no substantial new question of pat-
entability is still present, the order to reexamine is va-
cated by the examining group director and reexamina-
tion is terminated. **

A non—final district court decision concerning a pat-
ent under reexamination shall have no binding effect on
a reexamination proceeding.
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For a dlscussmn of the pohcy in specnfnc sntuatlons '

,where a Federal court dec1s1on has been issued, see o i : &
patent valzdzty and should contmue the ,,reexammatlon .

The-Court notes that district courtsand the Office use: . __.,-3 R
dlfferent standards of proof in determlnmg 1nvalld1tyg B
and thus on the same ev1dence could quite. correctly, L

2286

The 1ssuance of a ﬁnal dlStl‘lCt court dec1snon uphold- g
1ng valldlty durmg a reexarmnatlon also w11| have no

- ‘b1nd1ng effect on the exammatlon of the reexammatxon o .
“This is. because the Court states ‘in Ethzcon V. Quzgg,_-””
>849 F2d 1422 1428 < 7 USPQZd 1152, 1157 (Fed Cll' e

come to different conclusions. Spec1ﬁcally, mvahdlty ina
district court must be shown by “clear and convincing”
evidence, whereas in the Office it is- sufﬁcnent to show
nonpatentability by a “prcponderance” of evidence. -
Since the “clear and convincing” standard is harder to
satisfy than the “preponderance standard,” deference
will ordinarily be accorded:to the factual findings of the
court where the evidence before the Office and the court
is the same. If sufficient reasons are present, claims held -
valid by the court may be rejected in reexamination.

On the other hand, the Court states that a final hold-
ing of invalidity is binding on the Office and the reex-
amination may be discontinued. Upon the issuance of a
holding of claim invalidity or unenforceability by a dis-
trict court, reexamination of those claims will continue in
the Office until the court’s decision becomes final. Upon
the issuance of a final holding of invalidity or unenforce-
ability, the claims held invalid or unenforceable will be
withdrawn from consideration in the reexamination.
The reexamination will continue as to any remaining
claims. If all of the claims are firnally held invalid or unen-
forceable, the reexamination will be vacated as no longer
containing a substantial new question of patentability.

LITIGATION REVIEW AND GROUP
DIRECTOR APPROVAL

In order to ensure that the Office is aware of prior or
concurrent litigation, the examiner is responsible for
conducting a reasonable investigation for evidence as to
whether the patent for which reexamination is requested
has been or is involved in litigation. The investigation
will include a review of the reexamination file, the patent
file, and the results of the litigation computer search by
the STIC.

If the examiner discovers, at any time during the reex-
amination proceeding, that there is litigation or that
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there has been a Federal court decrsron on the patent . \ ‘p
‘ reexammatlon, a certlflcate under 37 CFR 1 570 wrll be ‘

;1ssued mdlcatm g that fact

the fact will be brought to the attentlon of the group di-

rector prior to any further actlon by the examiner. The -
. group director must rev1ew any action taken by the ex- £

ammer in such crrcumstances to ensure current Offlce

: lrtrgatron policy is. bemg followed. Thls review is.a proce--

dural revrew and not a review of the merlts of the de01-
sion. : <

FEDERAL COURT DECISION CONTROLLI_NG
IN REEXAMINATION PROCEEDING

Once a Federal court has ruled upon the merits of a
patent and reexamination is still appropriate under the
guidelines set forth above, the Federal court decision will
be considered controlling and will be followed as to
claims finally held to be invalid by the court.

2287 Conclusion of Reexamination
Proceeding [R—2]

Upon conclusion of the reexamination proceed-
ings, the examiner must complete a “Notice of Intent
to Issue a Reexamination Certificate and/or Ex-
aminer’s Amendment” (NIRC) and prepare the reex-
amination file so that the Office of Publications can pre-
pare and issue a certificate in accordance with 37 CFR
1.570 and 35 U.S.C. 307 setting forth the results of the
reexamination proceeding and the content of the patent
following the proceeding. See MPEP § 2288.

The rules do not provide for an amendment to be
filed in a reexamination proceeding after prosecution
has been closed. 37 CFR 1.312 does not apply in reex-
amination. Any amendment, information disclosure
statement, or other paper related to the merits of the
reexamination proceeding filed after prosecution has
been closed must be accompanied by a petition under
37 CFR 1.182 to have the amendment considered.

Normally the title will not need to be changed during
reexamination. If a change of the title is necessary, it
should be done as early as possible in the prosecution asa
part of an Office action. If all of the claims are allowed
and a “Notice of Intent to Issue A Reexamination Certif-
icate” has been or is to be mailed, a change to the title of
the invention by the examiner may only be done by way
of an Examiner’s Amendment. Changing the title and
merely initialing the change is not permitted in reex-
amination.
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If all of the clalms are dlsclalmed ina patent under G

In preparmg the reexammatron fxle for publlcatlon of Sy L ,
the certificate, the exammer must review the reexamina- .

tion and patent

tion of the following | 1tems

a. the- “Reexammatron Freld.of Search” and the:." ‘

“Search Notes” — to be sure the flle wrapper is frlled in

" with the classes and “subclasses that were actually‘

searched and other areas. consulted

b. the “Claim No, For O.G.” box — to be sure that a |

representative claim which has been reexamined is indi-
cated for publication in the Official Gazette.

c. the “Drawing Fig. For Certificate and For O.G. »
box — to be sure that an appropriate. drawmg figure is -

indicated for printing on the certificate cover.sheet and
in the Official Gazette.

d. the “Litigation Review” box — to be sure that
the Office is aware of prior or concurrent litigation.

e. the face of the file — to be sure that the necessary
data is included thereon.

f. the “Index of Claims” box — to be sure the status
of each claim is indicated and the final claim numbers are
indicated.

The claims or claims should be selected in accordance
with the following instructions:

1. The broadest claim should be selected.

2. Examiners should ordinarily designate but one
claim on each invention, although when a plurality of in-
ventions are claimed in one application, additional
claims up to a maximum of five may be designated for
publication. In the case of reexamination, the examiner
must select only one claim.

3. A dependent claim should not be selected unless
the independent claim from which it depends is also
printed. In the case where a multiple dependent claim is
selected, the entire chain of claims for one embodiment
shiould be listed. In the case of reexamination, a depen-
dent patent claim may be selected where the indepen-
dent original patent claim has been canceled; in such a
case, the dependent claim would be printed while the in-
dependent ciaim would not be printed.
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4. In reissue apphcatlons, the broadest clarm wrth:r'__f‘;'_;",

changes or the broadest addrtronal rerssue clalm should
be selected for prmtmg : St ,

‘When recordlng this mformatlon in the box pro~- |

vided, the following 1tems should be: kept in mind:
1. ‘Write the claim number clearly in black mk

2.If multrple clalms are selected the clalm numbers" i

should be separated by commas.’

3. The clalm desrgnated must be referred to by usmg:i‘ i

the renumbered patent claim- number rather than the
original apphcatlon claim number :

and include the current international classification
(except design patents) and U.S. classification for both
the original classification and all cross—references. An
issue slip is required even if all of the claims are canceled.

If any new cross--references are added, the examiner
must order a copy of the patent by using form PTO~14B
and place the copy in the search file so that the certificate
may be attached thereto when it issues.

If the patent owner desires the names of the attor-
neys or agents to be printed on the certificate, a separate
paper limited to this issue which Jists the names and posi-
tively states that they should be printed on the certificate
must be filed. A mere power of attorney or change of ad-
dress is not a request that the name appear on the certifi-
cate.

If a proper paper has been submitted by the patent
owner indicating the names of the attorneys or agents to
be published on the certificate, that paper should be
physically placed on top of the other papers in the center
of the reexamination file at the conclusion of the pro-
ceedings.

The examiner must also complete a checklist, form
PTO-1516, for the reexamination file which will be for-
warded to the Office of Publications identifying:

a. Any amendments to the abstract and description

b. Any amendments to the drawings

¢. Any terminal disclaimer or dedication filed during
reexamination.

d. Any certificate(s) of correction to the patent.

e. The patentability of claim(s) (and) is
confirmed.
f. Claim(s) (and) was (were) previously

canceled. (Relates to a prior proceeding)

2200 - 81

g Clalm(s)
- disclaimed. .

h Clarm(s)
1 Clarm(s)

(and) B

be: patentable as’ amende .-( _ote th
prmted on certrfrcate ) '
k. Clarm(s)

I. New claim(s) (and)-___is (are) added and
determined to be patentable. (Note these claim(s) to be
printed on certificate.)

m. Claim(s) _____
amined.

n. Other (identify clalms and status)

0. Any decision of the Patent and Trademark Office,
Federal court or other forum which may affect the validi-
ty of the patent but which have not been considered dur-
ing reexamination.

A clean copy of the patent being reexammed should
also be pravided to be forwarded out of Group with the
file. The examiner should inspect the title report in the
file (usually paper two or three). If the title report indi-
cates a title in the inventors, but the patent copy shows an
assignment to an assignee, a telephone call can be made
to the Patent Owner, and the Patent Owner can be asked
to submit a Certificate under 37 CFR 3.73(b) indicating
that title is in the Assignee (i.e. it has not reverted back to
the inventors). See MPEP § 320.

After the examiner has completed the review and the
reexamination and patent files have been turned in, the
reexamination clerk will complete the Reexamination
Cierk Checklist Form PTO-1517. The reexamination
clerk will revise and update the files and forward the re-
examination file, the patent file, clean copy of the patent,
the Examiner Checklist—Reexamination PTQ-1516,
and the Reexamination Clerk Checklist PTO-1517 to
the Office of Publications for printing via the appropri-
ate Office.

The clerk should check to see if any changes in es-
pecially:

a. the title,

b. the inventor,

c. the assignee,

d. the continuing data,

(and) was (were) not reex-

Rev. 2, July 1996

was (were) prevxously

(and) U dependent on’ an "
' amended claim, .is (are) determmed 10 be: patentable
(Note: to be used for clanns whrch are not amended‘ .

The examiner must in all cases fill out ablue issue Sllp = Amended claims must be listed i mJ above)

form PTO-270 or desrgn issue slip form PTO—-328
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e. the forergn prrorlty,
. f.the address of the owner S attorney, or _
2. the requester’ s address- have been properly en-

tered on the face of the reexammatlon and patent files

and in the PALM data base.

>REEXAMINATION PROCEEDINGS IN WHICH ‘

- ALLTHE CLAIMS ARE CANCELED

There will be instances that all claims in the reex-

amination proceeding shall be canceled and an NIRC is-
sued indicating that fact. This would occur where the
patent owner fails to timely respond to an Office action,
and all live claims in the reexamination proceeding are
under rejection. It would also occur where all live claims
in the reexamination proceeding are to be canceled as a
result of a Board decision affirming the examiner, and
the time for appeal to the court and for requesting recon-
sideration or modification has expired.

Prior to canceling the claims and issuing the NIRC,
the examiner should telephone the patent owner to in-
quire if a timely response, timely appeal, etc., was filed
with the Office so as to make certain that a timely re-
sponse has not been misdirected within the Office.
Where the patent owner indicates that no such filing was
made, or where the patent owner cannot be reached, the
examiner will proceed to issue a NIRC terminating pro-
secution.

As an attachment to the NIRC, the examiner will
draft an examiner’s amendment canceling all live claims
in the reexamination proceeding. In the examiner’s
amendment, the examiner should point out why the
claims have been canceled. For example, the examiner
might state one of the two following examples, as is ap-
propriate:

“Claims 1—5 and 6—8 were subject to rejection in the last Office
action mailed 9/9/99. Patent owner failed to timely respond tothat Office

action. Accordinglyclaims 1 —-5and 6—8havebeencanceled.See 37CFR
1.550(d) and MPEP 2266.”

“The rejection of claims 15 and 68 has been affirmed in the
Board decision of 9/9/99 and no timely appeal to the court hasbeenfiled,
Accordingly claims 1~5 and 68 have been canceled.”

If the patent owner was reached by telephone and in-
dicated that there was no timely filing (as discussed
above), the attachment to the NIRC will make the tele-
phone interview of record.

In order to cancel the five claims, brackets should be
placed around all the live claims. All other claims in the

Rev. 2, July 1996

- MANUAL OF PATENTEXAMININGPROCEﬁUREV G e S

k' ,,Proceedmg should have been elther replaced or can— R
;celed o

" The examiner w1ll desrgnate a cancelled orlgmal pat- >

. entclaim, to be printed in the Official Gazette,on the file = |
, wrapper m the approprlate place forth

The followmg 1tems deserve specral attentlon The

jexarmner should. ensure they have. been correctly com-
pleted or followed before | passing the case forissue.

1. Al patent claims must be exammed See MPEP
§2243. : : :

2. No renumbering of patent clanns is permrtted
New claims may require renumbermg See MPEP 4
§ 2250.

3. Amendments to the descrlptlon and clalms must
conform to requirements of 37 CFR 1.121(f). This in-
cludes any changes made by Examiner’s Amendment. If
a portion of the text is amended more than once, each
amendment should indicate all of the changes (inser-
tions and deletions) in relation to the current text in the -
patent under reexamination. See MPEP § 2250.

4. The prior art must be listed on a PTO-892 or
PTO~1449 form. These forms must be properly
completed. See MPEP § 2257.

5. The examiner and clerk checklists PTO-1516 and
1517 must be entirely and properly completed. A careful
reading of the instructions contained in these checklists
is essential. The clerical checklist is designed as a check
and review of the examiner’s responses on the examiner
checklist. Accordingly, the clerk should personally
review the file before completing an item. The clerk
should check to make certain that the responses to all re-
lated items on both checklists are in agreement.

6. Multiple pending reexamination proceedings must
be merged. See MPEP § 2283.

7. Reasons for allowance are required for each al-
lowed claim. See MPEP § 2262.

8. There is no issue fee in reexamination. See
MPEP § 2233,

9. The patent claims may not be amended nor new
claims added after expiration of the patent. See MPEP
§ 2250,

10. Original drawings cannot be physically changed.
All drawing amendments must be presented on new
sheets. The new sheets must be approved by the Office
Draftsman before the case is forwarded for issue. See
MPEP § 2250.01.
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11 An amended or: new clalm may not enlarge the_

scope of a patent clalm See MPEP § 2250

2288 Issuance of Reexammatlon Cert'f' ' ate |

35US.C. 307 Cemﬁcate of patentabtltt); unpatentabzltt);‘ and : .'

claim cancellation-

(2) In a reexamination proceedmg under this chapter, when the
timeforappeal hasexpired oranyappealproceedmghastermmated the

Commissioner will issue and publish a certificate canceling any claim of
the patent finally determined to be unpatenitable, confirming any claim
of the patent determined to be patentable, and incorporating in the
patentanyproposedamended or newclaim determined tobe patentable.

ek

37 CFR. 1.570. Issuance of reexamination certificate after reex-
amination proceedings.

(a) Upon the conclusion of reexamination proceedings, the
Commissioner will issue a certificate in accordance with 35 U.S.C.
307settingforththeresultsofthereexaminationproceedingandthe
content of the patent following the reexamination proceeding.

(b) Acertificate willbe issuedineach patentinwhich areexamina-
tion proceeding has been ordered under § 1.525. Any statutory
disclaimer filed by the patent owner will be made part of the cextificate.

(c) Thecertificate willbe mailedonthe day of its date to the patent
owner atthe addressasprovided forin § 1.33(c). A copy of the certificate
will also be mailed to the requester of the reexamination proceeding.

(d) Ifacertificate hasbeenissued which cancels all of the claims of
the patent, no further Office proceedings will be conducted with regard
to that patent or any reissue applications or reexamination requests
relating thereto,

(e) Ifthereexamination proceeding isterminated by the grantofa
reissued patent as provided in § 1.565(d), the reissued patent will
constitute the reexamination certificate required by this section and
35U.8.C.307.

() Anatice of the issuance of each certificate under this section
will be published in the Official Gazette on its date of issuance.

Since abandonment is not possible in a reexamina-
tion proceeding, a certificate will be issued at the conclu-
sion of the proceeding in each patent in which a reex-
amination proceeding has been ordered under 37 CFR
1.525 except where the reexamination has been termi-
nated by the grant of a reissue patent on the same patent.

Where the reexamination is terminated for a failure
to timely respond to an Office Action, see MPEP § 2266.

The certificate will set forth the results of the pro-
ceeding and the content of the patent following the reex-
amination proceeding. The certificate will:

a. cancel any claims determined to be unpatentable;

b. confirm any patent claims determined to be pat-
entable;

¢. incorporate into the patent any amended or new
claims determined to be patentable;
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and a copy to’ the ‘requester;.. and S
i. refer to patent claims, dependent on amended o
claims, determined to be patentable. : |
If a certificate issues which cancels all of the clauns of .
the patent, no further Office proceedings will be con-
ducted with regard to that patent.or any reissue applica-
tion or reexamination request directed thereto.

- If a reexamination proceeding is terminated by the
grant of a reissued patent as provided for in 37 CFR
1.565(b), the reissued patent will constitute the reex-
amination certificate required by 35 U.S.C. 307 and this
section. ‘

A notice of the issuance of each reexamination certif-
icate will be published in the Official Gazette on its date
of issuance in a format similar to that used for reissue
patents. See MPEP § 2291.

2289 Reexamination Review

All reexamination cases are screened for obvious er-
rors and proper preparation in order to issue a certifi-
cate. A patentability review will be made in a sample of
reexamination cases by the Quality Review Examiners.
This review is an appropriate vehicle to provide informa-
tion on the uniformity of practice and to help identify
problem areas.

2290 Format of Certificate

The reexamination certificate is formatted much the
same as the title page of current U.S. patents. The certifi-
cate is titled “Reexamination Certificate” and includes
the patent number of the original patent preceded by the
letter “B” and the number of the reexamination pro-
ceeding of that patent. For example, “1” for first reex-
amination certificate and “2” for the second reexamina-
tion certificate. The letter designation distinguishes the
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certificate as‘being'a reexamination certificate Thlis,
second reexamination certificate -for. the same patent
would be desngnated as “B2” folIowed by the patent
number. ' :

The certtﬂcate denotes the date the certificate wasis-
sued at INID code [45] (sece MPEP § 901.04). The title,.

name of inventor, international and U.S. classification,
the abstract, and the list of prior art documents appear at
their respective INID code designations much the same
as is presently done in utility patents.

The primary differences, other than as mdlcated
above, are: :

1. the filing date and number of the request is preced-
ed by “Reexamination Request;”

2. the patent for which the certification is now issued
is identified under the heading “Reexamination Certifi-
cate for”; and

3. the prior art documents cited at INID code [56]
will be only those which are part of the reexamination file
and cited on forms PTO—1449 (and have not been
crossed out because they were not considered) and
PTO-892.

Finally, the certificate will specify the claims con-
firmed as patentable and those canceled. Any new claims
will be printed and any amended claims will be printed
indicating the amendments thereto. Any prior court de-
cisions will be identified as well as the citation of the
court decisions.

2291 Noetice of Certificate Issuance in Official
Gazette

The Official Gazette notice will include bibliographic
information, and an indication of the status of each claim
following reexamination. Additionally, a representative
claim will be published along with an indication of any
changes to the specification or drawing.

2292 Distribution of Certificate

A copy of the reexamination certificate should be
stapled to each copy of the patent in the search files. A
copy of the certificate will also be made a part of any pat-
ent copies prepared by the Office subsequent to the is-
suance of the certificate.

A copy of the certificate will also be forwarded to all
depository libraries and to those foreign offices which
have an exchange agreement with the U.S, Patent and
Trademark Office.
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2293 Intervenmg nghts [R—l]

: “35 US.C. 307 Certtﬁcate of patentabzlzty, unpatentabzlzty, and
' claim cancellatton S Wil

CUREREE,

** >(b) Any proposed amended or new claim determined to be

. patentable and incorporated into a patent following a reexamination
proceeding will have the same effect as that specified in section 252 of -

this title for reissued patents on the right of any person who made,
purchased, orused within the United States, orimported into the United
States, anything patented by such proposed amended or new claim, or
who made substantial preparation for the same, prior to issuance ofa
certificate under the provisions of subsection (a) of this section.<

The situation of intervening rights resuiting from re-
examination proceedings parallel those resulting from
reissue proceedings and the rights detailed in 35 U.S.C.
252 apply equally in reexamination and reissue situa-
tions. See Kaufman v. Lantech, 1 USPQ2d 1202, 1206
(Fed. Cir. 1986); Forial Corp. v. Phone~Mate, 3 USPQ2d
1771 (Fed. Cir. 1987); Tennant v. Hako Minuteman,
4 USPQ2d 1167 (N.D. Ill. 1987); and Key Mfg. v. Micro-
dot, 4 USPQ2d (E.D. Mich. 1987).

2294 Terminated Reexamination Files

Terminated reexamination files in which reexamina-
tion has been denied should be forwarded to the Files
Repository (Location Code 920) for storage with the
patent file.

The files sent to the Files Repository must have ei-
ther (1) a certificate date and number (i.e., a Reexamina-
tion Certificate has issued), or (2) the word “Termi-
nated” written in green ink on the face of the file at the
top between the word “Reexam” and the patent number.
The Reexam Clerk in each group should make sure that
an appropriate refund has been made before the word
“Terminated” is placed on the file, and the files sent to
the Files Repository.
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REEXAMINATION CERTIFICATE!L(zm;

"Umted States Patent [m
: "Holk., Jr. et al

2294

(34] LEVER ACTION nu_: svsrm FOR EASY K

- OPENING ENDS

[73] !nvemors Albeﬂ.l Holl, Jr Frankfon
Afrnoldm . Bolk, Chlcago both"
o

The Continentsl Groap, Ine., New
York, N.Y.

[73] Assignee:
Recusminntion W
Ne. 96/000,076, Sep. 28, 1981

Reczsminstion Certificate for:

Patent MNo.: 4,182 460

Ispuexd: Juam. 8, 1980

Appl. No.: 656,388

Filed: Jul. 27, 1947
f5t] =12 BEsh 41/33
[s2] U8 & 230/271; 220/2]3
{38] Flald of Seareh........ccooviverrerrrensersence. 220/265-273

' [sel

; US PATENT DOCUMENTS
z.m,aoc 12/1956 “Fried.
3,089.609  $/1963 DAndxu.
3,416,699 12/1968 Bozek . - i

anary Exammer-—-George T Hall .

157 , ABSTRACT

Thmdmloturehutodomthmeuyopemngcon '
tsiner end wherein substantislly the entire end penel is
removed. The removable penel portion has rigidly
attached thereto s pull tab which is first utilized ss &
lever to obtain the initial rupture of the end pane! sad
then a8 & handie to tesar out the removeble panel
portion. The removsble panel portion is provided
with 8 weakening line immedistely adjacent the con-
nection between the pull tab and the removeble panel
portion for the purpose of first venting the interior of
& cootsiner and then forming o limge which will
permit the necemary pivoting of the pull tab relative
to the end panel.
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THE PATENT KS HEREBY A.MENDE.D S
. INDICATED BELOW L
mmmmmqumwumy !
mmmmmwhnmnmof,
the petent; matter printed iz itaﬂa Mnm lddldoa gt
made to the gatent. L]
AS A RESULT OF REEXAMINATION l'T HAS
BEEN DETERMINED THAT: ' score lines fof w eakemn\

The patentbilicy of claims 1-10, 16, 18, unme:zn«-ls strap- hx:e.h;:mmmb-mm e
%4 is confirmed. ammnermqthheetmm;l ; T
a score of weakritss mmdconmncr .

ll.hammmmdmdudmsmmdm!dbm 'lnecondmnlmc[ofweihlal]mnadcon‘f
fined by em upstanding chuck well, & [weskening] tainer wall adjscent ‘ssid first score line fof
sore live formed in seid end panel and defining o weakness] and defining s bhinge, emid hinge .
removsble panel portion, said [weakening] score line ~ being wpeced from said first sore line fof s
wcluding » starung porton disposed closely sdjecent weskness] by s portion of said tear strip; -
said chuck wall, apullubhavmzaqurenm;ng 28 8 separate taby lying st lesse partisly within the
said panel slong said [weskening] score line starting area of said tear wtrip, seid tab baving & handie
portion for effecting the ruputre of said penel in the end and a force applying end with the force
removal of said pasel portion. and securing means applying end lying ot & preselecied location
securing said pull tab to said panel; the improvement cloczlyndpcemmdﬁ:nmhne[ofwak
comprising said seOUTIDg WMERNS ngidl_y securing taid 3 " nesd; and
pull b to wid panel portios end including hinge means integral with said teer strip for securing
forming means in seid removeble panel portion for said tsb to seid tear strip, movement of wid
facilicating the hinging of eaid pull tab relative to said handie end of said tab urging said force apply-
end pane! to rupture said end panel slong suid [ weak- ing end firmly aguinst wid coatsiner wall 0
ening] score line starting portion. 18 cause hinged movement of said portion of said

12, The container end of cleim 11 wherein said contsiner wull eboat seid binge (o initiate sev-
hinge forming means includes s gemerslly Ushaped erance of the tear serip along seid first score
fweakening] score line opening towsrds ssid {weak- line fof weakness.

ening ] score line starting portioa. 28. A combinstion s defined in claim 18 wherein

£3. The container ead of cleim {1 wherein seid 4 emid hinge lies intermediate seid last mentioned meuns
hinge forming meams includes 8 gemesslly U-shaped sndntdﬁmmhne[ofwaknm]mdu:dpm
fweskening] score line opening towards said [wesk-  lected location is on ssid teas strip.
cning} score ling sgrting portion and baving terminal e © 6 @ ®

45

L
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2294

REEXAMINATIONS
MAY 1, 1990

M-uercnclmedmhnvym[]Wn:-mmtwirormmp-nonhu. 5

prisied s walics wdicates

edcittong made by reRiamiInEluon.

B1 6,512,698 (1260¢0)

SIGN FRAME AND METHOD FOR FACTORY
INSTALLING FLEXIBLE SIGN FACING MATERIAL
THEREON
Robert J. Ready, Clnciaastl, Oble Dosald E. Whigple. Edge-
woad, Ky.. sed Jemes P. Sterva, Pleassnt Plaln, Oblo, assign-

ore te LST Lighting Syvtems lec.

Reezsmination Regquest No. 90/001,791, Jun. 16, 1969,
Reexsminaton Certificate for Pateat Ro. ¢,512.098, lsoued Ape.
23, 1983, Sar. No. $53,7132, Nev. 28, 1943
iwe. Ci.° GOBF 15,00

U.s. C. 0610

AS A RESULT OF REEXAMINATION, IT HAS BEEWN
DETERMINED THAT.

The patentability of clam 14 @ confirmed.

Claims $ snd 19 having besn finally determuned (o be unpat-
entable, sre cancelled.

Clagens 1. 6. 7. 19 and D are <deternuned (0 be patentable &
arnetided

Clarmns 2-4€, 8-13 snd 16-18. depeadent om sm amended
clasm. are detevenined (o be patentable.

Wew clawns 2146 are edded and determimed t0 be patent-
able.

§ Sign frame whereby flexible ugn facieg wmeterisl com-
posed of flexbile film can be matalied awny from e job dite on
sard (reme w the manufecture of (sacies heviag e longiudinal
dimnensson esceeding 12 foat 1o provide am essembly which can
te colispeed (0 reduce ouly tbe longitudinel dimemsion for
transporieton end resiored o foll length e the job site, seid
ugn (rame compriting

() left and right end sectioces, each section comprising

(i) 8 verucal member;

(s8) & firet hortzontal messher rigidly aad flaedly coanecied
to the verucal member sud eutending batwess cas ead
of the verucal member snd o free end,

{15) & sscoad horzontel member rigidly ead fizedly con-
nected (0 the verucs! member snd estending between
the ather end of the verucal wember end s free end, snd

(iv) temporary. removalile rigid bracing BEERs COancling
the borzontsl oavmbers, and

(&) eemw for lockmg e lefl and right end sections n abign-

want, wied lockmg mesns ining mesns shidable on e

2200 -

BY 4,618,242 (12612} :
COMBUSTION OF VISCOUS HYDROCARBONS
Mickeel E. Hayes. Fornandins Beach: Kevin R. Hrebeasr, Jock-
soavilie; Patricia L. Murphy; Lavreace E. Foteh, Je., both of
Fernanding Beach, end Jemes F. Deal, (11, Amelia loland, nil
of Fla., easignors (¢ Petroleem Fermantatioas N.V., Corecso,
Metherinnds Antiiles . :
Reeusminatios Reqwest No. 90/001.581, Ang. 23, 1968,
Reexaminstioa Certificate for Patent Neo. 4,618,348, luswed Oct.
11, 1986, Ser. Mo. 547.892, Neov. 2, 1963,
Lme. C1.° C1OL //32
.8, Cl. 6481

AS A RESULT OF REEXAMINATION, IT HAS BEEN
DETERMINED THAT:

The patentability of claims -6, 9. 18, 19-20 v confirmed.

Clgimns 7, € and 23 sre determined (o0 be patentable ag
amended.

Cla:ms 11-28. dependent on an amended clum. are deter-
mined to be patentable.

1. AVmethod for wulizng viscous hydrocarbons ge combumti-

ble fuels compriung:

(A) lorming & hydrocarbosol veing & surfactant pecksge m o
proporuan of ebout 110D to ebout 1:20,000 by weight
bazed on hydrocarbon.

(1) sesd surfectant peckege comprising

(8) at lesst one water-goluble surfactant, an effuctive
amount of which surfactant promotes emulnfication
of & hydrocarbon with AP gravity of about 20° AP
or less, vecosty of sbhout 100 centipowe or greater at
150° F.. paraffio content of about 30% by weight or
fewn and sromastic content of about 409% by weight o
greater Lo an aquecus phese o form & hydrocarbon-
wm-water emulsion wherein the proporiion of hydro-
carboa to egueous phase is shout 90:10 by volume o
less. the viscosity of which emulsion s reduced by st
teast a fector of sbout 10 compared to the viecossty of
the bydrocarbon; and

{b) st leest one watler-soluble bivemulsifier, beoiag e
mucroboally-derived substance whick predomnsntly
reasdes at hydrocarbon/weter \wterfeces (o wbetan-
tislly surround hydrocasbos droplets im hydrocar-
boa-in-water emulsions, en effective smount of which
ticemuleifier siabilizes o hydrocarbon-in-weater emul-
s formed with 8 bydrocarbon s in (8) by maintain-
ng vecosty reduceod by ag least e factor of ebout 10
for 8 pericd of et least sbhout a day under statsc condi-
o,

(1) sasd hydrocarboaot

(8) comprising & hydrocarbos cherecterized by ea APY
gravity of ebow 20" API of lam, viecosity of G0
cantipomwe or grester st 150° B, peraffim contemt of
abous 50% by weight or less ead srowmetic content of
ahout 0% by weight or greater; ead

(b) haviang 8 bydrocerbon:water ratic of about 7030 by
volume, end

(B) busrning the raultant bydrocerbosol.
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