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60% Prior Art Statement

601 Content of Application

87 OFPR 1.51. Generael requisities of an application.
{a) Applications for patents must be made to the Com-
migsioner of Patents and Trademarks. A complete ap-
plication comprises:

{1) A specification, including a
see §§ 178 to L.YT.

(2) An oath or declaration, see §§ 1.65 to 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.88.

(4} 'The preseribed filing fee. (See 35 (.8, 41 for
fling fees.)

(h) Applicants are encouraged to file a prior art
statement at the time of filing the application or with-
in three months thereafter. See §§ 1.97 through 1.99.

35 U.B.C. 111 Application for petent. Application
for patent shall be made by the inventor, except as
atherwise provided in this title, in writing to the Com-
missioner. Such application shall include: {1} a spee-
ification as prescribed by section 112 of this title;
{2) n drawing as prescribed by section 113 of this
title; and {(8) an ocath by the applicant as prescribed
by section 115 of this title. Fhe application must be
glgned by the applicant and accompanied by the fee
required by law.

claim or claims,

Gumerines vor Drarrrze A Moporn Parent
ArpLicarion

The following guidelines illustrate the pre-
ferred Jayout and content for patent applica-
tions. These guidelines are suggested for the
applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is pref-
erable in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by the headings
indicated.

(a) Title of the Invention.

(b} Cross-References to Related Applica-
tions (if any).

{c) Statement as to rights to inventions made
under Federally-sponsored research and devel-
opment (if any).
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(d) Background of the Invention.

1. Field of the Invention.

2. Deseription of the Prior Art.

e) Summary of the Invention.
f) Brief Description of the Drawing.

(g) Description of the Preferred Embodi-
ment{s).

(h) Claim(s).

(1} Abstract of the Disclosure.

(a) Title of the Inwention: (See §1.72(a).)
The title of the invention should be placed at
the top of the first page of the specification. It
should be brief but technically aceurate and
deseriptive preferably from two to seven words,

(b) Cross-References to Reloted Applica-
tions: (See 37 CFR 1.78 and § 201.11.)

{¢) Statement as to rights to inventions made
under Federally sponsored rescarch and devel-
opment (if any) ! (See § 310).

(d) Background of the Invention: The
specification should set forth the Background
of the Invention in two parts:

(1) Field of the Invention: A statement
of the field of art to which the invention
pertains, This statement may include 2
paraphrasing of the applicable U.S.
patent classification definitions, The
statenient should be directed to the sub-
ject matter of the claimed invention. This
1tem may also be titled “Technical Field”.

(2} Description of the Prior Art: A para-
graph(s) describing to the extent practi-
cal the state of the prior art known to
the applicant, including references to
specific prior art where appropriate.
Where applicable, the problems involved
in the prior art, which are solved by the
applicant’s invention, should be indi-
cated. This item may alsobe titled “Back-
ground Art”.

(e} Summary: A brief summary or general
statement of the invention as set forth in § 1.78.
The summary is separate and distinet from
the abstract and is directed toward the inven-
tion rather than the disclosure as a whole. The
summary may point out the advantages of the
invention or how it solves problems previousl
existent in the prior art (and preferably indi-
cated in the Background of the Invention). In
chemical cases it should point out in general
terms the utility of the invention. If possible,
the nature and gist of the invention or the
inventive concept should be set forth. Objects
of the invention should be treated briefly and
only to the extent that they contribute to an
understanding of the invention. This item may
also be titled “Diselosure of Invention”.

(1) Brief Description of the Drawing(s): A
reference to and brief description of the draw-
ing(s) asset forthin § 1.74.

/'/‘\\.
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(g) Description of the Preferred Embodi-
ment(s): A description of the preferred em-
bodiment(s) of the invention as required in
§ 1.71. The description should be as short and
specific as is necessary to adequately and
accurately describe the invention. This item
may also be titled “Best Mode for Carrying Out
the Invention”.

Where elements or groups of elements, com-
pounds, and processes, which are conventional
and generally widely known in the field to
which the invention pertains, form a part of
the invention described and their exact nature
or type is not necessary for an understanding
and use of the invention by a person skilled in
the art, they should not be described in detail.
However, where particularly complicated sub-
ject matter is involved or where the elements,
compounds, or processes may not be commonly
or widely known in the field, the specification
should refer to another patent or readily avail-
able publication which adequately describes
the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim
may be typed with the various elements sub-
divided in paragraph form. There may be
plural indentations to further segregate sub-
cornbinations or related steps.

Reference characters corresponding to ele-
ments recited in the detailed description and
the drawings may be used in conjunction with
the recitation of the same element or group of
elements in the claims. The reference charac-
ters, however, should be enclosed within paren-
theses so as to avoid confusion with other num-
bers or characters which may appear in the
claims. The use of reference characters is to be
considered as having no effect on the scope of
the claims.

Claims should preferably be arranged in
order of scope so that the first claim presented
is the broadest. Where separate species are
claimed, the claims of like species should be
grouped together where possible and physically
separated by drawing 2 line between claims or
groups of claims. {Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim.)
Similarly, product and process claims should
be separately grouped. Such arrangements are
for the purpose of facilitating classification
and examination.

The form of claim required in 37 CFR 1.75
(e) is particularly adapted for the description
of improvement type inventions. It is to be con-
sidered a combination claim and should be
drafted with this thought in mind.

In drafting claims in accordance with 37

CEFR 1.75(e), the preamble is to be considered-

to positively and clearly include all the elements
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or steps recited therein as a part of the claimed
combination.

(3) Abstract of the Disclosure: (See 837 CFR
172(b) and § 608.01(b).

Oath or Declaration

(See 37 CIR 1.65, 1.68, 1.69 and 1.70.) Where
one or more previously filed forei%n applica-
tions are cited or mentioned in the oath or
declaration, complete identifying data, includ-
ing the application or serial number as well as
the counfry and date of filing, should be pro-
vided.

Tae ArpLICATION

The specification must be in the English lan-
guage and must be legibly typewritten, written
or printed in permanent ink or its equivalent in
quality. See 37 CFR 1.52 and § 608.0L.

The parts of the application may be included
in a single document, and an approved single-
signature form may be used.

Determination of completeness of an appli-
cation is covered in § 506.

The specification and oath or declaration are
secured together in a file wrapper, bearing
appropriate identifying data Including the
serial number and filing date (§ 717).

Note

Division applications § 201.06.

Continuation applications § 201.07.

Reissue applications § 1401,

Design applications, Chapter 1500.

Plant applications; Chapter 1600.

A model, exhibit or specimen is not required
as part of the application as filed, although it
may be required 1n the prosecution of the ap-
plication (§§ 1.91-1.93, 608.03).

87 CFR 1.59. Papers of complete application not to be
returned, Papers in s complete application, including
the drawings, will not be returned for any purpose
whatever. ¥ applicants have not preserved coples of
the papers, the Office will furnish copies at the usual
cosk.

See, however, § 604.04(a).

The Patent and Trademark Office has ini-
tiated a program for expediting newly filed ap-
plication papers through pre-examination steps.
This program requires the cooperation of appli-
cants in order to attain the desired result—a
reduction in processing time.

Therefore, all applicants are requested to
inelude a preliminary classification on newly
filed patent applications. The preliminary clas-
sification, preferably class and subclass designa-
tions, should be identified in the upper
right-hand corner of the letter of transmittal
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accompanying the application papers, for ex-
ample “Proposed class 2, subclags 129.”

This program is voluntary and the classifica-
tion submitted will be accepted as advisory in
nature. The final class and subclass assignment
remains the responsibility of the Office.

601.02 Power of Attorney or Author-
ization of Agent

The attorney’s or agent’s full post office ad-
dress (including ZIP code number) must be
given in every power of attorney or authority
of agent. The telephone number of the attorney
or agent should also be included in the power.
The prompt delivery of communieations will
thereby be facilitated.

Usually a power of attorney or authorization
of agent is incorporated in the single signature
form. (See §§ 402 and 605.04(a).)

601.03 Change of Corvespondence
Address

‘Where an attorney or agent of record (or ap-
plicant, if he is prosecuting his application pro
se) changes his correspondence address, he is re-
sponsible for promptly notifying the Patent and
Trademark Office of his new correspondence ad-
dress (including Zip Code number). The notifi-
cation should also include his telephone number.

A separate nofification must be filed in each
application for which he is intended to receive
communications from the Office. In those in-
stances where & change in the correspondence
address of a registered attorney or agent is nec-
essary in a plurality of applications, the notifi-
cation filed in each application may be o repro-
duction of a properly executed, original notifi-
cation. The original notice may be sent to the
Office of the Solicitor as notification to the At-
torney’s Roster of the change of address, or may
be filed in one of the applications affected, pro-
vided that the notice includes an authorization
for the public to inspect and copy the original
notice in the event one of the applications con-
taining a copy matures into a patent and the
application containing the original paper is
either pending or has become abandoned. The
copies submitted in each affected application
must identify where the original paper is
located.

See § 711.03(c) for treatment of petitions to
revive applications abandoned as a consequence
of failure to timely receive an Office action ad-
dressed to the old correspondence address.

The notification required need take no partic-
ular form. However, it should be provided in
a manner calling attention to the fact that a
change of address is being made. Thus, the mere
inclusion, in a paper being filed for another
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purpose, of an address which is different from
the previously provided correspondence address,
without mention of the fact that an address
change is being made would not ordinarily be
recognized or deemed as instructions to changs
the address on the file record.

The obligation (see 37 CFR 1.347) of a regis-
tered attorney or agent to notify the Attorney’s
Roster by letter of any change of his address
for entry on the register, is separate from the
obligation to file a notice of change of address
filed in individual applications, See § 402.

601.04 National Stage Requirements
of the United States as a Desig-
nated Office.

85 U.R.C. 871, National stage: Commencement

{a) Receipt from the International Bureau of copies
of international applications with amendments to the
claims, if any, and international search reports is re-
quired in the case of all international applications
designating the United States, except those filed in
the Patent Office.

(b) Subject to subsection (£) of this section, the na-
tional stage shall commence with the expirafion of the
applicable time limit wnder articte 22 (1) or (2) of
tke treaty, at which time the applicant gshall have com-
plied with the applicable requirements specified in sub-
section (¢) of this section.

{c} The applicant shall file in the Patent Office—

(1) the national fee prescribed under section 876
{2} (4) of this part;

(2} a copy of the international application, un-
less not reguired under subsection (a) of this section
or already received from the International Bureau,
and a verified translation into the English language
of the international application, if it was filed in
another language;

(3) amendments, if any, to the claims in the in-
ternational application, made under article 19 of the
treaty, unless such amendments have been commu-
nicated to the Patent Office by the International Bu-
reau, and a translation into the Hnglish language if
such amendments were made in another langnage |

{4) an oath or declaration of the inventor (or
other person authorized wunder chapter 11 of thig
title) complying with the reguirements of section
115 of this title and with regulations prescribed for
oaths or declarations of applicants.

(d) Failure to comply with any of the requirements
of subsection (¢) of this section, within the time limit
provided by article 22 (1) or (2} of the treaty shall
regult in abandonment of the international application.

(e} After an international application has entered
the national stage, no patent may be granted or refused
thereon before the expiration of the applicable time
limit under article 28 of the treaty, except with the
express congent of the applicant, The applicant may
present amendments to the specification, claims, and

T
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drawings of the application after the national stage
has commenced.

(f) At the express request of the applicant, the na-
tional stage of processing may be commenced at any
time at which the application ig in order for such pur-
pose and the applicable requirements of subsection (¢)
of this gection have been complied with,

85 U.R.0. 372. National stage: Requirements and
nrocedure

{a} All questions of substance and, within the scope
of the requirements of the treaty and Regulations, pro-
cedure in an internaiional application designating the
United States shail be determined as in the case of
national applications regularly filed in the Patent
Office.

{b) In the case of international applications desig-
nating but not originating in, the United States—

“(1} the Commissioner may cause to be reex-
amined guestions relating to form and contents of

the application in accordance with the requirements
of the treaty and Regulations;

“{2) fhe Commissioner may cause the guestion of
unity of invention to be reexamined under section
121 of this title, within the scope of the requirements
of the treaty and the Regulations.

{e} Any claim not searched in the international stage
in view of a holding, found to be justified by the Com-
migsioner upon review, that the international appli-
cation did not comply with the requirement for unity
of invention under the treaty and the Regulations, shall
pe considered canceled, uniess payment of a special fee
is made by the appleant. Such gpecial fee shall be paid
with regpect to each claim not searched in the interna-
tional stage and shall be submitted not later than one
month after a notice was sent to the applicant inform-
ing him that the said holding was deemed to be justified.
The payment of the gpecial fee shall not prevent the
Commissioner from requiring that the international
application be regiricted to one of the inventions
claimed therein under section 121 of this title, and
within the scope of the requirements of the trealy and
the Regulations.

85 U.8.C. 373, I'mproper applicent. An international
application designating the United States, shall not be
accepted by the Patent Office for the national stage if
it wasg filled by anyone not qualified under chapter 11
of this title te be an applicant for the purpose of filing
a national application in the United States. Such infer-
national appiications shall net serve as the basis for
the benefit of an earlier filing date under section 120
of this title in a subsequently filed application, but may
serve as the basis for a claim of the right of priority
under section 119 of this title, if the United Stiates
was not the sole country designated in such inferna-
tional application.

8 OFR 1.61. Filing of applications in the United
States of America as o Designafed Ofice.

(2} To maintain the benefit of the infernational
filing date and obtain an examination as to the patenia-
bility of the invention in the United States, the appli-
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cant shall furnish to the U.S. Patent and Trademark
Office not later than the expiration of 20 monihs from
the priority date: (1) A copy of the international ap-
piication with any amendments, unless it has been pre-
viously furnished by the International Bureau or
uniess if wag originally filed in the 1.8, Patent and
Trademark Office; (2} a verified transiation of the in-
ternational application and a transiation of any amend-
ments into the Inglish language, if originaily filed
elsewhere in another language; (3) the national fee
(see § 1.4456(a) (4} ) ; and (4) an oath or declaration of
the inventor (see § 1.70).

{b) Where an International Searching Awuthority
has made a declaration that no international search
report will be established because of the international
application relates fo the subject matter which it is
not required to search, or because the application fails
to comply with the prescribed reguirements to such
an extent that a meaningful search eould not be carried
out, the time for performing the acts referred to in
paragraph (a) of this seetion is 2 months from the
mailing date of the declaration to the applicant,

The United States national stage commence-
ment requirements are set forth in 35 U.S.C. 871
and 372, In order to retain his or her interna-
tional filing date and enter the national stage in
the United States, and unless the international
application was filed in the United States Re-
ceiving Office or already received from the In-
ternational Bureau, the applicant must file in
the U.8. Patent and Trademark Office the fol-
fowing items:

(1) a copy of the international application
and a verified English translation thereof, if
necessary,

(i1} a copy of any amendments to the claims
which were made before the International
Bureau and an English translation thereof, if
necessary,

(iii) an cath or declaration of the inven-
tor(s), and

(iv) the national filing fee.

The applicant must submit these items not
later than at the expiration of 20 months from
the priority date (35 U.S.C. 371(d) and PCT
Article 22). At 20 months the applicant may
also file a prior art statement.

After filing, the applicant has the right to
amend his application before the Designated
Office within one month after entry into the
national stage. Tt should be noted that the time
limits referred to in the preceding paragraph
apply irrespective of whether the international
search report is available.

The time lmit (20 months from the priority
date) indicated above, expires earlier where the
International Searching Authority makes a dec-
laration to the effect that no international searqh
report will be established ; such a declaration is
notified to the applicant by the International
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Searching Authority ; the time limit is then two
months from the date of the notification of the
said declaration sent to the applicant (PCT Ar-
ticle 22(2) and PCT Rule 44.1).

602 Original Oath or Declaration

85 U.8.0. 25. Declgration in lien of oath

(a) The Commissioner may by rule prescribe that
any document to be filed in the Patent and Trademark
Office and which is required by any law, rule, or other
regulation to be under oath may he subseribed to by a
written declaration in such form as the Commissioner
may prescribe, sach declaration to be in lieu of the
oath otherwise required.

(b) Whenever such written declaration is used, the
document must warn the declarant that willful false
statementy and the likke are punishable by fine or
Imprisonment, or both (18 U.8.C. 1001).

85 U.8.0. 26. Bifect of deféctive execution

Any document to be filed in the Patent and Trade-
mark Office and which is required by any law, rule, or
other regulation to be executed in a specified manner
may be provisionally accepted by the Commissioner
despife a defective execution, provided a properly ex-
ecuted document is submitted within such time as may
be prescribed.

35 U.8.C. 115. Oath of applicant

The applicant shall make oath that he believes him-
self to be the original and first inventor of the process,
machine, manufacture, or composition of matter, or
improvement thereof, for which he solicits a patent;
and shall state of what country he is a citizen. Such
oath may be made before any person within the United
States authorized by law to administer oaths, or, when
made in a foreign country, before any diplomatic or
consular officer of the United States authorized o
administer oaths, or before any officer having an official
seal and authorized to administer oaths in the foreign
country in which the applicant may be, whose authority
ghall be proved by certificate of a diplomatic or con-
sular officer of the United States, and such oath shall
be valid if it complies with the Iaws of the state or
country where made. When the application is made as
provided in this title by & person other than the
Inventor, the oath may be so varied in form that it can
be made by him.

37 OFR 1.85 Oath or declaretion. {a)(1) The ap-
plicant, if the Inventor, must state that he verily be-
leves himself to be the original and first inventor or
discoverer of the process, machine, manufacture, ecom-
position of matter, or improvement thereof, for which
he soliclts & patent; that bhe does not know and does
net belleve that the same was ever known or used
in the United States before his invention or dlscovery
thereof, and shall state of what conntry he is a citizen
and where he resides, and whether he is 2 sole or joint
inventor of the inventlon claimed in his application. In
every original application the applicant must distinetly
gtate that to the best of his knowledge and belef the in-
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vention has not been in public use or on sale in the
United States more than one year prior to his applica-
tion or patented or deseribed in any printed publication
in any country before his invention or more than one
year prior to his application, or patented or made the
subject of an inventor's certificate in any foreign coun-
try prior to the date of his application on an appli-
cation filed by himself or hiy legal representatives or
assigns more than twelve months prior to his appli-
cation in this country. Hle must acknowledge a duty
to disclose information he is aware of which is mate-
rial to the examination of the application. He shall
state whether or not any application for patent or in-
ventor’s certificate on the same invention has been
filed in any foreign country, either by himself or by
his legal representatives or assigns. If any such ap-
plication has been filed, the applicant shall name the
counfry in which the earliest such application was
filed, and shall give the day, month, and year of its
filing; he shall also identify by country and by day,
month, and year of filing, every such foreign applica-
tion filed more than twelve months before the filing
of the application in this country.

(2) This statement (1) must be subseribed to by the
applicant, and (1) must either (a) be aworn to (er
affirmed} as provided in § 1.66 or (b) include the per-
sonal declaration of the applicant as prescribed in
§ 1.68. See § 1153 for design cases and § 1.162 for plant
cases,

(b} If the application is made as provided in §§ 1.42,
1.43 or 1.47 the applicant shall state his relationship
to the inventor and, upon information and belief, the
facts which the inventor is required by this rule to
state,

(¢) An additional statement may be required if the
application has not been fled in the Patent and Trade-
mark Office within a reasonable time after execution
of the original statement.

87 CFR 1.68. Declargtion in Lieu of Oath. Any docu-
ment {0 bhe filed in the Patent and Trademark Office
and which is required by any law, rule, or other regu-
Tation to be under oath may be subscribed to by a writ-
ten declaration with the exception of testimony relat-
ing to interferences and other contested cases covered
by §§1.271 to 1.286. Such declaration may be used in
lien of the oath otherwise required, if, and only if, the
declarant ig on the same document, warned that willfyl
false statements and the like are punishable by fine or
imprisonment, or both (18 U.8.C, 1001) and may jeop-
ardize the validity of the application or any patent
Issuing thereon. The declarant must set forth in the
body of the declaration that all statements made of his
own knowledge arve true and that all statements made
on information and belief are believed to be true.

18 U.8.0. 1001. Statements or entries generally

Whoever, in any matter within the jurisdiction of
any department or agency of the United States know-
ingly and willfully falsifies, conceals or covers up by
any trick, scheme, or device a material fact, or makes
any false, fictitious or fraudulent statements or repre-
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gentations, or makes or uses any false writing or docu-
ment knowing the same to contain any false, fictitious
or fraudulent statement or entry, shall be fined not
more than $10,000 or imprisoned not more than five
years, or both.

Oaths and declarations submitted in applica-
tions filed after May 1, 1975 must make refer-
ence to the prior filing or non-filing of applica-
tions for inventor’s certificates.

A § 1.68 declaration need not be ribboned to
the other papers, even if signed in a country
foreign to the United States. When a declara-
tion 1s used, it is unnecessary to appear before
any official in connection with the making of the
declaration. It must, however, since 1t is an
integral part of the application, be maintained
together therewith. Suggested forms for dec-
larations are located in Part 8 of Title 37, Code
of Federal Regulations.

By statute, 35 U.S.C. 25, the Commissioner
has been empowered to prescribe instances when
a written declaration may be accepted in lieu
of the oath for “any document to be filed in the
Patent and Trademark Office”.

The filing of a written declaration is accept-
able in lieu of an original application oath that
is informal.

'The applicant must state that no foreign ap-
plications have been filed, if such is the case.
If all foreign applications have been filed
within twelve months of the U.S. filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application.
required to recite all foreign applieations filed
more than twelve months prior to the TS,
filing. Tt is desirable to give the foreign serial
number as well as the filing date of the first
filed foreign application, especially if the inven-
tor’s name will not appear in a certified copy of
said foreign application,

The single signature forms mentioned in
§ 605.04.(a) include the oath or declaration.

In the oath, the jurat must be filled out, and
the word “sole” or “only” must appear if there
is but one inventor, and “joint” i twe or more
inventors.

When joint inventors execute separate oaths
or declarations, each oath or declaration should
male reference to the fact that the affiant is a
joint inventor together with each of the other
inventors indicating them by name. This may
be done by stating that he does verily believe
himself to be the original, first and joint inven-
tor together with “A or A & B, etc.” as the facts
may be.

A seal is usually impressed on an oath. See
§§ 604 and 604.01 and 87 CFR 1.66. However
oaths cxecuted in many states including Ala-

The applicant is
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bama, Louisiana, Maryland, Massachusetts,
New Jersey, New York, Rhode Island, South
Carolina and Virginia need not be impressed
with a seal,

If a claim is presented for matter not orig-
inally claimed or embraced in the original
statement of invention in the specification a
supplemental oath is required. 37 CFR 1.67,
§ 603,

602,01 ©Oath Cannot Be Amended

The wording of an oath or declaration cannot
be amended. 1f the wording is not correct or if
all of the reguired affirmations have not been
made or if it has not been properly subscribed
to, 8 new oath or declaration must be required.
However, in some cases a deficiency in the oath
or declaration can be corrected by a supple-
mental paper and a new oath or declaration is
not necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the
oath a certificate of the notary that the oath
was taken within his jurisdiction will correct
the deficiency. See §§ 602 and 604.02.

602.02 New Oath or Substitnte for
Original

In requiring a new oath or declaration, the
examiner should always give the reason for the
requirement and call attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declaration, preferably by giving
the serinl number and the date of filing. This
is done in the first action by means of attach-
ment Form PTO-152 (see § 707.07(a)).

Where neither the original oath or declara-
tion, nor the substitute oath or declaration is
complete in itself, but the two taken together
give all the required data, no further oath or
declaration is needed.

602.03 Defective Qath or Declaration

In the first Office action the examiner must
point, out, making use of attachment Form
PTO-152 (see § 707.07(a)), every deficiency in
a declaration or oath and require that the same
be remedied. However, when an application is
otherwise ready for issue, an examiner with
full signatory authority may waive the follow-
ing minor deficiencies:

1. A delay of somewhat more than five weeks

plus mailing time in filing after the time

of making the declaration, or the time of
execution in the case of an oath.

. Residence of an applicant if a post office
address is given.
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3. Minor deficiencies in the execution of an
oath,

Minor deficiencies in the body of the oath
where the deficiencies are self—evidenﬂ{
cured in the rest of the oath, as in an oath
of plural inventors couched in plural terms
excopt for use of “sole” for “joint,” par-
ticularly where “sole inventors” is as-
serted. In re Searles, 164 USPQ 623.

If any of the above are waived, the examiner
shouig write in the margin of the declaration or
oath a notation such as “Stale date of declara-
tion (oath) waived; application ready for issue”
and his or her initials and the date.

602.04 Foreign Exeecuted Qath
An oath executed in a foreign country must

be properly authenticated. See § 604 and 87
CFR 1.66.

602.04.(a)

4.

Foreign Execnted Oath Is
Ribboned to Other Appli-
cation Papers

37 CFR 1.66. Officers authorized to administer oaihs,
(b} When the oath is taken before an officer in a
country foreign to the United States, all the applica-
tion papers, except the drawings, must be attached
together and & ribbon passed one or more times through
all the sheets of the appiication, except the drawings,
and the ends of said ribbon brought together under
the seal before the latter is affixved and impressed, or
each sheet must be impressed with the official seal
of the officer before whom the oath is taken. If the
papers as filed are not properly ribboned or each sheet
impressed with the seal, the case will be accepted for
examination bat before it is allowed, duplicate papers,
prepared in compliance with the foregoing sentence,
must be filed.

Note that a declaration in lieu of applica-
tion oath (§ 1.68) need not be ribboned to the
other papers. It must, however, be maintained
together therewith,

602.05 Oath or Declaration—Idate of

Execution

The time elapsed between the date of execu-
tion of the oath or declaration and the filing
date of the application should be checked for
compliance with 87 CFR 1.65(c). If an unrea-
sonable time has elapsed, the examiner should
call for a new oath or declaration. What consti-
tutes a reasonable time is a question of judg-
ment to be determined by all the circumstances
in the particular case. (Five weeks plus time
of transmission in the mails was considered
reasonable under the circumstances of Ex parte
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Heinze, 1919 C.D. 67; 265 O.G. 143). The
“Notice of informal Patent A pplication” attach-
ment form PTO-152 is used to notify applicant
that his oath or declaration was signed more
than three months prior to filing.

If no date of execution appears, applicant is
required to file either & new oath or declaration
or a certificate from the notary giving the actual
date when the oath or declaration was made.

602.05 (a)

Oath or Declaration in Di-
vision and Continuation
Cases

Where the date of filing the application is
not the date that determines the statutory
twelve meonth period, as in divisional and con-
tinuation cases, it is Immaterial, so far as con-
cerns the acceptability of the oath or declara-
tion, how long a time intervenes between the
execution of the oath or declaration and the

 filing of the application,
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When a divisional application is identical
with the original application as filed, signing
and execution of the oath in the divisional case
may be omitted. (See § 1.60, § 201.06(a}.)

602.06 Nomn-English Oath or Declara-
tion

87 CFR .69, Foreign language ouths and declara-
tions. {a) Whenever an individuai making an oath or
declaration cannot understand English, the oath or
declaration must be in a language that such individual
can understand and shall state that such individual
understands the content of any documents to which
the oath or deelaration relates.

(b} Urless the text of any oath or declaration in
a language other than Knglish is a form provided or
approved by the Patent and Trademark Office, it must
be aceompaiied by & verified English translation, except
that in the ease of an oath or dectaration filed under
§ 1.65 the trandlation may be filed in the Office no later
than two months after the filling date.

Section 1.69 requires that oaths and declara-
tions be in a language which is understood by
the individual making the oath or declaration,
1.2, a language which the individual compre-
hends. If the individual comprehends the Eng-
lish language, he should preferably use it. If the
individual cannot comprehend the English
language, any oath or declaration must be in a
language which the individual can comprehend.
If an individual uses a language other than
English for an oath or declaration, the oath
or declaration must include a statement that the
individual understands the content of any doc-
umients to which the oath or declaration relates.
If the documents are in a language the individ-
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ual cannot comprehend, the documents may be
explained to him so that he is able to under-
stand them.

The Office will accept a single non-English
language oath or declaration where there are

.

oint inventors, of which only some understand
,JEnglish but all understand the non-English
language of the oath or declaration.

The Office will provide approved transiations
for as many of the oath or declaration forms
which appear in Part 3 of Title 37 of the Code
of Federal Regulations as practicable, and in
as many languages as practicable.

The above practice under 37 CFR 1.69 be-
came effective on January 1, 1978.

The Patent and Trademark Office currently
has available for free distribution on a one copy
per language basis, copies of non-English lan-
guage declaration forms for use in original pat-
ent applications, These copies should be kept as
masters from which additional copies may be
made and used as needed,

Application declaration forms are available
in the following thirteen languages

German Spanish
Japanese Danish
French Finnish
Swedish Norwegian
Ttalian Czech
Dutch Hungarian
Russian

Single copies may be obtained from the re-
ceptionist in the lobby of Building 3 of Crystal
Plaza, Jefferson Davis Highway, Arlington,
Virginia and by mail from the Correspondence
and Mail Branch. The addressis:

Comumissioner of Patents and Trademarks
ATTENTION : Correspondence and Mail
Branch
‘Washington, D.C. 20231
The Office also has available from the same

sources on a single copy basis, translations of
the original application declaration into the
following languages:

Portuguese Chinese
Romanian Polish
Greek Bulgarian
Korean Indonesian
Arabic

In all non-English language forms, all in-
formation entered on the forms should appear
both in the language of the form and in English.
If the English equivalent is not on the form
when it is signed by the inventor(s), it may
be supplied on a separate paper by the inventor
or the attorney or agent.
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602.07 Oath or Declaration Filed in
United States as a Designated
Office

37 CFR 1.779. Content of oaih or declaretion relai-
ing to conlent of and amendments to an application
under 35 U.LR.C. 371(e){4). (a) (1) When an appl-
cant of an international application, if the inventor,
desires to enter the national stage under 35 U.B.C, 371,
he or she must specifically identify the international
applieation and any amendments thereto and state that
he or she has reviewed the referred to application and
any amendments, and that he or she verily helieves
himself or herself to be the original and first inventor
or discoversr of the proeess, machine, manufacturer,
composition of matter, or improvement therecf, for
which he or she solicits a patent; that he or ghe does
net know and does not believe that the same was ever
known or used in the United States of America before
nis or her invention or discovery thereof, and shall
state of what country he or she is a citizen ard where
he or she resides and whether he or she is a sole or
joint inventor of the invention claimed in his or her
international application as fitled or as amended. In
every application the applicant must distinetly state
that to the best of his or her knowledge and belief the
invention has not been in public use or on sale in the
Upited States of America more than one year prior
to his or her international application, or patented or
described In any printed publication in any country
before his or her invention or more than one year prior
to his or her international application, or patented or
made the subject of an inventor’s certificaie in any
foreign eountry prior to the date of his or her interna-
tional application on an application fled by himself or
herself or his or her legal representatives or assigns
more than {welve months prior to his or her interna-
tional application. He or she must acknowledge a duty
to dizclose information he or she is aware of which is
materigl to the examination of the application. He or
she shall state whether or not any application or pat-
ent or inventor’s certificate on the same invention has
been filed in any foreign country, either by himself or
herself, or by his or her legal representatives or as-
signs. If any such application has been filed, the ap-
plicant shall name the country in which the earliest
such application was filed, and shall give the day,
month, and year of its filing ; he or she shall alse iden-
tify by country and by day, month, and year of filing,
every such foreign applieation filed more than twelve
months before the filing of the international application,

{2) This statement (1) must be subscribed to by
the applicant, and (i) must either {a) be sworn to

- {or affirmed) as provided in § 1.66, or (b} include the

personal deelaration of the applicant as prescribed in
§ 1.68,

(b) If the international application was made as
provided in §§ 1.422, 1.423 or 1.425, the applicant shall
state his or her relationship fo the inventor and, upen
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information and belief, the facts which the inventor
is required by this section to state.

Qath and declaration forms under 37 CFR
1.70 are found at 37 CFR 3.56 and 3.57. Full
size printed forms are alse available free of
charge from the Patent and Trademark Office.
Address requests to “Box PCT.” ‘

603 Supplemental OQath or Declaration

87 OFR 1.67. Supplemental oath or declaration for
wmatter not originally claimed. (a) When an applicant
presents a claim for matier origi}xaﬂy shown or de-
seribed but not substantially embraced in the state-
ment of invention or eciaim originally presented, he
shall file a supplemental oath or declaration to the
effect that the subject matter of the proposed amend-
ment was part of his invention ; that he does not know
and does not believe that the same was ever known or
used in the United States before his invention or dis-
covery thereof, or patented or described in any printed

publication in any couniry hefore his invention or dis-

cevery thereof, or more than one year before his appli-
cation, or in public use or on sale in the United States
for more than one year before the date of Liis applica-
tion, that said invention las not been patented or
made the subject of an inventor's certificate in any
foreign country prior to the date of his application in
this country on an application filed by himself or his
legal representatives or assigns more than twelve
wonths prior te his application in the United States,
and has not been abandoned. Such supplemental cath
or dectaration should aceompany and properiy identify
the proposed amendment, otherwise the proposed
amendment may be refused consideration.

{b} In proper cases the oath or declaration here re-
quired may be made on information and belief by an
appiicant other than inventor,

Section 1.67 requires in the supplemental oath
or declaration substantially all the data called
for in § 1.65 for the original oath or declara-
tion. As to the purpose to be served by the sup-
plemental oath or declaration, the examiner
should bear in mind that it cannot be availed
of to introduce new matter into an application.
603.01 Supplemental Oath or Declara-
tion Filed After Allowance

Since the decision in Cutter Co. v. Metropoli-
tan Blectric Mfg, Co., 275 F. 158 (CA 2 1921),
many supplemental oaths and deelarations cov-
ering the claims in the case have been filed after
the case is allowed. Such oaths and declarations
may be filed as a matter of right and when re-
ceived they will be placed in the file by the
Patent Issue Division, but their receipt will not
be acknowledged to the party filing them. They
should not be filed or considered as amendments

80
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under 87 CEFR 1.312, since they make no change
in the wording of the papers on file. See
8 714.186.

604 Administration or Execution of
Qath

37 CFR 1.66. Officers authorized 1o administer
ogths, (a) The oath or affirmation may be made
before any person within the United States author-
ized by law fo administer oaths, or, when made in
a foreign country, before any diplomatic or consular
officer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
In which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the United States, the oath being attested
in all cases in this and other countries, by the proper
official seal of the officer before whom the oath or
affirmation is made. Such oath or affirmation shall be
valid as to execution if it complies with the laws of
the state or country where made. When the person
hefore whom the oath or affirmation ig made in this
country is not provided with a seal, his official charac-
ter shall be established by competent evidence, as by
a certificate from a clerk of a court of record or other
proper officer having a seal.

See § 602.04(a) for foreign executed oath.

604.81 Seal

When the person before whom the oath or
affirmation is made in this country is not pro-
vided with a seal, his official character shall be
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper officer having a seal, except as
noted in § 604.03(a), in which situations no
seal is necessary. When the issue concerns the
authority of the person administering the oath,
the examiner should require proof of author-
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not he confused with a stamped
legend indicating only the date of expiration of
the notary’s commission.

See also §602.04(a) on foreign executed
oath and seal. ¥n some jurisdictions, the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to
Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New Jersey,
New York, Ohio, Puerto Rico, Rhode Island,
South Carolina and Virginia.

604.02 Venue

That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the

S
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venue. Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements by the notary appearing on the
oath, or from the listing at § 604.03. Venue and
notary jurisdiction must correspond or the oath
is improper. The oath should show on its face
that it was taken within the jurisdiction of the
certifying officer or notary. This may be given
either in the venue or in the body of the jurat.
Otherwise, a new oath or declaration, or a
certificate of the notary that the oath was
taken within his jurisdiction, must be required.
Ex parte Delavoye, 1906 C.D. 320; 124 O.G.
$26; Ex parte Irwin, 1928 C.D. 13; 867 O.G.
01.
The following language may be used in an
Office action where the venue is not shown:
[1] The oath in this application lacks the
statement of venue. To correct this defect, ap-
plicant is required to furnish either a new
oath or declaration in proper form, identify-
ing the application by serial number and date
of filing, or a certificate by the officer before
whom the original oath was taken stating that
he was within his jurisdiction when he ad-
ministered that oath.
Where the seal and venue differ the appro-
riate statement on the “Notice of Informal
atent Application” form PTO-152 should be
checked.

604.03 Notaries and Extent of Juris-
diction

The extent of the jurisdiction of the notaries
in the various states is given below.

COUNTY ONLY

Louisiana Texas

Mississippi

VARIABLE JURISDICTION

(See explanatory paragraphs below)
Alabama (a) Missouri (e)
Florida (b) Nebraska (a)
Hawaii {(¢) Ohio (f)

Towa (d) Tennessee (g}
Kansas (e) Virginia (h)
Kentucky (d) West Virginia (d)

STATEWIDE

All other states

(a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at large.

604.03 (a)

(b} Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.

(c) In Hawail it is generally limited to the
judicial circuit.

(d) In Iown, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any other county.

(e} The jurisdiction of Kansas and Missouri
notaries is coextensive with county of appoint
ment and adjoining counties.

(f) InOhio, notaries other than attorneys are,
appointed by the Governor for a term of 5 years
and have power to act only in county for which
appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature.

(g) Tennessee notary publics commissioned
in_one county may file in county court of any
other county and thereupon may exercise the
function of his office in such other county. In
such. cases, however, notary must attach to his
certificate a statement that he is qualified in the
county in which he acts. Notaries at large are
commissioned by the Secretary of the State.
Notary’s signature must indicate that he is so
qualified. Special seal is preseribed by the Sec-
retary of Stale,

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act in county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at large.

The notary does not have to state when his
commission expires but if he does so state, the
oath should be inspected to determine whether
or not the notary’s commission had expired at
the date of execution of the oath.

604.03(a) Notarial Powers of Some
Military Offiecers

Public Law 506 (81st Congress, Second Ses-
sion) Article 136: (a) The following persons
on active duty in the armed forces . .. shall
have the general powers of a notary public and
of a consul of the United States, in the per-
formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]



604.04

outside the continental limits of the United
States:

(1%‘ All judge advocates of the Army and
Air Fores;

(2) All law specialists;

3) All summary courts-martial;

§4) All adjutants, assistant adjutants, act-
ing adjutants, and personnel adjutants;

(5) All commanding officers of the Navy
and Coast Guard:

(6) All staff judge advocates and legal offi-
cers, and acting or assistant staff judge advo-
cates and legal officers; and

(7} All other persons designated by regula-
tions of the armed forces or by statute.

(d) The signature without seal of any such
person acting as notary, together with the title
of his office, shall be prima facle evidence of
his authority.

604.04 Consul

When the oath is made in a foreign country,
the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States. See 37 CFR 1.66, § 604.
This proof may be through an intermediary;
e.g., the consul may certify as to the authority
and jurisdiction of another official who, in turn,
may certify as to the authority and jurisdiction
of the officer before whom the oath is taken.

604.04(a) Consul-Omission of Cer-
tificate

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenicated, the application
is nevertheless given a filing date for purposes
of examination. The examiner, in his first
Office action, should note this informality and
require either authentication of the oath by an
appropriate diplomatic or consular officer or a
declaration (37 CFR 1.68). The following lan-
guage is suggested :
[1] “The oath is objected to as being informal
in that it lacks authentication by a diplomatic
or consular officer of the United States; 87
CFR 1.66(a). This informality can be over-
come either by forwarding the original oath to
the appropriate officer for authentication or
by filing a declaration (37 CFR 1.68), if ap-
plicant wishes to preserve his original filing
date, If authentication is desired, applicant
should request return of the oath for this pur-
pose. Such request must be accompanied by
an order for a copy of the ocath to be retained
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in the file until the properly authenticated

oath is returned. After the oath has been

authenticated, it should be returned promptly
to the Patent and Trademark Office.”

At the time of the next Office action the
request for return of the oath, together with
the application file and the copy of the oath,
is submitted to the group director. If the
request is approved by him, the oath will be
returned to the applicant by the examining
group.

604.06 By Attorney in Case

The language of 37 CFR 1.66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his
authority and jurisdiction and will not know-
ingly jeopardize his client’s rights by perform-
ing an illegal act. If such practice is permis-
sible under the Jaw of the jurisdiction where
theloath is administered, then the oath is a valid
oath.

The law of the Distriet of Columbia pro-
hibits the administering of oaths by the attor-
ney in the case and hence the old bar still ap-
plies in the case of oaths administered in the
Distriet of Columbia. 1f the oath is known to
be void because of being administered by the
attorney in a jurisdiction where the law holds
this to be invalid, the proper action for the
Office to take is to strike the application since
there is in effect no proper application hefore
the Office and the examiner will refer the file
to the solicitor’s office to initiate such action.
{Riegger v. Beierl, 1910 C.D. 12; 150 O.G.
826). See § 1.66 and § 604.

605 Applicant

87 CFR 141, Applicant for pelent. {(a) A patent
must be applied for and the applieation papers must
be signed and the necessary oath or declaration ex-
ecuted by the actual inventor in all cases, except ag
provided by §§ 1.42, 1.43, and 1.47. (See § 1.60)

(b} Unless the contrary is indicated, the word “ap-
plicant” when used in these sections refers to the in-
verrbor, joint inventors who have applied for a patent,
or to the person mentioned in §§ 1.42, 1.43 or 1,47 who
has applied for a patent in place of the inventor.

Eztract from 87 OFR 1.45. Joint inventors. (o) Joint
inventors mwust apply for a patent jointly and each
must sign the application papers and make the rte-
quired oath or declaration; neither of them alone, nor
less than the entire number, can apply for a patent
for an invention invented by them jointly, except as
provided in § 1.47.

(

P
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For convertibility from a joint to sole or sole
to joint application, see § 201.08.

37 CFR 1.}6. Assigned inventions end potents. In
case the whole or a part interest in the invention or in
the patent to be issued is assigned, the application
must still be made by the inventor or one of the per-
sons mentioned in §§ 1.42, 1.43, or 1.47. Howeéver, the
patent may be issued to the assignee or jointly to the
invenfor and the assignee as provided in § 1.334.

This section concerns filing by the actual in-
ventor. If filed by other, ses § 409,08,

Norr

Disposition of application by inventor, § 301.
Inventor dead or insane, § 409.

605.01 Applicant’s Citizenship

The statute (85 U.S.C. 115) requires an ap-
plicant to state his citizenship.,” Where an
applicant is not a citizen of any country, a
statement to this effect is accepted as satis-
fying the statutory requirement; but a state-
ment as to citizenship applied for or frst
papers taken out looking to future citizenship
in this (or any other) country does not meet
the requirement.

605.02 Applicant’s Residence [R——};]

Applicant’s place of residence (not to be con-
fused with his Post Office address) can be fur-
nished by the attorney. In the case of an ap-
plicant who is in the U.S. Army or U.S. Navy,
a statement to that effect is sufficient as to
residence. For change of residence see
§ 717.02(b).

When the post office address is supplied but
the residence is omitted, the post office address
1s presumed to be the ¢ity and state of his or
her residence. Applicant should be so notified
by using language similar to that suggested
below.

[1] “Applicant’s residence has been omitted
from the papers. The city and state of his
post office address will be presumed to be the
city and state of his residence. If the above
1s Incorrect, applicant should submit a state-
ment of his place of residence no later than at
the time of payment of the issue fee.”

If both the post office address and residence
are incomplete, not uniform or omitted, the
“Notice of Informal Patent Application” form
PTO-152 should be used. Note 37 CFR 1.33{a}.

605.03 Applicant’s Post Office Address
[R-1]

Each applicant’s Post Office address must be
supplied on the oath or declaration, 87 CFR
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1.33{a), if not stated elsewhere in the applica-
tion. Applicant’s post office address means that
address at which he or she customarily receives
his or her mail. The post office address should
include the ZIP Code designation.

When a township is listed in the applicant’s
address, a county name must also be given.

The object of requiring each applicant’s post
office address is to enable the Office to communi-
cate directly with the applicant if desired;
hence, the address of the attorney with in-
structions to send communications to applicant
in care of the attorney is not sufficient.

‘Where having given complete data as to his
residence, the applicant identifies his post office
address only by street and number, it is assumed
and so accepted, that the city and state of his
residence are the city and state of his post
office address.

The “Notice of Informal Patent Application”
attachment form PTO-152 is used to notify ap-
plicant that the post office address is incomplete
or omitted. Note 37 CFR 1.83(a).

605.04 Applicant’s
Name [R-1]

87 CFR 1.57. Signature. (a) The applieation must be
signed by the applicant in person, The signature to the
oath or declaration under § 1.65 will be accepted as the
signature to the application provided the oath or decla-
ration under § 1.65 is attached to and refers to the speci-
fleation ard claims to which it applies. Otherwise the
signature must appear at the end of the specification
after the claims.

(b) The signature to the oath or declaration under
§ 1.70 will be accepted as the signature to the applica-
tion provided the oath or declaration under §1.70
specifically refers to the specification and claims to
which it applies.

(¢) Full names must be given, including at least one
given name without abbreviation together with any
other given name or initial.

Signature and

Execurion anp Fruing oF PatenT
ArpLicATIONS

United States patent applications which have
not been prepared and executed in accordance
with the requirements of Title 35 of the United
States Code and Title 37 of the Code of Federal
Regulations may be denied a filing date as a
complete application or may be, in appropriate
circumstances, stricken from the files as having
been improperly executed and/or filed. Al-
though the statute and the rules have been in
existence for many years, the Office continues
to receive a number of applications which have
been improperly executed and/or filed. Since
the improper execution and/or filing of patent
applications can ultimately result in a loss of

Rev. 1, Jan. 1980
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rights it is appropriate to re-emphasize the im-
portance of proper execution and filing.

Attention 1s invited to the fact that 35 U.S.C.
111 requires that “(t)he application must be
signed by the applicant . . .” Thesame require-
ment appears 1 37 CFR 1.57 which specifies
that the gignature to the oath or declaration
“will be accepted as the signature to the appli-
cation provided the oath or declaration . . . is
attached to and refers to the specification and
claims to which it applies. Otherwise the sig-
nature must appear at the end of the specifica-
tion after the elaims.”

It should be carefully noted that the applica-
tion “‘signed by the applicant” must be a com-
plete application and cannot be simply an cath
or dectaration signed without the remainder of
the application. As an example, it is improper
for an applicant to sign an oath or declaration
which is later attached to a speciﬁc&tion and/or
claims unless the specification is also signed
after the claims. See 37 CFR 1.56 (¢) which pro-
vides that “(a)ny application may be stricken
from the files if: (1) Signed or sworn to in
blank, or without actual inspection by the
applicant . . .

The provisions of 35 U.8.C. 863 for filing an
international application under the Patent Co-
operation Treaty (PCT) which designates the
United States and thereby has the effect of a
regularly filed United States national applica-
tion, except as provided in 356 U.S.C, 102{e), are
somewhat different than the provigions of 85
U.S.C. 111. Under 35 U.S.C. 363 and PCT
Article 11(1}, the signature of the inventor is
not required to obtain a filing date but must be
submitted later. The oath or declaration re-
quirements for an international application be-
fore the Patent and Trademark Office are set
forth in 37 CFR 1.70.

The requirement that applicant sign “the ap-
plication” also precludes alterations to the ap-
plication after execution. See 37 CFR 1.52(c)
which states that “(n)o . . . alterations are
permissible after execution of the application
papers.” It is therefore necessary that the ap-
plication, including the oath or declaration, be
exectted in the form in which it is intended to
be filed since it is improper for anyone, includ-
ing counsel, to complete or otherwise alter ap-
plication papers, including the oath or declara-
tion, after the applicant has executed the same.
Section 1.56(c) provides that “(a)ny applica-
tion may be stricken from the files if: . . . (2)
Altered or partly filled in after being signed or
sworn to.”

In summary, it is emphasized ‘that the appli-
cation filed must be the application executed by
the applicant and it is improper for anyone,
including counsel, to alter, rewrite, or partly
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ill in any part of the application, including the

oath or declaration, after execution by the
applicant, This provision should particularly
be brought to the attention of foreign appli-
cants by their United States counsel since the
United States law and practice in this area may
differ from that in other countries.

The signing and execution by the applicant
of . certain applications may be omitted.
£8 201.06 and 201.07.

Norz: Signature to response see §§ 714.01(a)
to (e).

Facsimine Corixs

Since October 1, 1978, the Office has accorded
a filing date to facsimile or other reproduced
copies of United States national patent applica-
tions meeting the requirements of 35 U.S.C. 111,
provided

(1) the application was properly executed
by the inventor(s) prior to transmission
of the copy,

(2) the copy filed is a complete copy and
bears a reproduction of applicant’s sig-
nature, and

(8) the originally signed application is filed
no later than two months after the
facsimile or other reproduced copy is
filed.

Authority for this practice is found in 35
U.8.C. 26 as interpreted by the Distriet Court
decisions Neergaard v. Dann, Civil Action No.
76-536, December 20, 1976 (D.D.C.) and
Dietzel et al. v. Commissioner of Patents end
Trademarks, Civil Action No. 75-0298, Decem-
ber 22, 1976 (D.D.C.).

In these cases, the Application Division will
mail a letter indicating that the application has
been provisionally accepted under 85 U.S.C. 26
and requiring that the originally signed appli-
cation be filed within two months of the date
of deposit of the application. The application
will then be held in Application Division until
the original copy of the application bearing the
original signature is received and associated
with the file, at which time it will be processed
and forwarded to the Group for examination.

The copy of the application bearing appli-
cant’s original signature will be used for ex-
amination purposes. Therefore, this copy should
be given a cursory review to determine whether
or ot it appears to be identical to the initially
filed copy, ie. same number of pages and
claims, same drawings, ete.

Application Division is authorized to grant
one extension of time for filing of the original
copy of the application upon a request therefor
which shows good and sufficient reason for the
extension. If the copy of the application bear-
ing applicant’s original signature has not been

R
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filed within the prescribed time period, the
application becomes abandoned.

n order to ensure prompt association with
the copy of the application initially filed it is
strongly recommended that the subsequently
filed original application be accompanied by a
cover letter signed by the applicant or the at-
torney or agent averring it is the original of the
earlier filed facsimile application, 1dentifying
the application by applicant’s name, title of in-
vention, date of initial filing and serial num-
ber, if known.

It should be recognized that this practice is
intended for emergency situations fo prevent
loss of valuable rights and should not be used
routinely for filing applications.

The above procedure does not apply to inter-
national applications filed under the Patent
Cooperation Treaty since procedures to cover
ungsigned international applications are already
provided for in PCT Article 14(1) (2) (i) and
{b) and PCT Rule 26.2.

605.04(a) Single Signature Form

The single signature form should be exe-
cuted only when attached to a complete appli-
cation as the last page thereof. Such forms
are shown as §§ 8.16 and 8.16(a) in the List of
Forms in the Title 37, Code of Federal Regula-
tions booklet.

605.04(b) One Full Given Name

Reguired

All applications which disclose the full first
end last names with middle initial or name,
if any, of the applicant at any place in the
application papers will be received and con-
sidered as a sufficient compliance with 87 CFR
L5T.

When a full given name of the applicant does
not appear either in the signature or elsewhere

84.1

605.04.(b)

in the papers the examiner will, in the first
official action, require an amendment over ap-
plicant’s signature supplying the omission, and
he will not pass the application to issue until
the omission has been supplied unless a state-
ment be filed over the applicant’s own signature
setting forth that his name as signed contains
at least one given name without abbreviation
or what is in fact his full first name.

No affidavit should be required.

The requirement should be made only when
all of the given names in the signature appear
as mere initials or as what can be only an
abbreviation of a name.

37 CFR 1.57 requires “full names”. One given
name without abbreviation, together with any
other given name or initial must appear some-
where in the papers as filed. Otherwise, ap-
propriate amendment is required. For example,
if the applicant’s full name is John Paul Doe,
etther “John P. Doe” or “J. Paul Doe” is
acceptable.

In an application where the name is type-
written with a méddle name or tnitial, but the
signature is without such middle name or ini-
tial, action should be taken as follows:

In the first Office letter, call attention to the
lack of uniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary
amendment.

If applicant, in reply, gives the name with-
out the middle name or initial unaccompanied
by any instructions to amend the typewritten
name, the reply may be interpreted as a direc-
tion to cancel the middle name or initial from
the application. It is necessary however, that
such surplus portion of the name, if it appears
printed on the drawing, should be removed
therefrom. This can be done by the Office
draftsman,
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If applicant gives the name with the middle
name or initial, interpret the reply as a direc-
tion that the middle name or initial is to be
used in the name on the printed patent. As
the printer takes the name from the face of
the Eie wrapper, the middle name or initial
should be added thereto in red ink.

If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an examiner’s amendment indicating that the
name on the drawing has been corrected to
correspond with the signature or signatures,
have the draftsman correct the drawing, and
pass the case to issue. This cannot be done if
there are inconsistencies in the signatures of the
same applicant.

There should be uniformity notwithstanding
that lack of it is not sufficient to affect the
validity of the patent.

‘When the name on the file wrapper is cor-
rected, the file should be sent to the Application
Division for correction of its records.

605.04 (c)

Tn cases where an applicant’s name has been
changed after his application has been filed
and the applicant desires that the patent when
issued carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an afiidavit signed with
both names and setting forth the procedure
whereby the change of name was effected, or 2
certified copy of the court order, such papers
are recorded by the Assignment Division where
the new name is added on the file wrapper.
The Assignment Division forwards the file to
the Application Division for a change in their
records,

No change is made on the face of the file
by the clerk of the examining group. A suit-
able endorsement being made by the Assighment
Division.

Where the change of name is merely by
amendment, such ag the addition of a full first
name or a middle initial and no affidavit is
required, the file is sent to the Application
Division for a change in their records and if
the application is assigned it will be forwarded
by the Application Division to the Assignment
Division for a change in assignment record.

605.04(d) Applicant Unable to Write

I£ the applicant is unable to write, his mark
as affixed to the application must be attested
to by a witness. In the case of the oath, the

Applicant Changes Name

notary’s signature to the jurat is sufficient to

authenticate the mark.
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605.04.(h)
605.04(e) May Use Title With Signa-

ture

It is permissible for an applicant to use a
title of nobility or other title, such as “Dr.”,
in connection with his signature. The title
will not appear in the printed patent.

605.04(f) Signature on Joint Appli-

cations—Order of Names

It is not essential that the names appear in
the same order in the signatures to the specifica-
tion and oath or declaration.

The order of names of joint patentees in the
heading of the patent is taken from the order
in which the typewritten names appear in the
original oath or declaration accompanying the
application papers. Care should therefore be
exercised in selecting the preferred order of the
typewritten names of the joint inventors, be-
fore filing, as requests for subsequent shifting
of the names would entail changing numerous
records in the Office. Since the particular
order in which the names appear is of no conge-
quence insofar as the legal rights of the joint
applicants are concerned, no changes will be
made except for good reasoms. A request fo
change the order of names must be signed by
either the attorney or agent of record or all the
applicants. Tt is suggested that all typewritten
and signed names appearing in the application
papers should be in the same order as the type-
written. names in the oath or declaration.

In those instances where the joint applicants
file separate oaths or declarations, the order of
names is taken from the order in which the
several oaths or declarations appear in the ap-
plication papers unless a different order is
requested at the time of filing.

605.04(g) When Name Is Corrected,
Sendto Application

Division
When the name is corrected by amendment
or the order of the names is changed, the file
should be sent to the Application Division for

correction of the name in its record. When
the name is changed, see § 605.04(c).

605.04(h) Signature to Drawing

Signatures and names are not permitted
within the sight space of a drawing prepared
under 87 CFR 1.84 as amended on May 28, 1971
All drawings filed after January 1, 1972 must
comply with the amended rules. The name of
the applicant and other identifying informa-



605.05

tion may be placed at the top center margin of
the drawing. See § 608.02.

605.05 Administrator, Executor, or
Other Legal Representative

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.”

For prosecution by administrator or execu-
tor, see § 409.01(a).

For prosecution by heirs, see §§ 409.01(a) and
409,01 F&).

For prosecution by representative of legally
incapacitated inventor, see § 409.02.

For prosecution by other than inventor, see
§ 409.03.

605.05(a) Signature of Legal Repre-

sentative

If the specification bears the signature of the
administrator or executor but omits the matter,
“administrator of the Estate of John Jones,
decessed,” the matter can be added by amend-
ment. The examiner may make the amend-
ment if the case is otherwise ready for issue.

605.06 Filing by Other Than Inventor
See § 409.08.

606 Tile of Invention

87 OFR 1.72(a). The title of the invention, which
should be as short and specific as possible, should ap-
pear as a heading on the first page of the specification,
if it does not otherwise appear at the beginning of the
application.

606.01 Fxaminer May Require Change
in Title

Where the title is not descriptive of the in-
vention claimed, the examiner should require
the substitution of a new title that is clearly
indicative of the invention to which the claims
are directed. This may result in slightly
longer titles, but the loss in brevity of title
will be more than offset by the gain in its
informative value in indexing, classifying,
searching, etc. If a satisfactory title is not
supplied by the applicant, the examiner may
change the title by examiner’s amendment. or by
initialing, on or after allowance.

If a change in title is the only change being
made by the examiner at the time of allow.
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ance a separate examiner’s amendment need
not be prepared. The change in title will be
incorporated in the notice of allowance. This
will be accomplished by placing an “X” in the
designated box on the notice of allowance form
and entering thereunder the title as changed by
the examiner who should initial the face of the
file wrapper.

However, if an examiner’s amendment must
he prepared for other reasons any change in
vitle will be incorporated therein.

Inasmuch as the words “improved”, “im-
provement of” and “improvement in” are not
considered as part of the title of an invention,
the Patent and Trademark Office does not in-
clude these words at the beginning of the title
of the invention.

607 Filing Fee

35 UB.0. 41. Patent fees, (a) The Commissioner shall
charge the following fees:

1. On filing each application for an original patent,
except in design cases, $65; in addition on filing or on
presentation at any wther time, $10 for each claim in
independent form which is in excess of one, and $2, for
each claim (whether independent or dependent) which
is in excess of ten. For the purpose of computing fees, 4
multiple dependent claim as referred o in section 112
of this title or any claim depending therefrom shall be
considered as separate dependent claims in accordance
with the number of claims to which reference is made,
Errors in payment of the additional fess may be recti-
fied ir gecordance with regulations of the Commissioner,

The above wording of 85 U.8.C. 41 came into
force on January 24, 1978 and is effective to all
U.S. patent applications filed on and after that
date.

See §608.01(n) for multiple dependent
claims.

When filing an application, a basic fee of $65
entitles applicant to present (10) claims includ-
ing not more than (1) in independent form. If
claims in excess of the above are included at
the time of filing, an additional fee of $10 is
required for each independent claim in excess
of one, and a $2 fee for each claim in excess of
ten (10} claims (whether independent or de-
pendent). The fee for proper multiple depend-
ent claims is $2 for each dependency. For an
improper dependent claim the fee is $2.

Upon submission of an amendment (whether
entered or not) aflecting the claims, payment
of the following additional fees is required in
a pending application:

$10__for each independent claim pending in

excess of the number of independent
claims already paid for.

T~ -
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$2__for each claim pending in excess of the
total number already paid for. A
proper multiple dependent claim
counts as one claim for each claim
referred to. (It should be recognized
that the basic $65 fee pays for ten
{10) claims, one of which may be
independent, regardless of the num-
ber actually filed.)

The Application Division has been authorized
to accept all applications, otherwise acceptable,
if the bagic fee of $65 is submitted, and to re-
quire payment of the deficiency within a stated
period upon notification of the deficiency.

Amendments before the first action, or not
filed in response to an Office action, presenting
additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. Such
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in § 714.03 will be followed.

e additional fees, if any, due with an
amendment are calculated on the basis of the
claims (total and independent) which would be
present, if the amendment were entered. The
amendment of a claim, unless i changes a de-
pendent claim to an independent claim or adds
to the number of claims referred to in a multi-
ple dependent claim and the replacement of a
claim by a claim of the same type unless it a
multiple dependent claim which refers to more
prior claims do not require any additional fees.

Tor purposes of determining the fee due the
Patent and Trademark Office, a claim will be
treated as dependent if it contains reference to
one or more other claims in the application, A
claim determined to be dependent by this test
will be entered if the fee paid reflects this
determination.

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for
example it does not include every limitation of
the claim on which it depends, will be required
to be canceled as not being a proper dependent
claim; and cancellation of any further claim
depending on such a dependent claim will be
similarly required. The applicant may there-
upon amend. the claims to place them in proper
dependent form, or may redraft them as inde-
pendent claims, upon payment of any neces-
sary additional fee.

After a requirement for restriction, non-
elected claims will be included in determining
the fees due in connection with a subsequent
amendment unless such claims are cinceled.

_ An amendment canceling claims accompany-
ing the papers constituting the application will
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be effective to diminish the number of claims to
be considered in calculating the filing fees to
be paid.

T?IB additional fees, if any, due with an
amendment are required prior to any consider-
ation of the amengment by the examiner.

Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.
However, unentered claims will not be counted
when calculating the fee due in subsequent
amendments.

Amendments affecting the claims cannot serve
as the basis for granting any refund.

TForms 3.5 and 3.52, located in 37 Code of
Federal Regulations, may be used as an aid in
determining the required fee. Copies of these
forms are available from the Correspondence
and Mail Branch and from the receptionist in
the lobby of building 8 of the Patent and Trade-
rfnark Office. See § 1401 for reissue application

0es.

607.02 Returnability of Iees

All questions pertaining to the return of fees
are referred to the Refund Branch of the Aec-
counting and Cost Analysis Division of the
Office of Finance. No opinions should be ex-
pressed to attorneys or applicants as to whether
or not fees are returnable in particular cases.

608 Disclosure

In return for a patent, the inventor gives as
consideration a complete revelation or dis-
closure of the invention for which he seeks
protection. All amendments or claims must
find basis in the original disclosure, or they
involve new matter. Applicant may rely for
disclosure upon the specification with original
claims and drawings, all as filed complete. See
37 CFR §§ 1.118 and 608.04.

1f during the course of examination of a pat-
ent application, an examiner notes the use of
language that could be deemed offensive fo any
race, religion, sex, ethnic group, or nationality,
he should object to the use of the language as
failing to comply with the Rules of Practice.
Section 1.3 proscribes the presentation of papers
which are lacking in decorum and courfesy.
There is a further basis for objection in that
the inclusion of such proscribed language in a
Federal Government publication would not be
in the public interest. Also, the inclusion in
application drawings of any depictions or
caricatures that might reasonably be consid-
ered offensive to any group should be similarly
objected to, on like authority.
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The examiner should not pass the applica-
tion to issue until such language or drawings
have been deleted, or questions velating to the
propriety thereof fully resolved.

For design application practice see § 1504.

608.01 Specification

35 U.8.0. 28. Printing of papers filed. The Commis-
siomer may regquire papers filed in the Patent and
Trademark Office to be printed or typewritten.

&7 CFR 1.1, Detailed description and specification of
the invendion. (a) The specification must include a writ-
ten description of the invention or discovery and of
the manner and process of making and using the
same, and is required fo be in- such full, clear, con-
cige, and exact terms as to enable any person skilled
in the art or science to which the invention or dis-
covery appertaing, or with which it is most nearly
connected, to make and use the same.

{b) The specification must set forth the precise in-
vention for which a patent is solicited, in such maunner
as to distinguish it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, msanufacture,
composition of matter or improvement invented, and
must explain the mode of operation or principle when-
ever applicable. The best mode contemplated by the in-
ventor of carrying oul his invention must be set forth.

{¢) In the case of an improvement, the specification
must particularly point out the part or parts of the
process, machine, manufacture, or composition of mat-
ter to which the lmprovement relates, and the descrip-
lion should be confined to the specific improvement and
to such parts as necessarily cooperate with it or as may
be necessary to a complete understanding or deserip-
tion of it.

Certain cross notes to other related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should be re-
quired to be cancelled. See 87 CFR 1.78 and
§ 202.01.

37 OFPR 1.52. Language, paper, writing, margins, {a)
The applieation, any amendments or corrections thereto,
and the oath or declaration must be in the Hnglish
language except as provided for in § 1.69, or be accom-
panied by a verified translation of the application and a
transiation of any corrections or amendments into the
English language. All papers which are to become a
part of the permanent records of the Patent and Trade-
mark Office must be legibly written, typed, or printed
in permanpent ink or its equivalent in quality. All of the
application papers must be presented in a form having
sufficient clarity and contrast between the paper and
the writing, typing, or printing thereon to permit the
direct production of readily legible copies in any num-
ber by use of photographie, electrostatic, photo-offset,
and mierofilming processes. If the papers are not of the
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required guality, substitute typewritten or printed
papers of suitable quality may be required.

(b} The application papers (specification, including
claims, abstract, oath or declaration, and papers as pro-
vided for in §§ 1.42, 1.48, 1.47, efe.) and also papers sub-
sequently filed, must be plainly written on but one side
of the paper. The size of all sheets of paper should be
8 to 814 by 10% to 18 inches (20.8 to 21.6 cm. by 26.6 to
23.0 cm,). A margin of at least approximately 1 inch
(2.5 em.) must be reserved on the left-hand of each
page. The top of each page of the application, including
claims must have a margin of at least approximately
3 inch {2 em.). The lines must not be crowded too
closely together; typewritten lines should be 114 or
double spaced. The pages of the application including
claims and abstract should be numbered consecutively,
starting with 1, the numbers being centrally located
above or preferably, below, the text.

(e) Any interlineation, erasure, or cancellation or
other alteration of the application papers ag filed must
have been made before the application was gigned and
sworn to or declaration made, and should be dated
and initialed or signed by the applicant in a mar-
ginal note or footnoie on the same sgheet of paper to
indicate such fact. No such alterations are permissible
after execution of the application papers. (See § 1.56.)

37 OUFR 1.58. Chemical ond mathematiogl formules
and tables. (a) The specification, including the claims,
may contain chemical and mathematical formulas, but
shall not contain drawings or flow diagrams. The de-
seription portion of the specification may contain
tables; claims may contain tables only if necessary to
conform to 35 U.8.C. 112 or if otherwise found to be
desirable.

(b) ALl tableg and chemical and mathematical formu.
las in the specification, including claims, and amend-
ments thereto, must be on paper which is flexible,
strong, white, smooth, nonghiny, and durable, in order
to permit use as camera copy when printing any patent
which may issue. A good grade of bond paper ig accept-
able; watermarks should not be prominent. India ink
or its equivalent, or solid black typewriter should be
used to secure perfectly black solid lines.

(e} To facilitate camera copying when printing,
the width of formulas and tables as presented should
be limited normally to 5 inches {12.7 cm.) so that it
may appear as a single eolumn in the printed patent.
if i is not possible to limit the width of a formula or
table to 5 inches (12,7 em,), it is permissible to present
the formula or table with & maximum width of 1034
inches (27.3 cm.) and to place it sideways on the sheet.
Typewritten characters used in sueh formulas and
tables must be from a block (nonseript) type font or
lettering style baving capital letters which ave at least
0.08 inch (2.1 mm.) high (elite type). Hand lettering
must be neat, clean, and have a minimum character
height of 0.08 inch (2.1 mm.). A space at least 1} inch
(6.4 mm.) high should be provided between complex
formulas and tables and the text. Tables should have
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the lines and columns of data closely spaced to com-
gerve gpace, consistent with high degree of legibility.

In order that specifications may be expedi-
tiously handled by the Office, page numbers
shouig be placed at the center of the top or bot-
tom of each page. It is a common practice and
a commendable one, to consecutively number all
the lines or every fifth line of each page. A top
margin of at least 34 inch should be reserved on
each page to prevent possible mutilation of fext
when the papers are punched for insertion in a
file wrapper.

Applicants should make every effort to file
patent applications in a form that is clear and
reproducible. The Office may accept for filing
date purposes papers of reduced quality but wil
require that acceptable copies be supplied for
further processing. Typed, mimeographed,
xeroxprinted, multigraphed or non-smearing
carbon copy forms of reproduction are
acceptable.

Legibility includes ability to be photocopied
and photomicrographed so that suitable re-
prints can be made. This requires a high con-
trast, with black lines and a white background.
Gray lines and/or a gray background sharply
reduce photo reproduction quality. Legibility
of some application papers may become im-
paired due to abrasion or aging of the printed
material during examination and ordinary han-
dling of the file. Tt may be necessary to require
that legible and permanent copies be furnished
at later stages after filing, particularly when
preparing for issue.

ome of the patent application papers re-
ceived by the Patent and Trademark Office are
copies of the original, ribbon copy. These are
acceptable if, in the opinion of the Office, they
are legible and permanent.

The paper used must have a surface such that
amendments may be written thereon in ink. So-
called “Easily Erasable” paper having a special
coating so that erasures can be made more easily
may not provide a “permanent” copy. Section
1.52(a). If a light pressure of an ordinary {pen-
cil) eraser removes the imprint, the examiner
should, as soon as this becomes evident, notify
appli