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plications for pate
sioner ‘of Paterzts
(a) A pet}

(b) A specifization, mcludmfr a c]aun or. c!aims, see ,

rules 71 tn T%. i :
(¢) Ancath or deciaration, see rule 63.

(1) Drawings, when necessary, see rules §1 to 88..
(See rule 21-for ﬁIm"",

{e) The prescribed fling fee
fees.) :
Tn}: APPLIC ATION

in the

typewntten written or pri

ink. See Rule 52 and 608.01 .
The parts of the application may

in a single document, and an appr ed

signature form may be used. =

Determmdtmn of completeneé: of an‘ apph-

cation is covered in 506. : ,
The petition, ~peczﬁcat10n and oath are se-

number and filing date (717).
\OTE

Reissue patents. 1401,

Design patents. Cnpter 1500.

Plant patents. Chapter 1600.

A model, exl] or specimen is not requirved
as part of the application as filed, altirough 1t
may be required in the prosecution of rhe ap-
plication {Rules 91-93, 605.03).

Rule 59. Papers of complete application not to be.

refurned, The papers in a complete application will
not be.returned for any purpose whatever,
cants “have not preserved  coples of the papers, the
Office will furnish copies at the usual cost. Kaee rule
87 for return of drawing.

See, however, 604.04(0),

601 Petition

Rule 61,-Pctition,
the Commissioner of Patents and request the or
patent. The residence, and post office add
petitioner must appear in the petition if not

Tl petition must be: addressed to
it of n
261 the
rated elge-

Rev. 11, Jan. 1967

, . ney or authomty of agent.
) . livery of commumcthonQ will thereb be
The %etmon specification, and oath must be‘ facilitated. T
nglish language and must be legibly .
di

n p@rmanent i

or :mgle
605.04(a).

cured together in a file wrapper, bearing ap-
propriate identifying data including the cern] .

If appli-

Tho:epo Oons of‘th petiti ,
post office address (see 605.03)

, ma& ‘be
amended by the ttornev '

'7’601 02 Po\wr of Attornev or Author- ,

_ization of Agent

‘ The attomev s or a;:ent s full post oftice ad- .
dress should be given in every power of attor-
The prompt de-

Usually a power of attorney or authouz.atmn '
of agent is incorporated in either the petition
“sigmature form. See 402 and

602 Original Oath (or Declaration)

Ruwle £3. \Mtcnu nt of Applicant. (a} (1) The ap-

~plicant, if the inventor, ‘must state that he \only be-

lieves himself to be the orlgmal and first inventor or;
dis‘covererku- the process, machine, manufacture, com-
position of ‘matter, or improvement thereof, for which
he solicits a patent: that he does not know and does
not beheve that the same wns ever known or used
before his invention or dxscoverv thereof, and ‘shall
state of what country he is a citizen and where he
resides, :
the /invention claimed in his application. In e‘eri’
original'applicaticon the applicant must distinctly state
that to the best of his knowledge and belief the inven-
tion has not been'in public use or on sale in the United
States more than one year prior to his application, or
patented or described in any printed publication in any
country before his invention or more than onc vear
prior.to his application, ‘or.patented in any foreign
country prior to the date of his application on an appli-
ration filed by himself or his legal representatives or
assigns iore than twelve months prior to his appli-
cation in thiz country. He shall state whether or not
any application for patent on the same invention has
been filed in any foreign country, either by the appli-
cant or by his legal representatives or assigns.  If any
such -applicatirn has been filed, ‘the ‘applicant shall
name the eountry in which the earliest such application

-was filed, and shall give the day, month, and year of

apd whether lie is a sole or jeint inventor of '




Rule 68. Declaratmn m Lteu of .ipplzcatzon Oath.
(a) The apphcant may, in | of making an oath or
affirmation’in the manner pr ded . by Rule 66, set
forth in the body of the state it re
by Rule 6.:v his wrltten declamt; n that all statements

made of his own knowledge are true and that all state-
at n nd behef are belxeved to

_ments made on inf
_ be true, if, and o
,paper, warned th wil
" are punishable by or isonment, or both (18
U.S.C. 1001) and may jeopardize the validity of the
application or any patent issuxng thereon.

(b) A written declaration by the applicant catxsfymg
“‘the foregoing conditions may also be used in lieu of

t required from hxm‘ :

tements and the hLe )

g the makmg or ooncepuon of the’
, 2182, or by 42 U8 C

;yto the other ,
foreign to th

nnecessar\a to appear before .

rection with the making of t
st, however, since 1t is

\ phmnon. be maintained

uggested forms for dec-

Lw‘xtmn are locatec n the back portmn of the
*Rules of Practice” book.
By sratute, 35 U.S.C

has been empowered to pr

a written declaration may

; 'the (‘omnusswner
ibe instances when
“be accepted in lieu

~ of the oath for “any domxment to be ﬁled inthe
Patent Office”. .

The filing of a written declaratlon 1s not ac-
ceptable in lieu of the ‘mthentlcatlon of an"‘

. onmml application oath that is informal in

that it lacks authentication by a diplomatic or

consular officer of the United States. See o

604.04(a). However, if the informality in the

‘original oath is not a requirement of the Statute,
the defeLm'e oath may be replf\ced b}, a declara-

tion.

NRev, 19, Jan, 1964




- the foreign

_notary that the oath
risdiction will correct

In re mrmg a new oath, the Examiner
should always give the reason for the require-

ment‘,and call attentlon to the fact that the
7 ~ation of which it is to form a part
_must be properly identified in the body of the
preferably by giving the serial num-

date of filing. This is done in the

means of attachment Form PO-

ﬁ]ed forelo'n

eiom apphmtmn e~p

name will not appearina cer fied copyof  * A
sa d foreign application. It uhouid be noted  Where nelther the ormmal oath. nor the ““h'

‘m an mth in the stitute oath is c'omplete in: itself. bhut the two
taken together give all the required data, no

The smgle 51gn tui‘e form memlomd in  further oath is needed

605.04(a) includes the oath. 602 02 N 'O
. “ ew ath or Subs!ltute for
~An oath which refers to ;pphc‘mt as “the ’ When Waived

petmoner need not contain apphcant s name ;
,m the body thereof. S Irz the first Oflice action the Examiner mu':t'
In the oath. the j jurat mus sand, . making use of attachment Form PO-

the word “sole” or “only” must appear if there = 159 (rev.6/67) (see 707.07(a)),every deficiency

is but one mventor, and "]om it mor in s declaration or oath and require that the
inventors. A same be remedied. However, when an apph-

When joint nventors e\ecute p‘uate oqthk. cation ig otherwise ready for issue, an Examiner
each oath ahould nnke\reference to the cht witly full signatory authorlt\- may waive the
following minor deficiencies :

1A dell\ of somew lmt, more than five weeks
plus niailing time in filing after the time
of making the d(‘C]’ll:‘lthll orthe tune of
ouo-ma] ﬁrct 'md joi execution in the case of an oath. .
‘,“& or Af, B. ete.” a. ‘ 2. Residence of an applicant if a post office.
A seal is usually 11111)re~~ :1 See 604 and ~ address is given.
_ Rule 66, However oaths exrruted in many 3. Minor deficiencies in the O\ecutlon of an

uiziana. \Lm,— ~oath.
Jerzev, New Yor I\. If any of the above are \\':llx'ed, the Examiner
‘ 1r3 Sourh ('dm},m mrl Virginia = shotuld write in the margin of the declaration or

a‘notation such as “D.lte of declaration

noed not be 1mplemed with a seal,
1:application ready for issue™ and initial.

If a claim is presented for martter not orig-
_ inally claimed or embraced in the original
~statement of invention in the specification a
supplemental oath is required. Rule 67, 603.

S N

602 04 Foreign Oath

An oath executed in a foreign country must
be properly anthenticated.  See ()Oi and Rule 66.

602.01(a) Foreign Oath 1Is Ribboned
to O ther App]wahon
Papers

Lrteet from Rule 66, (L) When the outh is taken

602.01 Oath Cannot Be Amended

The wording of an mth rannot he amended,
If the “m‘dm" is . not correct or if all of the
o0 mrod affirmations have not been made or if
it has not been properly subscribed to. a new
oath must be ”’q‘“”"] IMowever, in some before an officer in a countrs foreign to the United
cases a deficiency i the oath can 1“’ corrected States. all the application papers, except the drawings,
b)’ | supplf*rml‘hl] paper ‘l“(] new oath is must Lbe attached together and a ribbon passed one or
not necessary. mare tiwes through all the sheets of the application,

For n\amph. if the oath does not set forth except the drawings, and the ends of said ribbon
evidence that the notary was actl) 34 within his brought together under the seal before the latter s

jurisdiction at the time he adivinistered the dffised aud impressed, or each sheet must be impressed

070 615 Qe 35 Rev. 14, Oct. 1067




with the official seal of the officer before whom the
eath istaken. Ifthepapemum@dmnotpmpeﬂy

r examinhtion but before it L
‘pers, pxepared in compliancej

- Note that A Dex
tion Oath (Rule 8

l i k,

other papers.
togetherpteheremth

'The

tion should be checked for compliance with
Rule 65(c). If an unreasonable time has
elapsed. the Examlner should call for a new
oath. What constitutes a reasonable time is a

uestion of judgment to be determined by all
the circumstances in the partzcular case. (Five
weeks plus time of transmission in the mails
was considered reasonable under the circum-
stances of Ex parte Heinze, 1919 C.D. 67; 265
0O.G. 145). Note €02.05(a).

If no date of execution appears. apphcant is
required to file either a new oath or a certifi-
cate from the notary giving the actual date
when the oath wastaken.

602.05(a)  Oath in Dnvnslon and Con-
tinuation Cases

Where the date of filing the application is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as
concerns the acceptability of the oath, how
long a time intervenes between the execution
of the oath and the filing of the application.

When a divisional 'xpphcmzon is_1identical
with the original application as filed, signing
and execution of the oath in tie divisional case
may be omitted. (See Rule 147, 201.06.)

In a streamlined continuation application, the
oati or declaration of the parent application
can be used. Therefore, signing and execution of
a new oath or declaration in the streamlined
continuation is not required. See 201.07.

603 Supplemental Oath

Rule 37, Supplemental cath for mattor nat originally
claimed. (a)y When an applicant presents a elaim for
matter originally shown or deseribed but not substan-
tially emhrared in the statement of invention or claim
orizinally presented, he shall file a supplemental oati
to the effect that the subject matter of the proposed
amendment was part of hig invention ; that he does not
knnw and does not believe that the same was cver
known or 1ised hefore his invention or discovery theren?,
or patented or deseribed in any printed publication in

Rev. 13, July 1967

time elapsed between the date of execu- }
tion of oath and the filing date of the applica-

try prior ok the date of his application in this eoantry
on an application ﬁled by himself or his legal repre

- sentatives or assigns more than twelve months prior

 to his application in the United States, and has not

0
]

"'been abandoned. - Such supplemental oath shonld ac ,,

company and properly identify the proposed amend-

‘men . otherwise the proposed amendment may be re-

fused CO! sideratxon.

(b) In proper cases the oath here reqmred may be
made. on information and belief by an applicant other
than inventor.

Rule 67 requires in the supplemental oath
substantially all the data called for in Rule 85
for the original oath. As to the purpose to be
served by the supplemental oath, the Examiner
should bear in mind that it cannot be availed
of to mtroduce new matter into an application. .

603.01 Supplemental Oath Filed After
Allowance '

Since the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths covering the clalm~ in the
case have been filed after the case is allawed.
Such oaths may be filed as a matter of right
and when received they will be placed in the

file by the Issue Branch, but their receipr will

not be acknowledged to the party filing them.

They should not be filed or considered as
amendments under Rule 312, since they make

no change in the wording of the papers on

file. See 714.18.

604 Administration or Execution of
Oath ‘

Ertract From Rule 66. Officers authorized o z2d-
minister caths. (a) The oath or aflirmation mar he
made before any persoh within the United States au-.
thorized by law to administer oaths, or, when made in
a foreign country. befure any diplomatie or consular
officerr of the United Srates authorized to adminisier
oaths, or before any officer having an oflicial seal arnd
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatic or ronsuiar
officer of the United States, the oath being attested
in all vases in thig and other countries, by the proper
othicial seal of the (rm('e"r before whom the oiath or
affirmation is made, Such oath or affirmation shall iw
valid as to exwutinn if it complies with the laws of
the state or eountry where made. When the persorn
before wham the oath or affirmation is mads in S
country is not provided with a seal, his official charar-
ter shall be established hy competent evidencee, 2 by




OF APPLICATION

NTY ONLY

Texas

n is made ir ' F b). Nebr:
th a seal, his official char ‘ Y L aR  Ohio )
established by competent evidence v acer- ) - o Tennessee ](g:)
tificate from a clerk of a court o or( a0 R o vigna (th)
other proper officer having a seal { ok Kentucky (d) . “est,\'n-gml:\‘,(d)
noted 1m 604.03{at, i which situa  seal o -
~is necessary. When the issue concerns the at STATEWIDE
_ thority of the person admini
the Examiner should require p o , '
ity. Depending on th 1 (n) Alabama and Nebraska notaries are ap
may be either embosse
latter should not be confused with :
‘legend indicating only the date of expir:
the notary’s commission.
See also 602.04(a}) on foreign
and seal. In some jurisdictions, tl
notary is not required but the flicial title of
_the officer must be on the oath. This applies to
Alabama, California (certain notaries), Lou-
isiana, Maryland. Massachusetts, New .fersey.
New York, Ohio, Puerto Rico, Rhode Islan
South Carolina and Virginia. '

All other states

pointed for counties and for state at large.
‘stamped  (b) Florida notary commissions are cus-
n of tomarily for state at large but may be restricted
by commission to less than the state at large.
(¢) In Hawaii it generally limited to the
judicial circuit. i
(d) In Towa. Kentucky and West Virginia it
_ is limited to county for which a pointed, but
_notary in any county may qualify and act as
_notary in any other county. o
()" The jurisdiction of Kansas and Missour
_ notaries is coextensive with county of appoint-
ment. and adjoining counties. i
. 604.02 Venue - (f) InOhio.notaries other than attorneysare
' ‘ o appointed by the (Governor for a term of i years
1 oath or affidavit indicat- and have power to act only in county for which
appointed. An atrtorney or any person certified
by a judge of the court of common pleas of the .
; _county in which he resides as qualified for the
seal, no problem arises. If the venue and seal  duties of official stenographic reporter of such
~do not correspond in county and state, the.  state, may, however be commissioned for the
_ jurisdiction of the notary must be determined entire state. The extent of jurisdiction is stated
from statements by the notary appearing on the near the notary’s signature. s
oath, or from the listing at 604.03. Venne and (g) Tennessee notary publics commissioned
no.ary jurisdiction must correspond or the  in one county may file'in county court of any
oath Is improper. The oath should show on other county and thereupon may exercise the
its face that it was taken within the jurisdic- function of his office in such other county. In
tion of the certifying officer or notary. This such cases, however, notary must attach to his
mav be given either in the venue or in the  certificate a statement that he is qualified in the
body of the jurat. Otherwise, a new oath, or county in which he acts. Notaries at large are
a cortificate of the notary that the oath was  commissioned by the Secretary of the State.
taken within his jurisdiction, must be required. Notary's signatnre must indicate that he 1S 80
Ex parte Delavoye, 1906 C.D. 3201124 0.G.  qualified. Specinl seal is preseribed by the Sec-
626; Ex parte Irwin, 1928 C.D. 13; 367 O.G.  retary of State,
T01. - - ; (h) In Virginia, notaries are limited to city
‘ 2 , ~ or county for which appointed except that
604.03 Notaries and Extent of Juris- notary for city may act m county or city con-
diction - ‘ tignous thereto, and u notary for a county may
act in eity contignous thereto. Notaries may be
appointed for two or maore connties and cities or
for the state at Large.

. That portion of a
ing where the oath is taken is known as the
venue. Where the county and state in the
venue agree with the county and state in the

~ The extent of the jurisdiction of the notaries
in the varions states s given below.

37 Rev. 12, Apr. 1967



\ité(ﬁ))

herever

, enated by
tions of the armed forces or by statute.
(d) The signature without seal of any

| person acting as notary, together with the title

of his office. shall b

his authority

| 60404 Consul

prima facie cvidence:

 TWhen the oath is made in a foreign country.

the authority of any officer other than a diplo-
matic or consular officer of the United States
authorized to administer oaths must be proved

by certificate of a diplomatic ov consular officer
Rule 66, 604. - This proof

may be through an intermediary: e.gz.. the con-

of the United States.

1l may certify as to the authority and jurisdic-
tion of another official who, in turn, may cer-

tify as to the anthority and jurisdiction of the

o

officer before whom the oath is faken.

601.04(a) Consul-Omission of Cer-
- tificate ,

Where the oath is taken hefore an ofticer in

a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenieated, the application
i« nevertheless given a filing date for purposes

of examination,  The examiner. in hic first

Rev. 12, Apr. 1967

601.05

_retaine

cated oath

ame e next Oflice action the
t for return of the oath, together with
the application file and the copy of the oath.

s submitted through the Group Manager
_ Director of the Pateat Ex ng O
If the request is approved by him. the

returned by the examining division.
The filing of a declaration b applicant
1 of an authentication of the original oath
.nnot be accepted since the authentication is
sentinl to preserve the orizinal filing date.

Consular Fee Stamp -
All papers executed on or after June 28 1950,
that formerly required the consular fee stamp,

‘are acceptable without such stamp.

601.05(a)

 Omission of Consular Fee
Stamp . 0
In applications executed abroad prior to June

3%, 1955 before a counsular officer and in which

a consular fee stamp is required but from

which the required stamp is lacking, the Ix-

aminer should not require a consular fee stamp
o ba furnished. The applicant should be in-

formed that the oath or authentication, as the

case may be, does not ecarry the required con-

~sular fee stamp and that the applicant should
_obtain ‘a statement from the consular officer

that a fee stamp had been affixed when the
paper was executed. . :

601.06 By Attorney in Case |

The language of Rule 66 and 35 U.S.C.

115 i= such that an attornev in the case is no

yerr harred from administering the oath as
potary,  The Office presures that an attorney
o as notary is cognizant of the extent of his

ity and jurisdietion and will not know-




, M?mmrms '

licant is not a citizen of any country, a
ent to this effect is accepted as satis-
; e statutory requirement: but a state-

ment to citizenship pplied for or first

papers taken out looking to future citizenship
in this (or any other) country does not meet

he atto rhe reqmrement
nev in the case 'md hen(‘e the o]d bnr stlll p-

lies in the ¢ ths administered ir 60-) 02 Appllcant’s Resndenu‘

istrict of C ‘ \
icant’s place of residence {not to be con-

: 1ris , . ith his Post Oftice address) can be fur-

be invalid. the proper amon for _the . nidl ed by the attorney. 1In the case of an ap-

o0 take is to strike the application since  plicant who is in the U.S. Army or U.S. Navy.

effect no proper application before 3 statement to that effect is safficient as fo

Oﬁice 'md > Examiner will refer the file  racidence.  For change of Tesidence see
Office to initiate such action. T1T.02(b). o =

(Riegger . Beierl, 1910 C.D. 12; 150 0.G. e T

826, . 5 S e
). negRule 68 and 604 . - 605.03 Applicant’s Post Office Address

, 605 A licant i
PP : . Applicant’s post office address means under
Rule 41: Applicant for patent. = A patent ‘must. he Rule 61 that address at which he cuttommlv

appiied ror and the application papers must be s:gned “receives his mail.
-.and the necessary.oath executed by the actual inventsr © The object of 1eqn‘ir‘in apphC‘mt post of-
511 f ~ . =
I all cases, except as provided bv rules 42, 43, and .o address is to enable the Office to communi-
At Seprule W . care directly with the applicant if desired;
~ Cme« ‘the contrary is mdmated the word “appli- 1 1rectly nnm ppiica aesin

hence. the address of the attorney with in-

: “in these rules refers to the inventor,
- joinz gmemms who have applied for a patent, or to ~ Structions to send communications to applicant

the person mentioned in rules 42, 43, or 47 who has in care of the attorney is not sufficient.
applied for a patent in place of the inventor. ' If the post office address is entirely omitted
Eztract from Rule }5. Joint inventors. (a) Joint it must be supplied by a letter over the appli-
inventors must apply for a patent jointly and each cant’s own signature. Where, however, having
musr sign the application papers and make the re- given complete data as to his residence. the
quif'ed oath; neither of them alone, nor less than the applicant identifies his post office address only
entire number, can apply for a patent for an inven- by street and number, it is assumed and so
tion invented by them jointly. except as provided in af'ﬁepted that the Cltv and state of his resi-

rule 47 dence are the city and state of ]n= po-t oﬂiw
For ron\'ertlhlht) from a ]omt to sole or =01 address.
to joint application, see 201.03. Anv amendment of the post office address re-

Rule }6. Assigned ‘inventions and patents. In case I8 ires the g]gnf]ture of the qpphcam himself.

the whole or a part:Interest in the invention or in the : ’ ‘ :

patent to be issued ‘is assigned. the application must - . : . :

still be made by -the inventor or one of the persons 605.04 Applicant’s Signature and

menrioned in rules 42, 43, or 47. "However, the patent Name

may I jssuerd to the assignee or jointly to the inventor

and the assignee as provided in rule 334. Rule 57. Signature. The application must be signed
by the upplir-mt in person. ..The signature of the oath

This section concerns filing by the actnal in- wiil he accepted as the signature to the application

ventor. If filed by other, see 109.03, provided the oath is attached to and refers to the

\ péiition. specification and claim ‘to ‘which it applies.
Nore Full t  bo gi Aneludd the full first
11} names must “be given,iIncluding the fu rs
h 3, " CF )

;)rlr;)':?]]tllg;d(‘)?l;f;)n)l]l]? :;’)l(])l;lli)lil];;tlt;;lllt’or‘) 1)4‘)) ‘1 ©name without ‘abbrevintion, and the middle initial or

Inventor dead or insane, 409. ' name if any. ) .
Rule 76. Signature to the specification. When the
- N Y ) . oath iz attached to and refers to the petition, specifica-
605.01 Applicant’s szenshlp : tion and claitn to which it applies, the specification

need ot be signed. “Otherwise it wust be signed by the

The statute (35 17.S.(". 115) requires an ap-
plicant to state his citizenship. Where an  appiicant in person,

39 Rev. 13, July 1067




ill be recel
ompliane

ion, require
‘signature supplying the
" and he will not pass the appli
ne until the omission has 1
unless a statement be file:
own signature setting
 rame Is as signed or wh
frst name. -
No affidavit should be required.

_ The requirement should be made only when "

Draftsman correc

~ pass the case to issue. This cannot be done if
there are inconsistencies in the signatures.

 There should be uniformity notwithstanding
- that lack of it is not sufficient to affect the

for correction

file is corrected, the
Application Branch

605.04(c) Applicant Changes Name

,1 n cases where an a‘pplican‘t"s name has been
changed after his application has been filed

and the applicant desires that the patent when .

- issued carry an endorsement as to the change

for the first name in the signature a mere ini-

tia] appears or what can be only an abbrevia-
rion. of a name.: ‘ F e
 Rule 57 requi
name must ap
appropriate amendment s

In an application where the name is type-
writren with a middle name or initial. but the
siomature i
-ial. action should be taken as follows:
In the first Office letter, call attention
~tack of uniformi ; and request informa
" over the applicant’s signature as t
£5rm of his name, together with an;
amendment. ;~
1f applicant, in reply, gives the name with-

out the middle name or initial unaccompanied
by any instructions to amend the typewritten
rame. the reply may be interpreted as a direc-

¢ u],l_names"".;] The fu"]l, first
mewhere in the papers as .

ithout such middle name or ini-

in his name, he must submit a recording fee

accompanied by either an affidavit signed with
both names and setting fo

whereby the change of name effected, or a

certified copy of the Court order. Such papers

are recorded by the Assignment Branch where
the n.w name is added on the file wrapper.
The Assignment Branch forwards the file to
the Application Branch for a change in their
records. L '

 No change is made on the face of the file

by the Clerk of the examining group. A suit-

. able endorzement being made by the Assignment
" Branch. When ready for allowance, the case

should be sent to the Drafting Branch for the

addition of the new name to the drawing,

s;om to cancel the middle name or initial from

the preamble; thongh such amendment is niot
material. since the preamble is no longer
rrinted in the patent. Tt is necessary Thow-

Rev, 13, July 1967

40

Where the change of name is merely by
amendment, such as the addition of a full first
name or a middle initial and no affidavit s

required, the file is sent to the Application

Branch for a change in their records and if

the application is assigned it will be forwarded

by the Application Branch to the Assignment
Branch for a change in assignment record.

the procedure




cations—Order of Names
hat the names appear in
the same order in the signatures to the petition,

It is not essential

specification, oath, and drawing. ,
f names of joint patentees

The order in the

Exrtract from 85, Drawings. (b} Location of

gnature and

5. The signature of the zpplicant,
ne of the applicant and signature of the
). att ‘or agent. mav be placed in the lower right-

_ hand corner of each sheet within the marginal line,
' ‘be placed below the lower marginal line.

e signature when placed on the drawing

~ ,"sl‘iould‘never”cross the marginal line. The sig-

_ the application.

nature on the drawing must not be inconsistent
with the other signatures and typed names in

%I:Eomo\’er,f it cannot include a
middle name if the other signafurss include

__only a middle initial consistent therewith. It

& he?adir_\gf of the patent is taken from the order
~in which the typewritten names appear in the

original oath accompanying the application

papers. Care should therefore be exercised in
selecting the preferred order of the typewrit-
ten names of the joint inventors, before filing.
as requests for subsequent shifting of the
names would entail changing numerous rec-
ords in the Office. Since the particular order
in which the names appear 1s of no conse-
quence insofar as the legal rights of the joint
applicants .are concerned. no changes will be
made except for good reasons and by permis-
. sion of the Commissioner. It is suggested that
all typewritten and signed names appearing
in the application papers should be in the same
order as the typewritten names in the oath.
In those instances where the joint applicants
file separate oaths, the order of names is taken
from the order in which the several oaths ap-
pear in the application papers unless a differ-
ent order is requested at the time of filing.

605.04(g) When Name Is Corrected.
~ SendtoApplication
Branch .

the file should be sent to the Application
Branch for correction of the name in its rec-
ord. When the name is changed, see 605.04(¢).

605.04(h) Signature to Drawing

Rule 82, Rignature to dratwing. Slgnatures are not
required .on the drawing if It accompanies and is re-
ferred to in the other papers of the application, other-
wise the drawing must he gigned. "The drawing may
be signed hy the applicant in person or have the name

When the name is corrected by amendment,

41

_in person the name of the attorney is not per-
“mitted to appear the '

~can, however, include initials for the first and

‘middle names. Drawings filed without the in-

_ ventor’s name thereon, will have the name
_applied in pencil by the Mail Branch.

When the drawing is signed by the inventor

n.

The drawing may be signed by the appli-

_cant, attorney, or agent in person after the

drawing has been filed. The signature need
not be dated. Prohibition against changing
name of the attorney on drawing is discussed
at 608.02(u). For return of drawing to appli-
cant for signature see 608.02(y).

The name or signature of the inventor must
be identified as such by an appropriate legend.
Each sheet must be signed when the signature
is necessary. The printed name of the in-
ventor without a signature is also acceptable
‘and may appear, if desired, only on the first

© sheet.

Administrator, Executor, or
Other Legal Representative

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.” : :

For prosecution by administrator or execu-
tor, see 409.01(a). : ;

For prosecution by heirs, see 409.01(a) and
409.01(d). s o

For prosecution by representative of legally
incapacitated inventor, see 409.02. o

For prosecution by other than inventor. see
409.03.

605.05(a) Signature of Legal Repre-
sentative

If the drawing is signed by the legal repre-
sentative it must follow this form:
John A. Jones, deceased,
by Mary A. Jones, Administratrix,

605.05

‘Rev. 11. Jan. 1967




its the matter.
ofn J ohn J ones,

ment if the baée is otherw e ready for issue.

605. 06 F 1lmg by Ot er Than Inventor:
~ See 409 03.

606 Tltle of Invention

Rule Y2(a). The title of the ‘nventxon. which should

.~ “be as short and specific as possible, should appear as a

* heading on the first page of the specification, if it does
not otherwise appear at the beginning of the applica- .

tion. ; ‘ :

606.01 Exammer May Requn'e Change k

in Title

Where the title is not descnptlve of the in-
~ vention claimed, the Examiner should require
the substitution of a new title that is clearly
indicative of the invention to which the claims
are directed. This may result in slightly
longer titles. but the loss in brevity of title
will be more than. offset by the gain in its
informative value in mde\mg classifying.
searching, etc. If a satisfactory title is not
supplied by the applicant, the Examiner may
change the title by Examiner’s &mendment on
or after allowance.

If a change in title is the onh change being
made by the Examiner at the time of allow-
ance a separate Examiner's Amendment need
not be prepared. The change in title will be
incorporated in the Notice of Allowance. This
will be accomphshed by adding the tvpewrit-
ten not- o in capital letters “AS AMENDED
BY EXAMINER?” following the heading
“Title of Invention or Impmwment and en-
tering thereunder the title as changed by the
Examiner who should initial the face of the
file wrapper.

However, if an Examiner’s Amendment must
be prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1067 49

ms;emed fter an ap
_apply to fheqe app.

pplicatio
11965, are subj
tice: ' .
When filing an ap
entitles appl to

on or after October '7’5
 fo g fees and prac-

~ the time of ﬁlm,,. an addxtmm] fee of <10 is

required for each independent claim in excess
of one, and a &2 fee for each claim in excess of
ten (10) claims (whether mdependent or de-

. pendent).

Upon submission of an amendment (Whether

_entered or not) affecting the claims, payment

of the following additional fees is required in
a pendiug application:
~ $10__for each independent clmm pending in
excess of the number of independent
claims already paid for.
$2__for each claim penﬁm in excess of the
total number already paid for. (It
should be recognized that the basic
865 fee pays for ten (10) claims, one
of which may .be independent, re-
gardless of the number actuallv‘
filed.) '

Amendment: before the first action, or not
filed in response to an Office action, presenting
additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
dltlonal fee due, will not he entered in whole or
in part and applicant will be so advised. Such
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in section 714.03 will be
followed. :

The additional fees. 1f any, due with an
amendment are caleulated on the basis of the
claims (total and independent) which would be
present, if the amendment were entered. The
amendment of a claim, unless it changes a de-
dendent c¢laim to an independent o]mm and the
replacement of a claim by a elaim of the same
type do not require any additional fees.
For purposes of derormmmg the fee dne the
Patent Office, a ¢laim will be treated as depen-
dent if it contains reference to one other claim
in the application. A claim determined to be
dependent by this test will be entered if the
fee paid reflects this determination.

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for




PARTE. FORM AND O

ude every lim:tation of

v hich it depends, will be required
ing a proper d '
ar on of any further
on such a dependent claim wi
y required. The applicant may ti
upon amerd the claims to place them in proper
_dependent form, or may redraft them as i de-
~ pendent claims, upon payment of any
- sary additional fee. ‘ e
 After a requirement for restriction, n
elected claims will be included in determining
the fees due in connection with a subsequent
amendment unless such claims are canceled.
. The additional fees, if any, due with an
amendment are required prior to any consider-
ation of the amendment by the Examiner.
Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.

607.01 Fee Exempt o

There were two types of Fee Exempt appli-
cations: (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b) those.
filed under a ruling of the Comptroller Gen-
eral’s Opinion B-111.,648 also abrogated as of
the zame date: -

Frep Uxper 35 U.S.C. 266
85 T7.8.0.°260. 'Issue of patents without fees to Gor-
ernment employees. The Commissioner may .graot.

‘thereon, which stipulation shall be included in the

ernment for governmental purposes without

- theabstract.

W

607.01
subject to the provisions of this title, to any officer,
sted man, or emplovee of the Government, except
officers anid emplovees of the Patent Office, a patent
' it the payment of fees, when the head of a de-
partment or agency certifies the invention is used or
likely to be used.in the public interest and the appil-
cant in his application states that the invention de.
scribed therein, if patented. may be manufactured and
used by or for the Government for govérnmemal pur-
poses without the pavment to “him ‘of "any royalty

. OF APPLICATION

patent. (Based on Act Mar. 3, 1883, amended ‘Apr. 30,
1928, Repealed October 25, 1963.) e

In revising such applications for issue, the
specification should be checked to assure the
presence of the substance of the following
statement therein: , ' '

“The inventicn described herein may be
manufactured and used by or for the Gov-

= B
the payment of any royalty thereon.” ;

If the substance of such a statement does
not appear as the first paragraph of the specifi-
cation “after” the abstract but is present else-
where in the specification or record, the same
should be entered, by Examiner’s Amendment,
as the first paragraph of the specification after

If the substance of this statement 1s not
present at any point in the record of the ap-
plication, an action should be made requiring
such statement, signed by the applicant, and an
amendment directing insertion of same as the

i Rev. 13, July 1967




first paragraph of th
ened statutory period
set and the applicat

until such respon

ment of all
; cention and
application to the Government or a Govern-
nient agency; or o ' ‘

ining to the return of fees
Refuﬁ Unit of the Finance

h of wdget and Finance Division.
No opinions should be expressed to attorneys oz

\
agfﬂ icants as to whether or not. fees are return-
able in particular cases. ‘

608 Disclosure

(2) Where the linv,ention and application
“are the result of research sponsored and fi-

- 'nanced by the Government under contract or
agreement requiring that the results thereof
be made available to the public, and the appli-
cation contains a clause dedicating the inven-
tion and patent to be granted to the free use
of the people in the territory of the United
States. o o :

‘Beginring October 25, 1965, there are no
_longer any applications which are exempt from
-the filing fee or the issue fee. Applications filed
before this date without the filing fee under the
provisions previously in effect are subject to
payment of the issue fee if the notice of allow-

ance is dated on or after October 23, 1965.

The following two sections (6.7.01a, 607.01b)
are applicable only to old cases. \

‘607.01 (a) Inventor Leaves Service of
United States

An opinion of the Attorney General, dated
January 14, 1936, rules that an application
filed under the Act of 1883, as amended, now
35 U.S.C. 266, which meets the requirements of
this statute as to the status of the inventor at
the time of filing, is sufficient warrant for the
issuance of a patent to the inventor if the in-
vention claimed therein is found patentable,
whether or not he is in the service of the
United States at the time the patent issues.
607.01(b) Fee Exempt Changed to
Fee Filed

Where an application was filed under 35
U.S.C. 266, the regular filing fee can be subse-
quently paid and proper amendment made by
the inventor. concurred in by the Head of the
Department concerned, cancelling the offer of
dedication, the fee being entered on the file
and the original date of the application re-
tained.
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 In return for a patent, the inventor gives as
consideration a complete revelation or dis-
closure of the invention for which he seeks
g;otection. ~All amendments or claims must

d basis in the original disclosure, or they
involve new matter. licant may rely for

A
disclosure upon the speclx)fgcation with original

‘claims and drawings, all as filed complete. See

Rule 118, 608.04. |
608.01

Rule 71. Delailed description and specification of the
invention. - (a) The specification must include a writ-
ten -description of the invention or discovery and of
the manner and process of making and using the
same, and is required to be .in such full, clear, con-
cise,” and exact terms as to enable any person skilled
in the art or science to which the invention or dis-
covery appertaing, or with which it is most nearly
connected, to make and use the same. :

(b) The specification must set forth the precise in-
vention for which a patent is solicited, in such manner
as to distinguish it from other inventions and from
what is old. It must describe completely a specific
embodiment of the process, machine, manufacture.
composition of matter or improvement invented. and
must explain the mode of operation or principle whea- :
ever applicable. The best mode contemplated by the in-
ventor of carrying out his invention must be set forth.

(c) In the case of an improvement, the specification
must particulariy point out the part or parts of the

Specification

‘process, machine, manufacture, or composition of mat-

ter to which the improvement relates, and the descrip-
tion should be confined to the specific improvement and
to such parts as necessarily cooperate with'it or as mzy
be necessary to a complete understanding or descrip-
tion of it. ‘ ,

Certain cross notes to other related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should be re-
quired to be cancelled. Rule 78, 202.01.

Rule 52 Language, pager, writing marging, (a)
The petition, specification, and oath must be in-the
Englich language. AN papers which are to become a
part of the permanent records of the Patent Office must
be legibly written or printed in permanent ink.,

Rev, 11, Jan. 1967




e of per. A wide margin must be reserved on
 left hand side and on the top of each page and the

t not be crowded too closely together. Legal

paper, 8 to 816 by 124 to 13 inches, typewritten and
deuble spaced with margins of one and one-haif inches

~on the left-hand side and top is deemed preferable.
Typewritten or printed papers

not correctly, legibly and clearly"'%v‘rit:te .

_ (e) Any interlineation, erasure or cancellation or

_marginal note or footnote on the same sheet of paper,

" and initialed or signed and dated by the applicant to
indicate such fact. (See Rule 56.) - i

~ In order that specifications may be expedi-
tiously handled by the Office, page numbers

- should be placed at the center of the bottom
of each page. It is a common practice and

the lines of each page (and the lines of each
claim). A top margin of at least 1% inches
should be reserved on each p
“possible mutilation of text when th
punched for insertion in a file jacket
- Typed, mimeographed, xeroprinted
graphed or good carbon co%yi;gﬂns of repro-
duczion are acceptable provided the paper used
~has a surface such that amendments may be

written thereon in ink. So-called “Easily

Erasable” paper having a special coating so
that erasures can be made more easily may not
provide a “permanent” copy. Rule 52(a). If
a light pressure of an ordinary (pencil) eraser
removes the imprint, the examiner should. as
soon as this becomes evident, notify applicant
that it will be necessary for him to order a copy
of the specification and claims to be made by
the Patent Office at his expense for incorpora-
tion in the file. It is no? necessary to return
this copy to applicant for signature. L

See 1n re Benson, 1959 C.D. 5; 744 O.G. 353.
Reproductions prepared by heat-sensitive, hec-
tographic or spirit duplication processes are
also not satisfactory.

As stated in Rule 52 the specification as well
as petition and oath must be in the English

language. -

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases. . '

The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed specification in a foreign

Rev. 11, Jan, 1967

 _Asthes

a commendable one, to consecutively numberall

‘ ing order of arrangement sho
- ing the application:

If a newly filed application obviously failsto

disclose an invention with the clarity required
y 35 U.S.C. 112, revision of the application
required. See 702.01. .

ecifization is never returned to ap-
cant under any circumstance, he should re-

ne for line copy thereof, each line, pref-

having been consecutively numbered on

ge. In amending, the attorney or the |
Nt requests insertions, cancellations, or

s, giving the page and the line.
Rule 52(c) relating to interlineations and

‘other alterations is strictly enforced. See in

re Swanberg. 129 U.S.P.Q. 364.

~tion.

Rule 77. Arrangement of application. The foliow-

() Title of the invention; or an introductory por-

~tion stating the name. citizenship, and residence of the

"applicant; and the title of the invention may be used.
 (b) Abstract of the disclosure.
(¢) Cross-references to related applications. if any.
(ad) Brief summary of the invention.
(e) Brief description of the several
drawing, if thers are drawings.
(). Detailed description.

(g) Claim or claims.

(h) Signature. <Seeriule76.)

NortE

Design patent specification, 1503.01.
Plant patent specification, 1601.5.
Reissue pater: specification, 1401.06.

views ‘of tbe

The following order of arrangemernt is pref-
erable in framing the specification and. except
for the title of tlie invention, exch of the lettered

items should t= preceded by the headings
~ indicated.

(a) Title of the Invention.
(b} Abstract of the Disclosure.
(¢) Cross-References to Related Applica-
tions (if anyv). , '
(d) Background of the Invention.
1. Field of the Invention.
2. Deseription of the Prior Ars.
(e) Summary of the Invention.
(f) Brief Description of the Drawing.
(g) Description of the Preferred Embodi-
ment.(s).
{h) Clainmuisi.

608.01(a) Arrangement of Applica-

uld be abserved in fram-




_of the Disclosure”, mlnrposeotthe :
enable the Patent Office and the public’ geneumy to

determine quickly fmm a cursory inspection the nature -

andgistottlnteehnialdhclomrs,andtheabd:met

~ shall not be used for intetmﬁng the scope of the:

claims.

The submission of an Abstract of the Dis-

closure” as part of the application is required
for each ﬁipatent application received in the
Patent Of

tions previously on file which have not received
_ a first Office action of any kind from the Exam-
~iner by No 1, 1966, except those passed,

- Office action should re-
quire the sub n of a brief abstract of the
technical disclosure in the specification, the ab-
stract to appear immediately after the title of
~ the invention and preceding the disclosure in a
separate paragraph under the heading “Ab-
stract of the Disclosure.” onses to such
- actions should be treated under Rule 111(b)
practice like any other formal matter.
Applications sometimes include statements
attempting to restrict the use of the abstract in
interpreting the scope of the claims. Because
Rule 72(b) eexpressly prohibits this use of the
. abstract, statementa ) thls type are uncalled
for and should not appear in the printed patent.
~ Whenever any such rwtmctm%‘ statement con-
cerning the claims a msgears in the portion of an
application that w appear in a printed pat-
ent, cancellation will be required, or the cancel-
lation shall be effected by Examiner’s Amend-
ment if the application is otherwwe ready for
allowance.
Under current practice, in all instances where
the application contains an abstract when sent
to issue, the abstract will be published in the
Official Gazette instead of a claim.
Upon passing the case to issue, the Examiner
should see that the abstract is an adequate and
clear statement of the contents of the disclosure
and generally in line with the guidelines in the
following numbered paragraphs; the abstract
shall be changed by the Examiner's Amend-
ment in those instances where deemed necessary.
1. The purpose of the abstract is to provide a
nonlegal technical statement of the contents of

ce on or after January 1,1967. An
abstract is also required in all patent applica-

~ )ectlve condensatxon ( mtharthun adeecnptmn)

of the disclosure, in clear and concise ]

Statements as to the relative merits or value,or
‘ specula.tlve applicatious of tho invention shou’d

be omi

2. The abstract should be s
to serve as a searching-sca tool for the
scientist, engineer or. researcher in the icu-
lar art, and therefore should serve to indicate
‘whether there is a need for consultmg the full

ification for d
tbstrac brlef as the sub-
. A single paragraph of 50-100

pecmlly des1gned

- words should be suﬁic1ent In unusual cirenm-

stances a plaral pa aph abstract may be ac-
ceptable. An example of these rare situations
would be an application having claims to differ-
ent statutory classes, it being recognized that
the abstract of the disclosure shoul«i5 include all
the advancements in the art. Where a plural

paragraph abstract is deemed necessary, the

complete abstract must be set off by suitable

- headings to indicate where it begins and ends.

For headings usable between the abstract and
the subsequent description, see 608.01(a), or see
“Guidelines for Drafting a Model Patent Ap-
plication Under the Revised Rules” 832 O.G. 5

4. Especially in the chemical field, the ab-
stract should include a statement of the utﬂlty
of the subject matter of the disclosure, particu-
larly that which is related to the invention.

5. The abstract should be separate and inde-
pendent of the “Summary of the Invention.”
One of the purposes of the abstract is to deter-
mine quickly the nature and gist of the techmcal ;
disclosure.

608.01 (¢)

Background of the Iilven- '
tion ‘

The Background of the Inventlon ordinarily
comprises two parts:

(1) Field of the Inventlor A statement of
the field of art to which the invention pertains. -
This statement may include a paraphrasing of
the applicable U.S. patent classification defini-
tions. The statement should be directed to the
subject matter of the claimed invention. ‘

(2) Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the prior art known to the applicant,
including references to specific prior art where
appropriate. Where applicable, the problems

/involved in the prior art, which are solved by

the applicant’s invention, should be indicated.
See also 608.01(a).
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the detxiled descﬁpﬁ

forth, becommenm,rate"

set out the ire, oper:
~ of the invention will b 1At

in aiding ready understanding of the patent
_in future searches. See 905.04. The brief
. summas: )
ment of the objects of the invention, which
statement is also permissible under Rule 73.

The brief summary of invention should be

consistent with the subject matter of the

claims. Note finsl review of application and

preparation for issue, 1

608.01(¢) Reservation Clauses Not
o Permitted ~

'Rule 79. Reservation cdlauses not permitted. A res-

ervation for a future application of subject matt:er dis-

closed but not claimed in a pending application will
not be permitted in .the pending application, but an
application disclosing unclaimed subject matter may

contain a reference to a later flled application of the

same applicant or owned by a common assignee dis-
closing and claiming that subject matter.

608.01( f) Brief Descriptidn of Draw-

 Rule 74. Reference to drawings. When there are
drawings, there shall be a brlef description of the
several views of the drawings and the detalled de-

Rev. 16, Apr. 1988

should be more than a mere state-

_particularly point out and distinct

cription of the invention and

s the_general statement of in-

ef description of the drawin?s‘

led description, required by Rule 71,

5t be in such particularity as to en-
‘person skilled in the pertinent art or

, make and use the invention without

- extensive experimentation. An ap-

: ‘ordinarily permitted to use his own
inology, as long as it can be understood.

ary gran}matlcal; corrections, however,

i-  should be required by the Examiner, but it
' remembered "that an examination is
for the purpose of securing gram-

cal perfection. coh L e
The reference characters must ‘be properly
applied, no single reference character being

used for two different parts or for a given part

and a modification of such part. In the latter
case, the reference character, a plied to the
“given part,” with a prime aﬂixeg ma
tageously
Every feature specified in the claims must be

illustrated, but there should be no superﬁgouS' i

illustrations. o
Restrictive statements or express limitations
relating to the scope of the invention claimed
should%)e omitted from the application. Ifthe
limitations are only intended as statements de-
signed to have no effect in the interpretation of
the claims, the language is wholly unnecessary
and should be canceled as surplusage. On the
other hand, if the statements are to be used in

the interpretation of claims, said staterents are
clearly improper and should be deleted. Title
- 35 17.8.C. 112 requires that an ap}l)lica.nt shall

, claim the
subject matter or combination which he claims
as his invention or discovery (see 608.01(k)).
Whenever any such restricting statement con-
cerning the claims appears in the portion of an
application that would appear In a rinted

patent, cancellation will be required, or the can-

collation shall be effected by Examiner’s
Amendment if the application is otherwise
ready for allowance. -

; advan-
applied to the modification.



he descnphon
| should

ule 75 in 60801(1 . 608
No'm.—-Comple eness 60801(

carrym

in the description.

cept an operative example a sufficient to meet
" inventions in one application.

_ this requirement.

In chemical cases, comp]ete data necessary
he preparation and use of at least one ex-
amr’? of the invention should be presented

Jompleteness 608.01(p).

608 Olf( i) Claims [R-18]
RuIP 75. Clamz(s) (a) The specxﬁcatxon must con-
clnde with a claim particularly pointing out and dis-
tinctly claiming the subject matter which the applicant
regards as his invention or discovery.
{b) More than one claim may be presented provided

they differ substantially from each other and are not_

unduly multiplied.-

46.1

rumrmm |

| 608.01(i)

Wlmn more than one claim is presented, they

ymm* be placed in dependent form in which a claim

may refer back to amd mrther restrict a single preced-

straed to include all the limitations of the claim |

mmrporated by reference into .he dependent claim.
fd) (1) The claim or claims must conform to the.

- y,iz'zvéfntibn as set forth in the remainder of the specifica-
__ tion and the terms and phrases used

, he claims must.
find clear support or antecedent basis in the descrip-
tion so that the meaning of the terms

be ascertainable by reference to the description.

12y See rules 141 to 147 ae to claiming d:ﬂ‘erent

ie) Where the nature of the caﬁs’é admits, as in the
case of an improvement, any independent claim should

~conrain in the following order, (1) a preamble com-

prising . a_general ‘description of all the elements or
steps of the claimed combination which are conven-
ticnal or Lnown. (2)a plurase such as “wherein the
improvement comprises,” and (3) those elements, steps

‘and/or relationships which constitute that portion of

the claimed combination which the applicant considers

as the pew or improved porﬁon.~' ,

N timbei'in

of (,lalms, 608.01 (]) -
Form of -

laims, 608.01(m).

Rev. 18, Oct. 1968




Dependem: nlmms, 608. m‘(’n)
 Ex f claims, 706.

: mmammg
1 claims are

} be nnmbered Y. ,the applmmt con-
secutively begmnmg with -the number next following
the hlgh?%t numbered claim previousiy preeented
iwhether. entered or not). When the application is
ready for a]]owan(-o the emmmer, if necessars, will re-
number the claims consecutively in the order.in which
they appear or in such order ‘as may hme been ‘re-

“quested by applicant. .

In a single claim case, the clalm Is not num-
Requirement of

Sec. 35 U.S.C. 112 requires that the appli-
cant shall particularly point out and distinctly
claim the subject matter which he regards as
his invention. The portion of the application
in which he does this forms the claim or
claims. This is an important part of the ap-
plication, as it is the definition of that for
which protectlon is granted.

In estabhshmg a dlsc]osure, applxcant may
rely not only on the specification and drawing
as filed but also on the 01‘10'111&1 claims: 1f their
content justifies it.

Where subject matter not =hown in the draw-
ing or described in the specification is claimed
in the case as filed, and such original claim
itself constitutes a clear disclosure of this sub-
ject matter. then the claim should be treared on
1ts merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not he attacked
either by objection or rejection because this
subject matter is lacking in the drawing and
specification. It is the drawing and specifica-
tion that are defective; not the claim.

Tt is of course to be understood that this dis-
closure in the claim must be sufficiently specifie
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01(m) Form of Claims

While there is no set statutory
claims. the present Office practice is

form for
to 1nsist

- segregate su

breVl atlons.

quoted terminolog; is not prese t. it

by the Clerk. Each claim begins a capital
letter and ends with a period. Periods may not
be used elsewhere in the ciaims except for ab-
A claim may be typed with the
rious elements subdivided in paragraph form.
There may be plural indentations to further
ombinations or related steps.
general, the printed patent copies will follow
the format used but printing difficulties or ex-

. pense may prevent tYe duplication of unduly

‘complex claim formats.

47

-ments in the claims.

. Reference characters correspondmg to ele-
ments recited in the detailed description and the
drawings may be used in conjunction with the
recitation of ‘the same element or group of ele-
The reference characters,
however, should be enclosed within parentheses
s0 as to avoid confusion with other numbers or
characters which may appear in the claims.
The use of reference characters is to be consid-
ered as having no effect on the scope of the
claims.

Claims should preferablv be armnged in or-
der of scope so that the first claim presented is
the broadest. Where separate species are
claimed. the claims of like species should be
grouped together where poss ssible and physically
separated bv drawing a line between claims or
groups of claims. (Both of these provisions
may not be practical or possible where several
species claims depend from the same generic
claim.) -~ Similarly. product and process claims
shonld be separately grouped. Such arrange-
ments are for the purpose of facilitating classi-
fication and examination. , ,

The form of claim required in Rule 75(e) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim. = The preamble of
this form of claim is considered to positively
and clearly include all the elements or steps re-
cited therein as a part of the claimed combina-
tion.

See Rejections not based on Prior

Art

706.03.

608.01(n)

Rule 75(c). reads as follows:

When more than one claim is presented, they may
be placed in dependent form in which a claim may refer
back to and further restrict a single preceding claim.
Claims in dependent form shall be construed to include
all the limitations of the claim incorporated by refer-
enece into the dependent elaim.

Dependent Claims

Rev, 15, Jan, 1968




- be required to be can ap
dependent cl and cancellation of any fur-
ther claim depe g on such a dependent claim
will be si e
thereupon amend the claims to place them in
proper dependent form, or may redraft them as

_independent claims, upon payment of any neces-

_ sary additional fee. e .

An essential characteristic of a proper de-
ndent claim is that it shall incﬁideﬁ every
imitation of the claim from which it depends
(35 U.S.C. 112) or in other words that it shall
not conceivably be infringed by anything which
would not also infrin, %:3 basic claim. Thus,
for example, if claim 1 recites the combination
of elements «, b, ¢ and d, a claim reciting the
structure of claim 1 in which d was omitted or
replaced by e would not be a proper dependent
claim, even though it placed further limitations
on the remaining elements or added still other
elements. e ;
The fact that a dependent claim which is oth-
erwise proper might require a separate search
or be separately classified from the claim on

which 1t depends would not render it an im-

proper dependent claim, although it might

result in a requirement for restriction. ;
The fact that the independent and dependent

- claims are in different statutory classes ﬁs not,

in itself, render the latter improper. Thus, if

‘claim 1 recites a specific product, a claim for the

method of making the product of claim 1 in a

particular manner would be a proper dependent

claim since it could not be infringed without in-

fringing claim 1. Similarly, if claim 1 recites a

method of making a product,a claim for a prod-

nct made by the method of claim 1 eould be a

pm{)er dependent claim. - On the other hand,

tf elaim 1 recites a method of making a specified
product, a claim to the product set forth in claim

1 would not be a proper dependent claim if the

product might be made in other wavs. Note,

that since Rule 75(c) requires the dependent
claim to “further restrict™ the preceding claim,

this Rule does not apply to product-hy-process
claims. '

‘Rev. 18, Oct. 1964 48

_ preceding inde

_ If the base claim has been cancelled, a claim
~ which is directly or indirectly dependent thereon
- should be rejected as incomplete. If the base

~allowable. ™

tly refer back
~ Forexample,

~__missible in ,
~ preceding claim which,
' other preceding claim. o

A claim which depends from a

; _ The applicant may  ¢laim should not be separated therefrom by an;
larly reqdined. ] 29 AP jcant may ~claim which does not also depend from said

“dependent” claim. It should be kept in mind
that a dependent claim may refer back to any
ndent claim. These are the
ith respect to the sequence of
eneral, applicant’s sequence
ged. ' See 608.01(3). |

_only restrict]
claims and;
should not be

" ResyecrioN AnD OBJECTIOX £

claim is rejected, the dependent claim should be
objected to rather than rejected, if it is otherwise .

Examiners are reminded that a dependent

claim is directed to a combination including
“everything recited in the base claim ard what is

recited in the dependent claim. It is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
pendent claim. o -
Dependent claims should be carefully checked
when claims are renumbered (Rule 126).
[R-18] i

Basis for Claim Terminol-

608.01 (o)
, ogy in Description

The meaning of every term used in any of
the claims should be apparent from the de-

_scriptive portion of the specification with clear

disclosure as to its import, and in mechanical
cases it should be identified in the descriptive
portion of the specification by reference to the
drawing, designating the part or parts therein
to which the term applies: A term used in the
claims may be given a special meaning in the
description. No term may be given a meaning
repugnant to the usual meaning of the term.



omenclatu ]
_ vet whenever b ame
_ departs therefrom, he ¢
amendment of his

60801([)) "",'VCompléteness'i 7 [R—‘11'6’]‘ -

Newly filed applications obviousl y failing to
disclose an invention with

are discussed in 702.01.

A disclosure in an applicati
plete, must contain such descrip

as to enable any person skilled in the art or
tains to make

<cience to which the invention per

and use the invention.

While the prior art setting may be men-
tioned in general terms. t

the essence of the invention. mu
i1 cuch details. including proportions and tech-
niques where necessary. as t
cons skilled in the art to ma

invention.
Specific operativ
of the invention mus

ciaims must be provided

a chemical compound

A complete

_ time of filing, ;
~ amendment for a statement on a genera
of preparation of the starting material.

the clarity required

on, to be com-
tion and details

he essential novelty.
st be described

o enable those per-
ke and utilize the

e embodiments or examples
t be ser forth. Examples
- and description should be of sufficient
to justify the scope of the claims.
with support in the
her of the Markush
tion and formula of
is stated only as a proba-
hility or speculation. the dizclosure is not suffi
cient to support claims identifying the com-

nonnd by such composition or formula.
disclosure =honld include a state-

ment of utility. This nsually presents no prob-

disclosure for each mem
group. Where the constitu

_ application by the same inventor ‘,
detailed preparation is given. if

rently or previously filed application ¢
same inventor adequately discloses the prepara-

tion of the starting material, and reference is

made to such'ag})}iqatiqn by A
further reference may

‘Reliance upon 2 copending a yplication by a
different inventor may not ordinarily be made
for the purpose of completing the disclosure.
Al essential claimed features of an invention
must be fully disclosed in the application with-
out depending upon 2 reference to a copending
application or to a foreign patent for com-
pleting the disclosure. it

Since a disclosure must be complete as of the
filing date, subsequent publications or subse-
quently filed applications cannot be relied upon
to establish a constructive reduction to prac-

tice. : ‘
Note—For problems
nation of materials by
names, see 608.01(v).

, 608.01 (q) Substitute or Rewritien
‘ Specification .

Rule 125. Substitute specification.
nature of the amendrments shal
consider the case, or to arrange the papers for
or copying, the examiner may require the entire speci-

fication or claims, or.any part thereof, to be rewritten.
A substitute specification w
cepted unless it has been reqt

The speciﬁcation is sometimes in such faulty
English that a new specification is necessary,
but new specifications cumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases.
A substitute specification that has not been
required, and is not needed. is not entered. See

714.20.

arising from the desig-
trademarks and trade

It the number. or

1 render it difficult-to
printing

1ired by tbe examiner.

Rev. 18, Oct. 1068

i1l ordiparily -not be ac..




Canceled text ,ﬂi,n“thé ‘ or a can
celed claim can be restored only by presenting

 the ~ancelled matter as a new insertion. See
~ Rule 124, 714.24. ' L

608.01(1) Use in Subsequent Applica-

~ tion

A reservation for a_future application of
“subject matter disclosed but not c RSP

" pending application will not be permitted in
the pen

specification or a can- O

ding application. Rule 79, 608.01(e).

hile a specification cannot be transferred

to another application, except to a 'streamlined

Rev. ‘1%, Ot 190

 used in trade” as used bel

1eation (29107), drawings
om a prior applicationtoa
ntor, note 608.02(1)

‘rin'erl’y Filed In-
te Application

E "‘;"; s and Names

The ekpfés@ibné V“trademark's'”, and “names
ow have the foliow-

ing meanings:
. Trademar.

pointing distinctly to the product of one pro-

ducer. : , S
Names Used in Trade: a nonproprietary

name by which an article or product is known

482

: ] device

~ adopted by one manufacturer or merchant and
~ used to identify and distinguish his product

" from those of others. It is a proprietary word



efining the

time of :
, iner should not permit the use of
language such ss “the product X ({;de&np o
ive name) commonly known as Y (trade-
rk)” since such lanﬂgfe does not bring
L the fact that the r is 8 trademark.
Language such as “the product X (a descrip-
‘tive name) sold under the trademark Y~ is

. acteristi y ge
 time to ay cont sold nan
under the same trademark. In patent specifi- permissible. S ;
cations, every element or ingredient of the The use of a trademark in the title of an
roduct should be set forth in positive, exact, application should be avoided as well as the
Intelligible language, so that there will be no  use of a trademark coupled with the word
uncertainty as to what is meant. Arbitrary “type”; ie., “Band-Aid type bandage.”
_ trademarks which are liable to mean different ; G ;
 things at the pleasure of manufacturers do not
constitute such language. : o
_However, if the product to which the trade-
mark refers is otherwise set forth in such lan-

 Papran List or TRADEMARES

Nore: Any quesﬁon as to whether or not an
aﬁpﬁr& tr;dema.rk }Jf in fact a.k t(xn-adegnark
. ‘that its identity is clear the Examiners Shor referred to the Trademarlk assifica-
are authorized to permit the use of the trade- tion and Searchkmﬁ'mon for detﬁmimaﬂm Ii
 mark if it is distinguished from common de- it is a trademari, the first letter, at least, shoul
R B DL S ‘ be capitalized. : :
scriptive nouns by capitalization. If the trade- " “Acoustical Labyrinth
mark has a fixed and definite meaning it con- Ag.;'gm:lin yrin

stitutes sufficient identification unless some
physical or chemical characteristic of the article

Aerosol (wetting agents)
Alemite '

~ ormaterial isinvolved in the invention. Inthat Alpha (Protein)
" event as also in those cases where the trademark Al Si Mag
has no fixed and definite meaning, identification Alumel '
by scientific or other explanatory language is Alundum
~ nec . Ly Ameripol :
Where the identification of a trademark is Anchor (fence)
_ introduced by amendment it must be restricted Aquadag
to the characteristics of the product known at Areskap
the time the application was filed to avoid any Aresket
question of new matter. ' Areslrlene,

If proper identification of the product sold Atranmatic
under a trademark, or a product referred to. Bactratvein
only by & name used in trade, is omitted from pactratye
the specification and such identification is Band-Aid
deemed necessary under the principles set forth Bathinette
above, the Examiner should hold the disclosure Benzedrine

Rev. 16, Apr. 1068



Danforth ( anchor)
Dee freeze (home freezer)
~ De-Ton ' :
glryPlfeDOIIC Acid
ce
 Dual-Seal
~ Duraloy
~_ Duraplex
‘ Exdophor
Electro-Silicon
~ Elon
~ Emulphor
Erector

~Fascinator
Fathometer

Fiberglas
Filtro
Flexowriter
Fluorophene
Foamite
Formica
Freon

Gantrisin
GD

Geon
Glyptal

Rev. 14, Oct, 1067

Link ( tramer)

qumw%ﬁead (mk) 1

Microballoon ( s)
Modutrol
- Monel

t pe (t; ttin ) ) S
, Elad (goves) o R .

Ironclad (B&tterxes)
Jeep ‘

- Je; Line

Lucite
Lax

 Masonite
‘Methocel

Micarta

Monotype
Mycalex
Mylar

N.D.G.A.
Qekn.l (‘ )
eon (signs
Nichrome .
Nico-fume
Ni-Resist

Nitralloy
Nonex

QOilgear
o

Paraplex
P 1




_ Pliowax
~ Pluronic
. Polane
. Polaroid
Polvfoam
Polymerm
: I’olvnosxc '

Priscoline . ‘
Push-Back theatre chalrs)
Pyralin
Pyrex

RAM (Random
Refinite '
Resinox
Revertex .
Ripple (sole) .

- Rocklath ( pla~ter-board)
Rockwell (tes er) ,
Roquefort

Access Memory) \

Santomerce
Scintillometer
Scotch (pressur Sfenqxtxve tape etc)
Shakeproof '
Sheetrock
Snap-on
Solvesso
Sonar
Speed-Nut lf‘lctener)
Steel-Flex ;
Stellite
Steri-Pad (surgical dressmg)
Stiflex
Storm Choke
Straddle Truck
;h rzfrylm
yiphon
Sylphrap
Sy nehrotester
Synpor
Syntron

Tagalong
Talon (fastener)
Technicolor

51

1 608.02 Drawing

Text

Thenfadil

Thermit ,
Thermos (vacuum bottle)
Thiokol ‘
Transite

L7 Vacumatxc
Varsol
 Vaseline
Vi erichmme

Vistanex ( uedmm)
~ Votator

- Vultex

‘S}'cor o

: ;five,ather-Om'et

Zip o
lepel' (heels)

Rule 81. Drau‘mgs reqmred The applxcant for pat-
ent is required by statute to furnish a drawing of his
invention whenever the nature of the case admits of
it:
Illustrations facilitating an understanding of the in-
vention (for example, flow ‘sheets in cases of processes,
and mazrammatw views) may also be furnished ‘in
the same manner as drawings and may be required by
the Office when considered necessary or desirable.

Rule 86. Draftsman to make drawings. (a) Appli-
cants are advised to employ competent draftsmen to
make their drawings.

(b} The Office may furnish the Arawings at the ap-
plicant’s expense as promptly as its draftsmen can

make them, for applicants who cannot otherwise con- .

veniently procure them. (See rule 21) -

NOTE ;
Standards for drawings, Ru]e 81,

A booklet “Guide for Patent Drafts.
‘men” is available from the Superintendent
_of Documents, U.S. Government Printing
Office, Washington, D.C. 20402, price 20
cents. '

Design patent drawings, Rule 152, 1503.02.
Plant patent drawings, Rule 165.
Reissue application drawmgs, 608.02 (k).

Rev. 14, Oct. 1967

this drawing must be filed ‘with the application,



iner to be place
The filing
provisions of the second sent
_(unexecuted case), does not obviate
ot rmal Bristol board drawi
'i _prints of the original fo
will suffice for examination.

~~ fore the applicant can be given a filing date.
< Doubtful cases are referred to the Office of the

_ Director for decision as to the need for such a
drawing. It has long been the practice to
accept a process case (that is, a case having
~only process or method claims) which is filed
without a drawing. The same practice has been
followed in composition cases. Other situa-
tions where drawings are usually not consid-
ered essential for a filing date are:

I. Coated articles or ducts.  Where the
invention resides solely in coating or impreg- -
nating a conventional , e.g., paper or

cloth, or an article of known and conventional
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims. o

I1. Articles made from a particular mate-
rial or composition. Where the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims.

ITI. Zaminated structures. - Where the
claimed invention involves only laminations of
sheets (and coatings) of specified material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
‘are involved in the article claims.

IV. Articles, apparatus or systems where
sole distinguishing feature is presence of a por-
ticular material. Where the invention resides

Rev, 17, July 1968
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should clearly

~ such requirements are to specifically require, as
“a part of the applicant’s next response, at least

_ter. See Rule 118.
_course be amended to contain reference to the
. new illustration.
- correspondence where an amendment places the

package are conven-

ing feature is

requiring an ill

_ drawing under the second s’_ehtenc" of Rule 81,

Examiner
ndicate  the quirement
nder the second sentence of Rule 81,

In requirin

ers making

an ink sketch or permanent print of any draw-
ing proposed in response to the requirement,
even though no allowable subject matter is yet
indicated. This will afford the examiner an
early opportunity to determinee the sufficiency
of the illustration and the absence of new mat-
The description should of

This ‘may obviate further

case in condition for allowance, except for the
formal requirement relating to the drawing.
In the event of a final determination that there
1s nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Branch. e

PHOTOGRAPHS S
Clearly, photographs are not  drawings.
‘Photographs are not acceptable for a filing
date nor for any purpose except as exhibits
unless they come within the special categories
set forth in the paragraph immediately below.
Photolithographs of photographs and photo-
graphs mounted on proper size Bristol board
are never acceptable. See In re Taggart et al, -
1957 C.D. 6; 725 O.G. 397 and In re Myers,
1959 C.D. 2; 738 O.G. 947. |

Sprrctar. CATEGORIES

The Patent Office is willing to accept black
and white photographs or photomicrographs
(not photolithographs or other reproductions
of photographs) printed on sensitized paper in
lieu of India ink drawings, to illustrate inven-




p
with
white

~man indicate
~informalities a
-~ rected forfwh'etvh

hich Branch
sertion in the

appropriate applicat

NOTIFYING APPLICANT

'he Examiners are directed to advise the -

"kapplicants (see T07.07(a) ) in the first Office ac-
_ tion of the conditions which render the d

, in any case, require new drawings
~because of their execution unless the necessity
therefore shall have been indicated by the Head
of the Drafting Branch. ; L

As soon as allowable zubject matter is found.

the requirement for new drawings should bhe
d upon. Before writing the action, the
Drafting Branch should be consulted to ascer-:

insisted upon.

tain if, at that time, the new drawing conld
be prepared by the Patent Office on request and.
if so, the estimate of cost should be included
in the action.” Otherwise, the action shouldl
state: o o ‘

- HApplicant is advized to ehﬁﬂby the serv-
ices of a_competent patent draftsman out-
¢ide the Office. as the Drafting Branch of

at the present time, for preparing new
drawings’™, ‘ ‘ /

to have the Drafting Branch prepare the new
drawing, will promote earlier issnance of the
patent. ' s

the Patent Office does not have the facilities

This procedure, by avoiding a fruitless request -

jections*

] {)ear in the examiner’s
le n

ature, should con-

ascertain whether the
, Pk

5 = i
1nes requir
ired.

g objections if made by the

_ Draftsman must be corrected and cannot be
waived : o e T

(1) Space for heading required.
(2) Ink drawings required.
- (3) Paper undersize. .

~ (4) Signatureon ,W,rp.ngfei 1;6f sheet.

(5) Insuflicient margin. ,

(6) Borderline not in ink. ’
. ADPDITIONAL TLLUSTRATION

If there is only one ficure, it should not be

al, and when indicated, that 1’1ch,’7f"" designated “Fig. 1.” The Examiner may. re-

rrected so as to be acceptable,

~ quire additional drawings for the purpose of

illustrating the disclosure. a g

When a necessary additional 1llustration s
small and may be added to the drawings on
file, an additional sheet of drawing should not =
be required, but the Examiner will ask that the
proposed illustration be shown 1n a sketch,
which showing will be transferred to one of the
sheets of the drawings. -~~~

For the handling of additional. duplicate. or
substitute drawings, see 608.02(h). :
608.02(a) New Drawing—When Re-

iy quired -
ProTorRINTS A8 DRAWINGS

If photoprints are submitted with a new case
in leu of formal drawings and such prinis are
not only readable bt reproducible, the Appli-
cation Branch notities applieant that the case 1s
accepted for tiling only and that, to be entitled
to examination. formal drawings complving
with Rule 34 must be filed within 60 days from
the date of the letter of notification. The for-
mal drawings when received are compared with

Rev. 14, Oct. 1967




. %pected by the Draf 1
stamps on each sheet, ‘,‘Approvm
man, . i

608. O2(b)

Rule 85.  Informal drau mgs
Rule F‘»i relatmg 0 drawmgs wnll I

Inf ormal Drawn }

ing is snch that

re tzons. apph
the rhawmg

‘ ,,on]v (see T0T.07 (‘1))
t muct include a r

allowable suk
832 0. G 1785,

608. 02(0) Drawmgs or Prmt Always
~ Keptin Exammme Group

‘[' mqtter

always

pies of the drawings
nf the

be kept on top of the papers on t

file wrapper =0 as to be visihle upon
the wr apper and ensﬂv detached. ,
CO})S {or * prmt ') 1s placed in th ‘dx‘-'nvmrf
cabinet when the corresponding drawing is re-
moved. When the examiner removes rhe draw-
- ing from the cabinet to prepare an application
,for issue, the print of the drawing mnst bhe
taken from the application file and placed in
the drawing cabinet to take the place of 1he
original drawing. The print shm‘{d reram in
the drawing
is being rev ised for issue and until the
i capy of the patent is received in t
or_the application hecomes forfeired. The
clerk chould, of course, add any necessary nota-
fions on the print at the time the application
is forwarded to the Issue and Gazetre Branch.

available at ali times in the drwing cabinet

Rev. 14, Oct. 1967

The ref;mrements of

1 on without the

Se ands |
oe Rule llhb) and, _ sufficient importance to be described should be

sinet during the period the ap- .

he gronp

This practice will insure that the drawing is * trated, or the text canceled.

g' mast. when possible ';
s the Jmpmved portmn

in (mmher \1ew. <0 much only nf the (»ld etruc.turc as
(il suffice’ to ehow the connection .of the invention

therew ith.

kaewxse. 'my structural detail tlnt is of

hown in the dmwmo' (Ex parte Good. 1911

ures are omectly descrxbed in the brlef de»'
scription of the specification and that the
reference characters are properly applied. no
single reference character being used for two
different parts or for a given part and a modi-.
fication of such part. Lver) feature covered
bv the claims must be illustrated, but there

hould be no superfluous illustrations.

608.02(f) Modifications in Drawings
Modifications may not. be shown in broken
lines on figures which show in solid lnes
another form of the invention. Ix parte
Badger, 1901 (1. 195: 97 .. 1596,
All madifications described must be illus-
(Iix parte Peck,

1901 C.D. 1363 96 O.G. 2409.) This require-




rior art are usual]y un:
canceled Ex parte

Flgures showing the

: hecewsarv and should

_ever, where needed to undersi d apphcant’s"
invention, they may be retained if elgnated
bv a legend such as “P ‘

When an amendment is ﬁ} *statmg that at~
_the same time substitute or additional sheets
of drawings are filed and such drawmgs; :

not been transmltted to the examining. division,

S docket clerk in the examining d
 should call the Application Branch be
tering the amendment to ascertain if th
ing was not received. In the next commumca-

tion of the Examiner the applicant is notified
if the drawings have not been received.

Additional and substitute drawings are routed
through the Drafting Branch where any defects
in execution will be noted. If there are none,
they will be stamped. “APPROVED BY
"DRAFTSMAN™. hen such drawings are
considered by the Examiner. it should be kept
in mind that the “APPROVED" stamp applies
only to the size and quality of paper, lines rough
and blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and conc;stencv with other sheets. Clerks
: will routinely “enter” all additional and sub-
: stitute sheets on the file wrapper. If the Exam-
iner decides that the sheets should not be
entered, applicant is so informed. giving the
reasons. The entries made by the Clerk will
be marked “(N.E.)". *

If an additional sheet of drawing is con-
cldered unnecessary and the nrlrrmd] ‘drawing
requires alterations which are taken care of in
the proffered additional sheet. the latter may
be used in lieu of the usual sketch required in
making the correction of the original drawing.

For return of drawing. see 605, 02(y).

608.02(i)

Transfer of Drawings From
Prior Applications

Rule 88. Use of old drawings. If the drawings of a
new application are to be identical with the drawings

. 54.1

eets to be used are cancelled in the prior appiea- -

tion. 'The ne application must be accompaniﬂd by a

| jetter request
- should be completely identxﬁed

Formal transfer of drawin tween apph-
cations under Rule 88 are processed in the Ex-
ups unless the later filed case is a

: ted application that has not been
forwarded to an Examining Group. '

Transfer of all drawings from one
application to another will be made only
the one apphcqtlon has been abandoned.”

ending
after

NewLy vamm APPLICATION

The transfer of drawings to newly submitted

- applications that have not been forwarded to

the Examining Group will be effected by the

- Application Branch if the application is other- -

wise entitled to receive a filing date. A new

application filed without drawings but having -

a request for transfer of drawings from a pend-
ing application must be accompanied by a writ-
ten declaration of abandonment under Rule 138.

. In order to insure copendency, such an abandon-
ment may be worded as to become effective only

after the transfer of the drawings has taken
place. Since the drawings will be transferred

~ from the elitlier application to the new applica-
- tion as of the filing date of the new application,

it is not necessary to submit or order photoprints
for the new application.
The above practice apyues to transfer of

drawi ings from any application except where
“the issue fee has beex paid. In which case an
138) must be filed

express abandonmens (Rule 1
together with a showing wiy the proposed ac-
tion was not taken earlier. See Rule 313.

The name of the attorney on the drawing
being transferred is not changed. See 608.02
(u).

When an application becomes a patent, any
canceled sheet of drawing then in the case is
sent to the abandoned files. Such canceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, exe ept as provided in Rule 174,
drawings printed in a patenr may not be trans-
ferred to a subsequent case. :

Rev, 12, Apr. 1967




: In such cases, when the reissue ap
the applicant t submit a tempo
of the printed

f kthe original

In a reissue apphcatlon. the prints of the

<ongmal or patented drawing may be used for

‘examination purposes, and the formal transfer

of the original dra
tion made when the ,, ,
~ for issue, promded no change whatever, even so

‘much as the priming of a reference character.
_or correction of an obvious error. is made in

_statement shoul: ,

to the rexsue'apphca- ,

the drawing. If there is to be any change

u md change n any s eet wﬂl .
se of the original drawings which
ndition existing at the
ongmal patent

nf is made as forth in

being entered on the

later time or allowing the earlier

 filed application to become abandoned. 'In ap-

lications which have had their drawings trans-
erred under this old policy and have not been
abandoned by tl normally taken up

for action, a the following
’rem by the

exammer o ,
“In view of the transfer on o of the draw-

ings from this apphcatxon to apphcatlon Serial

No. __, pursuant to applicant’s request under =

Rule 88 and the intention to abandon this ap-
plication. the filing of the express abandonment
of the instant apphcatxon is requlred :

A SHORTE\*ED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER. :

Rev. 12, Apr. 1987




'wing, of course.

he 'Exammer ,

and piacéd unofficially in the file
Prints remain in t e file at all ti

{b), correcti

608, 02(r) and 130205

In Patentablhtv Report cases havlng draw-

ings, the Examlner to whom the case is as-

signed will obtain a duphcate set of prints of
the drawmg for filing 1 up to which

_the case is referred.

~ When a case that has had
ort prosecution. is passed for issue or becomes
bandoned. notification of this fact will at once

* be given by the group having jurisdiction of

~the case to each group that submitted a P. R.

Y 608 02( ) Condlnons

'/ "'atentabxhtv Re-

The Examiner of each such reporting group

will note the date of allowance or abandonment
on his duphcmte set of prints. At such time as
these prints become of no value to the report-
m;:r group, they may be destroyed.

T 608 02( o) Dates Entered on Drawing

The Mail Branch stamp and the "(‘orrected )

_stamp applied by the Drafting Branch are im-
_ pressed on the back of fhe dmwmgs e

Rev. 12, Apr. 1967

Precedent’ to
Amendment of Drawmg

of the drawings ofa pen(hntr ‘lppllmtmn m‘w ‘

be made only under the supervision of, or by

the Chief Draftsman.

 No alterations as above indicated will be

permitted unless required by an Examiner’s
letter in each case. or proposed in writing by
applicant or his attorney. In either case the

alterations or. corrections as indicated in the

sketches filed after the requirement by the

Examiner, or with the request of the applicant

or his attorney receive the written approval

of the Examiner before the case is sent to the

Chief Draftsman. :

- Nore—Disposition of Orders for Amend- -

. ‘ment of Drawing. 608.02(x).

56




matmg Cost of | Correct-

ing Drawings

ing the drawing or of
will be retainec
r enough to estimate

proval on the
_the order to the

lon “up for ac-

sends the estimate to the

, ; . If the application is up for action
the Draftsman does not send an estimate, but

1906.) e |
When giving an estimate in a cas

allowable subject matter has been found the
Examiner should inform the applicant that no
correction will be made until a claim is found
to be allowable. If specifically requested by

whether or not a claim is allowable. (Basis:
Notice of February 1,1932))

I¢ an application is ready for allowance ex-

cept for a correction required by the Official

Draftsman, such as in a case where the lines

. the Examiner will obtain an estimate of the
cost of this work from the Draftsman even
though applicant has not requested such an
estimate. ~Including the estimate in the final
requirement for correction of the drawing may

. avoid prolonging the prosecution.

_ This prohibition applies also where a draw-
the Examiner should include the estimate in  Ing 1S transferred from one case to another
the next action. (Basis: Notice of July 13.

608.02(v) Drawing Changes Which

the applicant, the drawing will be corrected  jtself, other than mere changes in reference
characters, designations of figures. or inking
over lines pale and rough. a print or pen-and--

ink sketch showing such changes in red ink

are rough and blurred, the Examiner will ascer-
tain (by calling Ext. 2589 or 2887) whether
or not the attorney in the case has a De-
posit Account., If ‘there is no such account.

or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts-
man at applicant’s request and at his expense,

line. No port!
ossed by the red line. The we
per” and the date of the amenc
cancelation or the date that sub
ould be written in red ink withi
elation of an entire sheet of draw
mping the words “CANCEL
ght corner of the drawing
1 line. : , o
lation of some of the figures
drawings has left the re-
rrangement,
‘consulted as to
: should be trans-
ts already in the case or
‘drawings. Cancelation of
e renumbering of the
sis: Order No. 1862.)

- 608.02(u) Changmg Name ’oif Attor-

~ney on Drawing Forbidden

“'I'ltlnguponthedra“mgs the names of

’ _attorneys subsequently appointed, so as to

make it appear that their names were present

when the drawings were originally filed. s

prohibited.

having a different attorney.

(Order No. 480,
Revised.) F . g

Require Sketches e

When changes are to be made in the draWing i

must be filed. Ordinarily, broken lines may
he changed to full without a sketch.
Sketches filed by an applicant and used by

the draftsman for correction of the drawing
will not be returned. All such sketches must
be in ink or permanent prints. (Basis: Or-
" der No. 4009). |

A pencil sketch that is otherwise acceptable

Rev. 4. Apr. 1963




‘d‘note“in;_pencil on °
r alteration to be  FRETIACL. .-
 New Drawixos Prerarep By Patest OFFICE

r by the file clerk t

and send the drawing ;
the Draftsman for the required correction.
ide to the Examiner the following

corrections are illustrative of those that may
e made: o :

1. Adding two or three reference characters
or exponents. ' ‘

ordinals (Quality of paper being a factor).
3. Removing supe :
ordinal where all but one figure
4. Adding or revers'i%g directional arrows.
5. Changing Roman Numerals to Arabic Nu-
-merals to agree with
6. Addin
~ easily execut

ve

ification.

ted.

name (not his signature).
8. Changing lead lines.
9. Correcting misspelled legends.
Order No. 4009.) , _

In the event that several different kinds of
changes are required or any of the listed
cha are time consuming, an Examiner’s
Amendment should not be made.

608.02(x)

Disposition of Orders for
~ Amendment of Drawing

‘Where the ordered correction of the drawing
"'in a case up for action by the Examiner is ap-
_ proved, the application and drawing are for-

- warded to the draftsman provided there is an

allowable claim or there has been a specific
request by applicant that the drawing be cor-
rected regardless of whether or not a claim has
been ‘allowed (608.02(s). Applicant’s letter
to the draftsman is attached to the outside of
the file and the Examiner writes on said let-
ter “approved”, with the date of approval and

g section lines or brackets, where

E ‘Makin{ simpie chan"g\esy in Inventor's

_one or two numerals or figure

uous matter,‘e,‘.i,, Fiﬁ:ere ;
ave been

( Bﬁsis s

his imitials, attaching. if appropriate, a “Spe-

Rev. 7. Jan. 1066
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the Ex::pim; should at thg:

e margin the figure to
G. (Basis: Notice of Jan-
i8 not necessary to carry such
tsman. Messenger envelopes
ed. After the drawing has been
e Draftsman stamps the letter to

an and the back of the drawing

[ED and returns the case to the

- When new drawings have been required in
pending applications and have been prepared by
‘the Office Draftsman, they are not sent to the
applicant for his signature but a copy (print)
is sent to him for

is file. The name of the

inventor(s) will be printed on the drawings by _:_.’L o

the Office Draftsman.

_In the event that the appli(':a(t‘ion is in con &
tion for allowance, the application can be sent
to issue immediately after the drawing is pre-

pared. (Basis: Notice of Jan. 6, 1966.)
CorrecTiON NoT APPROVED

Where the correction is not approved, for
example, because the proposed changes are er-
roneous, or involve new matter or (although
otherwise proper) do not include all necessary
corrections, the case and request for correction
of drawing are not sent to the draftsman. The
Examiner’s reasons for not approving the cor-
rections to the drawing should be set forth
in the Office action. (Basis: Notice of Febru-
ary 1, 1932, Revised.)

608.02(y) Return of Drawing
Rule 87. Return of drawings. (a) The drawings of
an accepted application will not be returned to the ap-

plicant except for signature. :

A photographic print is made of the drawing of an
accepted application.

If there is an accepted drawing in the case,
other drawings (except those originally filed)
that have been finally denied admission will be
returned to the applicant only at his request.

Such a request must be filed within a reason-
able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.




the exceptlon of casosmvolvmg pe\“'
otion, a model is not ordinarily
e Office to demonstrate the ope

‘ A physlc
is genemlly n tlreia ‘
dangerous. .

Rule 93. Specimens.

to furnish specimens of the
gredients or intermediates, for he purpose of inspec-
tion or experlment '

hibits and Specimens

formmg part of an application, or filed upon
- request from the Ex r, must be received
from the Model and Rece oom and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Model Room for proper recording in order

inquiry and for final disposition. The Exam-
iners should, therefore, refuse to accept models
from inventors or attorneys. Models properly
received and entered in the records of the
Model Clerk will be delivered by a representa-

FRURY LTS R

- the invention relates to
) compositlon of matter. the ap’ icant may be required

"posinon. or of its in- \the mtemew See 713.08.

608.03(a) Handlmg of Models, Ex-‘

CAll models recewed in this Office, whether‘k

that they mayv be located under subsequent

di /\sxon during prosecu-.
nt gle Mode! Room'

pphcan

th :
_ ining Division stating that it is bemg returned, N

' l\o'rx-—-stposmon of exhxblts whzch are
rt of the record, 715. 07(d)
- Models, exhibits and speclmens may be pre:
sented to the Office for purposes of intervie
d taken away by the attorney &t the erd - ¢

Plant specimens, 1607 Rule 163.

, . pzes of ezhibits. Coples of models or
other phvsxcal exhibits will not ordinarily be furnished

by the Office, and any model or exhibit in an applica- . '

tion or patent shall not be taken from the Office except .

. in the custody of an employee of tbe Office specially
“authonzed by the Commlssioner ~

608.04 | New Mqtter |

Rule 118. Amendment of disclosurc. In original ap-
plications. all amendments of the drawings or specifi-
cations, and all additions thereto, must conform to at

least one of them as it was at the time of the filing of
. the application \!atter not found in either, involving
a departure from or an addition to the original disclo-
sure, ‘cannot be added to the application even though
supported by ‘a supplemental oath, and can be shown
or. claimed rmly in a separate applicatfon.

Rev. 12, Apr. 1067




 Matter not in the original ,
claims or drawings is usually new

: phv:wa] proper new st m-tuml,;formula
or a new use may be new er.  See. Ex parte

- Van

Rev,

Wal et al., 1956 CD 11
1 properties),

61 .G, 906 (new frmnuld) and Ex parte
\1 ers et al.; 108 U.S. P Q. 444 {new use). For

12, Apr. 1967

60

volving ne
filed on a
man, 137 Ms

. parte &dam_, 'Pat No. 1:489 921

\Vhere the new matter‘
ents to the specifi

where the allege §
‘into or affects the claims,
thus necessita mg their rejection on this

_ ground, the question becomes an appealable
and should not be considered on petition
~even though that new matter has been intro-
~ duced into the specification also. Rules 181
and 191 afford the explanation of this seem-
_ingly inconsistent practice as aﬂ’ectmg new
matter in the sp c1ﬁcat10 s






