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201 Types of Applications

Patent applications fall under thres broad
types: (1) applications for patent under 35
U.S.C. 101 relating to a “new and useful process,
machine, manufacture, or composition of mat-
ter,ete.”; (2) applications for plant patents un-

in which the in-
of two or more

Rule }5. Joint Inventors (Beoond Paragraphk). (b}
If an application for patent has been made through
error and wlth%ﬁ"‘ﬁﬁfdwwmﬂﬁon by two ‘or
more persons ag joint .inventors when they were not
in fact joint inentors, the application may be amended
to reziove the names of those not inventors upon fil-
ing & statement of the facts verified by all of the orlg-
inal applicants, and an oath as required by rule 68
by the applicant who is the actual inventor, provided
the amendment is diligently made. Such amgndmant

must bave the written consent of any assignee.

_ The required “statement of the facts verified
by all of the original applicants” miyst includs
at. the least, & recital of the circumstances, in-
cluding the relevant dates, of (1) the mis-
joinder and (2) the discovery of the mis-
joinder. Without such a showing of circum-
stances, no basig exists for a ‘conclusion that
the application had been made in the names
of the original sole or joint applicant(s)
“t:hrou@x error and without any deceptive in-
tention”, and. no. foundation is supplied for
a ruling that the amendment to remove the
names of those not inventors or include thoss
r':ad be” ndded as inventors was “diligently

e.

Rav, 18, July 1967



possible to file s sole spplication. to
subject

the place of ﬂw‘wﬁ »

_ For the procedure tgl be followed w
joint application is inw inen in
fin applicaton s mvalved o 1

application for patent has
ut ‘any ‘deceptive: intention by less than all

the sctual ‘joint Inventors, the application may be
smended to include all the joint inventors upon fSling
a statement of the facts verified by, and an oath as
required by Rule 65 executed by, all the actnal jeint
inventors, provided the smendment ig diligently made.
Such amendment must have the written consent of
any assignee. R R
, of

Any attempt to effect a second conversion,
either type or to effect both t.ygs of conversion,
in a given a%‘licatitm, must be referred to the
all)gropriabe irector. The provisions of Rule
312 apply to attempted conversiond aftér allow-
ance and before issue. When any conversion
is effected, the file should be sent to the Appli-
cation Branch for a revision of its records.
Adding an inventor’s name on the dmwixg is
done at applicant’s request and expense. A Can-
ﬁin’g ‘8 name is ordinarily done without

201.04 Original or Parent

The terms original and parent are inter-
changeably applied to the first of a series of
applications of an inventor, all disclosing a

ven invention. Such invention may or may
not be claimed in the first application.

201.05 Reissue

A reissue application is an application for a
patent to take the place of an unexpired patent
that is defective in some one or more particu-
lars. A detailed treatment of reissues will be
found in chapter 1400.

201.06 Division

A later application for a distinet or inde-
pendent_invention, carved out of a pending
:gg:lication and disclosing and claiming only

ject matter disclosed in the earlier or parent
application, is known as a divisional applica-
tion or “division”. Except as provided in Rule
45, both must be by the same applicant. (See

Bev. 14, Oct. 1967
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= 1tiom, 8 i
~ even though the drawings of the earlier filed
pf%l%v ap 5 , iz#@m?w the same article as that

l(’DlD du%; ication. In re Campbell, 1954

y that portic

ign application is not to be

usidered to beaa division of s utility applica-
n, ahd is no led id 'Mtﬁgreof,

191; e G4’{0 - d

While a divisional application may. depart
from the phraseology used in the pa;’;bntcase
there may be no departure therefrom: in sub-
stance or variation in the drawing that would
amount to “new matter” if introduced by
amendment into the parent case. Compare
201.08 and 201.11. :

Rule 147. Eeparate application for invention not
elected. The nonelected Inventions, thoss pot elected
after a requirement for restriction (rule 142), may
be made the subjects of geparate applications, which
maet conform te the rules applicable to original appli-
cations and which will be examined in the same man-
ner as original applications.  -However, if such an
application  ls fled  before the patenting or abanden-
ment of or tezminaton of preceadings on the original
application, and If the drawinge are identical end the
application papers comprise a copy of the original
application as filed, prepared and certified by the
Patent Office, together with a proposed amendment
cancelling the irrelevant claims or other matter, gign-
ing and execution by the applicant may he omitted.

Since the language of Rule 147 “prepared and
certified” contemplates that the papers will not
leave the custody of this Office, the request for
the certified copy should be submitted to this
Office with the other pertinent parts, and if the
requirements under that Rule are fuily met, the
application will be given a filing date of the
date on which the request and parts are received.
The “pro amendment” should add to the
specification, “This is a division of application

rial No. .., filed _.”, and should be the first
sentence of the paragraph following the abstract
except in certain fee exempt applications (see
607.01) and design applications (see 1503.01).

Rule 147 is clearly restricted by its terms to
divisional applications directed to “nonelected
inventions, those not elected after a requirement
for restriction.” It is thus more limited than 35
U.8.C. 121, on which it is based, and applies only
to divisional applications which are necessitated
by a requirement for restriction in the parent
case.

It is further to be noted that a Rule 147 a{)pli-
cation comprises (1) a copy of the origina a}ll)-
lication as filed, prepared and certified by t

atent Office and (2) a proposed amendment




The sole justification for the ues of unexecuted
copies in the divisional application is that their
subject matter‘h’as‘almac{ :
- parent case. Accordingly, an application under
ule 147 should not, either as or by a pre-
liminary amendment prior to the time when it
is accorded a filing date, contain snything what-
ever that was not present in the parent ap-
plication as filed. e Patent ce cannot
undertake, prior to giving a filing date, to de-
cide whether differences between the parent and
divisional case involve matters of substance or
of form only. It follows that any pro
amendments to the divisional application should
be withheld until it has received a filing date.
However, an amendment stating that the Rule
147 application is a division of the parent case
may accompany the application, but no amend-
ments to the ification or drawing other than
this and cancellation of the other claims or other
matter should be requested until the applica-
tion has received its serial number and filing
date. See 201.11 for entry of the reference to
the parent case by Examiner’s Amendment in
Rule 147 cases.

Note that execution and signing of the divi-
sional case may be omitted, under Rule 147,

' ca.noelmg the irrelevant claims or other matter.’

y been executed in the

8.1

“only if restriction ha

claims originally filed. See In re Application
Papers of Kopf et al, 779 O.G. 290. Since s
Rule 147 application must be bassd on the
parent case as filed and must be directed to
nonelected inventions, the claims which it is
sought to include in such an application must be
original claims of the parent case and must have
been present in that case in their original form
when the restriction requirement was made; but
if that condition is satisfied, it is not material
that other claims were amended or new claims
were added prior to the requirement so long as
no such amended or added claim is to be in-
cluded in the Rule 147 application.
. Since Rule 147 is limited by its terms to cases
in which the parent application is still pending
when the divisional case is filed, it is necessary
that all requirements of the rule be satisfied
prior to abandonment or patenting of the par-
ent application.

Since Rule 45 (second paragraph) permits
the conversion of a joint application to a sole,
it follows that a new application, restricted to

divisible subject matter, filed during the pend-
ency of the joint application by one o thg
an

joint applicants, in place of restrictin
converting the joint case, may properly be

Eev. 14, Oct. 1067



However, thoe following ons must b
satisfied in each of the foregoing situations,
(a) It must dpp Mﬁowﬁrgxﬂgh gl‘ﬁ

the new applicant or applicants. =
“’(e) There must be ‘In the new applica-
tionngg IBenﬁzd statement of facts required
byl"t)r notation to be put on the file jacket by
the Examiner in the case of a divisional ap-

plication see 208.02.

e same invention claimed in a prior appliea-

tion and filed before the original becomes
abandoned. Except as provided in Rule 45,
the applicant in the continuing application
must be the same as in the prior application.
The disclosure presented in the continuation
must be the same as that of the original appli-
cation, i.e., the continuation should not include
anything which would constitute new matter
if inserted in the original application.

At any time before the patenting or abandon-
ment of or termination of proceedings on his
earlier a%lica.tion, an applicant may have re-
course to filing a continuation in order to intro-
duce into the case 2 new set of claims and to
establish a right to further examination by the
Primary Examiner.

For notation to be put on the file jacket by
the Examiner in the case of a continuation ap-

plication see 202.02.

StrEAMLINED CONTINUATION

If the drawings and specification of a2 new
application are to be identical with those of a
pending application of the same applicant, and
if the claims are to be directed to the same in-
vention ag that prosecuted in the pending ap-
plication, the application papers of the earlier
case, excepting the claims but including the
drawing, may be used in the new case. A re-
quest for the use of such papers must be made
and such request will be considered a waiver of
the right to further prosecution of the earlier

but ‘the effective filing date w
earlier application. 0 e o o

A puggested formet for transmitting a new
set of claims and requesting the use of the con-
tents of an earlier filed application for a stream-
lined continuation ;;;glimtion ig set forth in the
notice of May 81, 1966 (828 O.(}. 1088).

* The streamlined continustion application
procedure may not be ussd when at the tims of
pavent spplication has bedn:allowed and the:is-
sue for has been paid ; (2) mwagm
is involved in'court action; or (3} . parent
application has been abandoned. If a continua-
tion application having one of the above defects
(as determined by the clerical personnel as soon
as the application is received in the Examining
Group) is filed, it is returned to Application
Branch for cancellation of the serial number
and filing date, and applicant notified accord-

ingly.

%fv there is a defect in the format of a stream-
lined continuation application which can be
corrected, such as failure to include claims
drawn to the same invention prosecuted in the
parent application, failure to grant a power of
attorney 1n either application to the person filing
the continuation application, or some other
minor defect, ap(i)licant will be given one month
to correct the defect. Failure to do so will
result in the cancellation of the continuation
application.

he Primary Examiner makes an initial re-
view, the main function of which is to deter-
mine that the new case is a proper continuation
and how to treat the case if it is not proper.

‘While the conditions of the streamlined prac-
tice require that “the claims are to be directed
to the same invention as that prosecuted in the
pending alpg;imtion,” the inclusion of one such
claim wil acceptable to preserve the serial
number and filing date. Claims to the same in-
vention in continuation cases are claims which
cannot be properly restricted from the claims
prosecuted in the parent application and are
fully supported by that disclosure.

Rev. 16, Apr. 1568




mmwm%U.SO.lBEmdl%l,rem&vely
These rejections should indicate claims
are not In acoordance with the conditions set

out in the Notice of February 11, 1966 (824
O.Gu;),m; shwnhn:'deonm(n

Alp tboﬁlmgofa.detectwestrwnlmod
eontmmhon wltli‘”m to ab:bt;dm the
parent cass, nei pmvent» parent
case from becoming ration of
hw. (hthoﬂurhand,in%wham

e Boion Wil be talken St the kreemlned  ma

Bev. 14, Oct. 1067

‘ allowanoe (m%l.ll)

201 08 Gon(innuuon-m-Pm

A continuation-in-part is an a.pphcatlon filed
during the lifetime of an earlier application by
the same icant, repeating some substantial
portion or all of tba eu:har spplication and
adding matter not disclosed e smd earlier

ﬁ:ﬁ (In re Klein, 1830 CD ; 3988 O.G.
A contmuamm-m-purt filed by & sole appli-
cant may also derive from an earlier joint
application showmf a portion only of the sub-
ject matter of the Iater application, subject to
tht;:lond.ltlﬁg:u stated in the case of a sole divi-
slo 8 on ng from a joint
&:atmn (%106) Subject to the slme e:g.
ons, & joint continuation-in-part application
derive from an earlier sole application.




bstitute
ing d

to the filing of the second case, th
aminer should require the substitution of the
word substitute for “re-file,” since the former
term has official recognition. The endorsement
on the file wrapper that the case is a “substi-
tute” will result n the further endorsement by
the Assignment Branch of any assignment of
the parent case that may have been made.

201.11 Continunity Between Applica-
' tions: When Entitled to Filing

Under certain circumstances an application
for patent is entitled to the benefit of the filing
date of a prior application of the same inven-
tor. The conditions are specified in 35 U.S.C.
120, which contains a few variations over the
practice prior to January 1. 1953, yvhlch was
not based upon any specific provision of the
statute.

35 U.B.0. 120. Benefit of earlier filing date in the
United Ntates. An application for patent for an in-
vention disclosed in the manner provided by the first
paragraph of gection 112 of this title in an application
previously filed in the United States by the same in-
ventor shall have the same effect, as to such iaven-
tion, as thoygh filed on the date of the prior applica-
tion, if filed before the patenting or abandonment of
or termination of proceedings on the first application
or on an application similarly entitled to the benefit of

10.1

cient to -comply with t

ent juirements of the
first paragraph of 85 U.S.C.112. © © o0
2. The continuing ‘application must be eo-
pending with the rst*ap;’ﬁication ‘or with an
ggﬂication' similarly entitled to the benefit of
e filing date of the first application. -
8. The continuing application must contain
a specific reference to the prior application(s)
in the specification. " -~~~
The term “same inventor” has been construed
in In re Schmidt, 1961 C.D. 542; 772 O.G. 897,
to include a continuing application of & sole
inventor derived from an application of joint
inventors «whﬁt:aq slxomrrgﬂl was madeathgtythe
joinder involved ‘error without any deceptive
intent (35 U.S.C.116). S¢e201.06. -

Copendency is defined in the clause which
requires that the second application must be
filed before (a) the patenting, or (b) the
abandonment of, or (c) the termination of

ceedings in the first application. o

If the first application issues as a patent, it
is sufficient for the second application to be co-
5nding’ with it if the second ‘a’.gplication is

led on the same day or before the patenting
of the first application. Thus, the second ap-
plication may be filed while the first is still
pending before the Examiner, while it is in
1ssue, or even between the time the final fee is
paid and the patent issues.

If the first application is abandoned, the
second application must be filed before the
abandonment in order for it to be copending
with the first. The term “abandoned,” refers to
abandonment for failure to prosecute (Section
711.02), express abandonment (Section 711.01),
and abandonment for failure to pay the issue
fec (Section 712). If an abandoned applica-
tion is revived (Section 711.03(c) ) or a patition
for late payment of the issue fee (Section 712)
is granted by the .Commissioner, it becomes
reinstated as a pending application and the
preceding period of abandonment has no effect.

The expression “termination of proceedings”
is new in the statute, although not new in

Rev. 14, Oct. 1967




'l Hw 2 a"iapphegn%n may
to include such applications.

‘The.term “continuity”. is used. to express
rlationship of copendency

same mvontor,, and the. seoon application may
be . B8 8 continuing appheatm
Conunmni wppheatwm include those applica-
tions which are called divisions, continuations,
and continuations-in-part. . As far as the right
under the statute is concerned the name used
is umnatenal, the names being merely expres-
sions developed for convenience. The statute is
so worded that the first xpphcatmn ‘MAY ¢on-
tain more than the second, or the second applica-
tion msy contein move than the first, snd .in
either case the second | ation is entitled to
thebmﬁtofthaﬁling oftheﬁrstmtoﬂxe
common subject matter.

Rerepexce 1o Fiper Armm'non

The third reqmrement of the statute is that
the second (or subsequent) ﬁphcatxon must
contain a specific reference to the first applica-
tion. This should agg)ear as the first sentence
of the specification wing the title and ab-
stract. In the case of design applications, it
should appear as set forth in 1503.01. In view
of this requirement, the right to rely on a prior

application may be waived or refused by an ap-
plicant by refrai from inserting a refer-

ence to the prior application in the specification

of the later one. If the Examiner 1s aware of
the fact that an application is a continuing ap-

Rav. 14, Oct. 1067

Scmnl No: <ovneey
e : mthm morap-
be inserted in the specification of
phcaf:mn if applicant intends to
date of the prior application,

:cart;ﬁed eopy) dxv:siqnal cases,

ant endment canceling the non-
hould include directions to enter

“This is a division of a’pplxcauon Serial No.
...... , filed —...._.___" as the first sentence

followmg the abstract,” Where the applicant
has inadvertently failed to do this and the Rule
147 divisional case is: othermse ready for al-
lowance, the Examiner should insert the quoted
sentence b ExanunersAmendment. o
The end of the first sentenge:

78 states that if the second ap
“application” is m p
not confain a refe'_

r the apphcant to call e examiner’s
attentmn to the fact that there was a prior ap-
plication. If the examiner is aware of a prior
ap lication and notes it in an Office action, as
indicated above, the rule is satisfied and the

enmmer should not require the applicant to
call attention to the prior application.

Applications are sometimes filed with a divi-
sion, continuation, or continuation- m-pnrt
oath, in which the oath refers back to a prior
apphcatlon If there is no reference in the
specification, in such cases, the examiner should
merely call attention to this fact in his Office
action, utilizing, for example, the langua (]
suggested in the first paragraph of this su
section.

10.2




e secand sppliost
id v. Asari et al.,

47,
second applicati

D0 ation which is not i

F.

Ef’g

substitutes in sec. 20109, is not entitled
ing date of the prior ap-
e filing date of the prior

'u.g %

E

¢l
il
FED

13

ie

a8

refers to a prior noncopend-
oned spplication in the specification,
the manner of referring to it should make it
svideg.t that it was abandoned before filing the

e
B

5

For notations to be placed on the file wrap-
in the case of continuing applications see
and 1802.09.

Wazex Nor Em'mmD To Bexerrr or FiLive
ATE

Where the first application is found to be
fatally defective because of insufficient disclo-
sure to guig)ort allowable claims, a second appli-
?iation 83 8 “amﬁnlt;ut;lmg:-put" o? the

rat to supply the deficiency is not
ent to the benefit of the filing dats of the
first application. Hunt Co. v. inckrodt
Chemical Works, 88 U.S.P.Q. 277 at 281 and
cases cited therein, [R~16]

201.12 Assignment Carries Title

Amlﬁ:m’ t of an original lication car-
ries title to any divisional, conlg;,;mtion, sub-

11

filed in ‘the United States may be entitled to
the benefit of the filing date of o prior spplics-
tion filed in & foreign country, to overcome an
intervening reference or for similar purposes.
The conditions are sgeciﬁadiinﬂ,th,e,ﬁrst para-
graph of 35 U.S,C. 119. ' ‘
Eztract from 85 U.8.0. 118. Benefit of carlicr filing
date im foreign country; right of priorily.  An applice-
tion for pateat for an invention filed in this country by
any person who bas, or whoee legal representatives or
agxigns kave, previcusly regularly filed an application
for a patent for the same imvention fu a foreign
of appliesticas filed in the United States ov to citisens
of the United States, shall have the same effsct as
the same spplication would bave £ filed in this coun-
try on the date on which the application for patent
for the game iavention was first filed In such forelgn
couniry, If the application fn this country is filed
within twelve monthe from the earliest date on which
such foreign application was fled ; but no patent shall
be granted on any application for patent for ap inven-
tion which bad been patented or deacribed In &
printed publicetion In any countzy move than one
year before the date of the actual fling of the appli-
cation in this countey, or which had been in public
uge or on eale in this countiry more than cne year

prior to such fling.

The period of twelve months specifiad in this
section is six months in the case of designs, 85
US.C. 172

The conditions may be listed as follows:

1. The foreign application must be one filed
in “a foreign country which affords similar
privileges in the case of applications filed in
the United States or to citizens of the United
States.”

9. The foreign epplication must have been
filed by the same applicant (inventor) as the
spplicant in the U States, or by his legal
representatives or assigns.

8. The application in the United States must
be filed within twelve months from the date
ofthamﬁeatm filing in & “recognized”
% The foreign Doarien must b for the

4. application m or
same invention as the applicaiion in the United
States.

Rev. 16, Apr. 1968




eh o) walte belll bae oobisailygs imgs‘* s

*Thenghttordyona.fomgn

mgkﬁﬁmm %&x onéy%!dm

, to whlch

pnonty to the natlonals 6f tbe othér countries
iﬁdtheﬁrstUniﬁadStamsstatube relating to
t was enacted to carry out this obli-

' ,,n "There is another treaty between the
mte& States and some Latin American coun-
tries which algo. provides for the right of
pnouty,andwiorelxpmnaym&y also pro-

reciprogal legislation, - .

this right by
Hm Foll nwlmtdmmmesmth

%?Mtbn@wdmom referred
to in: 85U:8/C. 119 his been recognized. The
suthority in 'the ‘cdss’ of thees countries is the
Wﬂ%ﬁmfmm Protection of

Indﬂs&iﬂ 3 (618" O.G. 28, 58 Stat.
1748, indicatet W ‘the letter I fdllowmg the
name of the ¢ s the Inter- American Con-

vention mhting to" Inwntum, Patents, De-
g and Induatrial Models, si #t Buenos
(ﬁ,m 1910 (207 0 . 935, 38 Stat.
1811), in

the letter P- a.ftzr the name
of the country; or reciprocal legi

glation in the
particular country, indicated by the letter L
following the name of the country.. Algeria
(1), Australie (I), Austria (I), Belgmm (1),
Brazll I, p), Buigaria (I), Cameroon (I),
Canada . (I) Central African Republic (I),
Ceylon (1), Chad, Republic of (I), Congo, Re-
publie of (I), Costs Rica (P), Cuba (I, P),
Cyprus (I), Gzeclmlavaha (I), Denmark (I),
Dcmmmm I, P), Ewa.dot (P),
(Uni Arab Re bhc) (I), Finland
( ) ance (1), Gabon (I),Germm Federal
Republic of (I), Great Britain (), 1),
Guatemsla (P), Haiti (P), Honduras (P),
Haungary (I), Teoland (1), Indonesia (I),
{mn (I), Imhndbg),fﬁsm} (I),(It)al I),
vory Coast, Re o . apan
(1), Kores (L), ¢ O,

Lebanon (I), Lxechmstefm Ys, Luxmnburg
(I), Malagasy, olic of (1), Malawi (I),
Mauritanis (1),

I, M I
(I)), onaco ()

Moroceo (I), Netherlands New Zea,l

Bev. 16, Ape, 1068

known as the right of priority in mbematloml . Por

(P)y V ty..
slavia (I),Zambxa (I)a
J£ any usor&s
ﬁhngdataofmnpplieahonﬁledmacwntry
not on this list, the examiner should inquire to
determine 1fﬂ1erohasbeenmyehmgemthe
status of that country. - It' should be'noted that
the nght is baged on the coumsry of the !oreign'
md not Y the ¢itizenship “of "the

The invmww of the US amslldﬁion ‘and ‘of
the foreign ap] w:{cativbﬁ st be the saime, for'a
right of prionty' doed ot exist!in ‘the'case’ of
an application ‘of inventot’ A in“the foreign
country and inventor B, in the United States,
even ‘the two  ap; lisatmns may be
ownedby  same, party, However the appli-
cation in the foreign country may have '
filed by the sssignee, orbythalegal represent-
ative or agent of the inventor which is per-
mitted in somse foreign countries, rather than
by the inventor himself; but in such cases the
name of the inventor is usually given in the
foreign application on a paper filed therein. “An
indication of the 1&ent1ty of inventors made in
the oath or declaration sccompanying the U.8.
apphcatlon by identifying the foreign applica-
tion and stating that the foreign application
had been filed by ---- . on be-
half of the inventor is acceptable. L

Time ron Fuane U.S. AmwAﬁon

The United States application must be. ﬁled‘
within twelve months of the foreign ﬁ.lmg‘L
computing this twelve months, the first
not counted; thus, if an application was
in Canada on January 2, 1962, the U. S. ap h-
cation may be filed on January 2, 1958.
Convention specifies in Article 4C (2) that

“thedayofﬁhngmmtcoumdmﬂus
period.” (This is the usual method of comput-

ing periods, for example the six months for




not expire on July 1 but the reply may be
made on July 2.) {f the last day of the twelve
months is & Sunday or a holiday within the
District of Columbia, the U.S. applicstion is in
time if filed on the next su ing business
day; thus, if the foreign application was filed
on September 6, 1952, the U.S. application is
in time if filed on éeptamber 8, 1953, since

12.1

reply to sn Office action dated January 2 does  September 6, 1953 was a Sunday and
% expin ] b ‘ ber',7,~,1953]'%38’"alf.holiday.;, After January 1,
- 1958, the Patent Office has not received f‘jpéﬂi-

| Septem-

cations on Saturdays and, in view.of 35 C.
21, and the Convention which provides “if the
last day of the period is a legsal holiday, or a
day on which the Patent Office is not open to
receive applications in the country where pro-
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on .y 1052

:l;shﬂ-ﬁom in.Great Britain on March % )5
d-then files in the United States on Febru-
ary 2, 1953, he. is not entitled to the right of
riority at all;-he would not be entitled to the
efit of the date of the French application
since this application was filed more than
twelve months before the U-S-.@pglication, and
hewogl&en%t - en /itl%.d tto the fne}fl‘u; off_tll\e
‘of the British application since this appli-
first one filed. ' If the fﬁsz
on_was filed in s country

not th ,,

priority to “subsequen n app
one earlier filed withdrawn, abar
doned or otherwise disposed of, under certain
conditions and for certain countries only.
Great Br;t%}n a,mz1 5"‘fefw”oth§;£unt}rli%ﬁhﬁa‘ve
a system of. Eost ~-dating” whereby the filng
dﬁstz of an application qm ed to a later date.
This “post-dating” of the fling date of the ap
plication does not affect the status of the appli-
cation with respect to the right of priority; if
the original filing date is more than one year
gerior to the U.S. filing no right of priority ean
based upon the application. o
If an inventor has filed two foreign applica-
tions in recognized countries, one outside the
year and one within the year, and the later
application discloses additional subject matter,
a claim in the U.S. application specifically
limited to the additional disclosure would be
entitled to the date of the second foreign ap-
plication since this would be the first foreign
application for that subject matter.

;, aban-

Errecr or Riur oF Priorary

The right to rely on the foreign filing ex-
tends to overcoming the effects of intervening
references or uses, but there are certain re-
strictions, For example the one year bar of
35 U.8.C. 102(b) dates from the U.S. filing
date and not from the foreign filing date; thus
if an invention was described in a printed pub-
lication, or was in public use in this country
in November 1952, a foreign application filec
in January 1953, and a U.S. application filed

;glecﬁed

required to do anything to ob-

in -it. except when he wished (0. assert the
earlier date to overcome a reference or estab-
lish ‘a date: in interference.. Patents granted
prior to January 1, 1958 are still subject to the
old law iri this réspect.. Under the new statute,
however, an applicant who wishes to secure the
right of priority must ‘comply with 'certain

rmal requirements within a time specified.
equirements are not complied with
ight of priority is lost and cannot there-
after be nsserted. The second paragraph of 35
US.C. 119 reads: R B

No application for patent shall be eatitled to this
right of priority unless a claim therefor and a certified
~opy of the original foreign application, specification
and drawings upon which it Is based are filed in
the Patent Office’ before the patent is grawnted, or at
such’ time' during ‘the pendency of the application as
required by the Commissioner not earifer than six
months after the filing of the application in this coun-
try. Such certifieation shall be made by the patent
office of the foreign country in which filed and show
the date of the application and of the filing of the
specification and other papers. The Commissioner
may require a translation of the papers filed if not in
the Poglish language and such other information as
he deems necessary.

The requirements of the statute are (a) that
the applicant must file a claim for the right
and (b) he must also file a certified copy of %he
ongina,l foreign application; these papers must
be filed within s certain time limit. The maxi-
mum time limit zs{miﬁed in the statute is that
the papers must be filed before the patent ie
granted, but the statute gives the Commis-
sioner authority to set this time limit at an
earlier time during the Pendency of the appli-
cation. If the required papers are not flll)ed
within the time limit set the right of priority
is fast. Delay in making the claim and filing
the papers was held not to be a basis for a
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sioner authority to require a translation of the
foreign documents if not in the English lan-
éen necessary. et o

Before going into the procedure on the filing
of the papers, reference must, be mado to the
requirements of the oath. 'Rule 65, relating to
the oath, requires that the oath shall state
whether or not any application for patent on
the same invention has been filed in any for-
eignlcountry either by the _appliggnt arf 7 his
tega resentatives or 8; if any foreign
applicr:gon has been_filed tge applicant must
state the country and the date of filing of the
earliest such application and he must also
identify every foreign application which was
filed more than twelve months before the filing
of the ,a%plication in this country. If all for-
eign applications have been filed within twelve
months of the U.S. filing the agghcant‘, is re-
quired to recite only the first such application
and it should be clear in the recitation that the
foreign application referred to is the first filed
foreign application. The requirements for re-
citing foreign applications before January 1,
1953, included more information than the pres-
ent rule and any oath following the reqnire-
ments of the old rule would still be acceptable.
(It maJv be pointed out here that a para-
graph, (d), of Rule 65 was canceled on Janu-
ary 1, 1953. The statute referred to in this
Ezragmph is still in force with respect to
rring the patenting of certain inventions
made by Germans or Japanese but the former
reguirement in the oath was omitted because
of the fact that the critical date of January 1,
1946, is now so old that the recitation in the
oath is no longer insisted upon unless the ap-
plicant is claiming priority under P.L. 619.)
The requirements for recitation of foreign
applications in_the oath, while serving other
as well, are used in connection with

pu .
the right of priority.

201.14(a) Right of Priority,
Time for Filing Papers

The time for ﬁligﬁ the papers required b
the statute is specified in the second paragrap
of Rule 55.

An applicant may claim the benefit of the filing
date of a prior foreign application under the condi-
tions specified in 35 U.8.C. 119. The claim to priority

Rev. 1, Jan. 1064

' eign application specified in the second paragraph of
. 385 U.8.C. 119 must be filed in the caze of interference

copy of the for-

when specified: in rules 216 and 224; when pecessary
to overcome the date of a reference relied upon by the
examiner; or when specifically required by the exam-
iner, 'and in al1 other cases they must be filed not
later than the date thé final fee is paid. I the pe-
pers filed are mot in the English language, a transia-
tion need mot be flled except in the three particular
instances specified in the preceding sentence, in which
evenit & sworn translation or a transiation certified
as accurate by a sworn or officlal translator must

filed. :

_It should first be noted that the Commis-
sioner has i)gr rule specified an earlier ultimate
date than the date of the patent. The latest
time at which the papers may be filed is the
date of the payment of the final fee, except
that, under certain circumstances, they are re-
quired at an earlier date. These circumstances
are :?chﬁed in the rule as (1) in the case of
interferences in which event the papers must
be filed within the time specified in the inter-
ference rules, (2} when necessary to overcoms
the date of a reference relied upon by the exam-
iner, and (3) when specifically required by the
examiner.

Although Rule 55 permits the filing of pri-
ority papers up to and including the date for
payment of the final fee, it is advisable that
such papers be filed as soon as a claim is in-
dicated to be allowable. Frequently, priority
papers are found to be deficient in material
respects, such as, for example, the failure to
include the correct certified copy, and there is
not sufficient time to remedy the defect. Occa-
sionally, a new oath may be necessary where
the original oath omits the reference to the
foreign filing date for which the benefit is
claimed. The early filing of priority papers
would thus be advantageous to applicants in
that it would afford time to explain any in-
consistencies that exist or to supply any addi-
tional documents that may be necessery.

201.14(b) Rights of Priority, Papers
Required

The main pur in amending the statute
to require the filing of the Fa rs mention
was to make the record of the file of the
United States patent complete. The Patent
Office does not examine the papers to deter-
mine whether the applicant is in fact entitled
to the right of priority and does not grant or
refuse the right of priority, except as described




TYPES, c:mma, AND STATUS 0? jmmcmax -

in the next sed.:on (and also in cm of inter-
ferenoes '

Peu required are the clmm for pri-
ont and the certified copy of the foreign
application. The claim to pmmg need be in
no special form, and may be by the at-

14.1

- 201.34(h)
égragem at the tlme oftmnsmxttmg the
cert:

if the fore the
one refermgyt:) l:lighe m)f:? txoa:gph-
is  requi

cation. No special 1
the claim for prlont:{ and any expres-
sion which can be reasonably interprated as
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gn patent as issued do
apphcatlon as filed is
copy of the printed speclﬁcatxon and
of the foreign patent is sufficient if t]

cation indicates that it corresponds to,,
plication as filed.

When the claim to priority and the certlﬁed
copy of the’ forelgn apphratlon are received
while the application i ling before
aminer, the Exa onld
ination of ﬂw ‘E\pe to ey
corresp:md and country t the &pph-
cation xdennﬁed in the cath and contain no
obvious formal detects _The subject matter of
the application is not ‘examined to determine
whether the applicant is actually entitled to
the benefit of the foreign filing date on the
basw of the d:sclosure thereof

Dvmxc Immucz

If pnorlty papers are filed in a2n interfer-
ence, it is mot necessary to file an additional
certified copy in the a Rf)hcatmn file. The in-
terference examiner will place them in the ap-

f pl hem in the ap
plication file.

Continving ArpLicATIiONS, REISSUES
Where the benefit of a foreign filing date is

claimed in a continuing application or in a re- -

issue application and a certified copy has been
received in the parent case, it is not necessary
to file an addltloml certified copy in the later
case. The applicant when making the claim
for priority may &i eSly call attmtmn to the
fact that the certified copy is in the parent
application.

201.14(¢) Right of Priority, Practice

Before going into the Emctme with respect
to those instances in which the priority papers
ars used to overcome a reference, there will

15

uindﬂm ‘are to be andorsed:

umhr

Whm the papers under Secuon 119 are re-
on the contents
of t.hs file as “Letter (or amendment) and
n application”. - that the pa-
pers are regular in form and that there are no
ies in dates, the Exummer in the
next Office action will advise the applicant that
the papers have been received. The form of
acknowledgment may be as follows:
A. “Receipt is acknowledged of papers sub-
mitted under 85 17.S.C. 119, which papers have
been placed of record in the file.”
The Examiner will enter the information
specified in. Sectlon 202 03 on the face of the file

W
ﬁ lica tlon is in mterference when papers
119 are. rectuved see 1111 10.

PAPW Ixconmm'r

Ifthecertlﬁedcopyﬁleddoesnoteorre-
spond to the application identified in: the ap-
plication oath, or if the a.pphutlon oath does
not refer to the perticular foreign application,
the applicant has not complied with the re-
quirements of the rule relating to the oath. In
such instances the examiner’s letter, after
acknowledging receipt of the papers, should
require the applicant to explain the incon-
sistency and to file a new oath stating correctly
the facts concerning foreign applications re-
quired by Rule 65. A letter in such cases may
read:

B. “Receipt is acknowledged of the papers
filed September 18, 1953, claiming priority un-
der 35 U.S.C. 119 based on an application filed
in Italy on February 17, 1950.

“The applicant has not complied with the
requirements of the rule relating to the oath
since the original application oath does not
acknowledge the filing of any foreign appli-
cations. The oath states that ‘no application
for patent on this invention or discovery has
been filed by us or our representatives or as-
signs in any country foreign to the United
States” 1If the Italian application is what it
purports to be in support of the claim for
priority, then the original oath contains an
erroneous statement.

Bev. 2, Nov. 1964




JRIEA 'y

ng filed to obtain the benefits of the
ling date under 35 U.S.C. 119, apphi-
should also file a claim for priority as
d by said section.” ' -

Nore: ere the acc"oxgmying letter states
that the certified copy is filed for priority pur-
poses or for the convention date, it is accepted
as & claim for priority.

Forzxoxw ArrricaTioNs AL More TaAN

D. “Receipt is acknowledged of the filing on
8, 1953, of a certified copy of the
French spplication referred to in the oath.

“It is not seen how a claim for priority can
be based on the application filed in France on
March 4, 1948, since the United States u;;&lica-
tion was filed more than one year thereafter.

“The certified copy is herewith returned.”

A

Somz Fomriew Ammmﬁ Mdu‘ Tuaw
A Yrar Brrorx U.S. FrLing

For example, British provisional specifica-
tion filed more than a year before U.S. appli-
cation, but British complete filed within the
year, and certified copies of both submitted.

E. “Receipt is acknowledged of papers filed
on September 18, 1953, l)urportin to comply
with the requirements of 35 U.S.& 119. Itis
not seen how the claim for priority can be
based on the British specification filed January
23, 1948, because the instant application was
filed more than one year thereafter. However,
the printed heading of the patent will nate the
claimed priority date based on the complete
specification; i.e., November 1, 1948, for such
subject matter as was not disclosed in the pro-
visional specification.”

Crrroerep Cory Nor tae Firsr Fivep Foreion
APPLICATION

F. “Receipt is acknowledged of papers filed
.............. , purporting to comply with

16

-------------------

. G. “Receipt is acknowledged of. the paper
filed March 9, 1953, claiming priority based on
an application filed in France on November 16,
1948. It is noted, however, that applicant has
not filed a certified copy of the French appli-
cation as required by 35 U.S.C. 119.”

The asbove letters are merely typical ones
which have been used, and any unusual situs-
tion msy be referred to the Supervisory Ex-
aminer.

ArprroaTION IN ISUE

The priority papers may be received while
the spplication xl’: in issue. When the papers
are apparently regular in form and correspond
to the earliest foreign application recited in
the oath and this application is not too old, the
Issue Branch will enter the papers, acknowl-
edge their receipt, and malke the notation on
the l{m of the ltile. In o%thl.x cases the alltﬁwg
application, er with the papers, wi
forwarded toto& examining divisli)eon for con-
sideration and taking any appropriate action.
If foreign application papers are received
after the final fee has been paid, they will be
left in the file and the applicant notified by
the Issue Branch that the papers were re-
ceived too late to be admitted.

ReTorRN oF Papers

It is sometimes necessary for the Examiner
to return papers filed under 35 U.S.C. 119
either upon request of the applicant or because
they fail to meet a basic requirement of the
statute, e.g., all foreign applications were filed
more than & year prior to the U.S. filing date.

Where the papers have not been entered in
the file, it is not necessary to secure approval
of the Commissioner for their return but they
should be sent to the Office of the Director,
Patent Examining Operation for cancellation
of the Office stamps. Where the papers have
been entered in the file, a mqbu:st for permission
to return the papers should be addressed to the
Commissioner of Patents and forwarded to the
Director, Patent Examining Operation for
approval.




8y - be ' considered  unpaten
without paying any attention to
date (assuming the papers ha

filed). The applicant in his ve
argue the rejection if it is'of such
that it can be argued, or he may pres
foreign papers for the purpose of overcoming
the date of the reference. If the applicant
argues the reference, the Examiner, in his next
action in the case, may, so. desires, spe-

cifically require th
in addition to rep

urpose of overcoming the effective date of a

p

reference a i;ranalatiqn.'isha 1f the for-
eign papers are not in t ish language.
Vﬂlen the Examiner requires the filing of tfe

pers the translation d also be required
at the same time. This translation must be &
sworn translation or a translation certified as
accurate by a sworn or official translator.
When the necessary papers are filed to over-

come the date of the reference, the Examiner’s

action, if he determines that the applicant is
not entitled to the priority date, is to repeat
the rejection on the reference, stating the rea-
sons why the applicant is not considered en-
titled to the date. If it is determined that he
is entitled to the date, the rejection is with-
drawn in view of the priority date.

If the priority papers are already in the file
when the Examiner finds a reference with the
intervening effective date, the Examiner will
study the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. If the applicant is found
to bo entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rejected on the reference with an explana-
tion. If the papers are not in the English
Janguage and there is no translation, the Ex-
aminer may reject the unpatentable claims and
at the same time require an English translation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

‘Th mportant aspect of the Ex ‘
action pertaining to a right of priority is the
determination of the identity of invention be-
tween the U.S. and the foreign: applications
The foreign application may be considered in
the same manner as if it had been filed in this
country on the same date that it was filed in
the foreign country, and the applicant ig ordi-
nerily entitled to any claims Based -on such
foreign application that he would be entitled
to under our laws and practice. The:foreign
agplication must be examined for the question
o suﬂiciemiy of the disclosure under 35 U.S.C.
112, as well as to determine if there is a basis
for the claimssought. =~~~ ©© 1 o

In applications filed from Great Britain there
may be submitted a certified copy of the British
“provisional specification,” which mny also in
some cases be accompanied by a copy of the
“eomplete specification.” . The nature and func-
tion of the British provisional specification 1s
decribed in an article in the Journal of the
Patent Office Society of November 1936, pages
770-774. According to British law the provi-
sional specification need not contain a complete
disclosure of the invention in the sense of 35
U.S.C. 112, but need only describe the general
nature of the invention, and neither claims nor
drawings are required. Consequently, in con-
sidering such provisional specifications, the
question of completeness of disclosure is impor-
tant. If it is found that the British })rovisional
specification is insufficient for lack o disclosure,
reliance may then be had on the complete speci-
fieation and its date, if one has been presented,
the complete specification then being treated as
a different application.

In some instances the specification and draw-
ing of the foreign application ma have been
filed at a date subsequent to the filing of the
petition in the foreign country. Even though
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the date on which the specifica-
tion and drawing were filed.

It may occasionally happen that the U.S.
application will be found entitled to the filing
date of the foreign application with respect to

Rev. 15, Jan. 1968
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e plimtmn " The notation. “None / ust bo writ

Boykin Act),

' caro of delsys during
blic Law 220, Ju 1947 Public Lcw 380

23,
6, 1947, and{’ blic Law 619, November
16, 1954, mpplement the original enactment.
Thess laws are reprinted in the back of the

Patam; Laws pamp e& ;

ap hatums ,\of govem-

. m t fee under an act

8, 1883, which was amended
K‘ m;sThmmbmma%U.SC 266,
ich was repealed October 25, 1965. Begm
ning with this date, there are no longer any a
plications which are exempt, from the ﬁlmg e
or issue fee. Such applications are not always
owned by the government. Othera Ppllcutmns,
not inventions of f overnment employees, may

wned to and owned by the government.
See 607.01.

202 Cross-Noting
202.01 In Specification

See Rule 78(z), Rule 79 and Section 201.11.

There is seldom a reason for one application
to refer to the application of another applicant
not assigned to a common assignee. Such
reference ordinarily should not be permntted

Rev, 15, Jan. 1968

in the boxes which do not have parent or
application . data written therein. The
v S}) r the notation “None” are to be filled
in no Jater than the first action. If the instant
application is a division of an application which
has issued as a atent the patent number and
date should also ghed The patent num-
ber and patent’ date of the parent case of a con-
tmuatlon-m art are not entered onthe file
wrapper. _If the application at hand is'a divi-
sion of a division or a division of a continuation
the data of all cases involved should be given.
When an application is a cmhnuatlon-m-part
of two or more distinet applications, each 3
cationshall benoted on the face of the file. n
an spphcttlon isa continuation-in-part of & con-
tmuatxon—m—part, only the immediate parent
plicaticn will be noted on the face of the file.
e status of the parent or prior aﬁ‘: lication as
“abandoned” is not written on the file wrapper.
A service to the public was with the issue
of January 16, 1968, by which the heading of
the printed patent now mclude@ all 1dent1f ing
parent data of continuation-in-part applica-
tions as has been the practice in continuation,
divisional, substitute, and reissue applications.
Some exce gtlom may occur, see the last para-
graph of this section. Inclusion of this infor-
matlon in the heading does mot necessarily
indicate that the claims are entitled to the bene-
fit of the earlier ﬁhnﬁ date. The above prac-
tice will not change the procedure with regard
to assignments as set forth in the first sentence
of paragraph 2 of Section 306 of the M.P.E.P.




' 'ple‘xi,theu ikely situatio
no’ reference o '

the ! benefit .of ! its’ filing: date is not desired,

| notation

the e
on the file

“No:!

of 'the file wrapper. '
placed in the proper

tions at the time of allowance to the Assignment
Branch: for. title search is no longer followed,
since title searches are automatically made in all
applications after the payment of the issue fee.

202.03 On File Wrapper When Prior-
ity Is Claimed for Foreign Ap-
plication

In accordance with 201.14(c) the Examiner
will fill in the spaces cyoncernmfforei n appli-
cations provided for on the face of the file
wrapper. e
- The information to be written on the face of
the file wrappe
cation date (filing date), and if available, the
application and patent numbers. In some in-
stances, the particular nature of the foreign ap-
plication such as “utility model” (Germany
(Gebrauchsmuster) and Japan) must be writ-
ten in I‘pgrenthgses before the application num-
ber.  For example: Application Number (util-
ity model) B62854,

On the file wrappers used during the filing
Period April 1959 to July 1964, the abbreviation
“App.” followed by the application number (if
determinable from the I;apers) or a dash (if not
determinable) should be written in the same
block as and underneath the name of the coun-
try. The word “Patent”™ and number (if
known) should be written to the right of the
anlicatiOn number. If no foreign priority is
claimed, the word “None” is written in the
block. '

The file wrappers used during the filing pe-
riod July 1964 to September 1966 further con-
tain separate boxes for the application and
patent numbers, and a box for checking if no
claim for priority has been made.

File wrappers in use from September 1966 to
the present further include an additional box
labeled “B” for the Examiner to use for indi-
cating compliance of applicant with 35 U.S.C".
119.

If the filing dates of several foreign applica-
tions are claimed (see 201.15, last paragraph)
and satisfactory papers have been received for
each, information respecting each of the foreign
applications is to be entered on the face of the

rent application because

no notation as to the parent case is'made on

wrapper. The previous practice of submitting
divistonal, continuing, ahd substitute applics

r consists of the country, appli- .

issued, and the listing in
gi?(ﬁ)ﬁcide Gaza;;lt will mfﬁtﬁol the(?:aim; oj '
riority, giving the country, the filing date, and
the ﬁumb%‘fﬁqfvgﬁheé ap’plica(rfona(und»the patent
number in/ some -instances): in: those ‘cases in
which the face of the file has been endorsed. .
Tn'the case ‘of designs; only the country. and
fili ate are to be used. o o oot
202.64 In Oath ~
As will be noted by reference t0.201.14, Rule
65 requires that the oath include certain in-
formation concerning ‘applications filed in any
foreiﬂecountry.f If no applications for patent
have been filed in any foreign country, the oath
should so state. '

202.05 InCase of Reissues ,
“Rule 179 requires that a notice be placed in
the file of an original patent for which an ap-
lication for reissue has been filed. For the
orm employed for this notice 'see Clerk’s
Manual. L

203 Status of Applications

A ipew? application is one'that has not yet
received an action by the Examiner. An
amendment filed prior to the first Office Action

does not alter the status of a “new™ applica-
tion.

203.02 Rejected

An application which, during its prosecution
in the examining division and before allow-
ance, contains an unanswered Examiner's
action is designated as a “rejected™ application.
Its status as a “rejected” application continues
as such until acted upon by the applicant in
response to the Examiner’s action (within the
allotted response period), or until it becomes
abandoned. o

203.03 Amended

An “amended” or “old"” application is one
that, having been acted on by the Y.xaminer,
has in turn been acted on by the applicant in
response to the Examiner's action. The appli-
cant's response may be confined to an election, a
traverse of the action taken by the Examiner or
may include an amendment of the application,

Rew. 13, July 1067




~ oAn“allowed? application | ioat
~ %“in issue? is Dhe: gl?mh,lmmgbm exanined,
i) passéd for issue: as 4/ patent subject to pay-

. ment of the issue fee. . Its status as an “al-

- Jowed?::cases: continues from the date .of the

" notice.of allowance until it is withdrawn.from

issae or until it issues as a:patent or becomes
sbandoned, as provided in Rule 316.. See 712.

The files of allowed cases are kept in, the
Issue and Gazette Branch, arranged numeri-
cally by serial number. .. .. .. ..

203.05 Abandoned ‘
An abandoned application is, inter alia, one
which is removed from the Office docket of
ding cases (1) through formal abondonment
gmthe applicant (ac«l‘uiesced in by the assignee
if there isone) orby the attomef or agent of rec-
ord, (2) through failure of applicant to take ap-
propriate action at some stage m the prosecution
of the case, or (3) for failure to pay the issue
fee.  (203.07,711to0711.05,712) _

An application lacking some of .thé essential
parts and not accepted for filing is termed an
incomplete applicution. (506 and 506.1) -

203.07 Abandonment for Failure to
 Pay Issue Fee (Forfeiture)

‘An allowed application in which the issue fee
(or that portion specified in the Notice of Al-
lowance) is not paid within three months after
the Notice of Allowance is abandoned for that
reason. The issue fee may however be accepted
by the Commissioner within a further period of
three months on a verified showing of sufficient
cause in which case the patent will issue as
though no abandonment had occurred.

An application which has become abandoned
by reason of failure to pay the issue (final) fee
was formerly referred to as a forfeited appli-
cation. See Rule 316 in 712.

203.08 Examiners To Answer “Status
Letters”

Inquiries as to the status of applications, by
persons entitled to the information, should be
answered promptly. Simple letters of inquiry
regarding the status of applications will be

Rev, 18, July 1967

vamsiatttod fcardi

action. Such letters will

en; application

iaformation; in view of Rule 14; he should be

minfomed. 55 :?::“ J S S S T IR VS P T
+1f-the inquiry:is directed to:an ‘application
awaiting -action by -the Office, a prediction
should be made of the probable date of reach-
ing the case for action. The clerical force will
stamp status: letters with a stamp provided in
each group and submit them to the Examiner
having jurisdiction of the application who will
fill in the blanks. The original letter of inquiry
should be returned to the correspondent to-
gether with the reply. The.reply to an inqui
which includes a self-addressed, postage-pai
postcard should bé made on the posteard with-
out placing it in an envelope. - ’Flfl’e reply does
not count as an action in the case. This predic-
tion of a date is not to be considered as binding
upon the Examiner in making his next action.

In cases of allowed applications, a memoran-
dum should be pinned to‘,the;imlluiry with a
statement of date of notice of allowance, and
transmitted to the Issue Branch for its appro-
priate action. This Branch will notify the in-
quirer of the date of the notice of allowance
and the status of the application with respect
to payment of the issue fee and abandonment
for failure to pay the issue fee.

In those instances where the letter of inqui
goes beyond mere matters of inquiry, it shoul
not be marked as a “status letter”, or returned
to the correspondent. Such letters must be
entered in the application file as a permanent
part of the record. The inquiry should be an-
swered by the examiner, however, and in a
manner consistent with the provisions of
Rule 14.

Inquiries from Members of Congress con-
cerning the status of pending applications
should not be answered by the Examiner but
should be referred promptly to the Commis-
sioner’s Office for answer with a report as to
when a particular case will be reached for
further action on the part of the office.

Another type of inquiry is to be distinguished
from ordinary status letters. When a U.S, ap-
plication is referred to in a foreign patent (for
priority purposes, for example), inquiries as to
the status of said application (abandoned,
pending, patented) should be forwarded to the
Application Branch.






