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PROCEEDTINGS
(9:04 a.m.)

MS. JENKINS: Good morning. It is
our May PPAC meeting. Again, I think I always
say this. I don't know how quickly the time
goes. It just seems like we were just here in
February. However, I think I 1like this
weather better than the February weather that
we had. If you wait a minute it will change.

I am not going to give much of any
kind of opening comments. What I'd like to do
is introduce the director and then we'll do
our standard, introduce everyone around the
table after he's done.

It is my pleasure to welcome,
because we missed you -- you had not been
confirmed yet and sworn in, so we missed you,
but you made the TPAC meeting, which was the
following week. So, we'll catch up. We're
very excited that you have finally joined the
office and that you are here at our meeting,
and we welcome you. So with that --

MR. IANCU: Thank you. Thank you,

Marylee, and thanks everybody. Good morning.



Good to see everyone. It's really a pleasure
to be here.

And before I begin, let me
acknowledge the USPTO's continuing
collaborative relationship with PPAC and with
all of you. Your insights and guidance are
truly helpful and important to us, and I
really hope that we can maintain the dialogue
on a going forward basis. I think it's very,
very productive.

And I want to thank all of you,
especially the board members, for your hard
work, dedication to the patent system and to
the office, and in particular, to Marylee for
leading the PPAC. In the few weeks, I guess,
or couple of months that I've gotten to know
you, it's been a truly great start to our
relationship. You're very devoted. You have
a great leader who is devoted to the system
and to the office and very thoughtful and
insightful into what we do here at the office.

So, I thought I would begin by a few
high-level comments about the priorities and

goals for the office. And a bunch of the



high-level issues I have mentioned publicly
and, for example, last month I spoke at the
U.S. Chamber of Commerce at the Patent Policy
Conference, and while there I outlined a few
priorities for the office, and let me go
through some of those, and we've already made
quite a bit of progress on a number of them.
But, let me go through them and I'll let you
know where we are on some of these things.

In no particular order, but I want
to begin with a high-level policy point, which
is that I believe we need to, as an office, as
the leading intellectual property office in
the country, and frankly, I believe in the
world, and as the voice of the patent system,
I think we have to engage in a new narrative
that defines our patent system by the
brilliance of our inventors, by the excitement
of innovation, and the incredible benefits

they all bring to our economy, to our history,

and to our country in general. I firmly
believe that a successful system -- and we all
want our patent system to be successful -- a

successful system must be defined by its



goals, aspirations and successes. Obviously,
errors in any system and errors in the patent
system need to be corrected. No abuse should
be tolerated. However, the focus for
discussion, the focus for IP policy, should be
on the positive, and there are so many
positives to emphasize.

Second, we must strive towards
predictable, reliable, and high-quality IP
rights. This means, among other things, that
we must ensure that we issue appropriately
scoped patent claims from the get-go. In
other words, we start by focusing on the front
end, because that's where our work begins, to
some extent. And since our examiners are
first in line, we must ensure they have the
tools they need for a thorough search and
examination. Our examiners already do a
fabulous job, and it is frankly not easy,
given the state of the law and all the
information that needs to be processed and
analyzed. And to further improve the original
examination, I think that the next step needs

to be to increase the examiner's ability to



find the best prior art during examination.

At times, as all of us who practice, or
practiced in the field know, there is a gap
between the prior art that's surfaced during
the initial examination and the prior art
found during litigation. There are many
reasons for this. I believe the main culprits
are the ever-accelerating publication and
accessibility explosions. These are issues
that obviously face every patent office around
the world. 1Indeed, I actually believe we are
ahead of most others on this front. But, if
we could continue to narrow that gap, the gap
between prior art found during examination and
that found during litigation or post-grant
proceedings, then the accuracy of the patent
grant, and therefore the reliability of the
patent grant, would increase.

Moving forward in our process, our
post-grant proceedings must be balanced and
fair to both patent owners and challengers
alike. So, we are now examining how and when
we institute the proceedings, the standards we

employ during the proceedings, any possible



amendment process, and how we conduct the
overall proceedings.

The goal with whatever action we
take is to increase predictability of
appropriately scoped claims. To that end, we
are reviewing the various aspects of the
proceedings, as I mentioned, to ensure, and
this is the key that we strike the appropriate
balance.

Third, on patentable subject matter,
Section 101. A favorite of many, many of us
in this room and around the country who
practice in this field. We must try to better
define and clarify the analysis that our
examiners are expected to do, especially in
light of recent Supreme Court cases. An
example of our efforts in this regard is the
April 19th memorandum on Changes 1in
Examination Procedure Pertaining to Subject
Matter Eligibility, which we issued in part in
view of the recent Federal Circuit case,
Berkheimer v. HP, although I should say that
the memo is applicable even independent of

that particular case.



In the memo we specified to
examiners how to support and document their
determinations of what is conventional. Plus,
we explained that the analysis for
conventionality is the same as the analysis
under Section 112 as to whether an element is
so well known that it need not be described in
detail in the patent specification. Our
examiners are used to, and have experience
with, Section 112 analyses. So, hopefully
this will help simplify and clarify the
approach to this aspect of the Mayo/Alice
test.

We may have further guidance on
other issues pertaining to Section 101 in the
months to come. Drew and Bob and Andy and the
rest of the patents team, as well as the
larger USPTO team, were instrumental in
getting that memo and the guidance out
quickly, and I would like to thank them all
for their efforts and thoughts.

All right. So now on to some
details of the operations, although I think

others following me will provide more



information. As I mentioned, our examiners do
a fabulous job, and I would like to highlight
a few impressive statistics regarding our
examining corps. As of March 31, we have
8,223 patent examiners. Fiscal years 2018,
examiner hiring will be slightly higher than
the attrition level. Approximately 390 new
examiner hires are planned for fiscal year
2018. Examiner attrition rate as of Q1 of
fiscal year 2018 is 3.9 percent, which is at
near historically low levels. The experience
of our Patent Examining Corps continues to be
tremendous. The average experience is 10.7
years. Two examiners have over 50 years of
experience. Unbelievable. Ten examiners have
40 to 50 years of experience. 130 examiners
have 30 to 40 years of experience. Just
remarkable all around.

In terms of filings, new serialized
filings are up 2.9 percent versus this time
last year.

So, overall and in conclusion, this
administration is focused on creating

sustained economic growth, and innovation and



IP protection are key goals in support of that
mission. What we do here at the USPTO 1is
critically important. By addressing the
various issues I mentioned earlier, from
subject matter legibility to a carefully
balanced post-grant process, to ensuring that
our examiners have the tools they need for a
thorough search and examination. We can
ensure that our patent system provides the
predictability and stability needed.

I want to emphasize that balance is
key and we firmly have in mind the various
interests of our numerous and diverse
stakeholders. Finding the right balance on
all of these issues requires work and a
holistic, collaborative approach. Together we
are all part of a remarkable patent system,
and I firmly believe that we have a unique
opportunity to ensure it meets its full
constitutional mandate to promote innovation
and grow our economy.

I look forward to working with all
of you, all the members of PPAC, all of our

stakeholders, and the members of our broader



IP community in support of this great

endeavor.

Thank you again for your support and
for all of your collaborative efforts. Thank
you.

MS. JENKINS: Thank you. Would you
take a question if I have any from the
members?

MR. IANCU: Even more than one.

MS. JENKINS: Even more than a
question. Mark. Thank you.

MR. POWELL: Yes. I consult with a
lot of agencies at the federal and state
level. I wish you all would put out the
statistics on how many persons of your
examining corps have master's degrees,
doctorates, JDs, MDs, whatever. It is a most
impressive list. People need to be aware of
that. I guess between this agency and NIST,
there are no others like it in terms of
education experience.

MR. IANCU: Yes. Thank you. It's a
remarkable set of examiners that we have.

Collectively the knowledge here is tremendous.



Thank you.

SPEAKER: I get very excited. Most
of my 20-year career has been in patent
prosecution work (inaudible), working with
people that are brilliant, bringing innovation
to commercialization and so on. I mentioned
yesterday during one of our meetings there was
a 60 Minute special a few weeks ago on the MIT
media lab, and it was absolutely fascinating.
And in a short period of time, I was Jjust
wondering, I love the idea of celebrating
innovation. Maybe you can give us some
examples. I know you've traveled the country
and met with lots of people, and I just get
excited over the concept.

MR. IANCU: Yes. Thank you. We
have so many amazing inventor stories in this
country. It is truly inspiring. And as a
country, we do so much to celebrate all sorts
of aspects of our public life from movies, to
music, to literature. I think that we can do
more to celebrate the amazing contributions of
our innovation ecosystem and inspire the next

generations to emulate these tremendous



figures in our history, both past and present,
and encourage further innovation in that way.
And this week we are inducting in the National
Inventors Hall of Fame a bunch of unbelievably
new inductees. Just speaking to them as I did
last night, it is so inspirational, and also
exciting and interesting the stuff that people
do if we could only communicate more
effectively, I think the broader public would
benefit tremendously. Thank you, Peter.

MS. JENKINS: Anyone else on the
committee? Any other questions while we have
him here? He's actually going to be leaving
shortly, though he may come back. (Laughter)

I want to share that we were on a
panel together at the ABA-IP meeting the other
week at Crystal City, and it was a women's
panel. And I want to share what an
inspirational and heartening speech you gave
about, not only women here working at the
USPTO, but also the many inventors, the many
women inventors, and I thought it was very
well received by the audience. So, you've

been doing a lot of speaking. I know you



haven't been here all that long. Is there
anything that's surprised you about the
agency, or not surprised you about the agency,
that you could share?

MR. IANCU: Sure. First of all,
thank you for those comments. I very much
appreciate it. It is really important that we
have a broad outreach effort into the various
communities that participate in our innovation
ecosystem.

In terms of surprises, not really.

I am, on the other hand, tremendously
impressed. I'm impressed with the leadership
of the office. I'm impressed with the folks I
work with on a daily basis; the commissioners,
the people on our executive committee. And
I'm impressed with the various examiners and
managers that I have managed to meet over the
past two or three months. It is a remarkable
agency, as was mentioned a few minutes ago,
and I really wish more people would know about
it. The amount of technical and intellectual
property knowledge here is absolutely

tremendous. So, 1t's been a real



inspirational few months. It feels more than
just a couple months, though, I don't know.
(Laughter) Has it been? I don't know. It
feels like it.

MS. JENKINS: That's one thing as
Chair that I've really focused on, is that
this office does so many great things, and I
share all the comments from the committee and
what you've expressed. And PPAC -- one of my
goals as Chair is to get the message out
because I think these meetings are so helpful
for stakeholders and you learn so much, and
whatever we can do as a committee to help the
office get the message out and help you get
the message out, please, we're here for you,
so to speak.

MR. IANCU: I appreciate that. And
to your point and Peter's point, obviously the
main thing we do here is we examine patents
and issue patents and we register trademarks.
That's obviously the wvast, vast majority of
our efforts here. But, we are also the
leading agency on innovation in the United

States, so we want to engage in a broad effort



to support and encourage and inspire more
innovation. The more we do of that, I think
the better it is for the country. Our
relationship with PPAC, I think, is critically
important to that extent. You are a face to
the public and an interface with the public,
and I think that's helpful from that point of
view. Of course, also very helpful on the
operations of the day-to-day operations of the
office.

SPEAKER: Just real quick, I'll say
on the 101 front, I think the PTO has done a
really good job. Last year they had -- we're
trying to get the message out and changing
things. They had two round table events, laid
the foundation, and I would encourage you to
either have more round tables or webcasts.
Bob Bahr does a terrific job, and his team and
Drew and many people. But, those events were
well received. Everyone understands the
challenges, but bringing people together, I
think those round tables and getting the
public involved in such a critical issue are

really recommended strongly.



MR. TIANCU: Thank you.

MS. JENKINS: Thank you. I know
Jennifer, she's our taskmaster, so got to keep
on time.

With that we're going to do our next
step, which is, we go around the table and
introduce everyone. So, if we could start
with Pam.

MS. SCHWARTZ: Pam Schwartz with
POPA and PPAC.

MR. GOODSON: Mark Goodson, PPAC.

MR. SEARS: Jeff Sears, PPAC.

MS. CAMACHO: Jennifer Camacho,
PPAC.

MR. LANG: Dan Lang, PPAC.

MR. THURLOW: Peter Thurlow, PPAC.

MR. WALKER: Mike Walker, PPAC.

MS. JENKINS: Marylee Jenkins, PPAC.

MR. HIRSHFELD: Drew Hershfeld, PTO.

MR. FAILE: Andrew Faile, PTO.

MS. MARTIN-WALLACE: Valencia
Martin-Wallace, PTO.

MR. POWELL: Mark Powell, PTO.

MR. BAHR: Bob Bahr, PTO.



MS. JENKINS: Great. We now know
who is sitting at the table.

I also want to share that one of the
things that people have been watching PPAC
over the past year—-and-a-half, we've really
tried to change the way that we do the agenda.
We've looked to get more input from the
committee and more input from stakeholders and
we are listening, and so we try to incorporate
those suggestions into our agenda. The office
has been great to work with us to try to get
an agenda that hopefully people are interested
in and want to hear more about. So, some of
the topics that are new for this meeting;
plant patents. Give a shout-out to Mike for
that. Obviously, you're going to hear
discussion about SAS for PTAB. And, we also
are looking to, based on the director's
comments, we included a segment on searching.
But, we are listening. So, if you do have
suggestions.

I also will remind everyone that we
are taking questions during the meeting. It

will be through email, so you can submit



questions to our PPAC email address,
ppac@uspto.gov, and we will do our best to try

to get those questions answered during the

meeting.

So with that, I think I have Robert
Clarke. He is going to be presenting on the
manual. So, Robert, take it away.

MR. CLARKE: Okay. I guess if we
slide to the next group of slides. I'm Rob
Clarke. 1I've served as the editor of the MPEP
for about the last six years. 1I've been asked
to give a very brief overview of the most
recent revision to the MPEP.

The most recent revision was in
January of 2018. There are merit changes to
15 chapters. The summary of the changes ran a
little over 50 pages and included a
section-by- section discussion of the changes.
As I said, very brief period and my boss is
talking after me, so we're not going all of
the changes.

MS. JENKINS: Rob, sorry. Can you
get closer to your microphone?

MR. CLARKE: Oh, sure.



MS. JENKINS: Thank you.

MR. CLARKE: One of the (inaudible)
changes that was included in the update was
kind of a soup-to-nuts approach to Markush
practice. There are a number of sections that
were added or revised.

2117 was added to provide guidance
on what a Markush claim is. It's merely a way
or reciting a list of alternatives from a
closed group, and the alternatives are
referred to as a Markush group or a Markush
grouping.

706.03(y) was added to provide
guidance on making over a merits rejection for
improper Markush grouping. That rejection
should not be made where the members of the
Markush group have a common use and are
members of a physical, chemical or art
recognized class. That section does have a
number of examples of proper and improper
Markush groupings.

In 803, the change there was merely
to say that where an examiner issues a written

Election of Species requirement, which is



common where there is Markush grouping, that
they should not include the rejection for
improper Markush grouping with the written
election.

The other two sections, 2111.03
deals with construction presumptions, and
2173.05 deals with definiteness issues where
you have a Markush grouping.

The next large topic is the Dynamic
Drinkware impact on applying prior art under
former 35.U0.S.C.§102(e). What Dynamic
Drinkware created was a new requirement where
you're applying prior art under that former
provision as of a prior file relied-upon
provisional applications filing date. It does
require that at least one claim in the applied
patent find adequate written support in the
prior provisional application. There were no
changes to the preexisting requirements that
there be at least one inventor in common, or
that the subject matter being relied upon in
making the rejection exist in both the applied
patent and the relied-upon application.

Some things that have come up in



implementation of this are whether or not
there was any change in guidance under current
102 (a)2. No change in that guidance.

And the other question was, is there
a relationship required between the claim that
is supported in the relied-upon patent and the
subject matter being used in making the
rejection. There is no relationship
requirement. They can be directed to
different subject matter.

Subsequent to the August revision
date of the manual, the courts expanded
Dynamic Drinkware, so where you apply an
international application publication or a
PG-Pub under the former 35.U0.S.C.§102 (e).

That new requirement would also be required
for using that type of prior art. Again, no
change to whether a similar reference would be
subject to that requirement under 102 (a)?2.

Double patenting. This one 1is an
interesting one where you have a provisional
non-statutory double patenting rejection that
is appealed to the board. As you all probably

know, the board has issued a precedential



opinion that they need not reach a provisional
non-statutory double patenting rejection if
it's appealed to the board. This guidance is
where the sole rejection of a claim is the
non-reached provisional non-statutory double
patenting rejection when it comes back down to
the examiner after the appeal that the
rejection should be withdrawn.

The next two slides are exemplary of
a number of cases that were added in 2100. If
you go to the summary of the changes, you'll
notice that a large number of cases have been
added to 2100, and these are just two.

The Cubist case is interesting in
that the applicant had actually misidentified
one of the amino acids in an antibiotic. It
actually reversed the stereoisomer. But, the
disclosure also included the method of
obtaining the antibiotic and some
characteristics, and if you use that method to
create the antibiotic, you got 100 percent of
the proper stereoisomer. So the gquestion was,
did the applicant have written description and

possession of that invention, and the court



said yes. 1It's an example that you don't need
pre hoc verba support for claims.

The next case, the Yeda case, 1is
similar, but it's directed to written
description where you have a parent and a
child application and intervening prior art.
And the parent application did not have the
full sequence of a protein, and the child, of
course, had the full sequence of the part of
the protein that was relevant. The parent
application did teach how to isolate the
protein and additional characteristics of the
protein, so the question was, was the claim
entitled to the benefit of the relied-upon
parents' filing dates as a written description
question, and the court said that it was. So,
it's a nice additional example of, you don't
need pre hoc verba support in order to be
entitled to the benefit of a relied-upon prior
application.

As I said, my boss instructed me to
go quickly, so that's (laughter) the end of my
prepared remarks, but I'm happy to take

questions. It is interesting going before



your boss.

SPEAKER: Rob, great job. Those
quick questions on the written description
requirement, that's much different. I think
practitioners would say in Europe, it's much
stricter ad compared to the U.S., so those are
good cases to know.

MR. CLARKE: Correct.

SPEAKER: And then just a silly
question. Do they still print the MPEP?
(Laughter) Because when I started practicing
20 years ago, that was one helluva book.

MR. CLARKE: Right. We do make
paper copies available --

SPEAKER: Not that I want one.

MR. CLARKE: -- within the patents
organization. It does take some time. The
electronic publication is faster, obviously.
And it's quite thick.

SPEAKER: My more serious question
is, 1if I'm an examiner, what do I go to? Do I
go to the MPEP? Do I go to the memos? We had
an issue with 101 shortly after the memo came

out on Berkheimer, I believe. And the



examiner said we didn't get the training on
that and they're waiting for certain sections
of the MPEP to be updated, and so on. So, I
guess as an examiner, there's so much
information, where do they go?

MR. CLARKE: Right. So, one of the
changes we've made recently in the manual 1is,
each section in the manual includes a date,
and that's the date that we believe the
section is current. So, as of this date, we
believe this is reliable. Obviously, there
are memos that come out from Bob's
shop, -- well, my shop -- that revise the
existing section. So, 1f the memos have come
out and they said, this is effective
immediately and the manual will be updated in
due course, the memo would control.

SPEAKER: And that's what we said
too, but there's a training requirement and
stuff. From a practical standpoint, that's
what happens.

MR. CLARKE: Thanks. I'll make a
note of that.

(Laughter)



MS. JENKINS: Bob, are you going to
start?

MR. CLARKE: Unless you have anymore
questions.

SPEAKER: I just wanted to add one
point to Peter's topic. On Berkheimer, we did
come out with a memo simultaneously with
starting to train examiners. It's absolutely
true that examiners got the memo and then were
trained sometime after and are being trained
now as we speak. There's always that lag, and
we run into the situation, do we go and train
8,000 people first before we come out with a
memo, and we've done that sometimes in the
past. This time we chose to just come out
with the memo when it was ready so that
everybody can see it. We thought it was
mostly understandable by examiners, so we
decided to come out with a memo and then start
the training. I know Bob might get into some
of that training, but we do run into the
problem that the minute the memo comes out,
it's in effect in use and examiners haven't

had the next step of training other than



reading the memo.

MS. JENKINS: Just to put everyone
on the same page and why I'm running around a
little bit, we're having some technical
difficulties. We're being transcribed. Yeah.
(Laughter) But we don't have the livestream.
So, we may have to do a little finagling in
the meeting because none of the director's
comments were heard by the outside audience.
So just bear with me during this meeting.
Okay? With that -- It's just here. 1It's just
within the cone of silence.

(Laughter)

MR. BAHR: Except it's being
transcribed. (Laughter) Thanks, Rob.

I want to discuss the subject matter
eligibility, including the changes in the
MPEP. As Rob mentioned, the MPEP is revised
up to a particular date, and I think the
revision date for most of the MPEP now is
August of 2017.

MR. CLARKE: Correct.

MR. BAHR: What I'm going to talk

about in the MPEP is current, but up to August



of 2017. And the MPEP process is a data which
Rob and, frankly my area is finished with it,
and then we hand it off to get the various
approvals. The MPEP actually has to be
approved, not only within the office, but by
the Department of Commerce and by OMB before
we can publish it. There is sometimes a delay
between when we are done, the end date, and
when we get approval to publish, which did not
occur until late in January. So, there is a
bit of a lag.

SPEAKER: I think people will be
shocked to know that the MPEP has to be
approved by the Department of Commerce and the
OMB before it gets published. Just maybe
government procedures and so on, but that's
kind of shocking.

MR. BAHR: That's the current
government procedure. That wasn't true when I
started in this job, but for the last few
years, we actually have to send it to the
Office of Management and Budget for their
approval. I'm not sure what they think about

it when they look at it, (laughter) but like



Rob said, it's about a foot high at this
point.

With respect to subject matter
eligibility guidance, as was mentioned, I have
issued a number of memos and we published
several Federal Register notices on it. One
of the things that was liked about that is
that we get information out fairly quickly.
One of the things that was disliked about that
is it put the information in a bunch of
disparate areas. So in 2017 we put all of it,
like I said, up through August, into the MPEP.
So now, as you can see in this little funnel,
that all of that information has now been
incorporated into MPEP Chapter 2100. That's
the good news. The bad news is, it's only
current up to August of 2017.

With respect to just going through
the MPEP, the subject matter eligibility is in
2106. It has the two criteria for subject
matter eligibility. One, the USPTO step 1
that would be directed to a statutory category
of invention, and the step 2, or the

Mayo/Alice framework that basically they made



sure that the invention is not a judicial
exception to patent eligibility.

Sorry, I'm doing the speaker instead
of the clicker. 1I'm just going to breeze
through these slides because they will be
posted online, and I'm sure it's things you
already know. The flow chart for eligibility
analysis has been changed a little bit. The
Mayo/Alice two-step framework hasn't changed,
but we organized it a little differently. We
put in what we call three pathways to
eligibility. The first pathway is the
streamline analysis for claims that so clearly
directed to a patent-eligible invention that
we feel that examiners should not spend their
time going through the two-step analysis.
These would be eligible at what we call
pathway A. First is with the examiner
determines that the claim is not "directed to
a judicial exception", the claim can be
considered eligible at pathway B. And
finally, even if you go through those steps,
if the claim has something that would amount

to "significantly more" or, what the Supreme



Court calls an inventive concept, then the
claim can be eligible at pathway C, the third
step there. $So, it has the pathways A, B, and
C to eligibility.

The statutory category has been
mentioned. Those are discussed in MPEP
2106.03.

With respect to claims being
directed to a judicial exception, that's in
2106.04. Those are basically the judicial
exceptions, and this section of the MPEP
(inaudible) detailed information on the
judicial exceptions.

The next step, pathway C, or our
step 2B, is in 2106.05. That's the provision
for if you have a claim directed to a judicial
exception, that resolves the question of
whether or not it's directed to significantly
more than a judicial exception itself, and
2106.05 has more detailed information on that.

Finally, the streamline analysis 1is
in 2106.06. That's the one for claims that
are self-evidently directed to eligible

inventions, and this also discusses claims



that are unambiguously directed to
improvements in technology or in computer
functionality.

Next, we also have a section on
formulating eligibility rejections. So once
an examiner makes a decision and if the
examiner comes to the conclusion that the
subject matter is patent ineligible, then this
section of the MPEP 2106.07 discusses how to
make a proper subject matter eligibility
rejection.

That was the MPEP in a nutshell.
Next, for other information we make available
to examiners is, we have something called a
Quick Reference Sheet, and these are all of
the cases where they discuss that something is
considered an abstract idea. They have them
grouped by categories to somewhat help
examiners find the most relevant cases
quickly.

We also have an aspect of this Quick
Reference Sheet having the decisions that hold
claims to be patent-eligible, and this later

chart we have been updating pretty much every



month to put in the most recent decisions.
Though we have these included, I think we plan
to update it to include the more recent Vanda
decision concerning diagnostic methods and
methods of treatment.

Next we have a case (inaudible)
chart that has all of the decisions on subject
matter eligibility. This just shows one
decision. It has basically what the decision,
whether or not it's precedential or
non-precedential decision with an opinion, and
the case name and various information about
where the application was classified and
grouped.

Sometimes decisions are what we call
split decisions where some claims are held
eligible and some are ineligible, and this
also points out what claims were held and
which ones were held ineligible for those
cases.

SPEAKER: Bob, for the quick
reference guide, I've used it and sent it to
clients and they find it helpful.

MR. BAHR: Which?



SPEAKER: The quick reference guide.

MR. BAHR: Okay.

SPEAKER: The other two I haven't
seen too much, so as you update them on a
monthly basis, maybe you could send it to
PPAC. We could distribute it and so on,
because it's helpful information.

MR. BAHR: Sure. This one is just a
spreadsheet. 1It's like, I think, an 8- or
10-page spreadsheet of cases. But if you
want, I can do that.

SPEAKER: Yes. 1It's helpful.

MR. BAHR: Okay.

SPEAKER: Thanks.

MR. BAHR: If I can take a quick
side journey from subject matter eligibility.
We have issued a few memos since the MPEP
close date of August 2017. This decision
Amgen v. Sanofi, this was a particularly
frustrating decision, not because of what it
held, but because it came out in October of
'17. We looked at it and I said, we haven't
even issued the MPEP and it's already out of

date because of the lengthy review process.



So, we actually understood that we would have
to issue a memo and actually this one was a
special case because it resulted in two memos.
The first was, this case basically said that
the newly characterized antigen test should
not be used for determining written
description under 112 (a), so we issued a memo
on that back in February of 2018, and I think
Rob discussed this decision with respect to
the Dynamic Drinkware situation where there
has to be support for at least one claim and a
U.S. patent or U.S. published application for
that patent or published application to have
prior art effect under Pre-AIA 102 (e) as of
the filing date of the earlier provisional
application. So, this decision actually
resulted in two memos, and that later memo was
published on April 5th. These are all
available on our website.

Back to subject matter eligibility.
There was also a memo that discussed the case
law developments between August of 2010 and
January of 2018 primarily concerning the

decisions in Finjan and Core Wireless. This



was Just informational because these
reinforced the position that improvements in
software- based innovations can make non
abstract improvements in computer technology
and be considered patent-eligible at the first

step of the Mayo/Alice analysis, basically our

step 2A. So, this memo came out -- actually
I'm not exactly sure when -- but, this memo
was basically to sort of catch up. Now, at

the time we were doing this memo, there was
another decision that came out. Berkheimer.
This was directed with a different aspect of
subject matter eligibility, so it was put into
a separate memo. This decision basically
pertained to the enquiry of whether or not an
element or a group of elements represents
well-understood, routine, conventional
activities. And in this case, the federal
circuit found that this question in that
particular case raised a disputed factual
issue. In many cases, the patentee either
admits through in their specification or
during the pretrial, the depositions,

determining process, that something is



well-known. In this case, the patentee was
arguing over whether particular limitations
were disputed factual issues or, they raised
the issue of whether or not particular
limitations were actually well-known. And so
the federal circuit held that that's a
disputed issue of material fact and that
precludes a summary Jjudgment of ineligibility
for all of the claims, so it sent the case
back to the district court. We looked at that
decision and decided that we need to revise
our training instructions in light of this
decision. So basically we went from saying
that an examiner should conclude that an
element or combination is well-understood,
routine, conventional only when the examiner
can readily conclude that the element is
widely prevalent or in common use, and I think
it's based upon the examiner's knowledge in
that art. So really under preexisting
guidance, examiners should be using this
well-understood, routine, conventional, only
when the examiner is pretty certain that the

elements are in fact well known. After



Berkheimer it appears that there is a
requirement that this be a supported position,
so we have issued a memo that states that when
you make this conclusion or finding, that
something is well-understood, routine,
conventional. It has to be a supported
factual determination. The memorandum also
clarifies that the standard for considering
something to be well known is whether or not
you would have to describe it in detail in the
specification for that element to be supported
under 112 (a).

And also I point out that the MPEP
will be updated to incorporate this change
soon. (Laughter)

Basically, the memo states that the
support has to be one of four things, namely
an expressed statement in the specification,
or during the prosecution history by the
applicant that indicates that an element is
well-understood, routine, conventional.

It has to be in one of the court
decisions discussed in a particular section of

the MPEP where certain elements have been in



essence judicially noticed as well-understood,
routine, conventional.

The third one is somewhat new in
that you can rely upon a publication that
would demonstrate that an element, or
combination of elements, is well-understood,
routine, conventional.

Finally, there is an official notice
option. Previously official notice was used
in prior art rejections to establish that
something was known or well known. Since it's
somewhat the same thing as being established
that something is well-known, we felt that
when it's appropriate to use official notice
it would be appropriate here to say something
is well- known, routine, conventional, if the
examiner knew that to be the case. We wanted
to emphasize that the examiner really has to
be certain that something is well-understood,
routine, conventional before official notice
can be used.

SPEAKER: Bob, Jjust on this case use
as an example. How would an examiner get

trained on this? Do they get sent this



information? I think Andre said there's 8223
examiners, maybe half of which on are on the
hotel program.

MR. BAHR: Sure. What's going on is
we issued the memo, I think it was April 19th.
I've done seven web chats so far to bring it
to the attention of examiners. I'm going to
do an eighth this afternoon.

SPEAKER: Right.

MR. BAHR: So, we did a set of web
chats to very quickly bring the information to
the attention of examiners, but we were also
in the process of developing more
comprehensive training, which I believe 1is
slated to be delivered starting at the end of
May.

SPEAKER: And you're giving a public
web chat next week?

MR. BAHR: Next week. I'm going to
do a public web chat.

SPEAKER: Just on this?

MR. BAHR: Just on Berkheimer, but
obviously if somebody has other questions,

they're free to ask them.



SPEAKER: Good stuff.

MR. BAHR: Thanks. The other aspect
of the Berkheimer memo is that if in response
to an office action if the applicant
challenges the position that the additional
elements are well-understood, routine,
conventional, the memo points out as with any
situation where an applicant argues a
position, the examiner should reevaluate their
position and specifically respect to official
notice if the applicant challenges it and
states that the element the applicant does not
believe it to well- understood, routine,
conventional. Then the examiner would have to
provide one of the first three options or
provide an affidavit or declaration, which is
the same as current official notice practice
where if it's timely (inaudible) and the
applicant would have to find something to
backup his or her position.

That kind of concludes my talk,
except I want to point out that the first two
things I discussed, what's in the MPEP can be

kind of be viewed as the past. Berkheimer



memo 1is sort of the present, but as the
undersecretary pointed out, we are
reevaluating subject matter eligibility to see
if we can bring more clarity to this area and
more predictability. So basically, there may
be things coming in the future.

MS. JENKINS: Great. Thanks, Bob.

MR. LANG: Can I ask something?

MS. JENKINS: Yes, sure. Sorry.

MR. LANG: You mentioned before the
MPEP being about this high and I remember it
being more like this high when I started to
practice. Can you comment on the greater
complexity and length over the years and
whether there is any effort to eventually
streamline?

MR. BAHR: Sure. I'll go over
complexity and length first. I would say
there's two factors that have contributed to
that. First, the section that this is all
included in, Chapter 2100 on patentability.
That did not exist when I was an examiner.
When I was an examiner, the MPEP was about

three to four inches tall. There was no



section on patentability. There were no
sections on patent term adjustment. There are
many things now that did not exist 30 years
ago. So that's in part why it's getting
longer, and the patentability section is quite
thick. So, 1f you wanted to go back to the
good old days, we'd have to take that
(inaudible) MPEP, which I don't think would be
a good idea.

The second thing is streamlining.
There is a tension between making things
streamlined and making things comprehensive so
we have all the information in one place.
Sometimes there's suggestions about having a
streamlined version of it, but the problem
that that always entails is you would be
removing information which is usable, so
that's in part why those efforts, at the end
of the day, really haven't gotten us very far.

MS. JENKINS: One additional point
too is that the MPEP now currently essentially
covers two sets of laws, the Pre-AIA and the
Post-AIA, and so at some point in time we'll

be able to streamline it. (inaudible) phase



out on that.

SPEAKER: (inaudible) take some
things out like (inaudible)

MR. BAHR: Yes. Some things have
been taken out like (inaudible) of statutory
invention registrations. I would imagine that
some day they will take out the --

MR. CLARKE: (inaudible)

MR. BAHR: Oh, I'm sorry. Rob was
saying we've also been able to take out
injured parties from the exams.

MR. CLARKE: ©No. Soon. Soon.

MR. BAHR: Oh. Soon. Yeah.

Because there are still pending inter partes
reexams, it will probably be quite a while
before we can take out the first to invent
provisions because we still have many cases
from Pre-AIA. Pre first-inventor-to- file or
first-to-invent that we are examining, and it
will be some time before all of those cases
are out of the system. But, yes, there are
some things that will go away that we could
take out eventually.

SPEAKER: Rob, one last question.



It may be better for the next group on
operations, but just because of your
experience. I've been getting a lot of
questions about blockchain technology and AI
and future technologies and how they're being
handled. I'm not really sure how you could
respond to that, and when we go out to events,
there's so much discussion around the issue of
AI and blockchain, and I see a lot of
one-on-one issues there, but how do you train
the examiners on a new technology? Do you
have discussions on the new applications
coming in because blockchain is so new I could
tell you that we're getting inundated with
blockchain requests. So, any feedback would
be appreciated.

MR. BAHR: Sure. I'll defer to
(inaudible) . There's a couple aspects of
training. There's one training them on the
technology so they're aware with the most
familiar technologies. And we have programs
that do bring examiners up to speed on the
latest technologies. As far as the subject

matter eligibility aspects is that we are



considering these issues when we discuss with
the undersecretary what positions we should
take on that, and we are very cognizant of the
need not to cut off areas of technology
through overly broad application of the
decisions in Mayo and Alice.

MS. JENKINS: Okay.

MR. THURLOW: I would just add that
things like AI are not new. I was the
supervisor of the AI (inaudible) in the
mid-'90s. 1It's just now becoming very, very
buzz wordish and popular and actually evolving
to the point where it's useful. So I would
say that all of our 101 memoranda and
everything applies the same now as it would in
the future and for other technologies.

MR. BAHR: What we'll do in the
core, Pete, so when you have a new developing
technology within a work group or within a TC,
generally there's a request from the TC, oh,
this is developing. This is a new technology
developing. Let's say there's a 101 issue
that we want to kind of further investigate.

That will come up as a request to us for



training on that particular technology. A lot
of times that training request will come up
with examples, like here's the different kind
of claims that we're seeing that are a little
bit different than before. We'll get with
Valencia's shop, Equality Shop, and we'll look
at a way to get some training back to them.
Particularly they'd like a lot of workshop
style training. It's one thing we'll go back
and we'll emphasize the two-step test
obviously, but a lot of the training comes
through examples and just talking through the
different cases and trying to develop along
the lines of the two-step test. So it's kind
of a back-and-forth between a request, us
getting some training to them, and the TCs
getting together workshop style, looking at
examples and trying to figure out where to
draw lines.

SPEAKER: As we celebrate
innovation, as we do those things, you may
want to bring some of those folks in, the
experts in that area, so you can marry the two

together because it's just a really hot area.



SPEAKER: Okay. That's a great
comment. Thanks, Pete. We'll do that. And
we do have our PETTP program where we do bring
in experts on technology to come in and speak
to examiners.

MS. JENKINS: Okay. We're going to
move along. So, just FYI, the bubble has been
removed, so we're now live streaming.

Out to the live stream audience, if
you experience difficulties again, if you
could email us and tell us, that would be very
helpful. And we'll try to monitor that to
make sure that we're still live streaming.

With that, I think we are going to
move to -- and thank you on that presentation
for the MPEP and Section 101. And I do share
Dan's comments about the size of the MPEP and
how I don't want to even have that as a book
anymore, (laughter) to even consider trying to
carry it around.

MR. BAHR: You know, we do make
electronically available.

MS. JENKINS: Yeah, we do, don't we?

MR. BAHR: That's what I use.



(Laughter)

MS. JENKINS: Yes. Oh, yeah. Right
back at you. So, for operations, Andy,
who -- are you going to lead for operation?
Why not? Okay, great. Thank you. Andy
Faile.

MR. FAILE: Okay. Thank you,
Marylee. Good morning. We have a couple
different presentations from our update for
this morning. One is on our customer
partnership meetings, give you guys a sense of
where they're going and when some meetings
that we've had, and we've got a lot of
activity in this area, so I really appreciate
everyone that's come to a customer partnership
meeting and given input to our groups on what
you guys want to hear as far as from the TCs
perspective looking at all kind of examination
issues that occur in the TCs.

The second part is, I'm going to
say, a demonstration or kind of a very
high-level look into the patent examiner job.
We call this a day in the life of a patent

examiner. There's an emphasis on what they do



in searching. Obviously, in the time
constraints we have it would be impossible to
communicate exactly what an examiner is doing
on a day-to-day basis, even a portion of it.
But what we'll try to do is have the team walk
through some of the things that examiners are
doing on a day- to-day basis, looking at the
tool sets that they use. There's a number of
different tools they use in their examination
every day. We'll walk through that. We'll
walk through that. We'll have an emphasis on
the searching.

A couple notes about that
presentation. If we could try to hold
questions to the extent possible until the
end. There's a lot of material for them to
get through. That would be helpful.

And then, number two, in your
handouts there's a lot of slides. A lot of
the middle of those slides are screen shots.
Since part of what the team is going to
discuss 1s actually a live demo and searching,
we put some screen shots in the material so

you'll have a takeaway from that, since most



of that will be live. So, we won't
necessarily walk through all the slides in the
slide set, but they're there for your
reference later on.

So, let me start with Jack Harvey,
Assistant Deputy Commissioner, TCs 26 and 36,
to do the customer partnership part. All
right, Jack.

MR. HARVEY: Thank you. I'm just
here to introduce Tammy Goddard. So, Tammy
has been working. She was on detail with the
assistant deputy commissioner's group for a
few months, and part of the things that she
brought back with her was to work on the
customer partnership meetings. So she took
the lead and brought a few other managers
together to put together what you're going to
see today.

We've been doing customer
partnership meetings for many, many years, and
we want to encourage it and become more of a
standard operating procedure for our customers
and the employees here at the office. $So this

is what Tammy's been working on. So I'll turn



it over to Tammy. Go ahead.

MS. GODDARD: Thanks, Jack. So good
morning everyone.

So one of the ways that the agency
engages with our stakeholders through our
customer partnership meetings, also known as
CPM. $So I'm here today to talk briefly about
what it is, its benefits and our future plans.

The main purpose of these meetings
is to strengthen the relationship between the
agency and our stakeholders by devoting at
least a day to discuss various examination
policies, procedures, showing mutual concerns,
engendering ideas and feedback through direct
interactions with the technology centers.

The form of wvariation TC to TC, but
generally it consists of some combination of
presentations from both sides. Small groups
(inaudible) in a sharing session and Q&A
panel. Each TC generally hosts at least one
meeting per year and as many as four each
year, either in collaboration with another TC,
an outside group, or on their own.

The earlier meeting of CPMs is dated



back as early as 1999, and there were up to 10
meetings in 2017. At each meeting and year
after year, the format of it continues to
evolve based upon the customer feedback to
make it more effective and more available for
our customers.

Some topics include legal and
technical discussions, such as 101 is a huge
topic right now, as well as 112 (f) or
motivational statements. We also go over
updates on various initiatives, such as
Clarity of the Record Pilot Program,
Interview, After Final Practice. We also show
you a glimpse of our culture as well, such as
how examiners are trained or how our TC is
organized.

So far as of today, we held six
meetings thus far, and we plan to have six
more by the end of this year. As details
become more finalized, all the information can
be readily available on our website.

In addition to finding out more
information on future events and past events,

when you visit our website you can also sign



up to participate either as a speaker or an
attendee as well as leave feedback and
suggestions for topics and formats.

So with that, I'm happy to answer
any questions or for more information you can
visit our website or email us at
patentspartnerships@uspto.gov. Thank you.

SPEAKER: The meetings are really
good. And we would encourage more of them.
I've only attended a few. I want to attend
more. That good. The motivation statements,
real quick, are interesting because we find
examiners don't buy into that during
prosecution, not really a way to getting a
patent, that they haven't provided the
motivations and combined the references.
Interestingly, when you file a PTAB petition,
if you don't have that statement, they'll
reject the petition. So, there's a little
inconsistency, 1in our opinion, from how the
motivation statement or motivation issue with
103 is used, so if that topic can continue to
being part of the meetings, that would be

good.



And then just real quick, I haven't
attended a meeting in a while. Did you mix up
the panel discussions between folks from the
public and then folks from the patent office?

MS. GOODARD: Yes. Each format
varies. Yesterday we held a CPM meeting with
TC, hosted by TC 3600 and 3700, and consisted
of various panel members. Some were joint
from internal and external and some were all
external, some were all internal. So, it
varies based upon the feedback we're getting.

SPEAKER: Okay. And the training
issue always comes up too, so to the extent
you could put that out on (inaudible)
training, (inaudible). Thanks.

SPEAKER: I'd just like to add, in
the past, as Tammy mentioned, we'wve had
partnership meetings. We've had them in
certain technologies. What we've tried to do
is really expand that so virtually any
technology area can come in and have a
partnership meeting during the course of a
year. As Tammy said, there's about 12 coming

up this year that somebody can come in and



talk about the issues specific to that
particular technology. The teams have done a
great job doing this. I also just find
another intangible benefit of the partnership
meetings 1s Jjust, who am I working with on a
day-to-day basis, and so this past year a lot
of our partnership meetings started off with
introductions and, here's the staff from PTO,
here's where you go if you have a problem, if
you have an issue. So, I think these were
huge.

SPEAKER: Web casts, right? They
used to be.

SPEAKER: They are web cast. Yes.
I'm going to go back to the previous 101
discussion just because Bob and I are actually
exchanging emails about your question before
about some of the documents. Those are
actually available all on our website. The
Quick Reference Sheet, the Claim Chart, so
what Bob went through are available.

SPEAKER: My point was, 1is the
update on a monthly basis so they could send

it to PPAC?



SPEAKER: Absolutely.

MR. HARVEY: Moving on. A little
further down the table we have a laptop that
we're using, so we have Jessica Manno, who is
a supervisor in 2800 along with Kevin Parendo,
who 1s going to be giving the demonstration.
I'll turn it over to you.

MS. MANNO: Good morning. As Jack
mentioned, my name is Jessica Manno. I'm a
supervisor patent examiner in Art Unit 2828,
which is part of the Semiconductor workgroup
in Technology Center 2800. I was asked to
help organize and facilitate this
presentation. Also here with me today is a
primary patent examiner, Kevin Parendo, also
from Technology Center 2800. He will be doing
a live search demonstration. I'll start with
a brief overview of a day in the life of a
patent examiner, and then hand off the
presentation to Kevin.

The information in these slides was
generated with the assistance of several
patent examiners from electrical and chemical

technology centers. So, how does an



application arrive on an examiner's desk?
Incoming patent applications are given a
classification based on the subject matter of
the application, and this classification is
used to assign the application to the
appropriate technology center.

There are nine different technology
centers, in which over 8,000 patent examiners
are assigned. The technology centers are
divided into broad categories that examine
chemical, electrical, and mechanical arts as
well as plans and designs.

Search techniques vary across the
different technology centers, and we will just
show you today a sampling of some of these
techniques.

So, what does a patent examiner do
after the application lands on their desk?
They start by reading the contents of the
application to get an understanding of the
claimed invention. Then they determine
whether the application is adequate to define
the boundaries of the claimed invention, and

they also determine the scope of the claimed



invention.

Next, they search the associated
existing technology to find any relevant prior
art, from which they eventually determine the
patentability of the claimed invention, and in
turn provide a response to the applicant
regarding the patentability determination.

The following are a list of electronic tools
an examiner uses during the examination
process. The first is the Docket Application
Viewer, also known as DAV, which the examiner
uses to view their docket and patent
applications. This tool is used to assist
with viewing the application contents in
determining the meets and bounds of the
claimed invention. This is similar to Public
PAIR. Examiner also uses search tools,
specifically East or West, or other electronic
databases to search for relevant prior art.
In addition, the examiner uses either the
Office Action Correspondence Subsystem, OACS,
or Official Correspondence, OC, to write up
outgoing correspondence called office actions

with the applicant their representative. Note



that the office is currently in a transition
period from OACS to OC, which is why both
tools are currently being used. For purposes
of this demonstration, we will primarily focus
on some of the search tools.

How are search strategies developed?
The first step to develop a search strategy is
to understand the claim it mentioned and the
metes and bounds of the claims. In addition,
the examiner may consult with other examiners,
review any cited prior art, such as
information disclosure statements or
third- party submissions, and any associated
patent family documents to aid in determining
their search strategy.

But why do examiners search? What
are some of these reasons? They search -- the
search can facilitate claim interpretation,
determine the state of the art ambition to
finding relevant and prior art, and then
eventually making the patentability
determination.

So where do examiners search? They

search in U.S. And international patent



literature databases, they do electronic
searching in -- for publications or websites,
and pretty much they search anywhere they
might find the information they need with the
evidence of the data publication or
availability. Keep in mind, this is not a
non-exhaustive list and it 1s not a
one-size-fits-all for every application.

So I am going to now pass the
presentation off to Kevin.

MR. THURLOW: Hey, Jessica. Could
you refer -- could you go back two slides?

MS. MANNO: Yep.

MR. THURLOW: One more, three.

MS. MANNO: Oh, sorry.

MR. THURLOW: So the challenge we
have for applicants is the claim
interpretation, we understand, determine the
scope of the invention. Many folks in the
public don't believe the examiners sometimes
understand the aspects of the invention
initially and sometimes it takes two or three,
say at least two go around before they

understand sometimes I get references later in



examination that we would wish that we got on
the first of the section. So my question 1is,
would you -- what do you think about a pilot
program? We talked about it yesterday. If
applicants along with the submission
voluntarily submitted potential search terms
for you to help figure out the search terms.
Because if you don't understand a technology,
well then, it's difficult to do a search.

MS. MANNO: I'll let Andy.
(Laughter)

MR. FAILE: I'll take that one,
Pete. Yeah. So any information we can get to
the examiners to help in doing searches, I
think, is a valuable thing to do. We probably
want to talk more through what kind of terms
will we get and then certainly evaluating
whether that's helpful or not, I think, was a
good thing to do. But any information that we
can get into the application from any source,
whether it's looking at the relationship of
the in stant application of any foreign
counterparts and they've been searched by EPO,

JPO, et cetera, and grabbing that art and



looking at that.

We have a project now that Bob
in -- Bob Bahr and Mark Powell are working on
to try to put that together, if you guys have
heard from previous PPAC meetings. But
anything where a flow of information can come
into the case and the examiner can use that to
construct search queries, to plan field of
search, et cetera, I think, would be great.
We just have to sit down and talk about if we
wanted to pilot something like that, what
would the parameters be, what are we actually
trying to learn, and kind of go from there.
It's a good suggestion.

MR. THURLOW: My overall --

SPEAKER: So it is a few -- the
office has done a lot. 1I've been on PPAC six
years and obviously I ask way too many
questions, but the point is, is the office,
Valencia, everyone --

SPEAKER: Yeah.

SPEAKER: -- and Drew has spent a
lot of work on patent quality. But if you get

a crappy search —-- excuse the language -- a



crappy search, then examination's not going to
be that great.

MS. MARTIN-WALLACE: So, Pete, just
to follow-up. What a great suggestion. It's
an area that we've been looking into. In
fact, the deputies and Drew have had some
discussions about our whole pre-search process
we have. Currently, we have our diagnostic
interview pilot that -- that's going on and
hopefully very soon we will be able to give
you an update on that. And we're looking
into -- we presented to you a couple of PPACs
ago, sessions ago, our application readiness
and results of the survey and one of the
things that came out of that as a result was
looking into search terms being provided as
part of the filed application and the
necessity of that to help assist examiners.

So those are -- it's a great idea. It's
something we've been thinking of and something
we're looking into right now.

MR. WALKER: I have another question
along those lines. So hearkening back to what

the Director said about narrowing the gap



between what does the prior art that's
uncovered in the -- by the examiners and what
is found in litigation and maybe PTAB trial,
the AIA trials. I mean, are you going to look
at -- I guess, one question is around
non- patent literature and what the scope of
the examiners search or not because when I
looked at the list up there, obviously a lot
of it is patent literature-related cases. But
it would seem to me to narrow the gap, you
have to understand what is the gap? Is it
non-patent literature or is it patents that
are being missed? Is there going to be some
study, because to narrow the gap you have to
kind of understand what the gap is.

MS. MARTIN-WALLACE: You guys,
you —-- (laughs) we need to have you in our
meetings because these are all the things that
we've been discussing in how to move forward
with on what we need to search and study more
of. I mean, we've -- we have great ideas that
we've researched and where before maybe not
necessarily at the right time something that

Andy and his team were looking at quite a bit



is crowdsourcing and we're revisiting that, if
that's something which would help with
especially non-patent literature for us.

And yes, you're right. 1It's just a
world of -- and Director Iancu said that
during his beginning talk, it's just a world
of non-patent literature out there. And we're
finding a little bit of all of the above, when
examiner in doing their search and then having
the amount of time to not only explore
patents, but non-patent literature and also
the references that are coming in, and
exploring that and the relevance, what we do
with our post-grant outcomes, which is
something Jack Harvey -- that program that he
put together and is working really well, that
explores references that are coming in.

So we are doing all of the above
right now and trying to identify where to
begin. So, love all of your ideas; keep them
coming, please. It's helping us to not only
look into and consider new ideas but helps us
validate what we are doing and what we're

planning. And hopefully, in the near future



we'll be able to give you more information
about what we're doing.

MR. WALKER: Okay, just a side
comment. One of my long-time
colleagues -- this is a tough job, this
non-patent literature. And one of my
colleagues said his favorite publication was
the Mongolian Journal of Ornithology, so
(laughter) good luck finding articles
published like that that might relate to an
intern. (Laughter)

MR. FAILE: So, Mike, it's a great
point. So in -- exactly as Valencia said, in
starting this out, if you're looking at from
the point of view there's a gap between some
arts that's found post-prosecution and in art
that's found during the prosecution, one of
the things, I think, is very important is to
study not only what type of art was found, but
how did they actually find it? Is there
something there that can be learned and
imported back to the front of the process that
we can make sure we've looked at that at the

front of the process? So one of the things, I



think, would be very worthwhile would be to do
some type of study of the gap, the references
found later in and of themselves to see at
least what type of references are found, are
they MPL, are they U.S. Patents, foreign
patents, et cetera, got to get a sense of what
that is, the universe of those.

And then more importantly to me is,
how was this found, should it have been found
during prosecution upfront, and then how the
art was uncovered. And if any of those
learnings we can import back to the front of
the system, I think, that's going to actually
strengthen everything. So that's a piece of
what we're looking at, as -- in terms of kind
of a study and trying to figure out and learn
from the backend of the process.

SPEAKER: Can I say something?
Valencia mentioned the application readiness
and I think that that's really important
because the studies that the Agency did showed
how important the examiner's-filed examination
readiest -- readiness is to the process. And

when you get an application that you can



clearly understand when you do your first
search, that's so important to the quality of
the art that you find. If it -- if you go
through that process that Peter was talking
about and it takes two or three for the
examiner to understand what's there, you've
lost that opportunity for them to do that
initial search in the time that they have with
that information. So it's really important to
send in a clear application that the examiner
who works in the art can understand when
they're doing that initial search that they
do.

MR. LANG: So I definitely agree
with the Director that the gap between art
found and prosecution art found later on
(inaudible) a critical issue facing the system
and non- patent literature is an important
place to focus. It's great that we're really
aligning on that and devoting a lot of effort.
We've been talking, I think, about MPIL,
though, for many years now. I mean, do you
have metrics about how often it is being

relied upon, found, considered, used as a



basis for rejection now as compared to, let's
say, five years ago?

MS. MARTIN-WALLACE: So we keep data
on everything, so I'm sure we do have between
our STIC, our Scientific and Information
Center, as well as what we can collect
ourselves we can find that. And I will put a
task for myself to make sure that we get that
information to you.

MR. LANG: I think it'll be an
important thing to track, going forward.

MR. THURLOW: And just last quick
point, application readiness. We all want
to -- as practicing attorneys, we all want 10
and 20 hours to read the application, make
sure the claim's a correct scope. I think
half the applications submitted to the Patent
Office are based on applications that claim
form priority to Japanese or other
international companies, so we Jjust don't have
that time to make every application. (Track
Ones) are the best indication of application
ready that we've discussed in the past, but to

the extent they're not, it's not that we don't



want to, it's just the nature of the business.
There's now budgets to support and all that.

MS. MARTIN-WALLACE: I know you're
going to have to (inaudible) Jjust to respond
to that. I agree with you completely and
that's one of the things that we're struggling
with, as well, with the examiners. Part of
the application readiness, though, is to
identify in the same manner we did with the
clarity of the record, probably what aspects
have the most impact to the appropriate
prosecution, moving forward. So that's what
we're trying to address and identify, is
making sure that our efforts and the efforts
getting the application together are the right
efforts to create impact. But yeah, you're
right. It -- it's for -- it could take you
forever and you're still going to find
something during that prosecution that you
need to change.

MR. LANG: I actually don't think
that the office should hesitate to require
that applications be in a state of readiness,

that they can be searched readily. It'll go



to the quality of the search, but it's also
going to improve the quality of the issued
patent and the ability of the patent to
provide notice to the public.

MR. POWELL: Yeah, and it's in many
areas, as well. Long considered, should an
applicant be required to respond to a negative
opinion in an international search report when
he goes to the national regional phase? I
mean, because otherwise it's just a wasted
office action and so on. So there's many,
many aspects to that.

SPEAKER: Okay.

MR. FAILE: Okay. So I believe we
have a problem with connection with the demo,
but we've prepared for such eventuality.
(Laughter) So Kevin has -- will walk us
through kind of on a screenshot basis what the
tool looks like. So apologies to the demo; we
can't do the live demo part as we envisioned.
But, Kevin, if you could go ahead and start
with walking through the slides, that would be
great. Thank you.

MR. PARENDO: Absolutely. Thank



you. All right. So our demonstration was
intended to show off the functionality of East
and to show how an examiner performs a
complete and quality search.

The application process begins by
looking at the application in our
docket-viewer program. The tool lists all the
applications that are assigned to an examiner,
regardless of its stage of prosecution. If
one clicks on one of these applications, the
application opens in the application viewer.
You see on the left-hand side the contents of
the file-wrapper, including the claim's
specification drawings, office actions, IDS,
et cetera. If you click on one of those
documents, 1t opens, as you can see on the
right-hand side. You see an image view of the
documents and we have optimal character
recognition tools that can pull out tax for
various uses.

So the application that we wanted to
demonstrate involves a light bulb, as you can
see in figure 3 on the left- hand side. And

it has light-emitting diodes and a base 100



kind of halfway up. The LED units are shown
on the right in figures 6 and 9. You have a
plurality of light-emitting diodes mounted to
a base with reflectors between them. There's
a glass plate above the LEDS and on the top of
the glass plate we have multiple wave length
conversion elements. A light- emitting diode
gives off one color of light, like, let's say
blue. If it goes straight through, that's
fine. 1If it strikes a phosphor, the phosphor
will reemit a different color, such as red or
green. And in the end, what you get is a
white light.

The applicant's claims match this
description pretty well. We have a plurality
of LEDs on a LED mounting board, a first
transmissive plate above it having a first
wavelength- converting material. There's a
base reflector structure over a contact area
between the LEDs.

My search would begin by looking at
the applicant's submitted prior art off of an
IDS. If this began as a 371 application, I

would look at the international search report



and written opinion. I would look at the
domestic and foreign- related applications to
see their application history and see if
there's anything useful there. 1I'd personally
search the patent literature in East; other
examiners here can use West. And we can do
non-patent literature searchers and chemical
structure searches.

So (laughs) walking through the
application, I would start by doing the signee
search and inventor search to look for
double-patenting issues. Here I show the
assignee is Xicato, the operator is A-S and
there are 124 filings of USPG pubs or patents
from that assignee. On the next slide, I show
the inventor search, so I put in all the
inventor names. I use the operator near two
to make the first name within two words of the
last name. And there about
a-hundred-and -- 375 of those documents. I
can combine those hits together, so I combine
the results of L2 and L3 by using the Boolean
operator org and then I further limit that by

claim terms.



Now, we have other Boolean
operators. You can see that the terms involve
near eight, our operator that requires the
words to be within eight words of each other
in the documents. We also have with operator,
which means it would have to be in the same
sentence, and the same operator, which
requires the terms to be in the same
paragraph. And we have a wildcard operator,
dollar sign. And if it's dollar sign four, it
would mean up to four characters. So the word
emit in the middle there, dollar sign four
would capture emit, emitted, emitting,
for -- so forth.

Okay. Here is what the browser
window looks like if you were to click on one
of the -- to click on one of the search
results for, let's say, the double-patenting.
On the left, you would see the image of the
document. And on the right, you can see a
list of all of the applications that the
search found. You can switch the view on the
right to either be the full text of the

document or it can be in the key words and



context, which is shown here, wherein only the
paragraphs where you found the search term
appear are shown and they're highlighted and
colored so you don't have to look through the
entire document to find your search terms
where they appear. You can text searches, of
course, because it's asking, you can figure
out what the elements are in the drawings. As
I try to show here. Okay.

Next, we -- I would -- what I showed
here is the search of all of the documents off
of the IDS, but there were 19 of these and we
can import this search string in straight from
the docket viewer and we would look through
all of those documents to see if any of those
are relevant prior art. Next, we would start
text searching. What I have done here 1is
shown a text search that is very, very similar
to the claim language. It was similar and
indeed it returns the same four documents as
in this entire family's history. All we would
have to do from there is broaden that search
out by using less restrictive operators and

using more synonyms.



And if we do that, we can in this
case find about 500 documents. And 500
documents in this case is a pretty good number
to search through. I think people have asked
the question, what -- which lines did the
examiner actually search through? In this
case, since I'm mostly looking at drawings and
some of the key words in context, 500
documents, I would definitely search through
all of those.

Another way to construct a text
search is to make a query for the concept
overall. And what I've done is, you can see
on the right-hand side where you would type in
the text, 1is create a very comprehensive
search for all the ways that you could see
multiple light-emitting diodes or a plurality
of LEDs or first and second LEDs. And I've
attached that to be within 10 words of the
various synonyms that I know for the mount,
such as a base or a substrate. And you get
about a-hundred- thousand documents out there
that have all of those features to them.

I -- you -- it's hard to see again, of course,



because of the slides. But databases that
we're searching in here are the U.S. patents
and PD pubs, a foreign patent retrieval
system, JPO, EPO, and Derwent abstracts and
IBM's not -- it's not technology database, but
(laughter) --

MR. FAILE: Technical discloseables.

MR. PARENDO: Yes, thank you. Okay.
Now, you can create s